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UiaiTED  STATE& 
1.   GONSTITUTIONiX  AND  GENERAL  PBINCIPLES. 

1.  The  Constitutional  Grant  of  Power. 

The  Congress  shall  have  power 

8.  To  promote  the  progress  of  science  and  useful  arts, 
by  securing  for  limited  times  to  authors  and  inventors 
the  exclusive  right  to  their  respective  writings  and  dis- 
coveries.   Const.  Art.  I.  §  vm. 

2.  Eoctent  of  the  Power  Granted.^ 

Congress  has  plenary  power  over  the  subject  of  granting  exclu- 
sive rights  to  inventors ;  it  can  modify,  at  pleasure,  the  law 
respecting  patents,  provided  property  in  existing  patents  is  not 
impaired  (McClurg  v.  Kingsland,  1  Hov).  202) ;  and  can  determine 
icben,  and  for  what  length  of  time,  and  under  what  circumstances, 
the  ]»atcnt  for  an  invention  shall  be  granted  ;  and  is  not  restricted 
from  granting  patents  in  cases  where  the  invention  has  not  been 
known  or  used  by  the  public.    An  act  of  Congress  granting  a 

*  Tbe  extent  and  limits  of  the  power  g§  4 1 8, 4 14 ;  2  Story  Const.  4  ed.  §§  1151- 

ptnted  to  Congress  have  been  discussed  1157;  Walker  Fat.  c  7;   Walker  Am. 

and  expounded  instructirelj,   in  Bump  L.  §  60 ;  Wharton  Com.  §  450 ;  Paschal 

PMw  9  ed.  1 ;  Pomerof  Const  L.  3  ed.  Const  121. 
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patent  is  not  anoonstitntional  beoanse  it  acts  retrospeetiTely,  and 
gives  a  patent  for  an  invention  which  was  preyionsly  in  pnblio  use. 
Blanohard  t^.  Spragne,  8  Sumn.  535  ;  2  /Story,  164. 

,  To  make  special  grants  to  inventors  is  within  the  constitutional 
power  of  Congress,  and  that  f>ody  can  grant  an  extension  of  a 
patent  after  it  has  been  once  extended  under  the  general  act. 
Bloomer  v.  StoUey,  5  McLeatiy  158  ;  8  West.  L,  J,  158.  Oongreaa 
has  the  constitutional  right  to  confer,  by  special  act,  a  new  and 
special  term  on  a  patentee  ;  and  that  even  after  the  expiration  of 
the  first  patent.  Blanchard  t^.  Ilaynes,  6  West.  Z.  •/.  82  ;  Blanchard's 
Gunstock  Turning  Factory  v,  Warner,  1  Blatehf.  258  ;  Jordan  v. 
Dobson,  2  Abb.  U,  S.  398  ;  7  FhUa.  533  ;  Evans  v.  Robinson,  1 
Car.  L.  Repoe.  209.  Congress  may  renew  a  patent  right,  or  refuse 
to  do  so ;  the  grant  of  an  exclusive  privilege  to  an  inventor  for  a 
limited  time  does  not  imply  a  binding  and  irrevocable  contract, 
that  at  the  expiration  of  the  period  the  invention  shall  beoomo 
public  property.    Evans  v.  Eaton,  Pet.  C.  Ct.  322,  337. 

A  reservation  in  favor  of  assignees  in  an  act  extending  a  patent 
will  not  make  the  act  unconstitutional  on  the  ground  that  Congress 
is  authorized  to  confer  privileges  only  on  inventors  ;  the  power  to 
reserve  rights  and  privileges  to  assignees  is  incidental  to  the  general 
power  conferred  to  promote  the  progress  of  the  useful  arts.  Blan- 
chard's  Gunstock  Turning  Factory  v.  Warner,  1  Ulatchf.  258. 

8.  Its  Limitations  and  Exceptions. 

The  power  exercised  by  Congress  in  the  enactment  of  the  patent 
laws  is  domestic  in  its  character,  and  is  necessarily  confined  within 
the  limits  of  the  United  States.  Those  laws  cannot  operate  beyond 
such  limits ;  nor  can  the  right  of  the  patentee  extend  beyond  the 
limits  within  which  the  law  by  which  the  right  is  created  is  confined. 
The  use  of  his  invention  outside  the  jurisdiction  of  the  United 
States  is  no  infringement  of  his  rights,  and  gives  him  no  claim  to 
compensation.  Thus,  the  rights  granted  to  a  patentee  do  not 
extend  to  a  foreign  vessel  lawfully  entering  our  ports  ;  and  the  use 
on  such  vessel  of  an  improvement  patented  in  this  country  is  not 
an  infringement  of  the  rights  of  an  American  patentee,  provided  it 
was  placed  upon  her  in  a  foreign  port  and  authorized  by  the  laws 
of  the  country  to  which  she  belongs.  Where  a  vessel  was  built  and 
rigged  in  France  and  equipped  with  gaffs  which  had  been  patented 
in  the  United  States,  and,  so  equipped,  came  to  one  of  our  ports, 
held^  that  as  the  gaffs  were  plaeed  on  the  vessel  when  she  was  built 
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and  as  part  of  her  original  eqaipmcoty  in  a  foreign  country,  by 
persons  not  within  our  jurisdiction,  the  use  of  them  was  not  within 
the  application  of  oar  patent  laws.  Brown  v.  Duchesne,  19  How. 
188,  198  ;  aff'g  2  Curt.  871. 

Thongh  oar  patent  laws  afford  no  protection  to  inventions 
beyond  the  jurisdiction  of  the  United  States,  yet  that  jurisdiction 
extends  to  the  docks  of  American  vessels  on  the  high  seas,  as  much 
as  it  does  to  all  the  territory  of  the  country,  and  for  many  purposes 
is  even  more  exclusive.    Gardiner  v.  Howe,  2  Cl\f.  462. 

Congress  cannot  authorize  an  inventor  to  recall  rights  which  he 
has  granted  to  others,  or  re-invest  him  with  rights  of  property 
which  he  has  hefore  conveyed  for  a  valuable  consideration.  Bloomer 
V.  McQuewan,  14  Haw.  639. 

4.    History  of  the  Acts  of  Congress. 

The  legislation  of  Congress  upon  the  subject  of  patents  began 
early.  The  act  first  passed  was  that  of  April  10,  1790,  1  Stat.  109. 
0.7. 

This  act  was  repealed  by  the  act  of  February  21,  1793  (1  Stat. 
818,  c.  11),  which  latter  act,  as  amended  and  extended  by  a  series 
of  acts  passed  in  1794  (1  Stat.  393,  c.  68),  1800,  1819  (2  Stat.  37,  a 
25),  and  1832  (3  Stat.  481,  c.  19  ;  4  Stat.  669,  c.  162  ;  Jd.  677,  c. 
203),  formed  the  basis  of  our  patent  law  down  to  1836.    In  that 
year  a  general  revision  of  the  law  of  the  subject  was  made,  and  a 
new  and  comprehensive  act  was  passed, — the  act  of  July  4,  1836, — 
by  which  former  acts  were   repealed,  and   which  established  a 
system  destined  to  continue  in  force,  with  some  amendments  and 
additions,  till  1870.    These  amendatory  or  additional  acts  are,  the 
act  of  March  3, 1837  (6  Stat.  191,  c.  46),  regulating  recording  and 
effect  of  records  as  evidence,  enabling  patents  to  be  issued  to 
assignees  of  the  original  inventor,  and  allowing  a  disclaimer  of  any 
excess  in  a  specification,  or  a  correction  of  the  specification  in  cases 
of  re-issue,  and  allowing  a  patent  to  be  sustained  in  part ; — the  act 
of  March  3,  1839  (5  Stat.  363,  c.  88),  protecting  patentees  notwith- 
standing sales  of  the  article  made  during  a  term  not  exceeding  two 
yeara  before  the  patent  is  issued  ;— the  acts  of  August  29,  1842  (5 
Stat.  643,  c.  263),  and  March  2,  1861  (12  Stat,  246,  c.  88),  allowing 
patents  for  designs ;  and  requiring  the  dato  of  the  patent  to  be 
stamped  upon  or  affixed  to  each  patented  artielo  offered  for  sale  ; — 
the  act  of  February  18,  1801  (12  Stat.  130,  c.  87),  authorizing  the 
Supreme  Court  to  review  circuit  court  decisions  ia  patent  case9 
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witlioat  regard  to  the  value  in  controversy  ; — the  act  of  MarcK  2, 
18G1,  abolishing  extensions  (12  StcU.  246,  c.  88).* 

The  laws  thus  far  mentioned  still  possess  some  historic  interest ; 
and  a  knowledge  of  them,  even  of  their  precise  language,  is  often 
useful  in  reading  the  decisions  of  former  years.    But  they  have 
almost  lost  force  as  respects  existing  rights.     Few  patents  which 
were  granted  or  extended  under  them  are  operated;  the  laws  them- 
selves have  been  repealed  sufficiently  long  ago  to  allow  the  ordinary 
rights  of  action  under  them  to  have  become  extinct ;  and  very  few 
suits  begun  before  the  repeal  are  still  pending.!    The  commissioners 
to  revise  the  statutes,  appointed  under  the  first  law  for  that  purpose 
(who  adopted  the  working  plan  of  allotting  distinct  subjects  to  indi- 
vidual members  of  the  board  for  preparation  of  a  revised  version  of 
the  laws),  framed  a  revision  of  the  laws  on  patents  and  copyrights 
which  they  reported  to  Congress  ;  and  their  report  became  (with  the 
addition  of  a  chapter  on  trademarks  inserted  by  Congress  and  after- 
wards pronounced  unconstitutional  by  the  Supreme  Court)  the  basis 
of  the  act  of  July  8, 1870,  c.  230, 16  Stat.  198.    This  act  is  substanti- 
ally reproduced  in  Rev, Stat  tit.  LX.  c.  3.   It  was  technically  repealed 
by  the  revision  ;  but  the  interval  between  the  two  was  so  short,  the 
provisions  are  so  nearly  identical,  and  the  general  saving  clause  of 
the  revision  is  so  liberal,  that  the  difference  between  the  act  of  1870 
and  the  Revised  Statutes  is  unimportant  in  any  general  study  of  the 
subject,  though  cases  may  easily  occur  in  which  it  will  deserve 
attention.    The  acts  since  the  revision  are  :  The  law  authorizing  a 
resort  to  jury  trial  in  patent  suits  (act  of  Feb.  16,  1875,  18  Stat. 


*  The  above  enumeration  embraces 
only  provisions  affecting  the  law  of 
patents  strictly  speaking,  and  excludes 
enactments  relative  to  organization  of 
fhe  patent-oflSce,  powers  and  proceedings 
of  officers,  jnrisdictlon  of  courts,  appro- 
priations, and  the  like.  Ccmprehensive 
collections  of  all  the  various  patent  laws, 
reprinted  in  chronologic  order,  are  given 
in  the  Appendixes  to  the  trcntises  of 
Curtis  and  Walker.  Mr.  Bump  gives  a 
convenient  *'  List  of  the  Laws  relating 
to  Patents,  Trademarks  and  Copyright, 
chewing  the  time  of  repeal  and  the  part 
of  the  Revised  Statutes  where  an  anal- 
ogous provision  may  now  be  found." 
(Bump    Pat.  2  ed.   zi.)     It  would  be 


more  convenient  to  one  studying  patent 
law  exclusively,  if  the  three  sorts  of  laws 
were  distinguished  from  each  other. 

For  a  mention  of  some  points  in  dc- 
cisions  of  the  courts  under  former  patent 
laws  which  seem  inapplicable  to  the 
Revised  Statutes,  see  Abb.  Nut.  Dig. 
tit.  Patents,  VIIL 

t  Oliver  v.  Rumford  Chemical  Works*, 
109  U.  S.  75,  is  an  example  of  a  ca.<*e 
in  which  so  latelv  as  1884  it  was  ncces- 
sary  to  adjudicate  a  suit  according  to 
the  long-repealed  laws ;  but  this  was 
because  the  right  was  acquired  under 
them,  and  the  question  had  been  kept 
open  by  an  unusual  concurrence  of  death 
of  a  party  and  delay  of  litigation. 
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316)y  and  a  few  provisions  regulating  condact  of  business  in  the 
patent-office.  For  all  practical  purposes  one  ivho  wishes  to  see  the 
statute  law  in  force  at  the  present  time  (March,  1886),  needs  to 
consult  only  the  Revised  Statutes. 

5.     Construction  of  Acts  of  Congress. 

Patent  laws  should  be  liberally  construed,  to  effect  the  general 
object  of  securing  the  rights  of  inventors.  Grant  v,  Raymond,  6 
Fei.  218,  242  ;  Commissioner  t?.  Whiteley,  4  WaU.  622  ;  Brooks  w. 
Jenkins,  3  McLean^  432. 

The  general  words  granting  the  exclusive  right,  found  in  the  pat- 
ent law  (of  1838)  must  be  taken  in  connection  with  the  whole  statute 
or  statutes  on  the  subject  and  the  objects  and  policy  of  the  law  as 
indicated  by  its  various  provisions,  and  must  be  construed  so  as  to 
carry  into  execution  the  will  of  Congress.  They  should  not  be  con- 
strued so  aj  in  any  degree  to  disarm  government  of  any  of  its 
powers,  or  enable  an  individual  to  embarrass  it.  And  as  attention 
of  Congress  when  legislating  to  protect  inventors  is  necessarHy 
drawn  to  the  constitutional  power  given  for  that  purpose,  the  courts 
ought  not  to  presume  that  the  exercise  of  another  power  (here,  the 
treaty-making  power)  was  intended.  Brown  v,  Duchesne,  19  How, 
183,  194. 

A  private  act  of  Congress  authorizing  the  issuing  of  a  patent  to 
an  inventor  is  to  be  considered  as  engrafted  on  the  general  acts  for 
the  promotion  of  the  useful  arts,  and  such  a  patent  is  issued  in  pur- 
suance of  both.  Evans  v,  Eaton,  3  Wheat,  454,  518  ;  Jordan  v. 
Dobson,  2  Abb.  U.  8.  398  ;  1  Fhila,  533. 

Even  if  it  is  within  the  power  of  Congress  to  decide  the  fact  that 
an  individual  is  an  inventor,  without  leaving  the  question  of  inven- 
tion open  to  investigation,  the  courts  will  never  presume  Congress 
tc  have  decided  that  question  in  an  act,  the  words  of  which  do  not 
lender  such  a  construction  unavoidable.     Evans  v.  Eaton,  supra, 

A  grant  of  exclusive  right  in  an  invention,  for  a  specific  term, 
does  not  imply  a  right  on  behalf  of  the  people  that  at  the  end  of 
that  term  the  invention  shall  be  public  property.     Evans  v.  Eaton, 

Pa.  C.  Ct.  322. 

An  act  extending  a  single  patent  should  be  construed  in  con- 
nection with,  or  as  engrafted  upon  a  general  law  allowing  exten- 
sions.   Bloomer  v.  McQuewan,  14  Hovs,  539. 

An  act  granting  a  patent  should  not  be  construed  so  that  it  wil| 
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o]^rate  retrospectivelyy  unless  such  construction  is  unavoidable* 
Blanchard  v.  Sprague^  3  Sumn.  535 ;  2  Stort/y  164. 

6.  Nature  of  a  Patent  Bight. 

The  applicant  must  bring  himself  within  the  terms  of  the  law 
before  he  can  derive  any  title  to  demand  or  hold  a  patent,  Pen- 
nock  V.  Dialogue,  2  Pet.  1,18;  aff'g  4  Wash.  359. 

The  right  which  an  inventor  has  to  the  exclusive  use  of  his 
invention  is  the  creature  of  the  statute ;  the  supreme  court  has 
always  held  that  he  has  no  right  upon  which  he  can  maintain  suit, 
unless  he  obtains  letters  patent  according  to  the  statute  ;  and  his 
right  is  regulated  and  measured  by  the  provisions  of  the  act,  and 
cannot  go  beyond  them.  Brown  t;.  Duchesne,  19  How.  183  ;  aff'g 
2^  Curt.  871  ;  S.  P.,  Morton  v.  New  York  Eye  Infirmary,  5  Blatehf. 
116  ;  2  Am.  L.  Beg.  N.  8.  672  ;  2  Msh.  Pat.  Cos.  320  ;  Waterbury 
Brass  Co.  t;.  Miller,  9  Blatehf.  77 ;  5  Phh.  Pat.  Cas.  48  ;  Sissons 
V.  Gilbert,  Id.  109. 

A  patent  is  not  a  '^  monopoly,''  but  resembles  a  contract  between 
the  government  and  the  inventor,  securing  to  him,  for  a  limited 
time,  the  exclusive  enjoyment  of  the  practice  of  his  invention,  in 
consideration  of  his  disclosure  of  the  secret  to  the  public,  and  his 
relinquishment  of  his  invention  to  the  public  at  the  end  of  the 
term.  Attorney-General  t;.  Rumford  Chemical  Works,  9  Pat.  Off. 
Gaz.  1002  ;  McKeever  v.  United  States,  14  Ct.  of  CI.  396.* 

A  patent  in  this  country  is  a  matter  of  right,  on  complying  with 
the  conditions  prescribed  by  law.  Whitney  v.  Emn^ett,  Baldw. 
303. 

Congress  having  power  to  secure,  **  for  limited  times,"  to  inven- 
tors, the  exclusive  right  to  their  discoveries,  in  consideration  of  the 
benefit  which  the  public  will  derive  from  the  invention  after  the 
expiration  of  the  term,  whatever  was  patented  to  the  inventor  and 
enjoyed  by  the  inventor  and  those  operating  in  any  way  under  him 
daring  the  term,  belongs  to  the  public  and  is  free  to  all  at  the 
expiration  of  the  term.  Hence,  an  exclusive  right  under  the  pro- 
tection solely  of  patents,  to  make  frames  for  sewing-machines  in 

*  Tbe  opinion  gives  an  extended  and  it.    See,  on  the  same  subject,  op.  Brad* 

iDte|reBting  accoant  of  the  rise  in  Eng-  lej,  J.,  in  Butdier's  Union  Co.  r.  Ores- 

laad,  of  opposition  to  monopoliee,  and  cent  City  Co.,  Ill  U.  S.  746,  761 ;  and, 

ol  lh«  reasons  why   grants  of   patent  for  the  Act  Concerning  Monopolies,  % 

rigbis  were  and  should  be  excepted  from  post,  1,  and  note. 
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iLc  shape  of  the  letter  O,  cannot  be  maintained  after  the  expiration 
of  the  patents  on  the  ground  that  such  shape  is  a  trademark. 
Wilcozy  Ac.  Sewing  Machine  Co.  v.  Frame,  17  Ihd.  i2^V,  623  ;  21 
Bkachf.  431 ;  24  Pat.  Of.  Oaz.  1272. 


7.    No  Bight  Reserved  to  Oovemment. 

In  the  United  States,  where  the  grant  of  a  patent  partakes  the 
nature  of  a  recognition  and  protection  of  the  patentee's  right, 
snch  grant  ezclndes  the  government  from  nsing  the  invention 
without  either  obtaining  the  license  of  the  inventor,  or  making  him 
compensation  therefor.*  James  v.  Campbell,  104  IT,  S,  356  ;  rev'g 
17  Blaichf,  42 ;  8  Bep'r,  455  ;  4  Bann.  Jb  A.  Pat.  Cos,  456  ;  18 
PmL  Off.  Gaz.  979;  Brady  v.  Atlantic  Works,  1 0  Pa^.  Off.  Oaz. 
702  ;  McEeever  v.  United  States,  14  Ct.  of  CI  396. 

Use  of  a  patented  machine,  by  officers  of  the  government, 
although  in  prosecuting  public  works,  does  not  constitute  such  a 
taking  of  private  property  for  public  use  as  gives  the  Court  of 
Claims  jurisdiction  of  a  claim  for  compensation.  Thus  where  a 
warden  of  United  States  penitentiary  set  up  six  patented  broom- 
making  machines  in  the  prison,  and  employed  the  convicts  in  making 
brooms,  but  there  was  nothing  like  a  bargain  between  him  and  the 
inventor,  the  court  held  that  for  want  of  some  contract  binding  the 
government  to  pay,  no  judgment  could  be  rendered.  Pitcher  v. 
United  Stotes,  1  Ct.  of  CI.  1. 

A  suit  may  be  brought  in  the  court  on  a  special  contract  with  a 
patentee,  for  the  use  of  his  invention  by  the  government  at  an 
agreed  price.  Thus  where  a  patented  army  tent  was  adopted  by 
the  war  department,  and  a  contract  was  made  by  direction  of  the 
secretary,  with  the  inventor,  to  pay  him  a  royalty  (which  was  not 
paid),  on  proof  of  the  special  contract  he  recovered  judgment. 
Bums  t^.  United  States,  4  Ct.  of  CI.  113  ;  afTd  9ub  nom.  United 
Suites  V.  Burns,  12  WaU.  246. 

The  Court  of  Claims  has  jurisdiction  in  an   action  brought 


*  As  long  ago  u  1858  a  claim  was 
preferrad  to  t)ia  aecretary  of  war  for 
pajment  for  goTemmeDt  vae  of  a  patent 
cat-oflL  The  govomment  contracted  with 
M.  to  baikl  a  steamboat  X.  attached 
the  cat^ff  to  the  engine  withont  paying 
royalty^  considering  that  go?eniment  was 
entitled  to  the  free  use  of  the  ioTention. 
The  inTcstor  applied  to  Vie  secretary  of 


war,  and  that  officer  asked  the  opinion 
of  the  attomey-generaL  The  attorney- 
general  of  the  day,  Jodge  Black,  advised 
that  the  gOTemment  was  equally  bound 
with  an  individual  to  pay  a  royalty ;  and 
that  the  secretary  might  pay  one  if 
there  were  an  appropriation  available. 
9  Op.  Att..Gen.  186.  Patents,  fto.  act, 
1868,  g  27,  disclaims  right  of  the  crowi^ 
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apon  an  implied  license  to  manafacturc  a  patented  article,  or  on 
an  implied  contract  that  government  shall  make  compensation.* 
McEeever  v.  United  States,  14  Ct.  of  CI  396  ;  aflPd,  18  7rf.  757  ; 
1880,  Morse  Arms  Manuf.  Co.  v.  United  'States,  16  Id.  206  ;  and 
see  Dahlgren  v.  United  States,  Id,  30  ;  HoUister  v.  Benedict  Manuf. 
Co.,  113  U,  S.  69. 

,  Upon  proof  that  a  patented  article  was  BuT)mitted  by  the 
inventor  to  the  war  department  and  adopted  and  used  hj  the  secre- 
tary of  war,  the  Court  of  Claims  will  not  presume  that  a  gratuitous 
license  was  intended  by  the  one  party,  or  a  tortious  infringement  by 
the  other ;  but  rather  that  the  government  used  the  invention 
under  an  implied  license  and  engagement  to  pay  a  reasonable 
royalty.     McKeever  i;.  United  States,  supra. 

Where  the  government,  on  the  invitation  of  an  inventor,  manu- 
factures a  patented  military  device  having  no  market  value,  the 
implication  is  that  the  government  shall  pay  for  the  valuable 
right  to  use,  and  not  for  the  valueless  right  to  manufacture. 
Palmer  v.  United  States,  19  Ct,  of  CI,  6C9. 

The  government,  when  it  manufactures  after  a  patented  device 
but  under  an  implied  license,  is  as  responsible  as  an  individual. 
The  ordnance  department  has  no  more  right  to  manufacture  a 
patented  article  for  experiment  than  for  use.  Palmer  v.  United 
States,  20  Ct,  of  67.  432. 

An  officer  of  government  (here,  a  postmaster)  who,  without 
license,  uses  a  patented  invention  in  the  performance  of  the  business 
under  his  charge,  thereby  saving  expense  to  the  government, 
renders  himself  peraonally  liable  as  an  infringer,  to  the  owner 
of  the  patent  ;f  and  the  sum  so  saved  is  a  proper  measure  of  the 
profits  recoverable.  Campbell  v.  James,  8  Rep\  455  ;  Campbell 
w.  James,  2  Fed.  Rep\  338  ;  17  Blatchf,  42  ;  18  Pat  Off.  Oaz. 
nil;  10i2«joV,  103;  rev'd,  104    U.  &.  356.     See  other  decisions 


*  What  circumstances  irill  not  raise 
a  presumption  or  implication  of  a  con- 
tract that  government  shall  pay  for  its 
use  of  a  patent,  see  Shavor  v.  United 
States,  4  Ct  of  Gl.  440 ;  Fletcher  t. 
United  SUtes,  11  Id.  748. 

f  Inasmuch  as  officers  of  the  United 
States,  when  they  use  articles  manufac- 
tured in  yiolation  of  the  rights  of  patent- 
ees, are  liable  to  suit  therefor,  therefore, 
where  articles  are  adTertieed  for  by  the 


United  States,  and  it  is  claimed  by 
another  party  that  the  successful  bidder, 
in  order  to  furnish  the  articles,  must 
make  them  in  yiolation  of  his  patent, 
it  is  proper  that  the  successful  bidder 
sliould  T)e  required  to  furnish  a  satisfac- 
tory bond  of  indemnity  for  the  security 
of  the  officer  against  any  suit  for  in- 
fringement of  patent  by  the  use  of  the 
articles.    16  Op.  Att.-€fai.  186. 
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in  the  cause,  3  Fed.  RepWy  513  ;  10  R^W^  086  ;  18  PiU.  Off.  Oaz. 

300 ;  6  Bonn.  <fi  A.  Pat.  Cas.  630. 

In  a  suit  in  the  circuit  court  to  enjoin  an  infringement,  proof 

that  respondents  are  manufacturing  the  article  in  question  under 
a  contract  with  the  government  and  for  its  use  does  not  constitute 
a  defense.  Such  contract  cannot  confer  any  right  to  use  the  com- 
plainant's patent.  Brady  v.  Atlantic  Works,  10  Pai.  Off.  Gaz. 
702. 

8.  Powers  of  State  Legislatures. 

The  power  conferred  on  Congress  to  grant  letters  patent  for 
inventions,  does  not  prevent  the  several  States  from  legislating  to 
protect  their  communities  against  the  sale  of  deleterious  or  danger- 
ous manufactured  articles.  Articles  which,  hy  the  application  of 
the  invention  or  discovery  for  which  letters-patent  have  heen 
granted  by  the  United  States,  come  into  existence,  are,  to  the  same 
extent  as  that  of  any  other  species  of  property,  subject  to  States 
control.     Patterson  v.  Kentucky,  97  U.  S.  501. 

Letters-paten^  for  an  invention  do  not  authorize  the  patentee  to 
sell  the  article  within  a  State,  in  defiance  of  her  laws  enacted  in  the 
exercise  of  the  police  power  forbidding  or  restraining  such  sales. 
Webber  v.  Virginia,  103  U.  8.  344. 

The  grant  of  the  right  to  the  exclusive  use  of  an  invention,  by 
a  special  statute  of  a  State,  does  not  amount  to  a  contract  securing 
the  public  use  after  expiration  of  the  patent ;  and  if  it  did.  Congress 
might,  notwithstanding,  grant  a  renewed  patent.  There  is  nothing 
in  the  constitution  which  forbids  Congress  to  pass  laws  violating 
the  obligations  of  contracts,  though  such  a  power  is  denied  to  the 
States  individually.     Evans  v.  Eaton,  Pet.  C.  Ct.  322. 

A  State  statute  requiring  that  any  note  given  in  consideration 
of  a  sale  of  a  patent  right,  shall  contain  a  recital  that  it  was  so 
given,  is  unconstitntional  and  void  for  infringing  the  cxeluuive 
power  of  Congress  to  regulate  the  subject  of  patents.  -&/>.  Rob- 
inson, 2  J3iss.  309;  Castle  v,  Hutchinson,  25  Ped.  Eep\  394.  Only 
Congress  can  prescribe  special  regulations  as  to  the  mode  in  which 
a  patent-right  may  be  sold  and  conveyed.  Any  interference  by  a 
State  with  the  right  to  assign  a  patent,  is  void.  Woolen  v. 
Banker,  17  Alb.  Z.J.  12;  5  RepW,  259. 

9.  Analogous  Decisions  Relative  to  Copyright. 

Congress  has  power  to  prescribe  the  conditions  on  which  a  copy- 
rifl'ht  shall  be  obtained  and  owned  ;  and  no  person  can  avail  himself 
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of  tfae  right,  without  a  substantial  ooinpliance  with  the  conditions. 
The  courts  cannot  dispense  with  the  requirements  clearly  prescribed 
by  statute,  because  they  may  seem  unimportant.  The  use  of  the 
word  "  securing  "  in  the  constitutional  grant,  does  not  import  that 
an  author  has  a  natural  right  in  his  work,  after  publication,  which 
the  courts  can  protect,  independent  of,  or  beyond  the  act  of  Con- 
gress.    Wheaton  v.  Peters,  8  Pet,  691. 

Congress  has  power  to  extend  the  protection  of  the  copyright 
law  to  a  photographer,  who,  by  labor  and  thought,  artistic  design 
and  skill  in  placing  a  person  before  the  camera,  arranging  costume, 
drapery,  Ac,  planning  light  and  shade,  contributes  to  the  value  of 
a  photographic  portrait.  Hence  Hev.  Stat.  §  4952, — ^allowing  copy- 
right in  photc^raphs, — ^is  constitutional,  so  far  as  its  application  to 
photographs  involving  such  artistic  labor  and  skill  is  concerned. 
The  grant  of  power  is  not  limited  to  protection  of  *^  books  "  and 
^'  authors,"  in  the  strict  and  limited  sense  ;  it  is  broad  enough  to 
authorize  a  copyright  law  protecting  photographs  which  embody 
original  intellectual  conceptions.  Barrow-Giles  Lithographic  Co. 
t;.  Sarony,  HI  K  A  63  ;  aflPg  17  lid.  JR^'r,  691.  See  also 
Schreiber  v.  Thornton,  17  Fed.  RtpW^  603. 

The  constitution  does  not  invest  Congress  with  power  to  grant 
copyright  (or  letters  patent),  to  a  mere  owner  of  a  work  as  such, 
irrespective  of  his  being,  or  having  derived  title  from  the  original 
author,  designer,  composer  (inventor),  &c.  Yuengling  v.  Schile, 
12  Fkd.  JRep'r,  97  ;  20  Blatchf,  452  ;  13  jB^V,  617. 

That  Congress  has  not  power  to  pass  a  law  conferring  the  priv- 
ilege of  copyright  upon  immoral  or  indecent  works  or  composi- 
tioRB  ;  the  power  embraces  such  works  only  as  tend  to  '^  promote 
the  progress  of  science  and  useful  arts,"  see  Martinetti  v,  Maguire, 
1  Abb.  U.  a.  366. 

A  State  cannot  interfere  with  rights  of  individuals  acquired 
under  the  copyright  laws.    Little  v.  Gould,  2  JBlatchf.  166,  171. 

10.    Belative  to  Trade-marks. 

The  trade-marks  legislation  of  Congress,  particularly  the  act  of 
Aug.  14,  1876  (19  8t(U.  141),  is  unconstitutional  ;  because  the  patent 
and  copyright  power  does  not  extend  to  trade-marks ;  and  the  legis- 
lation in  question  is  not- sufficiently  limited  to  foreign  and  inter- 
state commerce  to  admit  of  sustaining  it  under  the  commercial 
power.    Trademark  Cases,  100  271  S.  82;  26  Law.td.  660;  19  Pat. 


THE  PATENT  OFFICE.  11 

Off.  Oaz,  999.    To  same  effect  were  Leideradorf  v.  Flint,  IS  Am.  L. 
Reg.  N.  &  37  ;  7  Gent.  Z.  J]  405  ;  6  Jtep'r,  789. 

A  manufacturer  of  a  patented  article  cannot  claim  protection, 
after  expiration  of  his  patent,  against  another  person's  making  the 
article  in  iniitation  of  the  form,  color,  Ac,  of  that  mannfactared 
by  plaintiff ;  nor  enforce  a  right  to  continue  the  use  of  the  stamp 
" ^'s  patent "  as  a  trade-mark.  Neither  a  patent  nor  a  trade- 
mark relates  to  the  accidental  exterior  appearance.  The  patent 
(while  it  lasted)  protected  only  the  noyel,  substantial  mechanism, 
and  the  trade-mark  only  forbids  representing  defendant's  article  as 
being  of  the  manufacture  of  plaintiff.  Fairbanks  v.  Jacobus,  14 
Bkdchf.  337.  To  the  same  general  effect,  Consolidated  Fruit  Jar 
Co.  V.  Dorflinger,  2  Am^  L.  T,  If.  8.  671  ;  Singer  Manuf.  Co.  w. 
Strange,  6  Rd.  Itep^Ty  279 ;  2  McCraryy  512;  11  Rep\^W\  ;  Same 
«.  Riley,  11  ltd.  Rep\y  706  ;  Wilcox,  Ac.  Sewing  Machine  Co.  t;. 
Gibbens  Frame,  17  Id.  623  ;  24  Pat.  Off.  Qaz.  1272  ;  Singer 
Hanuf.  Co.  v.  Larsen,  8  JBUs,  151  ;  3  Bann.  A  A.  Pat,  Cos.  246  ; 
Tucker  Manuf.  Co.  v.  Boyington,  9  Pat,  Off.  Gctz.  455  ;  Leclancha 
Battery  Co.  v.  Western  Electric  Co.,  21  Ped.  Bep^r,  538. 

Where  complainants  were  the  first  to  adopt  and  use,  as  a  mark 
for  their  product,  tin  tags  yariously  colored,  with  the  name  of  their 
brand  and  their  own  name  stamped  thereon  and  fastened  upon  the 
outside  of  their  plugs  of  tobacco, — JSfeld,  although  their  patent  there- 
for was  declared  void  after  surrender  and  reissue,  that  they  had  the 
right  to  the  device  as  a  trade-mark,  the  public  having  come  to 
know  their  tobacco  by  the  tags  of  their  peculiar  color,  shape,  and 
■ixe.    Lorillard  v.  Wright,  15  Ped.  Bep'r^  383. 


II.    THE  PATENT-OFFICE. 

11.    Authority  of  the  Secretary  of  the  Interior. 

The  secretary  of  the  interior  is  charged  with  the  super- 
vision of  public  business  relating  to  the  following  subjects : 
•  «  •  ... 

5.  Patents  for  inventions.    Bev.  Stat.  §  441. 

The  authority  of  the  secretary  is  supervisory  rather  than  appel- 
late. Supervisory  power  applies  to  executive  or  administrative 
duties,  and  includes  authority  to  direct  the  performance  of  them 
Thus,  if  the  commissioner  neglects  or  refuses  to  perform  such  u 
diitv%  or  performs  it  improperly,  the  secretary  may  give  the  appra 
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priate  direction.    Edison  v.  Edison,  0  Pat.  Off,   Oaz,  403  ;  James 
V.  Sargent,   12  Id,  475.     But  decisions  rendered  by  the  commis- 
fiioner,  acting  judicially,  are  not  reviewable  by  means  of  an  appeal 
to  the  secretary.     Edison  v.  Edison,  supra;  Franklin  B.  Hunt,  13 
Pat.  Off.  Gaz.  771  ;  Workman  v.  McNaught,  lO/A  21«.    A  man- 
damuB  to  compel  the  issuing  of  a  patent  runs  to  the  secretary,  not 
to  the  commissioner.  United  States  v.  Marble,  22  Pat.  Off,  Gaz.  1365. 
Gill  applied  for  a  patent.     An  interference  was  declared,  and 
the  commissioner  decided  in  favor  of  his  claim  to  priority,  and 
adjudged  that  a  patent  issue  to  Hoe  &  Co.,  his  assignees.    Scott, 
however,  the  claimant  of  the  interfering  invention,  appealed  to  the 
secretary  of  the  interior,  who  heard  the  appeal  and  adjudged  Scott 
the  first  inventor,  and  Gill  not  entitled  to  a  patent  for  it.    The  com- 
missioner, because  of  this  reversal  of  his  decision,  refused  to  receive 
Hoe  &  Co.'s  final  fee,  or  to  cause  the  patent  to  be  issued.     They 
then  applied  to  the  supreme  court  of  the  District  of  Columbia  for  a 
mandamus,  directing  him  to  accept  the  fee  and  prepare,  seal  and 
countersign  the  patent,  and  submit  it  to  the  secretary,  ^fec.     The 
commissioner  resisted  the  application ;    but  solely  to  procure  a 
decision  upon  the  relative  authority  of  commissioner  and  secretary. 
Held^  reviewing  the  legislation,  decisions  and  past  practice  elabor- 
ately, that  the  mode  of  reviewing  a  commissioner's  decision  refusing 
a  patent,  except  in  cases  of  interference,  is  by  appeal  to  the  supreme 
court  of  the  District  of  Columbia  {Rev,  Stat.  §  4011);  and  the  mode 
of  reviewing  such  decision  in  interference  cases  is  by  bill  in  equity 
under  Hev.  Stat.  §  4915.     Unless  such  appeal  or  bill  is  taken  or 
filed,  the  commissioner's  decision  is  final.     The  power  of  supervision 
vested  in  the  secretary  over  the  acts  of  the  commissioner  relates  to 
his  performance  of  executive  and  administrative  duties  ;  it  does  not 
extend  to  a  review  of  the  action  of  the  commissioner  in  cases  in 
which  he  is  by  law  appointed  to  exercise  his  discretion  judicially. 
In  issuing    or  withholding    patents  he    exercises  quasi  judicial 
functions,  and  his  decisions  can  be  reviewed  only  in  the  modes  pro- 
vided  bylaw.    Butterworth  tj. Hoe,  112  C^  &  60.     Even  admitting 
that  so  far  as  the  public  alone  is  concerned,  the  secretary  may 
satisfy  his  duty  of  direction  and  superintendence  by  prescribing 
general  rules  for  the  conduct  of  the  public  business,  and  securing,  by 
general  oversight,  conformity  to  them,   yet  whenever  a  private 
person  acquires  by  law  a  personal  interest  in  the  performance  by 
the  commissioner  of  any  act,  he  thereby  also  acquires  an  individual  in 
the  direction  and  snpervbion  of  the  secretary,  to  correct  any  error, 
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ot  BuppVy  any  omission  or  defect  in  its  performance  tending  to  his 

in^nTy  \  BO  tbat  tlie  official  daty  of  direction  and  supervision  on  the 

pari  oi  tbe  secretary  implies  a  correlative  right  of  appeal  to  him, 

irom  the  commissioner.     Per  Matthews,  J.,  Butter  worth  v.  Hoe, 

\Vl  U.  S.  50,  57. 

12.  Establishment  of  the  Patent-Office.    Seal, 

There  shall  be  in  the  department  of  the  interior,  an  office 
known  as  the  patent-office,*  where  all  records,  books, 
models,  drawings,  specifications,  and  other  papers  and 
things  pertaining  to  patents  shall  be  safely  kept  and  pre- 
served.   Bev.  Stat.  §  475. 

The  seal  heretofore  provided  for  the  patent-office  shall 

be  the  seal  of  the  office,  with  which  letters  patent  and 
papers  issued  from  the  office  shall  be  authenticated.    Bev. 

StaL  §  478. 

13.     Officers  and  Employes.    SaJaries.'f    Bonds. 
There  shall  be  in  the  patent-office,  a  commissioner  of 


*  An  Sfccoant  of  the  muuigemeiit  of 
departmental  busineea  connected  with 
the  pateut-oSce,  is  given  in  Elmes  Eiec. 
Bepts.  c  28 ;  it  ib,  however,  very  little 
more  than  a  concise  statement  of  matters 
presented  in  g-t  ater  detail  in  the  patent 
laws  BS  published  by  ^he  patent-office, 
and  the  rules  of  practice  in  the  patent- 


f  The  sections  of  the  Revised  Statutes 
pnrporting  to  fix  the  salaries  of  the  above 
iBcntioned  officers,  and  to  enumerate  the 
svbonlinate  employes,  and  fix  their 
salaries,  are  Nos.  477  and  440.  They  are 
MBJtt^  from  this  compilation  not  merely 
because  they  are  of  small  importance  in 
connection  with  the  law  of  patents,  but 
chiefly  because  they  are  likely  to  mislead, 
inasmoch  as  the  appropriations  made 
olCflft  vary  from  them.  Thus,  section  477 
fxas  tJie  salary  of  the  commissioner  at 
14,000;  the  appropriation  for  the  year 


1886-86  is  $6,000.  Stat.  1885,  c.  343. 
Section  440  allows  the  office  seventy-two 
assistant  examiners  arranged  in  three 
ranks ;  the  appropriation  gives  it  one 
hundred  and  twenty-one,  arranged  in  four 
ranks.  Theoretically,  such  changes  should 
be  authorized  by  some  previous,  inde- 
pendent law;  and  in  many  cases  they 
are.  Often,  however,  without  any  previ- 
ous legislation,  the  appropriation  for  a 
subordinate  post  is  reduced,  or  even 
omitted,  for  a  year  or  two  ;  or,  on  the 
other  hand,  a  temporary  need  of  addi- 
tional force  is  supplied  by  appropriations 
continued  only  while  the  need  lasts,  with- 
out, in  either  case,  taking  the  trouble  to 
change  the  general  law.  The  result  is 
that  the  actual  organization  and  peraonel 
of  the  office  is  best  ascertained  by  collat- 
ing with  the  enactments  of  the  Revised 
Statutes  the  items  in  the  appropriation 
act  for  the  year  current. 
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patents,*  one  assistant  commissioner,  and  three  examiners- 
in-chief,  who  shall  be  appointed  by  the  Prudent,  by  and 
with  the  advice  and  consent  of  the  Senate.  All  other 
officers,  clerks,  and  employes,  authorized  by  law  for  the 
offices  shall  be  appointed  by  the  secretary  of  the  interior, 
upon  the  nomination  of  the  commissioner  of  patents. 
Bev.  Stat.  §  476.    (See  Id.  §  169.) 

The  commissioner  of  patents  and  the  chief  clerk,  before 
entering  upon  their  duties,  shall  severally  give  bond,  with 
sureties,  to  the  treasurer  of  the  United  States,  the  former  in 
the  sum  of  $10,000,  and  the  latter  in  the  sum  of  $5,000, 
conditioned  for  the  faithful  discharge  of  their  respective 
duties,  and  that  they  shaU  render  to  the  proper  officers  of 
the  treasury  a  true  account  of  all  money  received  by  virtue 
of  their  offices.    Bev.  Stat,  §  479. 

14.     Bestrictions  upon  Officers  and  Employes. 

All  officers  and  employes  of  the  patent-office  shall  be 
incapable,  during  the  period  for  which  they  hold  then- 

*  The  office  of  commtasioner  was  created  by  the  act  of  1836.     The  following  per- 
sous  have  held  it. 


Name. 


Henry  L.  Ellsworth  . . . 

Emund  Burke 

Thomas  Ewbank 

Silos  H.  Hodges. . . . . . 

Charles  Mason 

Joseph  Holt 

William  D.  Bishop. . . . 
Phillip  F.  Thomas  . . . . 
David  P.  Hollo  way. . . . 
Thomas  C.  Theaker  . . . 

Klisha  Foote 

Samuel  S.  Finher 

Mortimer  D.  Leggett  . . 
John  M.  Thatcher  . . . . 

R.  Holland  Duell 

Ellis  Spear 

Halbert  E.  Paine 

Edgar  M.  Marble 

Benjamin  Butterworth. 
Martin  Y.  Montgomery 


Whence  appointed. 


Connecticut 

New  Hampshire . . . 

New  York 

Vermont 

Iowa 

Kentucky 

Connecticut 

Maryland 

Indiana 

Ohio 

New  York 

Ohio 

Ohio 

Virginia 

New  York 

Maine 

Wisconsin 

Michigan 

Ohio 

Michigan 


Date  of  commiMion. 


July  4 

May  5 

May  9 

November  1 
March  •  24 
September  9 
May  7 

February  16 
March  '  28 
August  15 
July  28 

May  1 

January  16 
November  1 
October  1 
January  30 
November  1 
May  1 

November  1 
March        28 


1836 
1846 
1849 
1852 
1853 
1867 
1859 
18G0 
1861 
1866 
1808 
1869 
1871 
1874 
1875 
1877 
1878 
1880 
188S 
1886 
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appoiatnieiits,  to  acquire  or  take,  directly  or  indirectly, 
except  by  mhexitance  or  bequest,  any  right  or  interest  ux 
any  patent  issued  by  the  office.    Eev.  Stctt.  §  480. 


The  law  does  not  disqnalify  a  commissioner  of  patents  from 
obtaining  a  patent  after  his  term  of  office  has  expired,  for  an  inven- 
tion made  by  him  while  holding  such  office ;  and  in  such  case  the 
invention  will  date  back  to  the  time  when  it  was  actually  made, 
although  he  could  not  then  have  obtained  a  patent  for  it.    Foote 
V.  VroBt,  8  Bonn,  it  A.  Pea.  Cos.  607. 

The  provision  of  the  act  of  1836  (5  Slot.  118), — disqualifying 
an  employe  in  the  patent-office  from  acquiring  an  interest  in  a 
patent,— did  not  disqualify  such  employe  from  qbtaining  a  patent 
after  such  employment  had  ceased,  for  an  invention  made  prior  to 
the  commencement  of  such  employment.  Page  v.  Holmes  Burglar 
Alarm  TeL  Co.,  17  Blatchf.  484  ;  1  Ikd.  Hqp'r,  304 ;  17  Tat.  Off. 
Gaz.  737  ;  5  Bonn.  A  A.  Pat  Caa.  165. 

See  the  following  somewhat  analogous  provisions  :  No  patented 
article  connected  with  marine  engines  shall  hereafter  be  purchased 
or  used  in  connection  with  any  steam  vessels  of  war  until  the  same 
shall  have  been  submitted  to  a  competent  board  of  naval  engineers, 
and  recommended  by  such  board,  in  writing,  for  purchase  and  use. 
Bev.  Stai^  §  1538. 

No  royalty  shall  be  paid  by  the  United  States  to  any  one  of  its 
officers  or  employes  for  the  use  of  any  patent  for  the  system,  or  any 
part  thereof,  mentioned  in  the  preceding  section  [viz.,  the  breech- 
loading  system  for  muskets  and  carbines,  known  as 'Uhe  Springfield 
breech-loading  system''],  nor  for  any  such  patent  in  which  said 
officers  or  employes  may  be  directly  or  indirectly  interested.  Rev, 
Sua.  §  1673. 

15.  Duties  of  Commissioner. 

The  commissioner  of  patents,  under  the  direction  of  the 
secretary  of  the  interior,  shall  superintend  or  perform  all 
daties  respecting  the  granting  and  issuing  of  patents  directed 
by  lavir ;  and  he  shall  have  charge  of  all  books,  records, 
papers,  models,  machines,  and  other  things  belonging  to 
the  patent-office.    Rev.  Stat.  §  481. 
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The  authority  of  the  commissioner  of  patents  to  issue  patents 
is  not  of  the  nature  of  jurisdiction^  in  its  common  law  and  technical 
acceptation  ;  and  the  doctrine  appertaining  to  acts  or  judgments  of 
inferijor  tribunals,  that  he  who  sets  up  such  judgment  must  aver 
and  prove  that  the  tribunal  had  jurisdiction  in  the  matter,  does  not 
apply  to  his  acts.     Wilder  v.  McCormick,  2  BlaJLchf,  31. 

An  application  for  an  extension  of  a  patent,  under  the  act  of 
1830,  §  18,  was  pending  at  the  time  of  the  passage  of  the  act  of 
1848, — which  conferred  upon  the  commissioner  of  patents,  solely, 
the  power  previously  vested  in  the  board  created  by  the  act  of  1886. 
Hdd^  that  it  was  not  necessary  to  renew  the  application,  but  that 
the  commissioner  had  the  power  to  go  on  with  the  proceedings,  as 
having  been  already  properly  instituted,  and  complete  them  by 
granting  the  extension.     Colt  v.  Young,  2  Blatchf,  471. 

Whether  the  commissioner  of  patents  has  authority  to  refuse  a 
patent  after  a  favorable  decision  of  the  board  of  examiners  in  chief; 
and  as  to  his  supervisory  powers  over  examiners  generally,  see 
Hull  V.  Commissioner  of  Patents,  2  MacArthur^  90;  Id.  125;  8 
Pat.  Off.  Gaz.  46. 

The  act  of  July  4,  1836, — empowering  the  commissioner  of 
patents  to  issue  a  patent  in  certain  cases  whenever  the  supreme 
court  of  the  District  of  Columbia  shall  decide  that  an  applicant  is 
on  tilled  to  a  patent, — does  not  authorize  the  court  to  compel  the 
commissioner,  by  mandamus  or  injunction,  to  issue  the  patent. 
Mason  v.  Rowley,  2  Am.  X.  T.  U,  S.  Cts.  8. 

An  action  of  trespass  will  not  lie  against  the  commissioner  of 
patents  for  refusing  to  issue  a  patent ;  for  the  duty  of  issuing  letters- 
patent  devolves  upon  the  secretary  of  the  interior ;  only  the  duty 
of  countersigning  and  affixing  the  seal  of  office  to  the  patent,  upon 
the  commissioner.     Whitely  v.  Fisher,  4  Ush.  Pat.  Cos.  248. 

16.    Acting  Commissioner. 

The  term  ^'  acting  commissioner  "  is  used,  not  on  the  idea  of 
there  being  any  distinct  officer  known  to  the  law  by  that  title,  but 
as  designating  a  person  who,  in  case  of  the  death  or  resignation,  or 
during  the  absence  or  sickness  of  the  commissioner,  may  be  tempo- 
rarily authorized  to  perfoiin  his  duties.  For  the  provisions  by 
which  a  person  may  thus  act  as  commissioner,  see  Rev.  Stat.  §§ 
178,  179.  Their  application  is  not  peculiar  to  the  office  of  com- 
missioner of  patents,  and  the  necessity  of  resort  to  section  170  wiih 
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respect  to  tliat  office  is  greatly  diminiahed  by  the  creation  of  the 
office  of  ^*  assistant  commissioner."    See  £ev.  Stat.  §§  476^  178. 

A  patent  is  not  inyalid  because  it  is  certified  by  a  person  as 
'^  acting  commissioneTy''  instead  of  being  certified  by  the  commis- 
sioner himself.     A  patent  signed  by  an  ^'  acting  commissioner  of 
patents  *' is  valid  upon  its  face.    The  courts  will  judicially  take 
notice  of  the  persons  who  preside  oyer  the  patent-office,  whether 
permanently  or  transiently.     Wilson  v.  Bosseau,  4  ITou>.  646,  663  ; 
York  t  Maryland  R.  R  Co.  v,  Winans,  17  Eoto.  80,  41 ;  Wood- 
worth  V.  Hall,  1  Woodb.  A  M.  248  ;  6  Pa.  L.  J.  178. 

A  patent  othepFise  duly  issued,  but  countersigned  by  an 
**  acting  commissioner,  "  is  valid,  when  no  allegation  of  fraad  or 
usurpation  is  made,  and  his  act  is  sanctioned  by  the  commissioner 
acting  in  person.*  Smith  v.  Mercer,  6  Pa.  L.  J.  629  ;  4  West. 
L.  J,  49. 

In  a  case  where  the  bill  on  an  extended  patent  alleged  that  the 
extension  had  been  granted  ^'  by  the  commissioner  of  patents,"  but 
the  proof  was  that  it  was  granted  by  H.,  who  was  examiner  in  chief, 
as  '^acting  commissioner,"  McEbnnan,  J.  (J?.  DUt.  Pa.,  1873), 
sustained  the  suit ;  saying  that  a  proTisional  officer  invested  by 
law  with  the  functions  of  the  commissioner  is  properly  described 
(In  pleading)  as  commissioner  ;  that  his  lawful  authority  is 
presumed  from  his  actual  incumbency,  and  even  if  this  presumption 
is  not  <x>ncla8ive  (which  it  seemingly  is.  Rubber  Co.  v.  Qoodyear, 
0  Watt.  796),  no  affirmative  proof  is  needful ;  absence,  &a,  of  the 
commissioner  is  presumed  ;  the  burden  of  showing  non-existence 
of  the  contingency  on  which  the  substitute  might  lawfully  act  is 
upon  the  party  who  denies  the  validity  of  the  ostensible  act  of  the 
officer.  Borsey  Harvester  Bake  Co.  t;.  llarsh,  6  Mah,  887  ;  9 
Phiia.  395. 

17.    Duties  of  Examiners  in  chief. 

The  examiners  in  chief  shall  be  persons  of  competent 

legal  knowledge  and  scientific  ability,  whose  duty  it  shall 

be,  on  the  written  petition  of  the  appellant,  to  revise  and 

determine  upon  the  validity  of  the  adverse  decisions  of 

examiners  upon  applications  for  patents,  and  for  reissues  of 

« 

*  Compare  a  cue  of  a  patent  aocideDt-  aigned  hj  ^  acting  "  fleoretarj.  Harsh  r. 
■Qy  Mgned  without  tignature  of  the  Nichols,  IS  Fed.  BepV,  9U;  2i  Fat. 
teoctaiy  of  the  interior,  and  afterward     Off.  Oaa.  001. 
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patents,  and  in  interf entice  caSeis;  and,  when  fequit^ed  l^ 
the  commissioner,  they  shall  hear  and  report  upon  claims 
for  extensions,  and  perform  such  other  like  duties  as  he 
may  ass^  them.    Bev.  Stat  §  482. 

18.    Establishment  af  BegtUaiions. 

The  commissioner  of  patents,  subject  to  the  approval 
of  the  secretary  of  the  interior,  may  from  time  to  time 
establish  regulations,  not  inconsistent  with  law,  for  the 
conduct  of  proceedings  in  the  patent-office.  Rev.  Stat, 
§483. 

Congress  in  creating  the  patent-office  has  by  express  legislation 
given  that  Office  the  power  to  enact  rules  for  its  conduct  ;  those 
rules,  if  within  the  powers  of  the  office  and  reasonable,  are  just  as 
authoritative  as  the  laws  of  Congress  itself.  United  States  v. 
Marble,  22  Pat.  Of.  Gaz.  1865. 

A  comprehensive  code  of  regulations,  entitled  Rules  of  Practice 
in  the  United  States  Pdtent-Office,*  has  been  compiled  and  is 
published  for  gratultotis  distribution.  Copies  may  be  obtained  on 
application  to  the  commissioner.  They  are  accompanied  by  Forms, 
the  observance  of  which  in  all  c&ses  to  which  they  may  be  applic- 
able, is  recommetided  to  inventoirs  and  attorneys. 

19.  ArrmigeHent  and  Exhtbiti(m  of  ModelSy  <Sx.  DisposaZ^ 

The  commissioner  of  patents  shall  cause  to  be  classified 
and  arranged  in  suitable  cases,  in  the  rooms  and  gaUeries 
provided  for  that  pm-pose,  the  models,  specimens  of  com- 
position, fabrics,  manufactures,  works  of  art,  and  designs, 
which  have  been  or  shall  be  deposited  in  the  patent-office  ; 
and  the  rooms  and  galleries  shall  be  kept  open  during 
suitable  hours  for  public  inspection.    Rev.  Stat.  §  484. 

*The   substance   of  the    important  March,  1886,  is :    Sfghth  rertsed  edition, 

rules  is  embodied  in  this  work,  in  con-  November  16,  1885,  under  which   rules 

nection  with  the  statutes  or  decisions  on  81,  82,  88,  84,  86,  86,  87,  88,  89,  40,  41 

the  subjects  to  which  the  rules  relate.  44,  46,  47,  86,  140,  144,  and  146  were 

The  edition  in  use  at  the  time  of  writing,  amended. 
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The  commisftioner  of  patents  may  restore  to  the  respectiye 
«^p\icaat&  sacb  of  the  models  belonging  to* rejected  •applications  as 
lie  filfatill  not  think  necessary  to  be  preserred,  or  he  may  sell  or  other- 
inse  dispose  of  them  after  the  application  has  been  finally  rejected 
lor  one  year,  paying  the  proceeds  hito  the  treaanry,  as  other  pat- 
ent moneys  are  directed  to  be^paid.    JRev.  'Stat.  §  485. 

In  all  cases  where  an  applicatmi  has  been  r^eeted  more  than 
two  years,  the  norodel,  unless  it  is  deetted  neeessary  that  it  sliould 
be  preserved  in  the  office,  may  be.  retumcJd  to  the  appl loan t  upon 
demand,  and  at  his  expense;  aad  the  model,  in  any  poiding  ease  of 
less  than  two  years'  standing,  may  be  retamed  to  the  applicant 
upon  the  filing  of  a  formal  abandonment  of  the  application,  signed 
by  the  applicant  in  person.  (See  Bnle  165.)  Models  belonging  to 
patented  oases  will  not  be  ts^n  from  the  office  except  in  the  cus- 
tody  of  some  sworn  employe  of  the  office  specially  authomed  by 
the  comsHsaioner.    Iiule»<f'I¥aeeicey'jPea.  Off.  No.  59. 

Models  filed  as  exhibits  in  contested  oases,  may  be  returned  to 
the  applicant.  If  not  claimed  within  a  reasonable  time  they  may 
be  disposed  of,  4it  the  discretion  of  tiw  commissioner.  Id. 
No.  60. 

20.    'Ubrctry* 

There  shall  be  purchxised  for  the  use  of  the  patent-office 
a  library  of  such  scientific  works  and  periodicals, .  both 
foreign  and  American,  as  may  aid  the  officers  in  the  dis- 
charge of  their  duties,  not  exceeding  the  amount  annually 
appropriated  for  that  purpose.    Rev.  Stat.  §  486. 

Library  regnlatioiis.  No  persons  are  allowed  to  enter  the 
alcoves,  or  take  bookB  from  the  library,  except  officers  of  the  bn- 
Tean  and  members  of  the  examining  corps.  All  books  taken  from 
the  hbrary  mast  be  entered  in  a  register  kept  for  the  purpose,  and 
relnraed  on  the  call  of  the  librarian.  Any  book  lost  or  defaced 
mast  be  replaced  by  a  copy  of  die  same.    Utilea  ofPrac.  No.  217. 

21.   ""Correspondence  with  the  Office. 

Ail  business  with  the  office  should   be  transacted  in  wnting. 
Unless  by  the  consent  of  all  parties,  the  action  of  the  office  will  be 

*  fij  the  set  of  Aug.  4,  1854,  c.  242,     ihe  oare  and  man^gemeBt  of  the  ooounis- 
g  S,  10  Sut.  572,  the  collections  of  the     sioner  of.  patents. 
bldoring  Expedition,  are  placed  under 
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based  exclasively  on  the  written  record.  No  attention  will  be  paid 
to  any  alleged  oral  promise,  stipolationy  or  nnderstanding,  in  rela- 
tion to  which  there  is  disagreement  or  doubt.  Hules  of  Practice^ 
Fat.  Off.  No.  1. 

All  office  letters  must  be  sent  in  the  name  of  the  ^'  Commissioner 
of  Patents."  All  letters  and  other  communications  intended  for 
the  office  must  be  addressed  to  him.    Id.  No.  2. 

Express  charges,  freight,  postage,  &c.,  on  matter  sent  to  the  pat- 
ent-office must  be  prepaid.    Id.  No.  S. 

The  personal  attendance  of  applicants  at  the  patent-office  is 
vnnecessary.  Their  business  can  be  transacted  by  correspondence. 
Jd.  No.  4. 

The  assignee  of  the  entire  interest  of  ah  invention  is  entitled  to 
bold  correspondence  with  the  office  to  the  exclusion  of  the  inven* 
tor.    Id.  No.  5. 

Where  there  has  been  an  assignment  of  an  undivided  part  of  an 
invention,  the  inventor  and  the  assignee  will  both  be  recognized  as 
the  proper  parties  to  hold  correspondence  with  the  office,  and  all 
amendments  and  other  actions  in  such  cases  must  be  signed  by  both 
parties  ;  but  official  letters  will  be  sent  in  such  case  to  the  post- 
office  address  of  the  inveintor,  unless  he  shall  otherwise  direct.  Id. 
No.  6. 

When  an  attorney  shall  have  filed  his  power  of  attorney,  duly 
executed,  the  correspondence  will  be  held  with  him.    Id.  No.  7. 

A  double  correspondence  with  the  inventor  and  an  assignee,  or 
with  a  principal  and  his  attorney,  or  with  two  attorneys,  cannot 
generally  be  allowed.    Id.  No.  8. 

A  separate  letter  should  in  every  case  be  written  in  relation  to 
each  distinct  subject  of  inquiry  or  application.  Assignments  for 
record,  final  fees  and  orders  for  copies  or  abstracts  must  be  sent  to 
the  office  in  separate  letters.    Id.  No.  9. 

When  a  letter  concerns  an  application,  it  should  state  the  name 
of  the  applicant,  the  title  of  the  invention,  the  serial  number  of  the 
application  (see  Rule  31),  and  the  date  of  filing  the  same.  Id.  No. 
10. 

When  the  letter  concerns  a  patent,  it  should  state  the  name  of 
the  patentee,  the  title  of  the  invention,  and  the  number  and  date  of 
the  patent.    Id.  No.  11. 

No  attention  will  be  paid  to  ex  parte  statements  or  protests  of 
persons  concerning  pending  applications  to  which  they  are  not  par- 
tieS|  unless  information  of  the  pendency  of  such  applications  shall 
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We  been  voluntarily  commanicated  by  the  applicants.    Id,  Now 
12. 

LetteTB  received  at  the  office  will  be  answered^  and  orders  for 
ivinted  copies  filled,  without  unnecessary  delay.    Telegrams,  if  not 
Tccewed  \>ef  ore  3  o'clock  p.  ul  cannot  ordinarily  be  answered  until 
the  following  day.    Id,  No.  13. 

The  office  cannot  respond  to  inquiries  as  to  the  novelty  of  an 
aUeged  inyention  in  advance  of  an  application  for  a  patent,  nor  to 
ioquiries  propounded  with  a  view  of  ascertaining  whether  any 
aUeged  improvements  have  been  patented,  and,  if  so,  to  whom ; 
nor  can  it  act  as  an  expounder  of  the  patent  law,  or  as  counselor  for 
individuals,  except  as  to  questions  arising  within  the  office.  Of  the 
propriety  of  making  an  application  for  a  patent,  the  inventor  must 
judge  for  himself.  The  office  is  open  to  him,  and  its  records  and 
models  pertaining  to  all  patents  granted  may  be  inspected  either 
by  himself  or  by  any  attorney  or  expert  he  may  call  to  his  aid,  and 
its  reports  are  widely  distributed.  (See  Rule  216.)  ExaminersP 
digests  are  not  open  to  public  inspection.    Id.  No.  14. 

Caveats  and  pending  applications  are  preserved  in  secrecy, 
(See  Rule  171.)    M  No.  15. 

After  a  patent  has  issued,  the  model,  specification,  drawings, 
and  all  documents  relating  to  the  case  are  subject  to  general  inspec- 
tion, and  copies,  except  of  the  model,  will  be  furnished  at  the  ratea 
specified  in  Rule  209.    Id.  No.  16. 

22.    Patent  Agents  and  Attorneys.* 

Any  person  of  intelligence  and  good  moral  character  may  appear 
as  the  agent  or  the  attorney  in  fact  of  an  applicant,  upon  filing  a 
proper  power  of  attorney.    Hules  of  Practice^  No.  1 7. 

Before  any  attorney,  original  or  associate,  will  bo  allowed  to 
inspect  papers  or  take  action  of  any  kind,  his  power  of  attorney 
must  be  filed.  No  power  of  attorney  purporting  to  have  been  given 
to  a  firm  or  copartnership  will  be  recognized,  either  in  favor  of  the 

*  The  rales  adviBe  that  the  assistance  possession  of  any  facilities  except  capacity 

eC  conpetent  counsel  will,  in  most  cases,  and  diligence  for  procuring  patents  in  a 

be  cif  advantage  to  an  applicant ;  that  the  shorter  time,  or  with  broader  claims  than 

ofice  cannot  aid  an  inventor  in  selecting  others,  and  that  applicants  should  not 

SB  attorney,  or  assume  any  responsibility  impose  on  senators  or   representatiTes^ 

for  so  attorney's  acts ;  that  it  will  be  un-  labor  In  attending  to  applications. 
safe  to  tnisi  tbose  who  pretend  to  the 
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firm  or  any  of  its  members^  unless  all  its  members  shall  be  named 
in  such  power  of  attorney.     Id.  No.  18. 

Subatitatiohor  association  can  be  made  by  aui  attorney  upon  the 
written  authorization,  of  hia  principal ;  but  such  authorization  will 
not  empower  the  second  agent  to  appoint,  a  third.    Id,  No.  19. 

Powers  of  attorney  may  be  revoked  *  at  wiy  stage,  in  the  pro- 
ceedings of  a  case  upon  application  to  and  approval  of  the  com- 
missioner ;  and  when  so  revol^d,  the^office  will  communicate  directly 
with  the  applicant,  or  such  other  attompyj  as  he  may  appoint. 
Attorneys  will  ba  promptly  notified,  by  the  examiner  in  charge  of 
the  .case,,  of  the  revocation,  of  their  powers  of  attorney.  Aa 
assignment  of  an  undivided  interest  will  not  operate  as  a  revo- 
cation of  the  power  previously  given,  but  the  assignee,  of  the  entire 
interest  may  be  represented  by  an  attorney  of  his  own  selection.  Idi 
No.  20;  . 

Attorneys  will  be  requir^ed  to  conduct  Uicir  business  with  the 
office  with  decorum  and,  courtesy*  Papers  presented  in  violation  of. 
this  requirement  will  ordinarily  be  returned.  Complaints  against 
examiners  and  other  ofiicers  must  be  made  in  separate  communica- 
tions, and  will  be  promptly  investigated*     Id*  No.  22. 

For  gi-oss  misconduct  the  commissioner  of  patents  may 
refuse  to  recognize  any  person  as  a  patent  agent,  eitho£ 
generally  or  in  any  particular  case ;  but  the  reasons  for 
such  refusal  shall  be  duly  recorded,  and  be  subject  to  tho 
approval  of  the  secretary  of  the  interior.  Bev.  SiaL 
§^87,, 

In  Boyden  v.  Burke,  14  How.  575,  B.  had  made  application  to 
the  commissioner,  accompanied  with  an  insulting  letter,  for  copies 
of  certain  papers  of  record  ;  but  the  commissioner  refused  them  on 
the  ground  of  B/s  incivility,  &c.  B.,  without  making  any  apology, 
wrote  to  a  third  person,  requesting  him  to  apply  as  B.'s  agent  for 

*  The  death  of  the  inventor  revokes  a  t.  Rousmanier,  8.  Wlieat.  174;  and  np- 

power  of  attorney  given,  bj  him  to  a  plies  even  to  an  act  of  agency  performed 

patent,  agent.      Eagleton  Itfanuf.  Co.  t.  while  the  death  of  the  principal  ia  yet 

West^  iic.  Manuf.  Co.,  2  fed.  BepV,  774;  unknown  to  the  agent   Galtr.  Galloway, 

18  Blatohf.  218;  GLBann.  &  A.  470  ;  1.7.  4  Pet   831.    See  also,  as  to  effect  of 

Pat  Off.  Gas.  IfiOi.    This  is  the  ordin-  death  of  principal,  19  Am.  L.  Reg.  N.  a 

aiy  rule  as  to  principal  and  agent    Hunt  401 ;  and  89  Am.  Dec.  81,  note. 
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tha  papers.  IHie  a^ent  tendered  the  fees  aad  demanded  the 
papers ;  but  the  commiaaioner  renewed  his  refnsal,  saying  that 
nntil  B,  "  comes  to  the  conclusion  to  treat  this  office  with  civility," 
fto.,  ^Hhis  office  will  have  no  intercourse  with  him,  directly  or 
through  the  agency  of  others,"  In  B^'s.actiqa  for  d^mf^geSp  JBeld, 
that  a  person  desiring  officifil  services  must  request  it  in  a  proper 
minner ;  a  dem^d  accompanied:  with  rudeness  and  insult  is  not  a 
legal  demand  ;  and  the  letter  which  accompanied  the  plaintiffs 
firat  demand  Jnati^e^^  the  commissioner  in  refusing  it.  But  the 
demand  afterwards  ma^e  through  the  agent  was  made  in  a  proper 
manner,  and  the  copin),iaaioper  was  not  justified  in  refusing  it  on 
account  of  B.'s  former  misconduct.  For  the  second  refusal  B.  was 
entitled  to  at  least  nominal  damages.     Boyden  ««  Burkei  14  Sow, 

83.    Priniing,of  J^pers,    Engraving^  &c.    Disiribviion 

and  Sale. 

The  qop^Qu^pBei?  o^.  patents  may  j^uine  all  papers 
fled  in  the  Pa^ptrPffice^  if  not  porrectly,  legiblj,  aad 
dearly  ^written;  to  1^  printed^  at  l^e  post)  of  the  party  filing 
them.     B^.  Stui.  §  488^ 

The  commisBion^  of  p^n^  may  pnut,  or  cause  to  be 
pnuted^  copies  of  the  daim^  ot,  current  issues,  and  copies  of 
such  laws^  decisions,  reguda^ons,  and  circulars  as  may  be 
necessary  for  the  infoismat^qsL  of  the^  pubhc.  Bev.  Stat 
8489. 

The  coomiiissioAer  qit  pa^ts  is  authorized  to  have 
printed,  £fod)..  ^ime  to  tUne>  for  gratuitous  (distribution,  not 
to  exceed  ^ne  hundred  ^ml  fifty  copies  of  the  complete 
q^edficatipns  ajnd  drawing^  of  each  patent  hereafter  issued, 
together  with  suitable  indezieS)  one  copy  to  be  placed  for 
free  public  ^pection  in  e^ch  capital  of  every  State  and 
T^rritoiT)  Qne  ^r  the  liJ^e.ptii'po^^  in  the  clerk's  office  of 
ibe  djslaikt  court.  Q%  ea(ch  judicial  district  of  the  United 
States,  e2;cept  ^hen  suph  offices  are  located  in  State  or 
Temtoiaal  capitals,  and  one  m  the  Librajy  of  CongresSi 
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which  copies  shall  be  certified  under  the  hand  of  the  com- 
missioner and  seal  of  the  patent-office,  and  shall  not  be 
taken  from  the  depositories  for  any  other  purpose  than  to 
be  used  as  evidence^    Bev.  Stat.  §  490.    See  Id.  §  894. 

See  also  the  following  enrxtmetit :  It  shall  be  the  duty  of  the 
commissioner  of  patents  to  f  Ornish,  f  :!^ee  of  cost,  ond  copy  of  the 
bound  volumes  of  specificaticns  jerd  drawings  of  patents  published 
by  the  patent-o&ce,  to  each  cf  t!:e  executive  departments  of  the 
government,  upon  the  request  cf  the  head  thereof.  Act  of  March 
3, 1876,  0.  130,  §  12,  18  Stat.  402  ;  Her),  SUzt.  1  Supp.  166. 

The  commissioner  t>f  pateats  is  authorized  to  have 
printed  such  additional  numbers  of  copies  cf  specifications 
and  drawings,  certified  as  provided  in  the  preceding  section, 
at  R  price  not  to  exceed  the  contract  price  for  such  drawings, 
for  sale,  as  may  be  warranted  by  the  actual  demand  for  the 
same ;  and  he  is  also  authorized  to  furnish  a  complete  set 
of  such  specifications  and  drawings  to  any  pubUc  hbrary 
which  will  pay  for  binding  the  same  into  volumes  to  corres- 
pond with  those  in  the  patent-office,  and  for  the  transporta- 
tion of  the  same,  and  which  shall  also  provide  for  proper 
custody  for  the  same,  with  convenient  access  for  the  pubUc 
thereto,  rmder  such  regulations  as  the  commissioner  shall 
deem  reasonable.    Bev.  Stat.  §  491.  • 

The  Uthographing  and  engraving  required  by  the  two 
preceding  sections  shall  be  awarded  to  the  lowest  and  best 
bidders  for  the  interests  of  the  government,  due  regard 
being  paid  to  the  execution  of  the  work,  after  due  adver- 
tising by  the  congressional  printer  under  the  direction  of 
the  joint  committee  on  printing ;  ...  or  if  ...  . 
the  work  can  be  performed  under  the  direction  of  the 
commissioner  of  patents  more  advantageously  than  in  the 
maimer  above  prescribed,  it  shall  be  so  done,  under  such 
limitations  and  conditions  as  the  joint  committee  on  print- 
ing may  from  time  to  time  prescribe.    Bev.  Stat.  §  492. 
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The  appropriation  fci  pbotolithographing,  or  otherwise  prodac- 
ing  plates  for  the  Official  Oazette,  and  copies  of  designs,  trade-marks 
and  pending  applications,  and  for  the  reprodaction  of  exhausted 
copies,  for  the  fiscal  year  1885-86,  was  coapled  with  a  proviso  : 
'^said  photolithographing,  or  otherwise  producing  plates  and 
copies  ''..••  '^  to  be  done  under  the  supervision  of  the  commis* 
•ioner  of  patents,  and  in  the  city  of  Washington,  if  it  can  be  there 
done  at  reasonable  rates  ;  and  the  commissioner  of  patents,  under 
the  direction  of  the  secretary  of  the  interior,  shall  be  authorized  to 
make  contracts  therefor.'' 

The  price  to  be  paid  for  uncertified  printed  copies  of 
specifications  and  drawings  of  patents  shall  be  determined 
by  the  commissioner  of  patents,  within  the  limits  of  ten 
cents  as  the  minimum  and  fifty  cents  as  the  ^maximum 
price.    Bev.  Stat  §  493. 

24.     Certified  Copies^  c&c,  to  be  Evidence. 

Written  or  printed  copies  of  any  records,  books,  papers, 
or  drawings  belonging  to  the  patent-oflBice,  and  of  letters 
patent,  authenticated  by  the  seal  and  certified  by  the  com- 
missioner or  acting  commissioner  thereof,  shall  be  evi- 
dence in  all  cases  wherein  the  originals  could  be  evidence ; 
and  any  person  making  appUcation  therefor,  and  paying 
the  fee  required  by  law,  shall  have  certified  copies  thereof, 
Reu.  Stat.  §  892. 

Papers  or  drawings  on  file  in  the  patent-office  are  public  records, 
and  certified  copies  of  them  are  admissible  in  evidence  ;  so  far  as 
they  may  be  discordant,  one  may  destroy  the  effect  of  the  other  ; 
bat  they  need  not  concur  in  every  particular.  Emerson  t;.  Hogg, 
2  JBlatc/{f.  1, 12  ;  Toohey  v.  Harding,  5  Bann,  <b  A.  Pat.  Cos.  195. 

The  letters  of  the  plaintiff  to  the  secretary  of  state,  containing 
applications  for  a  patent,  and  specifications,  certified  under  the  seal 
of  that  department,  as  papers  remaining  in  that  office,  were  held 
proper  evidence.    Pettibone  v.  Derringer,  4  Wash.  215. 

A  certified  copy  from  the  patent  office,  of  an  assignment,  is 
prhna  facie  evidence  of  the  genuineness  of  the  original,  and  may 
be  read  in  evidence  to  the  jury.    Lee  t;.  Bland y,  1  Bond^  361  • 
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2  Msh,  JPa$,  CcL8.  89 ;  Brooks  v.  Jenkins^  3.  McLean,  432  ;  2  West 
I4.  J.  11. 

Certified  copies  of  p^>ers  in  the  paten t-ofiice  must  be  received 
as  prima  facie  evidence  of  the  genuineness  of  the  originals  on  Qle, 
and  absolute  correctness  of  the  copies,  from  the  record,  Parker  v. 
Ha  worthy  4  McLean^  370. 

A  certified  copy  of  a.  patent,  surrendered  and  canceled,  is 
admissible  in  evidence  to  show  that  an  improvement  subsequently 
patented  is  not  original,  though  it  does  not  specify  when  it  was 
canceled,  or  how,  or  for  what  defect.     Delano  v.  Scott,  Gilp.  489. 

Letters  patent  granted  under  the  great  seal  of  the  government, 
are  prima  facie  evidence  that  they  have  been  regularly  issued, 
(Philadelphia*  Trenton  R:  K  Go.  «.  Stimpson,  \^Pet,  448  ;  Wilder 
V.  McCormick,  2  BlatcJ^fi  ai ;  Orr  v.  Badger,  7  Xf,  B,epjry  467  ;) 
and  that  the  patentee  has  made  the  invention  for  which  the  patent 
IS  granted.  Philadelphia  &  Trenton  K.  R.  Co.  v,  Stimpson,  14 
Pet.  448  ;  Haskell  t?.  Shoe.  Machinery  Manuf*  Co.,  3  Bann.  <Jb  A, 
Pat.  Caa.  553 ;  Konold  v.  Klein,  6  Rep^r^  427.  They  are  also 
received  a,a  prima  facie  evidence  of  the  facts  asserted  in  them  as  to 
the  novelty  and;  utility  of  the  invention  patented.  Corning  v. 
Burden,  15  ITov>.  252,  270  ;  Union  Sugar  Refinery  v,  Matthiesson, 

3  Cliff.  639  ;  Wilson  n;.  Bamum,  2  Msh.  Pat.  Ca^  635 ;  1  WaU. 
Jr.  0.  Cti  346  ;  Allen  t;.  Hunter,  6  McL^n^  903  ;  Heinrich;  ti. 
Luther,  Id.  34&^  The  patent  is,, however,  but  very  slight  evidence 
of  the  novelty  and  utility  oi  ^n,  invention*  Lowell  v.  Lewis,  1: 
Mae,  182. 

The  act  of  the  commissioner  in  extending  letters  patent  is  evi^ 
dence  of  all  the  facts  which  he  is  required  to.find  in  order  to  griipt^ 
such  extension,  in  the  absence  of  fraud  and  excess  of  jnrisdjictionv 
Clumv,  Brewer,  2  Curt.  506, 

A  joint  patent,  is  ^imi^  facie  evidence.  t:bat  the  inyention  was 
joint,  but  such,  faot.^  ^^y  b^  disproved  at  the  triah  Botchkiss  v. 
Greenwood,  i  itfcZeo/i,  456.;,  qee  aflPce,  11  JTbi/^  248. 

A,  signatqre.to.the  qerti^c^teof  copies  by  a  perapp  styling  him- 
self, ^'  suiting,  comipis^ioner^"  is  sQfiicient  oq'its  fape,  in  opntroyersies 
between,  the  ps^entee  ai|d  third,  persons  ;  as  t^e  law  reco^izes  an 
acting  commissioner  to  b^,  l^.wfuL  Woodworth  v.  Hall,  I  Wopdb* 
cfc  M.  248. 

Under  Rev.  Stat.  §g  802,  893,  a  copy  of  a  French  p^t^i^t,  certi- 
fied by  the  director  of  the  National  Conservatory  of  Art^  and  Man- 
ufactures,  under  its  s^l,^and  verified  by  the  ipinisters  of  agriculture 
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and  comm^roe,  and  of  foreigii  affairs,  under  their  seals,  but  not 
under  the  Great  Seal  of  France,  is  properly  authenticated,  and 
admissible  in  evidence.  Schoerken  v.  Swift,  &o.  Co.,  7  J^ed.  Itep\ 
469  ;  19  BlaJtchf,  209 ;  19  Pat.  Off.  Gaz.  1493. 

If  copies  of  a  patent  are  erroneous,  the  oommissioncr  ought  ta 
make  them  conform  to.  the  patent  itself  and- to  the  record.  Wood- 
vorth  V.  Hall,  1  Woodb.  <b  M.  248,  260  ;  6  Pa  L.  J.  178. 

Inaccuracies  in  a  transcript  from  the  patent-office  may  be  shown 
by  another  transcript,  duly  certified.  Brooks  t>.  Jenkins,  3  McLean, 
432;  ^West.L.J.  11. 

Patents  are  public  records,  and  all  persons  are  entitled  to  copies 
of  them,  upon  demand  made  in  a  proper  manner,  and  tender  of  the 
legal  fees.    Boyden  v.  Burke,  14  Haw.  575. 

25.     Copies  of  Foreign  Letters  Patent. 

Copies  of  the  specifications  and  dx*awings  of  foreign 
letters  patent,  certified  as  provided  in  the  preceding  sec- 
tion, shall  he  prima  facie  evidence  of  the  fact  of  the  grant- 
ing of  such  letters  patent,  and  of  the  date  and  contents 
thereof.    Rev.  Stat.     893, 

26.    Printed  copies  of  Specifications  cmd.  Drawings 

of  Patents. 

The  printed  copies  o£  specifications  and  drawings  of 
patents,  which  the  conunissioner  of  patents  is  authorized 
to  print  for  gcaiaiitous  distribution,  and  to  deposit  iu  the 
Capitols  of  the  States  and  Territories,  and  in  the  clerk's 
offices,  of  the  district  courts,  shall^  when  ceri;ified  by  him 
and  authenticated  by  the  seal  of  his  office,  be  received  in  all 
courts  as  e^dence  of  all  matters  therein  contained.  JRev. 
Stat.  §  894    [See  Id,  §  4^0.]. 

27.    Ammal  Eeport  of  the  Commissioner. 

The  commissioner  of  patents  shall  lay  before  Congress, 
in  the  notoxil^h  of  January,  annually,  a  report^  glviiig  a 
detailed  statement  of  all  moneys  i:eceived  for  patents,  for 
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copies  of  records  or  drawings,  or  from  any  other  source 
whatever ;  a  detailed  statement  of  all  expenditures  for  con- 
tingent and  miscellaneous  expenses ;  a  list  of  all  patents 
which  were  granted  during  the  preceding  year  ;  designating 
under  proper  heads  the  subjects  of  such  patents  ;  an  alpha- 
betical list  of  all  the  patentees,  with  their  places  of  resi- 
dence ;  a  list  of  aU  patents  which  have  been  extended  during 
the  year ;  and  such  other  information  of  the  condition  of 
the  patent-office  as  may  be  useful  to  congress  or  the  public. 
Bev.  Stat  §  494.    [See  Id.  §§  195,  196.] 

28.    Disbursements  for  Patent-Office. 

All  disbursements  for  the  patent-office  shall  be  made  by 
the  disbursing  clerk  of  the  interior  department.  Bev.  Stat, 
§496. 


III.    lUTHOKITY  FOR  ISSUING  PATENTS. 

29.    How  issued,  attested  and  recorded. 

All  patents  shall  be  issued  in  the  name  of  the  United 
States  of  America,  under  the  seal  of  the  patent-office,  and 
shall  be  signed  by  the  secretary  of  the  interior  and  counter- 
signed by  the  commissioner  of  patents,  and  they  shall  be 
recorded,  together  with  the  specifications,  in  the  patent- 
office,  in  books  to  be  kept  for  that  purpose.  Bev.  Stat. 
§  4883. 

Only  the  government  can  raise  tlio  objection  that  the  seal 
appearing  regularly  affixed  to  a  patent  was  placed  apon  it  withoat 
due  authority  ;  the  point  is  not  available  in  defense  of  a  suit  upon 
the  patent.  Doughty  v.  West,  6  Blatchf,  429  ;  3  Fish.  Pat.  Com. 
680. 

Patents  cannot  be  withheld  on  moral  grounds  relating  to  the 
conduct  of  the  applicant.  1  0pp.  Att.  Gen.  110.  They  cannot  be 
granted  to  every  applicant,  but  only  to  such  persons  as  show  tbem- 
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advea  to  l>e  within  the  description  of  the  statute,  as  entitled  to 
receive  one.      2  Op.  Att.  Gen.  /ill.     In  cases  of  doubt  as  to  the 
patentability  of  an  invention,  it  will  accord  with  the  policy  of  the 
law  to  iasne  a  patent  to  the  petitioner,  thereby  giving  him  an  oppor- 
tunity of  trying!^  the  validity  of  his  right.     2  0pp.  Att.  Gen,  52. 

The  comniissiouer  of  patents  in  issuing  letters  patent  does  not 
warrant  the  same,  nor  does  the  patent  bind  the  government  more 
than  it  does  private  persons  ;  but  the  validity  of  such  patent  is  open 
to  inquiry,  either  in  whole  or  in  part,  whether  at  the  instance  of 
private  persons  or  of  the  government.  A  patent  does  not  conclude 
anybody.     8  0pp.  Att.  Gen.  277. 

A  patent  must  be  signed  by  the  commissioner  of  patents  and  the 
secretary  of  the  interior  ;  if  signed  by  the  commissioner  and  not  by 
the  secretary,  it  is  a  nullity,  though  the  omission  be  accidental.  A 
patent  thus  erroneously  signed  cannot  be  sustained  by  the  produc- 
tion of  the  record  of  the  patent-office  showing  a  complete  patent ; 
nor  can  it  be  amended  by  affixing  the  signature  of  the  secretary's 
successor  in  office.  Marsh  v.  Nichols,  15  I^d.  Jiep*r,  914  ;  24  Pat, 
Off.  Gaz.  901. 

30.     Contents  and  Duration. 

Every  patent  shall  contain  a  short  title  or  description  of 
the  invention  or  discovery,  correctly  indicating  its  nature 
and  design,  and  a  grant  to  the  patentee,  his  heirs,  or  assigns, 
for  the  term  of  seventeen  years,  of  the  exclusive  right  to 
make,  use,  and  vend  the  invention  or  discovery  throughout 
the  United  States  and  Territories  thereof,  referring  to  the 
specification  for  the  particulars  thereof.  A  copy  of  the 
specification  and  drawings  shall  be  annexed  to  the  patent 
and  be  a  part  thereof.    Rev.  Stat.  §  4884. 

An  inventor  has  a  right  to  call  his  invention  or  patented  article 
what  he  pleases,  provided  he  do  not  assume  an  already  existing  and 
popular  name,  to  the  prejudice  of  those  who  have  preoccupied  the 
name.     2  Op.  Att.  Gen.  109. 

31.  Embracing  two  Inventions  in  a  single  Patent. 

As  a  general  rule,  a  single  patent  cannot  embrace  two  devices 
which  are  wholly  independent  of  each  other  ;  or  embody  distinct 
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improvements  upon  unconnected  machines.  But  where  two  or 
more  devices  relate  to  one  subject  or  are  connected  in  nature  and 
operation  they  may  be  secured  by  a  single  patent.  Hogg  v.  Emerson, 
6  How,  437  :  aflTg  Emerson  v.  Hogg,  2  Blatchf.  1 ;  Barrett  v.  Hall, 
1  3fas.  437  ;  Moody  v.  Fi8ke,2  Mas,  112  ;  Wyeth  ty.  Stone,  1  Stary^ 
273  ;  4  Law  Rep.  64  ;  Maxheimer  v,  Meyer,  9  Fkd.  Rep\^  400  ;  20 
Blatchf,  17  ;  20  Pat.  Off,  Qaz,  1162  ;  Root  «.  Ball,  4  McLean,  177. 

Whether  both  process  and  product  may  be  included  in  one  pat- 
ent. Welling  V.  Rubber  Coated,  &c.  Co.,  7  Pat.  Off,  Gaz,  608; 
97  U,  8,1;  Gage  v,  Kellogg,  23  Ihd.  Jlep'r,  891. 

Whether  an  invention  or  improvement  ought  to  be  embraced  in 
one  or  in  several  patents,  is  disicretionary  with  the  patent  office. 
Bennett  v.  Fowler,  8  Wall.  445  ;  McKay  v.  Dibert,  6  JFhd,  Pep>, 
687  ;  19  Pat.  Of,  Gaz,  1361  ;  11  Bep'r,  386. 

Rev.  Stat.  §  4884,  by  implication  requires  that  each  patent  shall 
embrace  but  one  invention.  Sessions  v.  Rom'adka,  21  Fed.  RepW, 
124. 

An  inventor  took  out  a  patent,  but  in  an  action  for  an  infringe- 
ment thereof,  it  was  proved  that  as  to  a  part  of  the  invention  he 
was  not  the  first  inventor,  and  therefore  the  court  held  that  his  pat- 
ent was  void,  as  being  too  broad  ;  he  afterward  took  out  another 
patent  for  those  parts  of  his  invention  not  known  before  ;  and  it 
was  then  held ,  that  the  two  patents  were  not  for  the  same  inven- 
tion.    Tread  well  v.  Bladen,  4  Wash.  703. 

32.  Issuing  several  Patents  for  one  Invention. 

A  patentee  cannot  have  in  use  at  the  same  time  two  valid  pat- 
ents for  the  same  invention.  The  first  patent  obtained  by  an  inven- 
tor, while  it  remains  unrepealed,  is  an  estoppel  to  any  f  nture  patent 
for  the  same  invention.  Barrett  v.  Hall,  1  Mas.  447  ;  Odiome  v. 
Amesbury  Nail  Factory,  2  Mas.  28.  If,  however,  several  patents 
are  taken  out  by  several  patentees  for  a  several  invention,  and  the 
same  patentees  afterward  take  oat  a  joint  patent  for  the  same  as  a 
joint  invention,  the  parties  are  not  absolutely  estopped  by  the 
former  patents  from  asserting  the  invention  to  be  joint,  but  the 
former  patents  are  very  strong  evidence  against  the  joint  invention. 
Barrett  v.  Hall,  1  Mas.  449, 

Where  the  patent-office  grants  a  patent  for  one  invention,  and 
afterward,  upon  a  claim  filed  previously  to  that  on  which  such  pat- 
(  nt  has  been  granted,  issues  another,  the  second  patent,  not  the  first 
is  void.     Suffolk  Co. ».  Hayden,  3  Wall.  315  ;  3rrf  Giro.  (-ft».)>  1^®®* 
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McMillintj.Reea,  1  Ikd.  jRep^r,  722;  IV  Pat  Of.  Oaz.  1222;  9  Rep'r, 
554  ;  5  Bonn.  A  A..  JPcU.  Vets,  269. 

A  pateatee  cannot  elatm  in  a  patent  the  same  thing  claitaied  by 
him  in  a  prior  patent ;  nor  cover  what  he  omitted  to  claim  in  a  prior 
patent  in  which,  the  invention  was  d^serifoed,  unless  he  reserved  the 
light  to  claim  it  in  a  sepstratc  patent,  abd  seasonably  applied  there- 
for. James  «.  Campbell,  104  XT.  S.  366;  rev'g  17  Ulatehf.  42  ;  18 
PaL  Of.  Gaz,  979;  8  Hep'r,  465. 

The  ]90de  of  a  design  patent  more  tnan  two  years  prior  to  tne 
issue  of  a  meehanieal  patent  to  the  same  patentee  and  for  the  same 
device  does  not  invalidate  the  meelianioal  patent.  Collender  v. 
Griffith,  2  Md.  Hep'r,  200;  18  J^txtchf.  UO;  18  Pat.  Of.  Gaz.  241; 
10  Hep^Ty  8;  6  Hann.  S  A.  Pat.  Gas.  372. 

When  a  person  has,  within  the  meaning  of  the  patent  law,  made 
an  invention  which  he  has  described  in  an  application  for  a  patent, 
and  a  patent  has  been  Issued  on  sach  application  for  oth6r  matters 
of  invention,  he  should  not  be  precluded  for  that  reason  alone  from 
applying  for  and  obtaining  a  patent  for  that  which  was  described 
hut  not  claimed  in  the  first  patent.  Graham  v.  Geneva  Lake  Craw- 
ford Manuf.  Co.,  11  Md.  RepW,  138;  21  Pat.  Of.  Gaz.  1636;  Gra- 
lam  V.  McCormick,  11  Ikd.  EepWy  869;  21  Pat.  Off.  Gaz.  1533;  10 
Bits.  39;  5  Bann.  ds  A.  Pat.  Vas.  244. 

33.     Or  for  distinct  Parts  of  the  same  Invention. 

Although  there  eannot  be  more  than  one  valid  patent  for  an 
invention,  nor  can  the  grantee  of  a  patent  sustain  an  action  upon 
another  patent  for  the  same  invention,  issued  afterward,  yet  sepa- 
rate patents  for  separate  and  distinct  parts  of  the  same  invention 
are  nevertheless  valid.  Jones  v.  Sewall,  3  Clif.  663;  3  Pat  Of 
Gaz.  630 ;  6  Msh.  Pat.  Caa.  343  ;  and  see  reversal,  91  U.  tS.  171 ; 
also  Bain  v.  Morse,  6  West.  L.  J.  372. 

An  inventor  may  have  distinct  patents  for  several  distinct 
devices,  although  he  may  have  included  them  in  one,  making  a 
separate  claim  for  each  device.    Wheeler  i?.  McCormick,  4  PaJt. 

Off.  Gaz.  692. 

Separate  patents  for  severable  parts  of  the  same  invention  may 
be  granted,  although  the  whole  invention  is  fully  described  in  each 
of  them  to  explain  the  purpose  and- mode  of  operation  of  the  parts 
covered  by  the  claims  in  such  patents.  McMillan  v.  Rees,  1  Ikd^ 
nepW,  722;  17  Pa^.  Off.  Gaz.  1222;  9  Bep\,  544;  6  Bann.  d  A. 
l\tt.  Cos.  269. 
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34.    Joint  Inventors  and  Patents. 

A  joint  patent  may  well  be  granted  for  a  joint  invention. 
When  an  invention  is  the  result  of  the  combined  mental  operations 
of  two  persons  acting  together,  as  neither  can  claim  to  be  the  sole 
inventor,  the  invention  is  joint,  and  they  are  jointly  entitled  to  a 
patent  Barrett  v.  Hall,  I  Mas.  447,  472.  In  other  words,  if  the 
circumstances  are  such  as  to  show  that  two  parties  contributed  to 
an  invention,  so  as  to  make  them  joint  inventors,  a  joint  patent 
should  be  taken  out.  Thomas  v.  Weeks,  2  Pained  92;  Watson  v. 
Bladen,  4  Wash,  580;  Arnold  v.  Bishop,  1  Macar.  <b  M.ZQ\  with 
which  compare  Gottfried  v>  Philip  Best  Brewing  Co.,  17  Pat,  Off* 
Gaz.  675;  5  Bann,  <b  A.  Pat.  Cos.  4;  Worden  v.  Fisher,  11  Ped. 
Pep\  505;  21  Pat.  Off,  Gaz.  1957«  Hence,  where  two  are  joint 
inventors  of  a  machine,  if  one  of  them,  without  acquiring  the  other's 
interest,  obtains  a  patent  in  his  own  name,  he  will  be  deemed  guilty 
of  fraud,  and  will  in  equity  be  considered  as  a  trustee  for  the  other. 
Reutgen  v.  Kanowrs,  1  Wash.  168.  And  where  there  was  a 
mutual  agreement  between  a  patentee  and  the  inventor  of  an 
improvement  upon  his  device,  that  the  patentee  should  surrender 
his  individual  right,  and  a  new  patent  for  the  improved  device 
should  be  applied  for  by  the  two  parties  jointly,  it  was  heldy  that  in 
equity  they  were  joint  owners  of  the  patent  as  improved  by  the 
subsequent  invention,  and  that  the  inventor  of  the  improvement 
could  restrain  the  patentee  from  using  his  patent  except  for  their 
joint  benefit.     Duke  v.  Graham,  19  Pkd,  It€p\  647. 

But  a  joint  patent  cannot  be  sustained  upon  a  sole  invention  of 
either  of  the  patentees,  for  the  patent  act  gives  no  right  to  a  patent 
except  to  the  inventor ;  and  no  person  can  be  at  the  same  time  the 
sole  and  a  joint  inventor  of  the  same  invention.  Barrett  v.  Hall,  1 
Mas,  417, 472.  Where  one  of  two  persons  claiming  as  joint  inventors 
liad  transferred  his  interest  in  the  invention  to  the  defendants,  who 
also  owned,  by  assignment  from  the  rival  inventor,  the  patent  upon 
which  the  joint  application  was  rejected;  and  the  bill  (which  was 
filed  after  rejection  of  plaintiff^s  application  on  an  interference,  to 
obtain  a  decree  for  a  patent)  treated  the  defendants  as  wrongful 
and  fraudulent  holders  of  their  patent,  and  ignored  wholly  their 
rights  to  any  interest  in  the  invention,  it  was  held^  that  the  patent 
should  not  be  issued  to  the  joint  inventors,  for  a  court  of  equity 
will  not  aid  the  inventor  to  obtain  a  patent  in  direct  violation  of  his 
agreement  transferring  the  property  in  his  invention.    Rnnstetler 
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t.  Aikmson,  '23  Fat.   Of.  Oaz.  940;  1  Maoar.  ik  if.  382.    Where  a 
patent  i^as  issued  to  B.,  J.  and  L.,  jointly,  in  confornuty  to  their 
application  as  joint  inventors,  when  in  fact  the  device  patented  was 
not  the  joint  invention  of  all  of  the  applicants,  bat  the  sole  inven- 
tion of  B.,  the  others  (J.  and  L.)  being  his  assignees  only, — Held^ 
that  it  was  not  within  the  power  of  the  interior  department  to  cor- 
rect the  patent  tbas  issued  so  as  to  show  that  B.  was  the  inventor 
of  the  device  and  that  J.  and  L,  are  the  assignees  thereof;  the 
patent  issued  upon  such  application  being  void,  the  department  can- 
not, by  means  of  alterations  or  corrections,  impart  validity  thereto. 
16  Op.  Att.  Gen.  116 

35.  Daie  of  Patent. 

Every  patent  shall  bear  date  as  of  a  day  not  later  than 
six  months  from  the  time  at  which  it  was  passed  and 
allowed,  and  notice  thereof  was  sent  to  the  applicant  or  his 
agent ;  and  if  the  final  fee  is  not  paid  within  that  period  the 
patent  shall  be  withheld.    Rev.  Stat.  §  4885. 

It  has  been  held  that  to  antedate  a  patent  is  not  unlawful,  unless 
special  circumstances  render  it  so,  as  where  it  might  override  an  in- 
t4:nnediate  improvement  by  another  person  (5  Op.  Att.  Gen.  722); 
indeed,  the  Act  of  1836  expressly  allowed  it  within  limits  {He  Cnsli- 
man,  1  Jfacarthur  Pat.  Cas.  577),  and  under  that  Act  an  infringer 
might,  in  a  proper  case,  be  held  liable  for  profits  realized  between 
the  nominal  date  of  the  patent  and  the  actual  issue,  Burdett  v. 
Esty,  3  Fed.  RepW,  5CG;  19  Blatehf.  1.  But  the  present  rule  of  the 
pateijt-office  is  that  a  patent  will  not  be  antedated.  Jttdea  qfPtac. 
No.  161.  Were  a  patent  antedated  to  be  issued  by  mistake,  and 
accepted  by  the  patentee,  it  might  probably  be  sustained,  as  towards 
an  iofringcr,  upon  tho  principle  that  the  error  operated  as  a  waiver 
of  part  of  the  term  (Re  Cushman,  tupra ;  also,  Op.  Att.  Geji. 
Gilp.  ed.  168);  though  no  similar  suggestion  can  be  made  in  behalf 
of  a  patent  which  should  be  inadvertently  dated  aft^  the  time 
allowed  by  law.  Compare  the  copyright  cases  :  Myers  v.  Callaghan, 
10  Bi$a.  130;  Baker  v.  Taylor,  2  Blatehf.  82. 

36.    Delivery. 

The  patent  will  be  delivered  or  mailed,  on  the  day  of  its  date,  to 
the  patentee,  unless  there  be  an  attorney  of  record,  in  which  case  it 
I.-3 
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will  be  delivered  to  him  or  the  patentee,  as  the  attorney  may  request; 
but  it  will  not,  without  a  special  request  to  that  effect,  be  delivered 
to  au  associate  or  substitute  attorney.  Hides  of  Practice^  No. 
iC3. 

37.     Correction  of  Errors. 

Where  a  mistake,  incurred  through  the  fault  of  the  office,  is 
clearly  disclosed  by  the  records  or  files  of  the  office,  a  certificate, 
showing  the  fact  and  nature  of  such  mistake,  signed  by  the  secre- 
tary of  the  interior,  countersigned  by  the  commissioner  of  patents, 
and  sealed  with  the  seal  of  the  patent-office,  will,  at  the  request  of 
the  patentee  or  his  assignee,  be  indorsed  without  charge  upon  the 
letters  patent,  and  recorded  in  the  records  of  patents,  and  a  printed 
copy  thereof  attached  to  each  printed  copy  of  the  specification  and 
drawings. 

Where  a  mistake,  incurred  through  the  fault  of  the  office,  con- 
stitutes a  sufficient  legal  ground  for  a  reissue,  such  reissue  will  be 
made,  for  the  correction  of  such  mistake  only,  without  charge  of 
office  fees,  at  the  request  of  the  patentee. 

Mistakes  not  incurred  through  tbe  fault  of  the  office,  and  not 
Affording  legal  grounds  for  reissues,  will  not  be  corrected  after  the 
delivery  of  the  letters  patent  to  tbe  patentee  or  his  agent. 

No  changes  or  corrections  will  be  made  in  letters  patent  after 
tbe  delivery  tbereof  to  the  patentee  or  his  agent,  except  as  above 
provided.     Rules  of  Practice,  No.  1C4. 

3S.     Suit  by  United  States  to  Annul  Patent  Fraudulently 

Obtained. 

Where  a  patent  is  obtained  from  the  United  States  by  fraud, 
tbe  proper  remedy  is  a  simple  bill  in  equity  brought  by  the  United 
States  against  the  defendant,  praying  that  tbe  patent  be  annulled 
and  surrendered  by  a  decree  in  chancery,  without  any  attempt  of 
fissimilating  the  proceeding  to  an  information  brought  by  the  attor- 
?K;v-general  on  behalf  of  tbe  crown,  in  England,  to  repeal  a  patent, 
but  the  court  will  not  dismiss  a  proceeding  in  the  latter  form. 
United  States  v.  Hughes,  11  IToio.  652;  Mowry  v.  Whitney,  14 
WfilL  434;  Attorney-General  v.  Ruraford  Chemical  Works,  9  Pat. 
Off.  Gaz.  1002. 

There  is  no  distinction  between  letters  patent  for  an  invention 
and  for  land,  as  regards  the  rights  and  remedies  for  vacating  them 
wbea  obtained  by  fraud.    The  right  is  the  same  as  that  which  a 
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State  bas,  to  annul  the  charter  of  a  eorporation  created  hy  its  legis- 
lature, if  obtained  by  fraud.  United  States  v.  Gunning,  18  JFhd, 
BepV,  511;  16  liep^r^  741;  21  BlaJtchf.  518;  26  Pte^  Off.  Gaz,  356  ; 
\Jmted  States  t?.  Throckmorton,  98  IL  S.  ^l. 

A  suit  to  set  aside,  annul  or  declare  void  a  patent  issued  by  tbc 
goveramenty  except  in  cases  wbcre  two  patents  have  been  granted 
for  the  same  thing,  cannot  be  sustained  unless  brought  in  the  name 
of  the  government,  or  by  the  authority  or  permission  of  the  attor- 
Bey-general,  so  as  to  be  under  his  control.  History  of  the  remedies 
by  scire  facias  and  bill  in  equity,  reviewed.  Mowry  v.  Whitney, 
U  Wall.  434. 

Proceedings  to  annul  letters  patent  are  wholly  within  the  con- 
trol of  the  United  States  attoraeys  ;  there  is  no  absolute  duty 
imposed  upon  them  to  commence  such  proceedings  at  the  request 
of  any  party  who  declares  a  patent  to  be  invalid.  New  York,  &c. 
Coffee  Polishing  Co.  v.  New  York  Coffee  Polishing  Co.,  9  l^hd, 
lUp'r,  578;  20  Jilatchf.  174;  modified,  11  Md.  Rep'r,  813. 

A  bill  in  equity  stated  that  it  was  brought  by  the  United  States 
at  the  relation  of  certain  persons,  and  did  not  state  that  the  United 
States  brought  it  by  their  district  attorney,  but  was  subscribed  by 
other  persons  as  solicitors  for  the  plaintiffs ;  and  the  prayer  was 
that  certain  letters  patent  of  the  United  States  issued  to  the  defend- 
ant might  be  surrendered  to  be  canceled.  It  was  held,  on  demurrer, 
that  the  bill  was  bad,  as  not  stating  a  case  which  entitled  the  United 
States  to  the  relief  sought.  United  States  v.  Doughty,  7  Blatchf, 
424. 

Upon  demurrer  to  a  bill  in  equity  filed  in  the  name  of  the 
United  States  to  annul  a  patent  on  the  ground  that  the  patentee, 
in  his  application  for  the  patent,  falsely  made  an  afiidavit  that  the 
device  for  which  the  patent  was  asked  had  not  been  previously  known 
and  used,  the  device  having  in  fact  been  fully  described  in  a  pre- 
vious patent  issued  to  him  and  long  since  expired,  it  appeared  that 
the  use  of  the  name  of  the  United  States  in  the  suit  had  been  pro- 
cured by  persons  specially  and  directly  interested  in  defeating  the 
patent,  but  to  whom  the  matters  alleged  would  bo  a  complete 
defense  to  any  action  against  them  on  the  patent;  and  that  they  had 
indemnified  the  United  States  against  all  costs  of  the  suit.  IMdy 
that  the  bill  should  be  di8missed  for  want  of  equity.  United 
State«  V.  Frazer,  22  Md,  Jliep\  100. 

The  United  States  cannot  be  heard  to  ask  an  injunction  restrain- 
ing the  coramencement  or  prosecution  of  suits  for  inf rin^icement  of 
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a  patent  for  the  repeal  of  which  they  have  begun   an  action. 
United  States  v.  Colgate,  21  Ihd.  Bep'r,  318;  22  JBlatchf.  412. 

A  bill  in  equity  to  set  aside  a  patent  for  the  fraud  of  the  alleged 
inventor  in  obtaining  it,  was  held  sustained  in  the  particular  case 
by  evidence  showing  that  he  was  not,  and  knew  that  he  was  not,  the 
original  inventor.  United  States  v.  Gunning,  22  JFhcL  Rep\  663; 
S.  C.  on  rehearing,  23  Id,  668  ;  32  Fat.  Off,  Oaz.  1468. 


IV.  WHO  MAT  OBTAIN  PATENTS ;  AND  FOE  WHAT. 

39.  The  general  Statutory  Definition, 

Any  person  who  has  invented  or  discovered  any  new  and 
useful  art,  machine,  manufacture  or  composition  of  matter, 
or  any  new  and  useful  improvement  thereof,  not  knoVPll  or 
used  by  others  in  this  country,  and  not  patented  or  described 
in  any  printed  pubhcation  in  this  or  any  foreign  country, 
before  his  invention  or  discovery  thereof,  and  not  in  public 
use  or  on  sale  for  more  than  two  years  prior  to  his  applica- 
tion, unless  the  same  is  proved  to  have  been  abandoned,  may 
upon  payment  of  the  fees  required  by  law,  and  other  due 
proceedings  had,   obtain  a  patent  therefor.      Bev.    Stat. 

§  4SSG. 

40.     What  constitutes  Inventing. 

The  application  by  a  patentee  of  an  old  process  to  a  new  sub- 
ject without  any  exercise  of  the  inventive  faculty,  and  without  the 
development  of  any  idea  which  can  be  deemed  new  or  original  in 
the  sense  of  the  patent  laws,  is  not  the  subject  of  a  patent.  Brown 
v.  Piper,  91  IT.  S.  S7. 

The  design  of  the  patent  laws  is  to  reward  those  who  make  some 
substantial  discovery  or  invention  which  adds  to  human  knowledge, 
and  advances  the  useful  arts;  they  do  not  grant  a  monopoly  for 
every  trifling  device,  every  shadow  of  an  idea,  such  as  may  natur- 
ally and  spontaneously  occur  to  any  skilled  mechanic  or  operator  in 
the  ordinary  progress  of  manufactures,  or  be  gleaned  by  a  specula- 
tor from  watching  the  progress  of  science.  Atlantic  Works  v. 
Brady,  107  K  /S.  192;  2  iSup.  Ct,  iJepV,  225. 
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An  imperfect  and  incomplete  inyention,  resting  in  mere  theory, 
or  In  intellectnai  notion,  or  in  uncertain  experiments,  and  not  act- 
ually reduced  to  practice  and  embodied  in  some  distinct  machinery, 
apparatus,  manufacture,  or  composition  of  matter,  is  not  patentable; 
nor  do  illustrated  drawings  of  conceived  ideas  constitute  an  inven* 
lion.  Draper  V.  Potomaska  Mills  Corp.,  IS  Pat.  Off,  Gaz.  276;  3 
Bonn,  it  A.  Pat.  Cos.  214. 

A  mere  suggestion  that  a  given  result  can  be  ootained  is  not 
patentable,  and  does  not  anticipate  a  patent  by  another;  but  some 
mechanism  or  design  by  which  the  suggested  result  is  obtained  must 
be  described.  A  patent  issued  upon  a  mere  suggestion,  and  with- 
out  proper  description  of  mechanism  or  design,  does  not  constitute 
a  good  plea  for  want  of  novelty  in  a  valid  patent.  Graham  v. 
Gammon,  7  BisB,  490. 

The  accidental  making  of  an  improved  article,  in  a  single 
instance,  without  knowledge  on  the  part  of  the  producer  of  how  to 
accomplish  it,  or  to  produce  another  like  it,  is  not  invention.  Pel- 
ton  r.  Waters,  7  Pat.  Qff.  Gaz.  425. 

As  to  what  constitutes  inventing,  considered  as  a  mental  process 
within  the  protection  of  the  patent  laws,  see  McCormick  v.  Sey- 
mour, 2  BUOchf.  240;  and  3  Blatchf.  209;  Teese  v,  Phelps,  McAll. 
48;  Devoll  v.  Brown,  3  West.  L.  J.  151;  Forbush  v.  Cook,  10  i. 
IUp\^  N.  S.  664;  Detmold  v.  Reeves,  1  Msh.  Pat.  Caa.  127;  Howe 
V.  Underwood,  Id.  160;  Matthews  v.  Skates,  Id.  602;  Rich  v.  Lip- 
pincott,  2  tUh.  Pat.  Cos.  1;  £11  ithorpe  v.  Robertson,  Id.  83;  Magic 
Ruffle  Co.  V.  Douglas,  Id.  330;  Union  Manuf.  Co.  v.  Lounsbury,  Id. 
389;  White  t?.  Allen, /€?.  440;  Waterman  t;.  Thompson,* /d  461; 
liotchkiss  r.  Greenwood,  4  McLean,  456. 

41.     Who  isa^^  Person  wlw  has  Inventedy^^  &c. 

Whoever  first  brings  a  machine  to  perfection  and  makes  it  capa- 
ble of  useful  operation  is  the  real  inventor  and  entitled  to  the  pat- 
ent ;  although  others  may  previously  have  had  the  idea,  and  made 
some  experiments  toward  putting  it  in  practice.  Agawam  Co.  v. 
Jordan,   7  WalL  583. 

Inquiries  made,  or  information  or  advice  received  from  men  of 
science,  in  the  course  of  an  inventor's  researches,  will  not  impair  hisr 
right  to  the  character  of  an  inventor.  It  makes  no  difference 
whether  an  inventor  derives  his  information  from  books,  or  from 
conversation  with  men  skilled  in  science.  O'Reilly  v.  Morse,  15 
Bow.  62,  111. 
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for  another;  or  an  alteration  in  unimportant  parte,  causing  no  sud- 
stantial  change  in  the  principle  of  operation^doea  not  conatitnte  an 
invention  such  as  can  be  the  subject  of  a  patent.  O^Reilly  u.  Morse, 
16  llow,  62;  Winans  w.  Dcnmead,  Id,  330;  Woodcock  v.  Parker,  1 
GalL  438;  Lowell  v.  Lewis,  1  Mm,  182;  Carver  v.  Braintree  Manuf. 
Co.,  %  Story  J  432;  Bean  tr.  Small  wood,  Id.  408;  Deyoll  v.  Brown, 
3  West.  X.  J.  151;  Forbush  v.  Cook,  10  Z.  Rep^r,  Nl  S.  064;  Blan- 
cbard's  Qnn-stock  Turning  Factory  v.  Warner,  1  JBlcUchf.  258; 
Buck  V.  Hermance,  Id.  308;  Ilall  v.  Wiles,  2  Biatchf.  194;  McCor- 
raick  V,  Seymour,  Id.  240;  rev'd  on  other  points,  16  Uow,  480; 
Tracy  v.  Torrey,  2  Biatchf,  275;  American  Pin  Co.  v.  Oakville  Co., 
3  Biatchf.  190;  3  Am,  L,  Beg.  136;  McCormick  v.  Seymour,  3 
Biatchf  209;  aff'd,  10  Ilmr*,  96;  Whitney  v.  Emmett,  Baldto.  303;, 
Davis  V,  Palmer,  2  Brock,  Marsh,  298  ;  Stanley  v,  Whipple,  2 
JfcLectriy  36  ;  Smith  v.  Pearce,  Id,  176 ;  McCormick  v.  Manny,  6 
McLean,  689  ;  4  Am,  Z,  Beg.  211^ 

A  mere  carrying  forward  a  new  or  more  extended  application  of 
Uie  original  thought,  a  change  only  in  form,  proportions,  or  degree, 
doing  substantially  the  same  thing  in  the  same  way,  by  substanti- 
ally the  same  means,  with  better  results,  is  not  such  an  invention  as 
will  sustain  a  patent.  Smith  v.  Nichols,  21  WaU.  112;  aff'g  1 
Bolnies,  172;  6  lUh.  Fat,  Cos.  61;  2  Pat.  Of.  Qaz.  649;  Roberta 
V,  Ryer,  9\  U.  S,  150.  S.  P.,  Putnam  v.  Yerrington,  ^  Pat.  Off. 
Oaz,  689. 

The  mere  change  in  an  instrument  or  machine  of  one  material 
into  another, — as  substituting  iron  for  wood,  or  wood  strengthened 
with  iron, — is  not  "  invention"  in  the  sense  of  the  patfent  laws,  and 
not  the  subject  of  a  patent ;  the  purpose  and  means  of  accomplish- 
ment, and  form  and  mode  of  operation  of  each  iuatnunent — ^the  new 
as  of  the  old — ^being  each  and  all  the  same.  The  new  instrument 
being  better  than  the  old  one. does  not  alter  the  case  ;  it  does  not 
bring  the  case  out  of  the  category  of  more  or  less  excellence  of 
construction.  Hicks  v.  Kelsey,  18  WaU.  670.  S*  P.,  Crouch  v. 
Roemer,  103  U,  8.  797;  Stow  v.  Chicago,  8  Bias.  47:  3  Bann,  A 
A.  Pat.  Cos.  83;  aflTd,  104  U.  S.  547. 

There  must  be  difference  in  principle  to  constitute  a  patentable 
difference.  A  mere  change  of  form  will  not  do,  unless  form  is  a 
part  of  the  thing  invented,  and  is  essential  to  its  value.  Where, 
however,  the  form  is  a  material  part  of  the  discovery  and  is  essential 
to  its  value,  then  a  departure  from  the  form  would  be  a  substantial 
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deparinre.  Many  n.  Jagger,  1  Biatehf,  372.  S.  P.,  lat  Circ, 
(Jfow.),  1814,  Odlorne  v.  Winckley,  2  QalL  M. 

A  new  mode  or  method  of  doing  a  thing,  or  predaoing  an  old 
Tetalty  may  be  protected  by  a  patent.  Whitney  tr.  Emmett,  J3aldw, 
303;  'tth  Circ.  {Ohio)y  189S,  Heiorich  v.  Luther,  6  MeLean^  345. 

It  is  no  new  invention  to  use  an  old  machine  or  prooess  for  a 
new  purpose.  The  inventor  of  a  machine  is  entitled  to  the  benefit 
of  all  the  Qsefl  to  which  it  can  be  put,  no  matter  whether  he  had 
conceived  the  idea  of  the  use  or  not.  Evane  v.  Eaton,  7  WhecU. 
356;  afiPg  3  Wash.  448;  1875,  Roberts  v.  Ryer,  91  U.  8.  160.  See 
also,  Ames  v.  Howard,  1  Sumn.  482;  Howe  v.  Abbott,  2  Story y 
190;  Winans  v.  Boston  is  Providence^R.  R.  Coi,  Id.  412;  Matter 
of  Arkell,  16  Blatchf.  437;  Crandall  v.  Watters,  9  JFhd.  Rep'r,  659; 
20  Blatchf.  97;  21  Pat.  Off.  Qaz,  946;  Western  Electric  Manuf. 
Co.  V.  Ansonia  Brass,  &c.  Co.,  9  Fed.  EepW.  706;  20  Blatchf.  170; 
Couse  V.  Johnson,  16  Pat.  Off.  Gaz.  719;  4  Bonn.  A  A.  Pat.  Cas. 
601;  Rowell  v.  Lindsay,  6  Ihd.  -BepV,  290;  10  Bibs.  217;  19  Pat. 
Off.  Gaz.  1565. 

A  novelty  in  principle  may  consist  in  a  new  and  valuable  mode 
of  applying  an  old  power;  effecting  it  not  merely  by  a  new  instru- 
ment or  form  of  the  machine,  or  any  mere  equivalent,  but  by  some- 
thing giving  it  a  new  or  greater  advantage.  Hovey  v.  Stevens, 
1  Woodb.  d  M.  290. 

Where  an  invention  involves  a  new  result  first  thought  of  by 
the  patentee,  the  fact  that  the  mechanical  changes  by  which  the 
result  is  produced  are  not  difficult,  is  not  necessarily  important. 
Stewart  v.  Mahoney,  6  lid.  Bep^r,  802;  4  Bann.  A  A.  Pat. 
Cob.  84. 

While  a  p&tent  may  hardly  be  sustained  for  a  process  or  method 
which  consists  only  in  applying  an  old  machine  to  a  new  use,  it 
will  only  be  supported  when  the  new  use  is  so  remote  from  the  old 
use  that  it  is  evident  that  a  new  idea  has  been  discovered.  Moflitt 
V.  Rogers,  8  Phd.  J8e/>V,  147. 

A  new  adaptation  and  arrangement  of  applying  and  using  old 
articles  for  a  certain  purpose  may  be  the  subject  of  letters^patent. 
Blake  v.  Sperry,  2ir.T.  Leg.  Obs.  251. 

The  application  of  a  thing  already  known  to  a  new  and  useful 
purpose  may  be  the  subject  of  a  patent,  provided  the  new  use  Lb 
not  analogous  to  the  old,  and  requires  the  exercise  of  the  inventive 
faculties.  Winans  v.  Schinectady  So  Troy  R.  R.  Co.,  2  Blatchf. 
279. 
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It  is  the  development  of  something  new,  and  not  the  arrival  at 
comparative  superiority  or  greater  excellence  in  that  which  was 
always  known,  which  the  law  protects  as  exclusive  property,  and 
which  it  secures  by  patent.  Putnam  v,  Yerrington,  9  Pat,  Off, 
Gaz,  689.  But  a  result  which  required  calculation  and  experiment 
beyond  mechanical  skill  and  good  workmanship  is  entitled  to  be 
classed  as  inventive.  Davis  v.  Fredericks,  \^Fed,  Rep\  09.  There 
cannot,  however,  be  a  patent  for  a  mere  form,  unless  the  form  is  of 
the  essence  of  the  invention.  Wilson  Packing  Co.  v.  Clapp,  8 
Ilep\  262.  Thus,  merely  reducing  the  size  of  a  thing  in  common 
use,  though  with  effect  to  render  it  available  for  a  new  use,  cannot 
support  a  claim  to  a  patent.  Double  Pointed  Tack  Co.  v,  Mann,  5 
Bann,  d:  A.  Pat,  Cas,  465. 

44.  Discovery  of  a  Principley  Laiv,  or  Fact. 

The  discovery  of  an  abstract  principle,  of  a  theory  or  fact,  of  a 
new  property  of  matter,  such  as  the  ansesthetic  effect  of  ether,  or  of 
a  new  power  in  nature,  such  as  steam  or  electricity,  unless  carried 
on  to  the  contriving  and  development  of  a  practical  machine, 
method  or  process  for  rendering  such  discovery  available  and 
useful  in  affairs  is  not  patentable  ;  the  law  does  not  enable  a  person 
to  acquire  an  exclusive  right  in  a  natural  principle,  power  or  fact 
merely  because  he  has  been  the  first  to  observe  it.  Leroy  v.  Tat- 
ham,  14  JIow.  156,  1V5;  Burr  v.  Duryea,  1  Wall,  631;  Lowell  v, 
Lewis,  1  Mas.  182;  Barretts.  Hall, /J.  447;  Blanchard  v.  Sprague, 
3  Sumn.  536;  Stone  v,  Sprague,  1  Starry  270;  Wyeth  v.  Stone,  Id, 
273;  4  Z,  llep\y  64;  American  Bell  Telephone  Co.  v.  Dolbear,  15 
Fed.  Eep\  448;  23  Pat.  Off,  Gaz.  535;  28  Alb,  L,  J.  69;  Morton 
V.  New  York  Eye  Infirmary,  5  Blatchf.  116;  2  Am,  L,  Reg.  672; 
2  Fish.  Pat,  Gas,  320;  8  Op.  Att.  Gen.  209;  Piper  u.  Brown,  4  Fish, 
Pat,  Cas.  176;  3  Pat,  Off,  Gaz.  07;  New  Process  Fermentation 
Co.  V,  Maus,  20  Fhd,  RepWy  725;  Bain  v,  Morse,  6  West,  L.  J.  372; 
Grant  v.  Mason,  1  L.  List.  &  Rev.  22;  SiGklesv.BoTderiySRlatchf, 
535;  Evans  v.  Eaton,  Pet.  C,  Ct.  322,  341;  Whitney  t?.  Emmett, 
Raldto,  303, 

When  the  discovery  of  a  principle,  law  or  fact  is  coupled  with 
the  devising  of  an  apparatus,  process  or  method  by  which  the  new 
property  of  nature  is  made  useful  to  man  in  the  production  of 
things  or  effects  not  known  before,  there  is  a  patentable  invention. 
In  all  such  cases,  the  processes  used  to  extract,  modify,  and  concen- 
trate natural  agencies,  constitute  the  invention.    The  elements  of 
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the  power  exist;  the  inyention  is  not  in  discovering  them,  but  in 
applying  tbem  to  useful  objects.  The  principle  may  be  the  new 
and  valuable  diBcoverjy  but  the  practical  application  of  it  to  some 
useful  purpose  is  the  test  of  its  value.  Leroy  v.  Tatham,  14  ffoto. 
156,  175;  American  Bell  Telephone  Co.  «.  Dolbear,  15  J^ed.  Itep% 
448;  23  Pat.  Off.  Gaz.  535  ;  28  Alb.  Z.  X  69.  In  other  words, 
where  the  discoverer  of  a  new  principle  or  force  has  gone  beyond 
the  mere  domain  of  discoyery,  and  has  laid  hold  of  the  new  princi- 
ple, force,  or  law,  and  connected  it  with  some  particular  medium  or 
mechanical  contrivance  by  which  or  through  which  it  acts  on  the 
material  world,  then  he  can  secure  the  exclusive  control  of  it  under 
the  patent  law,  through  the  means  by  which  he  has  brought  it  into 
practical  action ;  for  it  is  then  an  invention,  although  it  embraces  a 
discovery.  Every  invention  may,  in  a  certain  sense,  embrace  more 
or  less  of  discovery,  for  it  must  always  include  something  that  is 
new  ;  but  it  by  no  means  follows  that  every  discovery  is  an  inven- 
tion. Morton  v.  New  York  Eye  Infirmary,  5  Blatchf.  116;  2  An^ 
L.  Reg.  672;  2  FUh.  Pat.  Cas.  320.  He  who  has  discovered  some 
new  element  or  property  of  matter  may  secure  to  himself  the  owner- 
ship of  his  discovery  so  soon  as  he  has  been  able  to  illustrate  it 
practically  and  to  demonstrate  its  value.  His  patent  in  such  case 
will  be  commensurate  with  the  principle  which  it  announces  to  the 
world,  and  may  be  as  broad  as  the  mental  conception  itself.  But 
the  mental  conception  must  have  been  embodied  in  some  mechanical 
device  or  some  process  of  art.  The  patent  must  be  for  a  thing,  not 
for  an  idea  merely.  Detmold  v.  Reeves,  4  Am  L.  J.  N.  S.  188. 
Thus,  where  a  patentee  claimed  the  application  of  the  expansive  and 
contractive  power  of  a  metal  rod,  by  various  degrees  of  heat,  to  open 
and  close  a  damper  governing  the  admission  of  air  into  a  stove, 
it  was /i€^,  that  this  claim  was  not  one  for  a  mere  principle,  and  that 
the  patent  was  good.  Silsby  v.  Foote,  20  How.  378;  aff'g  2  Blatchf. 
260.  Likewise,  where  a  person  discovered  that  articulate  sounds 
could  be  transmitted  by  undulatory  vibrations  of  electricity,  and 
invented  the  art  or  process  of  transmitting  such  sounds  by  means  of 
such  vibration,  it  was  JipM  that  the  mere  fact  that  such  art  or  pro- 
cess is  the  only  way  hy  which  speech  can  be  transmitted  by  electri- 
city, did  not  lessen  the  merit  of  the  invention,  or  the  protection 
which  the  patent  law  would  give  to  it.  American  Bell  Telephone 
Co.  V.  Dolbear,  15  Fed.  Eep'r,  448;  23  Pat.  Off.  Oaz.  536;  28  AU>. 
L.  J.  69. 

But,  generally,  in  these  cases,  to  entitle  the  discoverer  of  a  prin- 
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ciple,  force  or  fact  to  a  patent  he  must  give  such  a  description  of  a 
method  or  apparatus  or  process  for  making  his  discoyerj  practically 
available  in  producing  results  new  and  useful  to  man  as  will  enable 
skillful  persons  to  produce  them. 

45.    Discoveries  of  ^^  Processes J*^ 

Although  **  processes ''  are  not  by  that  name  declared  patentable^ 
yet  the  law  embraces  them  ;  and  its  application  to  them  haa  been 
explained  in  leading  cases  in  the  Supreme  Court.  Processes  are 
included  under  the  general  term  ^*  useful  arts.''  And  an  art  may 
require  one  or  more  processes  or  machines  in  order  to  prodnce  a 
certain  result  or  manner.  The  term  '* machine''  includes  every 
mechanical  device  or  combination  of  mechanical  powers  and  devices 
to  perform  some  function  and  produce  a  certain  effect  or  result. 
But  where  the  result  or  effect  is  produced  by  chemical  action,  by 
the  operation  or  application  of  some  element  or  power  of  nature,  or 
of  one  substance  to  another,  such  modes,  methods  or  operations  are 
called  '^  processes."  A  new  process  is  usually  the  result  of  discov- 
ery ;  a  machiney  of  invention.  The  arts  of  tanning,  dyeing,  making 
water- proof  cloth,  vulcanizing  India-rubber,  smelting  ores,  ifcc,  are 
usually  carried  on  by  processes,  as  distinguished  from  machines. 
One  person  may  discover  an  improvement  in  a  process,  irrespective 
of  any  particular  form  of  machinery ;  and  another  may  invent  a 
labor-saving  machine,  by  which  the  operation  or  process  may  be 
performed,  and  each  may  be  entitled  to  a  patent — the  first  for  the 
process,  but  not  for  a  machine  ;  the  second  for  a  machine,  but  not 
for  a  process.  It  is  when  the  term  *^  process  "  is  used  to  represent 
some  means  or  method  of  producing  a  result  that  a  process  is  pat- 
entable, and  the  term  thus  used  includes  all  means  or  methods 
which  are  not  effected  bv  mechanism  or  mechanical  combination. 
Corning  v.  Burden,  15  JSow,  252,  268.  Again,  it  is  said  that  the 
term  **  process  "  is  often  used  in  a  more  vague  sense  ;  as  when  one 
says  that  a  board  is  undergoing  the  process  of  being  planed,  grain  is 
under  the  process  of  being  ground,  iron  under  that  of  being  ham- 
mered, or  cooled.  In  this  use  of  the  term  it  represents  the  function 
of  a  machine,  or  the  effect  produced  by  it  on  the  material  subjected 
to  its  action.  A  "  process,^'  using  the  term  in  this  sense,  cannot  be 
the  subject  of  a  patent.  lb.  But  in  the  more  technical  sense  of  a 
mode  of  treatment  of  certain  materials  to  produce  a  given  result, 
or  an  act  or  a  series  of  acts,  performed  upon  the  subject-matter,  to 
transform  and  reduce  it  to  a  different  state  or  thing,  a  process,  if 
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new  and  aselal,  is  just  as  patentable  as  is  a  machine.     In  tlie  lan- 
guage of  the  patent  law,  it  is  an  '^  art." 

And  a  process  may  be  patentable,  irrespective  of  the  particular 
form  of  the  instrumentalities  used.     If  one  of  the  steps  of  a  process 
be  that  a  certain  substance  is  to  be  reduced  to  a  powder,  it  may  not 
be  at  all  material  what  instrument  or  machinery  is  used  to  effect 
that  object,  whether  a  hammer,  a  pestle  and  mortar,  or  a  mill. 
Either  may  be  pointed  out ;  but  (if  the  patent  is  not  conlined  to 
that  particular  tool  or  machine),  the  use  of  the  other  would  be  an 
infringement,  the  general  process  being  the  same.     So  the  machin- 
ery pointed  out  as  suitable  to  perform  the  process  may  or  may  not 
be  new  or  patentable,  whilst  the  process  itself  may  be  altogether 
new,  and  produce  an  entirely  new  result.    The  process  requires 
that  certain  things  should  be  done  with  certain  substances,  and  in 
a  certain  order  ;  but  the  tools  to  be  used  in  doing  this  may  be  of 
secondary  consequence.     Cochrane  v.  Deener,  94  IT.  S.  780. 

A  patent  may  be  granted  for  a  process,  irrespective  of  the  par- 
ticular mode  or  form  of  apparatus  for  carrying  it  into  effect;  but  in 
order  that  such  patent  be  valid,  the  patentee  should  be  the  first  and 
original  inventor  of  the  process,  and  claim  it  in  his  application  as 
granted.  If  the  means  of  carrying  it  out  are  not  obvious  to  ordi- 
nary mechanics  skilled  in  the  art,  the  specification  should  describe 
some  mode  of  carrying  it  out  which  will  produce  a  useful  result. 
Tighlman  v.  Proctor,  lo2  U.  &  707. 

Where  a  result  or  effect  is  produced  by  mechanical  action,  a 
patent  can  ordinarily  only  be  for  the  mechanical  appliances  or 
^eans  employed  ;  where  the  result  is  attained  or  effect  produced  by 
chemical  action,  by  the  operation  or  application  of  some  element  or 
power  of  nature,  or  of  some  property  in  matter,  or  of  one  substance 
to  another,  then  the  patent  may  be  for  the  art,  process,  or  method. 
Piper  V.  Brown,  4  Ush.  Pat.  Cas.  176;  3  Pat.  Of.  G<te.  97.  The 
discoverer  of  a  new  art  is  entitled  not  to  the  abstract  right  to  the 
art  without  regard  to  the  means,  but  to  all  means  and  processes 
which  he  has  both  invented  and  claimed  (American  Bell  Tele- 
plione  Co.  V.  Spencer,  8  Md.  Rep^r^  609  ;  20  Pat.  Of.  Gaz.  290) ; 
for  although  a  mere  principle  is  not  paU^ntable,  and  a  patent  will 
i:ot  be  issued  to  the  discoverer  of  a  natural  force  or  scientific  fact, 
>  et  the  inventor  of  a  process  by  which  a  certain  effect  of  one  of 
ihe  forces  of  nature  is  made  useful  to  mankind  is  entitled  to  a  pat- 
ent, and  he  is  cot  restricted  to  any  particular  form  of  mechanism  or 
apparatus    by   which  the   process  is  carried  out.     A  subsequent 
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inventor  of  an  improved  form  or  apparatus  embodying  tbo  same 
process  is  entitled  to  a  patent  for  tbe  apparatus,  but  be  must  obtain 
tbe  consent  of  tbe  inventor  of  tbe  process  before  using  tbat  process 
in  bis  apparatus.  American  Bell  Telepbone  Co.  v.  Dolbear,  15 
led.  Hep'Ty  448;  23  Pat  Of.  Gaz.  635;  28  Alb.  Z.  J.  69.  A  new 
process  or  metbod  of  operation  is  patentable,  wbcn  it  amounts  to  a 
anccessful  application  of  known  tbings;  and  tbe  patent  is  prima 
fdde  evidence  of  novelty  of  tbe  invention.  Roberts  v.  Dickey,  4 
Brevoat.  260;  3  Pittsb.  352;  1  Pat.  Off.  Gaz.  4  ;  4  Fish.  Pat.  Cas. 
532. 

Wbat  is  sucb  a  process  as  may  be  tbe  subject  ot  a  patent,  sec 
New  Process  Fermentation  Co.  v.  Maus,  20  Fed.  Rep^r^  725;  Mac- 
Kay  «.  Jackman,  12  Fed.  RepW^  615;  20  Blatchf.  466;  22  Pat.  Off. 
Gaz.  85. 

46.    Patentability  of  Effects  and  Products. 

An  end  to  be  accomplisbed  or  a  result  to  be  produced,  is  not 
patentable  independently  of  some  new  and  useful  means,  process, 
macbinery,  Ac,  devised  for  accomplisbing  it.  To  allow  a  mere 
effect  or  result  to  be  patented,  would  enable  persons  to  engross 
results  and  probibit  all  otber  persons  from  producing  tbem  by  any 
means  wbatever  ;  wbicb  would  discourage  rather  iban  promote  tbo 
progress  of  useful  arts.  Carver  v.  Hyde,  16  Pet.  513  ;  Leroy.v. 
Tatham,  14  How.  156,  175  ;  O'Reilly  v.  Morse,  15  IIow.  62, 112  ; 
Wbittemore  v.  Cutter,  1  OaU.  478  ;  Howe  v.  Abbott,  2  Story ^  190; 
New  Process  Fermentation  Co.  v.  Maus,  20  Fed.  Rep*r^  725  ;  Bain 
V.  Morse,  6  "West.  L.  J.  372  ;  Re  Merrill,  1  McArthur,  301. 

Thus,  a  patentee  cannot  bave  a  patent  to  protect  "  tbe  motive 
power  of  electro-magnetism,  however  developed^  for  marking  char- 
acters at  a  distance;"  bis  patent  must  bo  confined  to  the  manner  and 
process  described  and  invented  by  bim.  O'Reilly  v.  Morse,  16  How. 
02,  112.  So  no  patent  can  be  obtained  for  tbe  admeasurement  of 
time,  or  tbe  expansive  operations  of  steam;  but  only  for  a  new  mode 
of  new  application  of  machinery  to  produce  these  effects ;  and, 
therefore,  if  new  effects  are  produced  by  an  old  machine  in  its  unal- 
tered state,  no  patent  can  be  legally  supported,  for  such  patent  is  for 
an  effect  only.  Wbittemore  v.  Cutter,  1  Gall.  478,  A  patent  for 
a  ruffle  to  be  made  by  machinery  cannot  be  sustained  where  tbo 
ruffle  is  identical,  in  mechanical  construction,  with  a  ruffle  before 
made,  although  the  machinery,  or  tbe  process  it  works,  performs  at 
one  operation  wbat  before  required  more  than  one  ;  for  the  product 
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of  a  macliine  is  not  patentable  merely  because  the  machine  makes 
an  already  known  article  more  perfectly  than  it  has  been,  or  can  be 
made  witbont  a  machine.     Wooster  v.  Calhoun,  11  Ulatchf.  215  ; 
6  Fish,  Pat,    Cos.   514.     But  printing,  by  copper-plate  or  letter- 
press, on  both  sides  of  bank-notes,  to  prevent  their  counterfeiting, 
is  an  art  for  which  a  patent  will  be  granted  ;  such  a  patent  is  not  a 
patent  for  an  effict^  but  for  the  method  of  printing  by  which  the 
effect  is  produced.     Kneass  v.  Schuylkill  Bank,  4  W<zah.  9.     The 
proper  mode  of  enameling  the  proper  quality  of  paper  to  enable  a 
turned-down  or  folded  collar  to  be  made  wholly  of  paper,  without 
any  danger  of  crumbling  or  breaking  the  enamel  by  the  operation 
of  folding,  is  a  patentable  invention ;  the  collar  made  from  such 
enameled  paper  being  a  new  article  of  manufacture.    Hoffman  v. 
Stiefel,  7  Blatchf.  58  ;  3  Fish.  Fat.  Cos.  638. 

He  who  produces  an  old  result  by  a  new  mode  or  process  is  enti- 
tled to  a  patent  for  the  mode  or  process  (Howe  v.  Abbott,  2  Stort/y 
190);  and  although  an  inventor  has  obtained  a  patent  for  a  process, 
he  may  have  another  for  the  product,  if  new.  Jones  v.  Sewall,  3 
C/i^.'563  ;  6  Fish,  PaL  Cos.  343  ;  3  Fat.  Of,  Gaz.  630.  A  pat- 
entee who  has  invented  a  new  process  in  the  arts,  whereby  an  article 
of  manufacture  is  produced,  new  in  kind  and  not  before  known,  may 
separately  claim  and  patent  both  the  art  and  the  manufacture  ;  he 
cannot  indeed  properly  combine  them  in  one  claim  ;  but  he  may 
claim  broadly  the  new  product,  however  made,  or  may  claim  the 
new  product  when  made  by  his  described  process.  Merrill  v. 
Yeomans,  1  Holmes^  331.  But  the  fact  that  the  product  is  new  as 
an  article  of, commerce,  is  not  enough  to  warrant  granting  a  patent; 
there  must  have  been  an  exercise  of  invention  in  devising  the  means 
of  producing  it.  There  is  no  inventing  in  reducing  an  article  f  orra- 
crfy  sold  in  chunks  to  a  powder — comminuting  glue — when  it  is  not 
improved  by  adding  some  new  ingredient,  or  by  subtracting  one  or 
more.  Milligan,  &c.  Glue  Co.  v,  Upton,  6  Fat,  Off,  Gaz,  837. 
The  process  of  making  and  the  article  made  are,  in  legal  contem- 
plation, distinct  inventions,  which  may  both  be  included  in  a  single 
patent,  though  a  full,  clear  and  exact  description,  according  to  the 
statute,  is  indispensable  in  each  case.  Kelleber  v.  Darling,  14  Fat. 
Of.  Gaz.Q7Z. 

47.  Machines. 

If  the  principles  of  a  machine  are  new,  to  produce  either  a  new 
or  an  old  effect,  the  inventor  is  entitled  to  the  exclusive  right  of  the 
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-whole  machine.  And  by  *^  the  principles  of  a  machine/'  as  here 
used,  is  meant  not  the  original,  elementary  principles  of  motion, 
which  philosophy  and  science  have  discovered,  but  the  modiM  oper- 
andiy  the  peoaliar  manner  or  device  of  producing  any  given  effect. 
If  two  machines  produce  the  same  effects  by  the  same  mode  oi 
operation,  the  principles  of  the  two  are  the  same;  if  the  same  effects 
are  produced  by  combinations  of  machinery  operating  substantially 
in  a  different  manner,  the  principles  are  different  Where  a  specific 
machine  already  exists,  producing  certain  effects,  if  a  mere  addition 
is  made  to  such  machine  to  produce  the  same  effects  in  a  better 
manner,  a  patent  cannot  be  taken  out  for  the  whole  machine,  but 
for  the  improvement  only  ;  on  the  other  hand,  if  well-known  efecU 
are  produced  by  machinery,  in  all  its  combinations  entirely  new^  a 
patent  may  be  claimed  for  the  whole  machine.  Whittemore  v.  Cut- 
ter, 1  Gall.  478. 

Inventions  pertaining  to  machines  may  be  divided  into  four 
classes.  1.  Where  the  invention  embraces  the  entire  machine,  as  a 
car  for  a  railway,  or  sewing-machine.  Such  inventions  are  seldom 
made;  but  when  made  and  duly  patented,  any  person  is  an  infringer 
who,  without  license,  makes  or  uses  any  portion  of  the  machine. 
Under  such  a  patent  the  patentee  holds  the  exclusive  right  to  make 
and  use,  and  vend  to  others  to  be  used,  the  entire  machine  ;  and  if 
another,  without  license,  makes,  uses,  or  vends  any  portion  of  it,  he 
invades  the  right  of  the  patentee.  2.  Those  which  embrace  one  or 
more  elements  of  a  machine,  but  not  the  entire  machine,  as  the  coul- 
ter of  a  plow,  or  the  divider  of  the  reaping-machine.  In  patents  of 
that  class,  any  person  may  make,  use,  or  vend  all  other  parts  of  the 
machine,  and  he  may  employ  a  coulter  or  divider  in  the  machines 
mentioned,  provided  it  be  substantially  different  from  that  embraced 
in  the  patent.  3.  Those  which  embrace  both  a  new  element  and  a 
new  combination  of  elements  previously  used  and  well  known.  The 
property  of  the  patentee  in  such  a  case  consists  in  the  new  element 
and  in  the  new  combination.  No  one  can  lawfully  make,  use,  or 
vend  a  machine  containing  such  new  element  or  such  new  combina- 
tion. They  may  make,  use  or  vend  the  machine  without  the  pat  • 
en  ted  improvements,  if  it  is  capable  of  such  use,  but  they  cannot 
use  either  of  those  improvements  without  making  themselves  liable 
as  infringers,  4.  Those  where  all  the  elements  of  the  machine  arc 
old,  and  where  the  invention  consists  in  a  new  combination  of  those 
elements,  whereby  ?.  new  and  useful  result  is  obtained.  Most  of  the 
modern  inventions  aro  of  this  latter  class,  and  many  of  them  are  of 
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great  utility  and  valae.    The  rale  is,  that  the  property  of  an  inven- 
tur,  if  duly  secured  by  letters  paten t,  is  in  all  cases  exactly  com- 
mensurate with  his  invention.     Sach  an  invention,  however,  is  bitt 
an  improTement  on  an  old  machine,  and  consequently  the  patentee 
cannot  treat  another  as  an  infringer  who  has  also  improved  the 
original  macbioe  by  the  use  of  a  substantially  different  combination, 
although  the  machine  may  produce  the  same  result.    But  every 
inventor  is  entitled  to  the  full  benefit  of  his  invention  as  described 
and  secured  in  his  patent,  and  no  one  charged  with  infringing  tlie 
same  can  successfully  defend  himself  against  the  charge,  merely 
because  the  machine  he  makes,  uses,  or  vends,  differs  from  that  of 
the  plaintiff  in  form  or  in  any  respect  which  does  not  reoder  the 
machine  so  made,  used,  or  vended,  substantially  different  from  the 
patented  machine.    Inventions  of  the  fourth  class  are  just  as  merito- 
rious  as  those  of  any  other  class,  and  the  property  of  the  inventors 
is  entitled  to  the  same  protection.     Union  Sugar  Refinery  Co.  t;. 
Matthiessen,  2  FUh.  Pat.  Cos,  600. 

The  mere  function  of  a  machine  is  not  a  patentable  subject;  but 
a  mechanical  device,  adapted  to  perform  specific  functions,  is  pat- 
entable, whether  its  operative  efficiency  depends  upon  its  combina- 
tion with  other  mechanism  or  not.  Parham  v»  American  Button- 
hole, 4fcc.  Machine  Co.,  4  Fish.  Pat.  Cob.  468. 

A  machine  need  not  be  automatic  to  be  patentable.  Improve- 
ments in  any  tool  or  implement  used  by  hand  in  an  art  or  industry  are 
patentable.  Coupe  v.  Weatherhead,  16  Fdd.  Hep^  673  ;  23  Pat. 
Off.  Gaz.  1927. 

48.     Compositions. 

The  invention  of  a  new  composition  for  making  a  familiar  arti- 
cle may  be  patentable ;  and  this  even  though  both  the  article  and 
the  means^mployed  to  adapt  the  new  composition  to  its  manufacture 
are  old  or  well  known;  but  the  mere  idea  of  employing  a  well- 
known  composition  as  a  material  for  making  a  familiar  article,  the 
only  novelty  being  that  the  composition  has  not  been  used  for  mak- 
ing that  article,  does  not  involve  invention,  and  is  not  patentable. 
Iliiicbkiss  V.  Greenwood,  11  Iloto.  248,  265;  aff'g  4  McLean^  456. 
It  is  not  necessary,  in  order  to  render  a  composition  patentable,  that 
every  ingredient,  or  that  any  one  ingredient  used  by  the  patentee 
in  his  iuvention,  should  not  have  been  used  before  for  that  purpose. 
The  right  to  a  patent  depends  upon  the  question  whether  the  com** 
bination  of  materials  used  by  the  patentee  is  substantially  new  as  a 
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combination.  If  the  ingredients  have  never  been  combined  together 
in  the  noanner  stated  in  the  patent,  but  the  combination  is  new,  the 
invention  of  the  combination  is  patentable.  Ryan  t;.  Goodwin,  3 
Sumn.  514;  3  Z.  iiepV,  220. 

There  is  a  wide  difference  between  the  invention  of  a  new  method 
or  process  by  which  a  known  fabric,  product  or  manufacture  is  pro- 
duced in  a  better  and  cheaper  way,  and  the  discovery  of  a  new 
compoand,  substance  or  manufacture  having  qualities  never  found 
to  «xist  together  in  any  other  material.  In  the  first  case,  the  inven- 
tor can  patent  nothing  but  his  process — ^not  his  composition  of 
matter  ;  in  the  latter,  both  are  new  and  original,  and  both  patent- 
able, not  severally,  indeed,  but  as  one  discovery  or  invention. 
Goodyear  v.  Railroad,  2  Wail.  Jr.  356;  1  Msh.  Pat.  Cas.  626. 

The  introduction  of  a  flavoring  extract,  whether  in  substitution 
for  another  or  as  an  additional  ingredient  of  a  beverage  composi- 
tion otherwise  well  known,  may  be  a  patentable  improvement,  if 
new  and  advantageous  results  follow  ;  for  in  such  case  there  is  a 
new  composition.     Rogers  v.  Ennis,  14  Pat.  Off.  Gaz.  601. 

Patentability  of  medicines  is  discussed  in  Coffeen  v.  Brunton,  4 
JHcLean^  516;  7  West.  L.  J.  b^\  Scoville  v.  Toland,  6  West.  L.  J. 
84. 

49.    Improvements. 

For  discussions  of  the  patentability  of  improvements  considered 
from  various  points  of  view,  see  Whittemore  v.  Cutter,  1  Oall.  478; 
Barrett  v.  Hall,  1  Mas.  447,  476  ;  Hall  v.  Wiles,  2  Blatchf.  194  ; 
Evans  v.  Eaton,  8  Wheat.  454,  516 ;  rev'g  Pet.  G,  Ct.  322  ;  Gray 
V.  James,  Pet.  C.  Ct.  394  ;  Huggins  v.  Hubby,  3  West.  L.  Month. 
347.  In  general,  one  who  devises  a  substantial  change  in  the  struc- 
ture or  mode  of  operation  of  a  machine, — such  as  omission  of  certain 
parts  and  replacing  them  by  others  really  new  and  different,  thereby 
producing  a  machine  better  adapted  to  the  purpose, — ^is  entitled  to  a 
patent  for  the  change,  as  an  ^^  improvement."  Miller's  Falls  Co.  v. 
Backus,  17  Pat.  Off.  Gaz.  852;  5  Bann.  it  A.  Pat.  (7a«.  53  ; 
Coupe  «.  Weatherhead,  23  Pat.  Off.  Gaz.  1927.  This  is  so,  not- 
withstanding the  change  made  in  the  machine  is  slight  and  simple, 
if  a  valuable  result,  not  before  attained  in  a  similar  way,  is  produced 
(Isaacs  V.  Abrams,  3  Bann.  cfc  A.  Pat.  Cas.  616;  Eppinger  v. 
Richey,  23  Int.  Bev.  Bee.  319  ;  Strobridge  v.  Lindsay,  5  Bann.  db 
A.  Pat.  Cas.  411)  ;  and  even  though  the  change  consists  only  in 
introducing  old  elements,  if  they,  when  introduced  into  an  organi- 
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zation  in  ^bich  tbey  have  not  before  been  tried,  produoe  new  and 

improved  results,  or  prodace  the  former  result  by  a  new  and 

improved  mode.      Child  v.  Boston,  &c.  Iron  Works,  6  JFhh,  Pat, 

Cas.  606  ;  Gottfried  r.  Phillip  Best  Brewing  Co.,  17  Pat.  Off.  Gaz. 

C75  ;  5  Bann,  A  A.  Pat.  Cos.  4. 

But  to  warrant  a  patent  for  an  improvement,  the  change  made 
must  be  one  involving  invention,  and  the  result  must  be  new  and 
useful.  There  must  be  something  accomplished  beyond  whsit  is 
obvious  in  the  thing  itself,  to  persons  skilled  in  the  art  to  which  it 
relates.  Mulford  v.  Pearoe,  102  IT*.  ^ST.  112;  18  Pat.  Off.  Gaz.  1223; 
X9r9'%  14  Blatchf.  141 ;  2  Bann.  <*  A.  Pat,  Cos.  642 ;  also,  13  Blatchf. 
173;  9  Pat.  Off.  Gaz.  204  ;  2Bann.  <*  A.  Pat.  Cas.  190  ;  Hall  v. 
Wiles,  2  Blatchf.  194;  McCormick  v.  Seymour,  3  M  209  ;  afPd  19 
Bow.  96.  A  mere  enlargement  of  the  parts  of  a  machine,  a  merely 
colorable  change  or  re-arrangement  of  relative  location  of  parts,  is 
not  a  patentable  improvement.  Phillips  v.  Page,  24  ffoto.  164 ; 
Be  Greeley,  4  Pat.  Off.  Gaz.  612;  Pearl  v.  Ocean  Mills,  11  Pat. 
Of.  Gaz.  2;  Miller's  Falls  Co.  v.  Backus,  17  Pat.  Off.  Gaz.  862; 
6  Bann.  Jb  A.  Pat.  Cas.  63.  There  are  many  changes  which  may 
be  suggested  by  the  manufacturer,  or  by  the  particular  uses  to 
which  the  article  produced  is  to  be  applied,  as  well  as  many  exhibi- 
tions of  superior  skill  in  producing  an  article  of  greater  excellence, 
which  are  not  invention.  The  law  gives  no  monopoly  to  industry, 
to  wise  judgment,  or  to  mere  mechanical  skill  in  the  use  of  known 
means,  nor  to  the  product  of  either,  if  it  be  not  new.  It  is  inven- 
tion of  what  is  new,  and  not  comparative  superiority  or  greater 
excellence  in  what  was  before  known,  which  the  law  protects  as 
exclusive  property,  and  it  is  that  alone  which  is  secured  by  patent. 
Thus  if  a  fabric  be  already  known  and  in  use,  change  of  color, 
change  of  mere  material,  or  change  in  its  degree  of  fineness — if 
these  changes  involve  nothing  new  in  construction,  nor  in  the  rela- 
tions of  its  parts,  nor  in  the  office  or  function  of  either  parV— does 
not  constitute  invention.  Smith  v.  Elliott,  6  I^h.  Pat.  Cas.  315;  1 
Pat.  Off.  Gaz.  331. 

In  general,  the  fact  that  the  result  produced  by  a  change  is 
greatly  superior  to  that  attained  by  the  former  machine  or  method 
is  regarded  as  having  a  tendency  to  satisfy  the  courts,  in  a  doubtful 
case,  that  the  change  is  real  and  substantial,  and  so  patentable  as 
an  improvement.  Pearl  v.  Ocean  Mills,  11  Pat.  Off.  Gaz.  2  ;  Qall 
V.  Wiles,  2  Blatchf.  194. 
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50.  Comhinations. 

A  new  and  useful  combination^ — that  is  an  arrangement  of 
devices  so  that  they  shall  co-operate  in  a  manner  not  previoasly 
known  and  produce  a  valuable  result, — is  patentable,  independent  of 
either  of  the  separate  devices  being  new  ;  the  contriving  how  the 
several  parts  shall  work  together  is  of  itself  invention,  and  may 
warrant  a  patent  although  the  contriver  is  not  inventor  of  either  of 
the  parts  considered  alone.  Loom  Co.  v,  Higgins,  105  U,  S,  680; 
rev'g  15  Blatchf.  446;  16  Pat.  Off.  Gaz.  675;  4  JBann,  <k  A.  Pat. 
Cos,  88;  Gray  v,  James,  Pet.  G.  Ct,  394;  Bnssey  v.  Wager,  9  Pat. 
Off,  Gaz,  300;  Wood  v.  Packer,  17  Ihd.  Mep\  650;  Hoffman  v. 
Young,  2  Fed.  Rep'r,  74;  26  Int.  Hev.  Bee.  155;  10  Rep\  259;  18 
Pat.  Off.  Gaz.  794;  6  Bann.  <b  A.  Pat.  Cas.  316;  Double  Pointed 
Tark  Co.  V.  Two  Rivers  Manuf.  Co.,  3  Fed.  Pep'r,  26;  9  Biss.  258; 
18  Pat.  Off.  Gaz.  683;  S.  C,  auh  nam.  Double  Pointed  Tack  Co.  v. 
j^lann,  5  Bann.  d:  A.  Pat.  Caa.  465.  Thus,  although  a  mere  change 
of  relative  location  of  tho  parts  of  a  machine  is  not  patentable,  yet, 
«where  change  of  location  brings  the  devices  constituting  the 
•jnaclniie  into  a  new  combination,  and  they  operate,  by  reason  of 
84ich  new  combination,  to  produce  a  new  and  useful  result,  such  new 
combination  is  patentable.  Gilbert,  &c.  Manuf.  Co..  v.  Walworth 
Manuf.  Co.,  9  Pat.  Off.  Gaz.  746;  Marsh  v.  Dodge,  Ac.  Manuf. 
Co.,  6  jFw/i.  Pat.  (Jaa.  562;  5  Pat.  Off.  Gaz.  398.  The  devising  a 
way  in  which  a  device  already  patented  may  be  used  in  combination 
with  other  known  devices,  is  the  proper  subject  of  a  patent;  and  so 
b  a  new  and  useful  improvement  upon  a  combination  already 
patent ;  though  in  cases  of  this  kind  the  new  patentee  only  acquires 
what  he  himself  has  invented  ;  he  cannot,  without  a  license,  use  the 
former's  patented  device  or  combination,  nor  can  the  patentees  of 
these  use  his  combination  or  improvement  without  his  license. 
McMillan  'o.  Rees,  1  Fed.  Bep\  722  ;  17  Pat.  Off.  Gaz.  1222  ;  9 
Pyep'r^  544;  6  Baim.  ct*  A.  PaJt.  Cos.  2C9;  Pitts  v.  Wemple,  6  Mc- 
JLtan^  558. 

51.   Various  Specific  Objections  to  Patenting  Them. 

Combinations,  to  be  patentable,  must  produce  a  different  force 
or  effect,  or  result,  in  the  combined  forces  or  processes,  from  that 
given  by  their  separate  parts ;  there  must  be  a  new  result  produced 
by  their  union.  Reckendorfer  v.  Faber,  92  IT.  S.  347,  357;  aff*g 
12  JBlatet^.  68;  1  Bann.  Jb  A.  Pat.  Cos.  229;  Pickering  v.  McCul- 
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\ougli,  104   U.  S,  310;  aff'g  6  liep'r^  lUl;  13  PaL  Of.  Gaz.  818;  3 
Bann,  <fe    A..    JPat.    Cas,  279.    Also,  a  combination  mast  differ 
materially  and  substantially  from  former  combinations  ;  thereJs  no 
new  invention  if  all  the  parts  of  a  combination  have  been  applied 
to  a  different  object  before,  and  they  are  now  only  applied  to  a  now 
object.     Ilovey  v.  Henry,  3  WesL  X.  JT,  153.     Moreover  a  combina- 
tion of  old  elements  is  not  patentable  unless  they  all  so  enter  intoit 
as  that  each  qualifies  every  other,  and  so  that  the  new  arrangement 
either  forms  a  new  machine  of  distinct  character  and  functioii,  or 
produces  *a  result  which  is  not  the  mere  aggregate  of  separate  con*- 
tribotion,  but  is  due  to  the  joint  and  co-operating  action  of  all  the 
elements.     Pickering  v,  McCullough,  104   27!  S.  310;  aff'g  ^Itep^r^ 
101  ;  13  Pat.  Off.  Gaz.  818  ;  3  Bann,.JbA.  Pat.  Cos.  279.   Followed^ 
and   the  rules  there  stated  applied  to  a  patent  for  an  improved 
school  desk.     Peard  v.  Johnson,  23  Ikd.  RepW,  507;  32  Pat,  Off. 
Oaz.  895.     It  has  been  said  that  the  results  produced  are  a  better 
test  of  whether  the  operation  of  a  combination  is  substantially  new, 
than  the  opinions  of  experts  ;  or  at  least  are  good  evidence  of 
novelty;  if  the  results  are  different  from  those  produced  by  any 
previous  combination,  there  must  be  a  substantial  change  in  the 
mode  of  operation  ;  resiilts  cannot  well  differ  when  the  means  are 
the  same.     Devoll  v.  Brown,  3  'West,  L.  J.  151;  Forbush  v.  Cook^  2 
FUh.  Pat.  Cos.  668;  20  L.  PepW,  664. 

A  patent  may  be  obtained  for  a  combination  notwithstanding 
some  of  its  parts  or  (as  several  of  the  cases  hold),  all  its  parts 
separately  considered,  have  been  known  and  used  before,  provided 
the  arrangement,  union  or  co-operation  of  them  is  new,  and  pro- 
duces an  effect  which  is  new  and  either  better  or  more  economically 
produced  than  the  old.  Le  Roy  v.  Tatham,  22  How,  132;  Parks  t?. 
Booth,  10-2  K  /SL  96;  aff'g  1  Flipping  381;  1  Bann.  cfc  A.  Pat  Cas. 
225  ;  Ilailes  v.  Van  Wormcr,  20  Wall.  353  ;  aff'g  7  Blatchf.  443 ; 
Barrett  v.  Hall,  1  Bias.  447;  Moody  w.  Fiske,  2  Mas.  112;  Earle  v. 
Sawyer,  4  Mas.  1;  Evans  v.  Eaton,  Pet.  (J.  Ct.  322;  Pitts  o.  Whit- 
man, 2  Story y  609  ;  Devoll  v.  Brown,  3  West.  L.  J.  \b\  \  Hovey  v. 
Henry,  Id.  153;  Hovey  v.  Stevens,  1  JVoodd.  c6  J/.  290;  Blake  t7. 
Sperry,  2  N.  Y.  Leg.  OIb.  251;  Buck  v.  Ilermance,  1  Blatchf.  398; 
Hall  V.  Wiles,  2  Blatchf.  194;  Clark  Pomace  Holder  Co.  v.  Fergu- 
son,  17  lid.  BepW,  79;  24  Pat.  Off.  Gaz.  1090;  21  Blatchf.  376; 
Pennock  v.  Dialogue,  4  Wash.  538;  aff'g  2  Pet.  1;  Whitney  v. 
Emmetty  Baldto.  303;  Watson  v.  Cunningham,  4  Pish.  Pat.  Cos. 
528;  Kerosene  Lamp  Heater  Co.  v.  Littell,  3  Bann.  db  A.  Pat.  Com. 
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812;  lir.  J.Z.  196;  Tyler  «.  Oeval,  1  Code  Hep'r,  30;  Gould  v. 
Commissioner  of  Patents,  1  McArthnr^  410.  And  a  subsequent 
inventor  may  obtain  a  patent  for  a  combination  of  the  same  ele- 
ments as  those  which  compose  a  prior  one,  provided  the  new  combi- 
nation is  substantially  different  from  the  old,  and  accomplishes  new 
and  useful  results.  Sands  v.  Ward  well,  8  Cliff.  277.  So  patents 
may  be  granted  for  combinations,  some  of  the  elements  of  which 
are  old  and  some  are  new;  and  whatever  is  new  may  also  be  sepa- 
rately secured  to  the  inventor  ;  although  such  new  part  may  be  of 
no  practical  use  whatever,  except  in  the  combination  described,  or 
some  similar  combioation.  Wheeler  v.  Clipper  Mower,  &c.  Co.,  6 
F^h,  Pat,  Ccu,  1.  But  a  combination,  all  the  elements  of  which 
are  devices  or  substantial  equivalents  for  devices  used  in  previously 
patented  inventions,  and  which  accomplishes  the  same  result  by 
merely  a  different  method,  is  not  a  patentable  invention.  Gilbert 
V.  Weir  Plow  Co.,  22  lid.  Rtp\  428;  29  Pat.  Off.  Gaz,  1129. 

It  has  been  held  in  a  charge  to  the  jury,  that  the  fact  that  a 
device  comprising  several  patentable  elements  has  been  patented  as 
a  whole  will  not  prevent  the  patentee  from  afterwards  securing  a 
patent  for  a  combination  of  any  number  of  the  elements  less  than 
the  whole,  provided  he  applies  for  it  before  the  lesser  combination 
has' been  two  years  in  public  use.  Cahn  v,  Wong  Town  On,  19 
Fed.  RepW,  424;  9  Saw}/er,  630;  27  Pat.  Off.  Oaz,  299. 

Moreover,  it  is  not  necessary,  in  order  to  make  a  valid  claim 
for  a  combination,  that  the  several  elementary  parts  of  the 
combination  should  act  simultaneously  ;  but  if  such  parts  are 
so  arranged  that  the  successive  action  of  each  contributes  to  pro- 
duce one  result,  and  this  result  is  the  product  of  the  simultaneous 
or  successive  action  of  all  such  parts,  a  patent  for  combining  such 
elementary  parts  may  be  obtained.  Forbush  v.  Cook,  2  Fiah. 
Pat.  Cas.  068;  20  L,  EepW,  604  ;  Hoe  v.  Cottrell,  1  Ihd.  Rep\ 
697;  17  Blatchf.  646;  18  Pat.  Off.  Gaz.  50;  5  Bann.  ct  A.  Pat. 
Cas.  256;  Hoffman  v.  Young,  2  Fed.  Iiep\  74;  26  Int.  Rev.  Ree. 
155;  10  RepWy  269;  18  Pat.  Off.  Gaz.  794;  6  Bann.  Jb  A.  Pat. 
Cas.  31C;  Birdsell  v.  McDonald,  6  Pat.  Off.  Gaz.  682. 

52.  How  Patents  for  Combinations  Sliould  be  Issued 

Under  early  patent  laws  it  was  held  that  if  an  invention  con- 
sisted in  a  new  combination  of  machinery,  or  in  improvements  upon 
an  old  machine,  to  produce  a  new  effect,  the  patent  should  bo  for 
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the  combined  macbinerj,  or  improvements  on  the  old  machine,  and 
not  for  a  mere  mode  or  device  for  producing  Bach  effecta,  detached 
from  the  macbinery.     Barrett  v.  Hall,  1  Moi.  447. 

A  patent  may  be  obtained  for  a  machine  combining  several  distinct 
improvements,  if  each  is  the  invention  of  the  patentee,  and  may 
include  a  right  to  each  of  the  several  and  distinct  improvements ;  in 
other  words,  the  patentee  may  in  such  case  take  out  a  valid  patent 
for  the  combination,  and  also  include  therein  a  right  to  each  distinct 
improvement  severally  contained  in  the  same  machine.  Pitts  v. 
Whitman,  2  Story ^  609,  621. 

A  patent  may  embrace  both  a  combination  consisting  of  several 
elements,  which,  together,  compose  an  organized  machine,  and  sub- 
combinations consisting  of  fewer  members  of  the  same  elements. 
Stevens  v.  Pritchard,  10  Pat.  Off.  Gaz.  606;  4  Cliff.  417. 

A  broad  claim  in  a  patent  cannot  be  sustained  for  merely  put- 
ting together  two  old  tools  for  convenience  of  manipulation  in  their 
several  and  distinct  uses  ;  the  patent  must  be  limited  to  some  patent- 
able improvement,  either  in  the  method  of  combining  the  tools,  or 
in  one  or  more  of  the  tools  themselves.  Tower  t;.  Bemis,  ifec.  Hard- 
ware Co.,  1 9  Fed.  Bep\y  498. 

An  inventor  may  claim  in  one  patent  a  combination  of  devices, 
when  they  are  so  connected  as  to  operate  in  a  certain  way  ;  and  in 
another,  he  may  claim  in  combination  with  some  of  those  devices, 
another  one,  by  means  of  which,  especially,  the  operation  so 
described  is  produced.  Wheeler  v.  McCormick,  4  Pat.  Off.  Gaz. 
692;  6  FUh.  Pat.  Caa.  651;  11  Blatchf.  334. 

If  the  same  combination  existed  before,  up  to  a  certain  point, 
and  the  invention  consists  in  adding  some  new  machinery,  in  some 
improved  mode  of  operation,  or  some  new  combination,  the  patent 
most  be  limited  to  the  improvement.  Whitney  v.  Emmett,  JBaldtc. 
303.       « 

53.  Rule  that  the  Invention  must  he  ^^  New.^^ 

To  entitle  one  claiming  as  an  inventor,  to  a  patent,  his  invention 
must  be  *'new  ;^  novelty  is,  by  the  statute,  an  essential  condition. 
Bedford  v.  Hunt,  1  Mas.  302;  Perfection  AVindow  Cleaner  Co.  v. 
Bosley,  2  Ikd.  JRep'r,  674;  9  Bias.  386  ;  6  Banti.  A  A.  Pat.  Cos. 
449;  10  iifg>V,  67;  Wood  v.  Pacher,  17  I'ed.  Bep\,  650.  If  his 
invention  is  a  combination,  his  claim  can  be  sustained  only  by  estab- 
lishmg  the  novelty  of  the  combination  as  a  whole  ;  though  novelty 
of  all  or  any  of  the  parts  need  not  be  shown.    Lo  Roy  v.  Tatham, 
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14  How,  156,  178.  And,  generally,  thcT  question  apon  an  applica- 
tion for  a  patent  is  whether  this  thing  has  been  made  before  ;  in 
case  of  a  machine,  whether  it  has  been  substantially  constructed 
before ;  in  case  of  an  improvement  of  a  machine,  whether  that 
improvement  has  ever  been  applied  to  such  a  machine  before,  or 
whether  it  is  substantially  new.  Earlc  v.  Sawyer,  4  Mas.  1.  That 
an  improved  result  is  produced  is  not  enough,  standing  alone,  to 
entitle  to  a  patent ;  improvement  in  the  result  has  a  tendency  to 
show  novelty ;  but  if  the  superiority  is  attained  by  the  application 
of  known  means,  in  a  known  way,  to  produce  a  known  result, 
though  a  better  one,  there  is  not  such  novelty  as  is  required  by  the 
patent  law.  Smith  v.  Nichols,  21  WcdL  112;  aff'g  1  Holmes^  It^ 
6  Iish.  Pat.  Cos.  CI  ;  2  Pat  Off.  Gaz.  649  ;  Le  Roy  v.  Tatham, 
14  IIow.  156,  178  ;  Smith  v.  Nichols,  1  JIohne$,  172  ;  6  Fish.  Pat. 
Cos.  61.  The  invention  must  be  substantially  different  from  what 
has  gone  before  ;  if  it  is  so,  and  the  result  which  it  produces  is  dif- 
ferent from  and  better  than  any  produced  by  previous  devices  hav- 
ing the  same  purpose,  it  is  patentable.  Wood  v.  Packer,  1 7  p}id. 
Bep'Ty  660. 

As  to  what  constitutes  '^novelty"  in  an  invention,  within  the 
requirements  of  the  patent  laws,  see  Adams  t^.  Edwards,  1  Fish. 
Pat.  Cos,  1;  Carr  v.  Rice,  Id.  198;  Winterraute  v.  Redington,  Id. 
239;  Hays  v.  Sulsor,  Id.  532;  Judson  v.  Moore, /(f.  544  ;  Matthews 
V.  Skates,  Id.  602  ;  Wayne  v.  Holmes,  2  FUh.  Pat.  Cas,  20 ; 
Clarke's  Patent  Steam,  &c.  Co.  v.  Copeland,  Id.  221  ;  Forbush  v. 
Cook,  Id.  668  ;  20  Z.  Rep\  664. 

54.  Rvde  tJiat  it  must  be  ^'  Useful. ^^ 

To  entitle  an  inventor  to  a  patent  the  invention  must  be  "  use- 
ful ;"  utility  is  a  statutory  condition  ;  but  almost  any  smalk  degree 
of  utility  is  sufficient  to  satisfy  the  requirement.  The  term  "use- 
ful" in  the  patent  law,  is  used  in  opposition  to  "  frivolous '' or 
"  noxious  ;''  that  the  thing  invented  should  be  the  beet  possible  of 
its  kind  is  not  required.  Lowell  v.  Lewis,  1  Mas.  182  ;  Dohorty  v. 
Ilaynes,  4  Cliff.  291  ;  6  Pat.  Off.  Gaz.  118  ;  1  Pa7i9i.  £  A.  Pat. 
Cas.  289  ;  Winans  v.  Schenectady  &  Troy  R.  R.  Co.,  2  lUatchf. 
279,  290  ;  Kneass  v.  Schuylkill  Bank,  4  Wash.  9 ;  Whitney  v. 
Emmett,  Paldw.  303  ;  Roberts  v.  Ward,  4  McLean,  505. 

By  "  useful"  is  meant  that  the  invention  may  be  applied  to  some 
beneficial  purpose  in  society,  in  contradistinction  to  an  invention 
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which  18  in}urion8  to  the  public  morals,  health  or  good  order  ;  and 
not  that  it  must  be  of  such  general  utility  as  to  supersede  all  other 
inventions  in  practice  to  accomplish  the  same  purpose.     Tbe  law 
does  not  look  to  the  degree  of  utility.     Bedford  v.  Hunt,  1  Mas, 
302  ;  Many  v.  Jagger,  1  Blatchf.  372  ;  Wilbur  v,  Beecber,  2  Blatchf. 
132  ;  Evans  «.  Eaton,  Pet,   C.  CL  322.     To  be  patentable,  inven- 
tions need  not  be  superior  to  or  better  than  all  other  things  known 
before ;  that  they  are  useful  in  themselves  is  sufficient,  provided 
they  are  also  new.     Shaw  t>.*Colwell  Lead  Co.,  II  Fed.  Rep*r^  711  ; 
20  Blatchf.  417  ;  Crouch  v.  Speer,  6  Pat,  Off,  Gaz.  187  ;  Strobridge 
v:  Lindsay,  2  lid.  Rep\,  692  ;  18  Pat.  Off.  Gaz.  62  ;  6  Bann.  A 
A.  Pat.   Cos.  411  ;   Pennsylvania  Salt  Manuf.  Co.  v,  Thomas,  8 
Phila.  144  ;  Miller,  &c.  Manuf.  Co.  v.  Du  Brul,  12  Ptxt.  Off,  Gaz, 
351  ;  2  Bann.  Jb  A.Pat.  Ca«.  618.    But,  devising  a  trivial  improve- 
ment, not  involving  invention,  does  not  entitle  to  a  patent,  [citing 
and  approving  107  U.  S.  192  ;  110  K  A  490  ;  20  Wall,  353  ;  111 
U.  8.  604  ;  11  How.  248  ;  24  How.  164  ;  21  WaU.  112  ;    94    U,  8, 
187;    104  U.  8.  737  ;]  Morris  v.  McMillin,  112  U.  8.  244  ;  Ilollis- 
ter  V.  Benedict,  113  U.  8.  59  ;  Blake  v.  San  Francisco,  Id.  679. 

The  omission  from  a  composition  of  matter,  of  an  ingredient 
previously  supposed  to  be  essential,  but  now  found  to  be  unneces- 
sary, which  omission  renders  the  composition  simpler  and  cheaper 
in  mannfacture,  while  it  is  equally  effective  in  operation,  is  patent- 
able, Tarr  v.  Folsom,  1  Holmes^  312  ;  5  Pat.  Off.  Gaz.  92  ;  1 
Bann.  it  A.  Pat.  Cos.  24. 

By  analogy  to  what  has  been  decided  under  the  copyright  laws, 
it  seems  that  while  the  fact  that  that  article  is  necessarily  immoral 
or  injurious  should  render  it  unpatentable  (Martinetti  v.  Maguire, 
1  Abb,  U,  S.  356);  yet  if  it  is  capable  of  an  innocent,  beneficial  use  it 
should  not  be  excluded  from  the  benefit  of  the  patent  laws  because 
it  may  also  be  put  to  wrong  uses ;  the  fact  that  printed  ))laying 
cards  may  be  used  for  gambling  does  not  preclude  a  design  for  them 
from  being  protected  by  injunction  from  infringement.  Richard- 
son V.  Miller,  12  Pat.  Off.  Gaz,  3. 

As  to  what  constitutes  *'  utility "  in  an  invention,  within  the 
requirement  of  the  patent  laws,  see  Adams  v,  Edwards,  1  J^s/i,  Pat. 
Cos.  1  ;  Many  v.  Sizer,  Id.  17  ;  Carr  v.  Rice,  Id.  198  ;  Winter- 
mute  V.  Redingion,  Id.  239  ;  Hays  v.  Sulsor,  Id.  532  ;  Judson  v. 
Moore,  Id.  544  ;  Piits  v.  Wemple,  2  Ush.  Pat.  Cas.  10  ;  AVayne 
».  Holmes,  Id.  20 ;  Lindsay  v.  Stein,  10  Ihd.  Bep^r,  907  ;  20 
Blatchf.  3V0;  21  Pat.  Off.  Gaz.  1613. 
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65,    The  Completeness  or  Perfection  necessary. 

An  imperfect  and  incomplete  invention,  resting  in  mere  theory 
or  intellectual  notion,  or  in  uncertain  experiments,  and  not  actually 
reduced  to  practice  and  embodied  in  some  distinct  machinery,  appa- 
ratus, manufacture  or  composition  of  matter,  is  not  patentable. 
Reed  v.  Cutter,  1  Storp,  590  ;  Draper  v,  Potomska  Mills  Corp.,  13 
Pat.  Off.  Gaz.  276  ;  3  Bann.  <k  A.  Pat.  Cas.  214  ;  Wheeler  v. 
Clipper  Mower,  &c.  Co.,  10  Blatchf.  181 ;  6  Fish.  Pat.  Caa.  1  ;  2 
Pat.  Off.  Gaz.  442  ;  Judson  w.  Bradford,  16  Pat.  Off.  Gaz.  171. 
Neither  is  a  process  which  is  inefiPectual  until  some  means  shall  be 
invented  to  accomplish  the  result.  Downton  v.  Yaeger  Milling  Co., 
5  Bann,  <k  A.  Pat.  Caa.  112.  So,  developing  the  idea  of  an  inven- 
tion by  drawings  does  not  amount  to  perfecting  and  adapting  the 
invention,  nor  complete  the  inventor's  right  to  a  patent ;  he  must 
have  carried  the  idea  into  actual  practice  in  material  form.  Reeves 
V.  Keystone  Bridge  Co.,  9  Phila.  368.  An  invention  is  not  com- 
plete, so  as  to  entitle  the  inventor  to  claim  letters  patent,  until  it  is 
embodied  in  a  form  capable  of  successful  and  useful  operation. 
Richardson  v.  Noyes,  10  Pat  Off.  Gaz.  607  ;  2  Bann.  cfe  A.  Pat. 
Caa.  398  ;  Lyman  Ventilating,  &o.  Co.  v.  Chamberlain,  10  Pat. 
Off.  Gaz.  688;  2  Bann.  <&  A.  Pat.  Caa.  433. 

But  with  respect  to  completeness  or  perfection,  the  question  is 
not  whether  the  entire  machine  in  which  an  improvement  is  embod- 
ied is  a  <^  perfect "  machine,  in  the  usual  sense  of  that  word,  but 
whether  it  is  perfect  in  the  sense  that  it  embodies  a  complete  inven- 
tion ;  whether,  so  far  as  it  covers  improved  devices,  it  is  a  perfect 
machine,  as  respects  those  devices.  American  Hide,  Ao.  Co.  v. 
American  Tool,  &o.  Co.,  4  Plah.  Pat.  Caa.  284;  1  Ilolmea,  503. 

The  fact  that  a  machine,  when  first  applied  in  practice,  does  not 
perfectly  accomplish  the  work  for  which  it  was  designed,  or  does 
not  accomplish  all  that  its  inventor  supposed  it  would,  is  not 
enough  to  secure  its  rejection  as  a  patentable  invention ;  but  if, 
taken  as  a  whole,  it  is,  in  its  construction  and  operation,  an  advance 
upon  the  state  of  the  art  to  which  it  appertains,  furnishing  a  bet- 
ter (though  still  imperfect)  method  of  performing  a  useful  function 
than  was  before  available,  it  is  not  to  be  discarded  as  destitute  of 
patentable  merit.  Seymour  v.  Marsh,  6  Phh.  Pat.  Caa.  115;  2 
Pat.  Off.  Gaz.  674  ;  9  Phila.  380.  If  the  invention  is  such  that 
when  the  thing  invented  shall  be  constructed  according  to  the 
model  and  specifications  filed,  it  will  operate  successfully  as  a  prac- 
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tical  and  useful  thiog^  the  isTentor  has  satisfied  the  law,  and  may 

haye  a  patent  without  gomg  on  to  actually  oonstruot  it.     Wheeler 

1?,  Clipper  Mower,  &c.  Co.,  10  Blatchf.  181  ;  6  Fiah.  Pat.  Cos.  1;  2 

Pot.  Off.  Oaz.  442.    An  invention  need  not  in  fact  be  constructed 

in  order  to  preserve  a  patent,  when  the  patentee  is  a  citizen  of  the 

United  States,   and  the  invention  is  capable  of  construction  and 

operation  from  the  model  and  specifications  filed  in  the  patent-office. 

Broadnax  v.  Central  Stock-Yard,  Ac.  Co.,  4  Fed,  Rep\  214;  11 

RepWy  6  ;  5  Bixnn.  Jb  A.  Pat.  Ca8.  609. 

An  invention  is  not  patentable  until  a  machine  has  been  per- 
fected ;  and,  if  not  actually  used,  made  capable  of  useful  opera- 
tion.   Moore  v.  Thomas,  3  Bann.  A  A.  PcU.  Cos,  13. 

56.  "  Not  Known  or  Used  by  OtherSy^^  &c. 

The  provision  of  Rw.  Stat,  g  4886, — ^that,  to  entitle  a  person  to 
a  patent  his  invention  must  be  **  not  known  or  used  by  others  in 
this  country," — is  not  to  be  construed  as  requiring  one  who  contests 
the  novelty  of  an  invention  for  non-compliance  with  the  require- 
ment, to  prove  that  it  has  been  used  as  well  as  known,  here.  Stitt 
V.  Eastern  R.  Co.,  22  Fed.  Eep\  649. 

57.  Not  Patented,  or  Described  in  any  Printed  Publication. 

If  the  thing  patented  was  actually  described  in  a  published 
work  previous  to  the  discovery  or  invention  of  it  by  the  applicant 
for  a  patent  in  this  country,  he  cannot  obtain  a  valid  patent  for  it, 
even  though  he  had  no  knowledge  of  such  prior  publication,  but  his 
invention  of  it  was  original  with  himself ;  the  restriction  in  the  law 
is  founded  on  a  presumption  that  he  may  have  known  it,  which  is 
not  allowed  to  be  rebutted.  This  was  so  held  under  early  patent 
laws  (in  Evans  v,  Eaton,  8  Wheat.  454,  514 ;  rev'gi%^.  C.  Ct.  323  ; 
Reutgen  v.  Eanowrs,  1  WouK  148),  and  under  the  act  of  1836,  in 
Allen  V.  Hunter,  6  McLean^  303,  314.  Under  the  Revised  Statutes 
the  restriction  has  been  modified  (by  §  4887,  formerly  Act  of  July 
8, 1870,  c.  230,  §  25,  16  Stat.  201),  so  far  as  effect  of  a  foreign  pat- 
ent is  concerned  ;  and-  an  inventor  can  obtain  a  patent  here,  by 
proving  that  he  is  the  original  inventor  here,  unless  the  thing  has 
been  introduced  ipto  use  here  for  more  than  two  years  prior  to  his 
application  ;  the  only  eff^HSt  of  the  foreign  patent  being  to  limit  the 
term  of  the  American.  Comely  v.  Marckwald,  1 7  Fed.  liep^r,  83  • 
24  Pat.  Off.  Oaz.  498  ;  16  iJcpV,  102.    See  Rev.  Stat,  g  4887.  infrd 
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Id  order  to  defeat  an  American  patent  on  the  ground  that  the 
invention  has  been  already  patented  abroad,  the  foreign /xit<?w^  must 
have  been  completed  (in  the  case  of  an  English  patent,  by  enroll- 
ment of  the  specification),  before  the  invention  here  was  made ;  the 
fact  that  the  foreign  patent  was  applied  for  before  application  in 
this  country,  is  not  enough  to  bring  a  case  within,  the  restriction, 
Howe  V.  Morton,  13  i.  liep^r,  Nl  S.  10;  Cobum  w.  Schroedcr,  22 
Pat.  Off.  Gaz,  410.  So,  a  description  in  a  printed  publication  will 
not  avoid  a  patent  unless  tbe  description  was  published  before  the 
invention  in  this  country  (not  the  application)  was  made.  Barthol- 
omew V.  Sawyer,  1  ^ish.  Bat.  Cos,  616  ;  41  Hunt  Mer.  Mag.  575. 

The  description  in  a  prior  printed  publicatiou  which  will  avoid 
a  patent  obtained  by  an  inventor  in  good  faith,  must  be  sufficiently 
full  and  precise  to  enable  a  person  skilled  in  the  art  to  make  the 
thing,  repeat  the  process,  &c.,  in  all  material  respects  like  that  cov- 
ered by  or  described  in  the  plaintiff's  patent.  Seymour  v.  Osborne, 
11  Wall.  610;  Cohn  v.  United  States  Corset  Co.,  93  K /S'.  366  ; 
Downton  t>.  Yeager  Milling  Co.,  108  U.  S.  466  ;  Hood  v.  Boston  Car 
Spring  Co.,  21  Fed,  Hep'r,  67  ;  Parker  v.  Stiles,  6  McLean^  44,61; 
7  West.  X.  c7!  168  ;  Hays  v.  Sulsor,  1  Ush.  Pat.  Cos.  532  ;  judson 
V.  Cope,  i<f.  616  ;  Nathan  v.  New  York  Elevated  R.  R.  Co.,  2  Fed. 
BepW^  225  ;  9  RepWy  504  ;  5  Baiin.  <&  A.  Pat.  Cos.  280.  Antici- 
pation by  others  of  a  patented  invention  is  not  established  by 
descriptions  in  publications  which  show  nothing  more  than  sugges- 
tions and  speculations  of  scientiiio  writers,  who  had  never  tested  the 
practicability  of  their  suggestions  or  demonstrated  the  truth  or 
value  of  their  speculations.     Jensen  v.  Keasbey,  24  Fed.  RepWy  144. 

The  decisions  are  not  agreed  whether  a  description  of  an  inven- 
tion given  in  a  former  patent  issued  to  the  same  inventor,  for 
another  invention,  and  in  which  the  invention  in  question  is  not 
claimed,  will  defeat  a  patent  afterwards  issued  to  him  for  the  inven- 
tion before  omitted.  Marvin  v.  Liilie,  27  Pat.  Off.  Gaz.  299  ;  Ver- 
mont F  .rra  Machine  Co.  v.  Marble,  l^ilhd.  Jiep\  307  ;  22  JOiatc/if. 
32  ;  27  Pat.  Off.  Gaz.  621. 

Mere  use  abroad,  if  there  has  been  no  patent  and  no  published 
description,  does  not  prevent  one  who  has  originally  invented  it, 
and  makes  oath  that  he  believes  himself  the  first  invont<»r,  from 
obtaining  a  valid  patent.  O'Reilly  v.  Morse,  15  Uow.  62,  1 10  ; 
Hays  V.  Sulsor,  1  Fish.  Pat.  Cas.  532  ;  Judson  v.  Cope,  Id.  015  ; 
Worswick  Manuf.  Co.  v.  Steiger,  17  Md.  llep\  250  ;  5  Op.  AU. 
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Otn.  18 ;    and    see   Comely  v,  Marckwald,  17  I^ed,  EepW^  83  ;  24 
ite.  Off.    Gaz.  498  ;  16  .Bg?V,  102  ;  21  Jilatchf.  367. 

58.    Public  use  or  Sale. 

The  conditions  imposed  on  granting  a  patent  wliicb  have  been 
illastrated  in  the  previoas  sections  (40-57)  are  primarily  for  the 
tonsideration  of  the  commissioner  ;  the  required  proofs  and  exami- 
nation before  him  must  afford  reason  to  believe  that  the  thing  to 
be  patented  is  new  and  useful,  that  the  applicant  is  the  inventor, 
that  the  invention  has  not  been  patented  or  described  in  any 
printed  pablication.  Notwithstanding  his  favorable  decision  upon 
an  ex  parte  application,  however,  the  same  questions  may  arise  in  a 
way  to  be  contested  upon  opposing  evidence,  in  an  interference 
proceeding,  in  a  suit  in  court  between  competing  claimants  to  a 
patent,  or  in  a  suit  for  infringement.  The  plan  of  the  foregoing 
notes  has  been  to  present  the  decisions  so  far  as  they  seem  to  be 
instructive  upon  the  duty  of  the  commissioner  in  passing  upon  an 
uncontested  application  for  a  patent  ;  but  to  reserve  those  which 
assume  that  the  inventor's  right  is  in  litigation,  for  discussion  in 
connection  with  those  provisions  of  the  statute  which  treat  of  the 
litigations  which  may  arise  over  a  patentee's  right. 

Two  negative  conditions  imposed  by  the  statute  remain  to  be 
mentioned  here.  We  refer  to  the  requirements  that  the  invention 
has  not  been  in  public  use  or  on  sale,  and  that  it  has  not  been  aban- 
doned. But  as  these  are  merely  negative,  and  from  their  nature 
can  rarely  be  developed  in  the  office  examination,  but  will  usually 
arise  only  when  the  validity  of  the  patent  comes  to  be  contested, 
they  wiU  only  be  mentioned  ;  the  more  convenient  place  for  pre- 
senting the  decisions  in  which  they  are  discussed,  is  in  connection 
with  the  statute  provisions  regulating  contests  over  patents. 

Should  it  appear  from  facts  elicited  in  the  office  examination  of 
an  application  that  the  invention  has  been  in  public  use  or  on  sale 
for  more  than  two  years  prior  to  the  application,  the  commisKioner 
is  not  anthorized  to  grant  a  patent.  It  has  been  held,  however, 
that  an  application  cannot  be  rejected  on  this  ground  when  the  only 
proof  before  the  commissioner  consists  of  mere  fa;  par^e  affidavits 
taken  without  notice  and  cross-examination.  He  Alteneck,  23  Pat. 
Off.  Gaz.  269.  It  was  also  ruled  under  the  similar  provision  in  the 
Act  of  1836,  that  the  law- refers  to  some  use  or  sale  authorized 
or  allowed  by  applicant ;  the  analogous  matter  of  a  use  or  sale  of 
•abstaotialiy  the  same  invention  unknown  to  the  applicant,  by  other 
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persons  who  have  had  the  same  idea,  is  covered  by  the  anterior 
clanse,  "  not  known  or  used  by  others  in  this  country."  Bartholo- 
mew V.  Sawyer,  4  JBkUchf.  847  ;  1  Mah.  Pat.  Cos.  616 ;  41  BurUMer. 
Mag.  675.  The  current  of  opinion  in  the  cases  has  been  that  the 
condition  is  not  violated  by  any  use  of  the  invention,  incidental  to 
the  experiments  needful  to  developing  and  perfecting  it,  although 
such  use  may  have  been  in  public  view  and  very  generally  known 
(Graham  v.  McCormick,  11  Ihd.  Hep'r,  869  ;  10  Biss.  39  ;  21  TcU. 
Off.  (jroz.  1633  ;  5  Bann.  A  A.  Pat.  Cos.  244);  as  where  the  inven- 
tor of  a  new  kind  of  pavement  laid  it  in  a  portion  of  a  city  street, 
and  allowed  it  to  be  used  for  a  considerable  time,  merely,  however, 
for  the  purpose  of  testing  its  qualities,  and  making  sure  of  its  merits 
(Elizabeth  v.  Pavement  Co.,  97  CT.  8.  126;  24  Lawyen^  Ed.  1000); 
or  where  an  inventor  sold  one  of  the  articles  at  mere  cost,  for  the 
purpose  of  having  the  buyer  test  it  by  actual  use.  Innis  v.  Oil 
City  poller  Works,  20  F^.  RepWy  780  ;  30  Pat.  Off.  Oaz.  998. 

69.    Abandonment. 

Abandonment  of  an  invention,  likewise,  if  established,  precludes 
any  right  to  a  patent ;  for  it  renders  the  invention  public  property, 
and  there  is  no  ground  on  which  the  inventor  can  resume  his  title 
to  it.  Hence  the  inventor,  and  he  alone,  is  deemed  competent  to 
abandon  ;  no  use,  unless  by  his  knowledge  or  assent,  can  operate  to 
deprive  him  of  his  right.  Pierson  v.  Eagle  Screw  Co.,  8  Story ^ 
402.  Abandonment  is  in  the  nature  of  a  forfeiture  of  a  right ;  the 
law  does  nor  presume,  or  favor  it,  but  requires  proof  that  is  clear 
and  complete  (Pitts  v.  Hall,  2  Blatchf.  229) ;  and  will  construe  acts 
of  an  inventor  claimed  to  indicate  abandonment,  liberally  in  his 
favor  (Melius  v.  Silsbee,  4  Mas,  108)  ;  thus  his  saying  that  he 
means  to  dedicate  his  invention  to  the  public,  will  not  be  regarded 
as  equivalent  to  his  doing  so  ;  there  must  be  some  acts  of  actual 
dedication.  Pitt  v.  Hall,  mpra.  On  the  other  hand,  abandon- 
ment does  not  turn  wholly  upon  the  intention  of  the  inventor ; 
whatever  may  be  his  intention,  if  he  suffers  his  invention  to  go  into 
public  use,  through  any  means  whatever,  without  an  immediate 
assertion  of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a  pat- 
ent, obtained  under  such  circumstances,  protect  his  right.  Shaw 
V.  Cooper,  7  Pet.  299,  820.  And  it  makes  no  difference  by  what 
means  an  invention  may  be  communicated  to  the  public  before  a 
patent  is  obtained  ;  any  acquiescence  in  the  public  use,  by  the 
inventor,  will  be  an  abandonment  of  his  right.    lb.    See  the  decis- 
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ions  collated  in  connection  with  the  statutes  relative  to  interposing 
ahandonment  as  a  defense. 

60.    Paients  for  Inventions  previously  patented  Abroad. 

No  person  shall  be  debarred  from  receiving  a  patent  for 
his  invention  or  discovery,  nor  shall  any  patent  be  declared 
invalid,  by  reason  of  its  having  been  first  patented  or  caused 
to  be  patented  in  a  foreign  country,  unless  the  same  has 
been  introduced  into  public  use  in  the  United  States  for 
more  than  two  years  prior  to  the  appUcation.  But  every 
patent  granted  for  an  inyention  which  has  been  previously 
patented  in  a  foreign  countiy  shall  be  so  limited  as  to  expire 
at  the  same  time  with  the  foreign  patent,  or,  if  there  be 
more  than  one,  at  the  same  time  with  the  one  having  the 
shortest  term,  and  in  no  case  shall  it  be  in  force  more  than 
seyenteen  years.    Bev.  Stat.  §  4887. 

This  is  substantially  the  provision  of  Act  of  Jaly  8,  1870,  c.  230, 
§  55,  16  SUU.  201.  There  were  provisions  on  the  same  subject  in 
the  patent  Acts  of  1836, 1 839,  and  1861 ;  as  to  which  and  their  con- 
struction, see  O'Reilly  t^.  Morse,  15  Mow.  62,  112  ;  Smith  v,  Ely, 
Id.  187 ;  Goff  v.  Stafford,  14  Pat.  Of.  Gaz.  748  ;  De  Florez  v. 
Baynolds,  8  Ikd.  Hep'r,  434  ;  17  JBlatchf.  436  ;  17  Pat.  Of.  Gaz. 
503 ;  5  Bann.  A  A.  Pat.  Cos.  140. 

Among  other  things,  the  section  has  been  held  not  retroactive 
(Badische,  Anilin,  Ac.  Fabrik  v.  Hamilton  Manuf.  Co.,  13  Pat.  Of. 
Gob.  273 ;  3  Bann.  c6  A.  Pat.  Cos.  235)  ;  to  relate  to  patents 
which  are  applied  for  in  this  country  after  issue  of  a  patent  abroad 
(French  v.  Rogers,  1  i^A.  Pat.  Gas.  133  ;  American  Leather  Co. 
V.  American  Tool  Co.,  1  Holmes,  503  ;  4  Msh.  Pat.  Caa.  284) ;  and 
to  allow  a  foreign  inventor  to  obtain  a  patent  here,  notwithstanding 
invalidity  of  a  patent  granted  him  abroad.  Comely  v.  Marckwald, 
17  Pbd  Bep'r,  83  ;  24  PoU.  Off.  Gaz.  498;  16  Eep\  102;  31  BlaJtchf. 
367.     See  also,  infra^  p.  482. 

CI.  Limiting  Term  by  thai  of  any  Foreign  Patent. 

The  former  patent-office  rule  requiring  applicants  to  make 
known  the  existence  of  their  foreign  patents  has  been  adjudged  to 
have  been  made  in  accordance  with  law,  and  a  failure  to  comply  with 
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the  rale  renders  the  application  defective,  and  it  remains  so,  nnlesa 
the  office  subseqacntly  accepts  and  acts  upon  information  respecting 
such  foreign  grants.  Exp,  Bland,  15  Pat,  Off.  Gaz,  828.  An  appli- 
cant may  lawfully  be  required  to  disclose  what  patents  he  has  pro- 
cured abroad.    United  States  v.  Marble,  22  Pat.  Off,  Gaz.  1365. 

But  an  omission  (if  inadvertent,  and  not  attribntable  to  bad 
faith)  to  limit  the  American  patent  id  express  terms  to  the  dnration 
of  the  foreign  patent  does  not  render  the  American  void  as  a  whole. 
ThiB  office  in  issuing  the  American  will  limit  its  duration  so  th^t  it 
shall  expire  at  the  same  time  with  the  foreign,  or  with  the  shortest 
foreign  if  there  are  more  than  one  (in  no  case,  of  course,  giving  the 
American  more  than  seventeen  years  to  run) ;  according  to  the 
best  information  within  its  power  (Rule$of  Prac.  No.  29);  if  how- 
ever, the  American  patent  is  not  in  fact  by  its  terms  limited  to  cor- 
respond with  the  shortest  foreign,  the  effect  is  that  the  American  is 
good  until  the  expiration  of  the  foreign  ;  at  which  time  the  statute 
terminates  it  in  favor  of  any  one  interested  to  raise  the  objection. 
O'Reilly  v.  Morse,  l/>  How.  62;  Morse  v.  Bain,  9  West.  L.J.  106  ; 
Tilghman  v.  Proctor,  102  U.  S.  707  ;  Qoff  v.  Stafford,  14  Pat.  Off. 
Gaz.  748  ;  2  JSann.  it  A.  Pat.  Vas.  610  ;  Weston  v.  White,  13 
Blatchf.  364;  9  Pat.Off,  Gaz.  1196;  2  Bann.  Jb  A.  Pat.  Cos.  321  j 
Nathan  v.  N.  Y.  Elevated  R.  R.  Co.,  6  Bann.  <ft  A.  Pat.  Cas.  280  ; 
2  Ped.  Rep^ry  225  ;  American  Diamond  Rock-boring  Co.  t;.  Shel- 
don, 17  Blatchf.  303  ;  4  Bann.  A  A.  Pat.  Cas.  603;  De  Florez  v. 
Reynolds,  17  Blatchf.  426  ;  17  Pat.  Off.  Gaz.  603 ;  6  Ikd.  Bep\ 
434  ;  6  Bann.  tt  A.  Pat.  Cas.  140;  Siemens  v.  Sellers,  23  Pat.  Off. 
Gaz.  2234.  In  other  words,  the  provision  does  not  require  the  lim- 
itation to  be  expressed  in  the  patent,  but  only  controls  the  dnration 
of  the  grant.  Canan  v.  Pound  Manuf.  Co.,  23  Phd.  RtpWy  185;  31 
PaJt.  Off.  Gaz.  119.  Compare,  however,  contrary  views  expressed 
in  Smith  v.  Ely,  15  Hovs.  137,  below,  5  Mc  Lean^  137  ;  Paillardv. 
Gautschi,  20  Pa^.  Off.  Gaz.  1893.  The  attorney-general  has  advised 
that  under  such  circomstanceg  the  date  of  the  American  patent  may 
be  altered  to  correspond  with  that  of  the  foreign.  4  Op.  Att.  Gen, 
335. 

The  courts  have  decided  that  the  statute  applies,  and  the  Amer- 
ican patent  must  expire  coiucidently  with  the  foreign  one  having 
the  shortest  time  to  run,  notwithstanding  the  American  application 
was  made  before  the  application  abroad,  if  the  foreign  patent  was 
earlier  granted  (Bate  Refrigerating  Co.  v.  Gillctt,  22  Pat.  Off.  Gaz 
1205  ;  13  Ped,  Bep'r,  553  ;  28  Int.  Bcv.  Bee.  280  ;  14  Bep'r,  357  ; 
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Gramnie  Slectrio    Co.   v.  Arnonx,  &a   Co.,  7  lid.  Hep^r,  838 ; 
nBlcOchf.  460  ;  25  JPai.  Of.  Gaz.  193;  16  iZ^V,  368*),  and  not- 
withstanding the  foreign  patent  is  a  secret  one.    Gramme  Electric 
Co.  t>.  Amonx,  &c.  Co.,  supra.    A  patent  issued  here  is  not  affected 
as  to  Its  doration,  by  the  subsequent  issne  of  a  patent  abroad  (Gold 
k  Stock  Tel.  Co.  v.  Commercial  TeL  Co.,  23  Ihd.  Rep\y  340; 
and  see  Same  v.  Same,  22  Id.  838);  nor  has  a  foreign  patent  which 
does  not  actaally  patent  the  invention,  any  influence  on  the  term 
lor  which  letters  may  be  issued  for  it  here.     Holmes  Electric  Pro- 
tective Co.  f>.  Metropolitan  Burglar  Alarm  Co.,  22  Fed.  Rep^r^  341. 
An  extension  of  the  foreign  patent  does  not  enlarge  the  term  of 
the  American  ;  that  still  expires  at  the  date  fixed  for  the  expiration 
of  the  foreign  as  originally  issued.    Henry  t?.  Providence   Tool 
Co.,  3  Bonn,  dk  A.  501;  14  Pat.  Of.  Oaz.  748;  and  again,  Id.  855; 
Bate  Refrigerating  Co.  v.  Gillett,  supra ;  Reissner  v.  Sharp,  16 
BUitchf.  883  ;  16  Pat.  Off.  Oaz.  355;  4  Bann.  d  A.  Pat.  Com.  366. 
On  the  other  hand  the  failure  of  the  foreign  patent  attributable  to 
the  patentee's  default  in  payment  of  yearly  fees,  will  not  impair  the 
American  ;  that  will  run  until  the  date  fixed  for  the  termination 
of  the  foreign,  as  issued,  is  reached.     Badische  Anilin,  &c.,  Fabrik 
o.  Hamilton  Manuf.  Co.,  13  Pa/.  Off.  Gaz.  273;  ^  Bann.  A  A.  235. 
Tbe  provision  means  that  the  term  of  the  patent  here  shall  be  as  long 
as  the  ^mainder  of  the  term  for  which  the  foreign  patent  was 
granted,  without  reference  to  incidents  occurring  after  the  grant: 
such  as  the  lapse  of  the  foreign  patent  for  non-payment  of  tax. 
Holmes  Electric  Protective  Co.  v.  Metropolitan  Burglar  Alarm  Co., 
23  Blatchf.  471;  21  Fed.  Bep'r^  458. 

A  patent  for  an  invention  was  issued  indorsed  with  a  reference 
to  a  foreign  patent,  the  effect  of  which  was  to  limit  the  term  of  the 
patent  to  the  period  the  foreign  patent  had  to  run.  Such  indorse- 
ment was  made  by  mistake,  and  for  that  reason  the  inventor  refused 
to  accept  and  returned  the  patent,  and  it  was  canceled  and  a  new 
patent  issued  to  him.  HM^  that  the  time  intervening  between  the 
issue  of  the  first  patent  and  the  allowance  of  the  new  patent  should 

*  Bj  raU  of  tbe  Austrian  OflSce  taking  the   text,  hdH^  that  the  U.  S.  patent 

effect  July  16,  1884,  all    patents   are  granted  after  an  Austrian  patent  applied 

panted  for  tbe  term  of  15  years  subject  for  after  the  U.  S.  patent  was  applied 

to  the  pajrment  of  an  annual  tnz.    Form-  for,  lasted  onlj  one  year.    See  oommis- 

erly  tbej  were  granted  for  one  year  with  sioncr's  decision  in  Exp.  Mann,  17  Pat 

tbe  prifilege  of  prolongation  to  16  years.  Off.  Gaz.  830.    For  tbe  rule,  see  1  ant€^ 

and  ihe  D-.tc,  and  Gramme  cases,  cited  in  81. 
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not  be  deducted  from  tb<5  term  of  the  latter.    Railway  Rei^Utcr 
Manuf.  Co.  t?.  North  Iludson  C.  R.  Co.,  23  Ihd.  Jiep'r^  593. 


V.  APPLICATION  ANB  ISSUE. 

62.  Requisites  of  Application^  Description^  Specification^ 

and  Claim. 

Before  any  inventor  or  discoverer  shall  receive  a  patent 
for  his  invention  or  discovery,  he  shall  make  application 
therefor,  in  writing,  to  the  commissioner  of  patents,  and 
shall  file  in  the  patent-office  a  written  description  of  the 
same,  and  of  the  manner  and  process  of  making,  construct- 
ing, compounding,  and  using  it,  in  such  full,  clear,  concise, 
and  exact  terms  as  to  enable  any  person  skilled  in  the  art 
or  science  to  which  it  appertains,  or  vnth  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use 
the  same  ;  and  in  case  of  a  machine,  he  shall  explain  the 
principle  thereof,  and  the  best  mode  in  which  he  has  con- 
templated applying  that  principle,  so  as  to  distinguish  it 
from  other  inventions  ;  and  he  shall  particularly  point  out 
and  distinctly  claim  the  i)art,  improvement,  or  combination 
which  he  claims  as  his  invention  or  discovery.  The  specifi- 
cation and  claim  shall  be  signed  by  the  inventor  and 
attested  by  two  witnesses. — Bev.  Stai.  §  4888. 

Id  practice,  a  oompleto  application  comprises  the  petition,  Bpeci- 
fication,  oath,  and  drawings,  the  model  or  specimen,  when  either  is 
required,  and  the  iirst  fee  of  $15.  The  petition,  specification,  and 
oath  must  be  written  in  the  English  language.  From  the  standpoint 
of  the  patent-office  it  is  very  desirable  that  all  parts  of  the  complete 
application  be  deposited  in  the  office  at  the  same  time,  and  that  all 
the  papers  embraced  in  the  application  bo  attached  together.  Cir- 
cumstances may,  however,  put  this  out  of  an  inventor's  power. 
Where  such  is  the  case,  the  parts  may  be  sent  separately  ;  but  a  let- 
ter must  accompany  each  part,  accurately  and  clearly  connecting  it 
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wiCK  iixe  other  parts  of  the  application.    And  no  appUoation  for  a 
patent  will  l>e  placed  upon  the  files  for  examination  until  all  its 
parts,  except  tbe  model  or  specimen,  ai«e  reoeived.    The  petition, 
wh\cli  (with  the  oath),  is  the  first  of  the  papers  to  be  sent,  mast  be 
addressed  to  the  commissioner  ef  patents,  and  state  the  name  and 
residence  of  the  petitioner,  requesting  the  grant  of  a  patent  for  the 
invention  therein  designated  by  title,  with  a  reference  to  the  speci- 
fication for  a  fall  disclosure  thereof.     B7  £ev.  Stat  §  4894,  posty 
the  application  must  be  completed  by  sending  the  specification, 
&C.,  and  prepared  for  examiuation  within  two  years  after  the  filing 
of  the  petition  ;  and  in  default  thereof,  it  will  be  regarded  as  aban- 
doned, unless  the  commissidner  is  satisfied  that  such  delay  was 
unavoidable. 

When  upon  an  application  for  a  patent,  papers  are  filed  without 
due  formalities  and  not  authenticated  as  required  by  law,  it  is  the 
duty  of  the  patent-office  to  decline  to  aet  upon  them  in  their  imper- 
fect state,  and  to  return  them  to  the  party,  with  such  suggestions 
as  may  present  themselves  for  his  better  information  ;  but  such 
action  on  the  part  of  the  patent-office  does  not  amount  to  a  rejec- 
tion of  the  application,  and  does  not  excuse  subsequent  want  of 
diligence  on  the  part  of  the  applicant  in  pursuing  his  application, 
by  which  his  invention  becomes  abandoned  to  public  use.  Wicker- 
sham  V.  Singer,  1  MacArthur  Pat.  Cos.  646,  688. 

The  various  applications,  as  they  are  completed,  are  numbered 
in  regular  order;  the  series  now  running  having  been  begun  January 
1,  1880.  Tiie  office  informs  each  applicant  of  the  number  attached 
10  his  application.     Joules  of  JPracticey  Nos.  30-32. 

With  respect  to  the  limit  of  the  time  after  making  an  invention, 
.  within  which  the  inventor  should  file  his  petition,  it  has  been  held 
there  is  no  limit  positively  imposed,  the  inventor  should  act  within  a 
reasonable  time  (else  he  exposes  himself  to  the  presumption  of 
abandonment)  but  what  is  such  reasonable  time,  and  what  measure 
of  diligence  is  required,  depend  upon  the  circumstances  of  each 
case.  Stephen  v.  Salisbury,  1  MacArthur  Pat.  Cos.  379  ;  Elli- 
ihorp  r.  Robertson,  Id.  685.  See  also  Ellithorp  v.  Robertson,  IcL 
63  i;  Wickersham  v.  Singer,  Id.  646,  678;  Savary  v.  Lauth,  Id. 
ftfH  ;  Spear  t?.  Belson,  Id.  699.  Under  the  act  of  1839,  the  omission 
of  an  inventor  to  apply  for  a  patent  within  two  years  after  he 
became  aware  that  another  was  publicly  using  and  claiming  the 
invention,  and  his  interposing  no  warning,  or  objection  whatever, 
— was  held  in  one  case  to  constitute  a  clear  case  of  disability  to 
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prosecute  a  claim  for  a  patent  within  section  *i  of  the  Act.    Jastice 
V.  Jones,  1  MacArthur  Pat.  Cos.  635. 

Tt  has  been  said,  perhaps  some  qualification  should  be  made^  that 
admissions  by  a  patentee,  in  his  specification  or  application  for  a 
patent,  cannot  afterward  be  contradicted  by  him.  Moffitt  t;.  Rogers, 
8  Ihd.  Rep\  147. 

63.     General  requisites  of  Description  or  Specification. 

The  chief  feature  of  the  specification  is  the  written  description 
which  it  contains  of  the  invention  or  discovery,  and  of  the  manner 
and  process  of  making,  constructing,  compounding,  and  using  the 
same.  This  is  required  to  be  in  such  full,  clear,  concise,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  or  science  to  which 
the  invention  appertains,  or  with  which  it  is  most  nearly  connected, 
to  make,  construct,  compound,  and  use  the  same.  It  must  set  forth 
the  precise  invention  for  which  a  patent  is  solicited,  explaining  the 
principle  thereof  and  the  best  mode  in  which  the  applicant  has  con- 
templated applying  that  principle,  so  as  to  distinguish  it  from  other 
inventions. 

It  would  be  difficult  to  over-state  the  necessity  of  clearness, 
accuracy  and  precision  in  making  description  of  the  invention.  The 
description  must  be  neither  too  broad,  embracing  more  than  has 
been  invented,  nor  too  narrow,  excluding  some  needful  element.  It 
must  present  the  new  invention  precisely.  This  is  necessary  for 
several  reasons.  1.  To  enable  the  commissioner  to  judge  whether 
the  matter  claimed  is  new  or  too  broad.  2.  To  enable  the  courts, 
when  the  patent  is  afterward  contested,  to  form  a  like  judgment. 
3.  To  enable  the  public  to  understand  what  the  patent  is,  and 
refrain  from  its  use  unless  licensed.  4.  To  enable  others  to  make 
improvements  upon  the  device,  and  thus  ^^  promote  the  progress  of 
^  the  useful  arts."  5.  To  enable  licensed  persons  to  make  and  use  the 
invention.  6.  To  enable  other  inventors  to  judge  what  part  of  the 
field  remains  unoccupied ;  and,  7.  To  inform  government  what 
exclusive  privilege  has  been  granted,  and  what  will  become  public 
property  when  the  invention  expires.  Evans  v,  Eaton,  7  Wheat. 
356,  433  ;  aff'g  3  Wash,  443;  Hogg  «.  Emerson,  6  Bow,  437 ;  Gil! 
V.  Wells,  22  Wall  1;  22  Lawyers'  Ed.  699  ;  DavoU  v.  Brown,  1 
Woodh.  &  M,  hZ\  Sullivan  u.  Redfield,  1  Faine,  441  ;  Parker  v. 
Stiles,  6  McLeaTiy  44;  7  West.  Z.  J.  16S. 
.,     Another  reason,  perhaps  more  influential,  is  found  in  the  nature 
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of  an  AiiieTicaj[i  patent  right ;  it  is,  that  a  patent  is  a  grant  by  gov- 
ernmenl  of  an  exclusive  privilege  to  an  individaal,  and  that  such  a 
privilege  would.  \>e  an  odious  monopoly,  unless  it  was  founded  on  a 
return  of  a  just  equivalent  to  the  public.     The  statute  holds  out 
encouragements  to  stimulate  invention  and  improvement  in  the  arts 
and  manufacture,  by  securing  to  the  inventor  a  remuneration  for 
his  outlay  and  a  reward  for  his  ingenuity,  and  the  consideration  for 
ifhich  the  patent  issues  to  him  is  the  benefit  he  confers  on  the  com* 
munity,  by  his   discovery  eventually  becoming  public  property. 
The  patentee  may  be  regarded  a  purchaser  from  the  public,  being 
bound  to  BO  communicate  his  secret  by  specifications,  drawings  and 
models,  that  it  shall  be  successfully  available  to  the  whole  commu- 
nity at  the  expiration  of  the  patent.     Wintermute  t^.  Redington,  1 
lUh,  Pat.  Cos,  239.     Thus  the  grant  and  acceptance  of  a  patent 
are  in  the  nature  of  a  contract  between  the  government  and  the 
inventor,  in  which  the  latter  gives  the  public  his  invention  from 
after  the  expiration  of  seventeen  years,  and  in  consideration  thereof 
the  former  undertakes  to  protect  him  in  the  exclusive  control  of  it 
daring  that  time.     This  view  of  the  relation  of  the  parties  being 
accepted,  the  duty  resting  upon  the  inventor  of  making  a  correct, 
useful  disclosure  of  his  invention  becomes  obvious.      Thus  it  is 
established  law  that  the  description  must  be  so  explicit  as  to  dis- 
tinguish the  invention  from  all  others  of  the  same  kind,  and  so  as 
to  enable  any  person  skilled  in  the  art  to  make  and  use  it.     It 
should  be  accommodated  to  the  comprehension  of  any  practical 
mechanic,  without  taxing  his  genius  or  inventive  powers.     Gray  v. 
James,  Pet.  C.  Ct,  894.     S.  P.,  Teese  t\  Phelps,  McAU,  48  ;  Loom 
Co.  V.  Higgins,  105  U.  S.  580;  1  Op,  Ait.  Gen.  64.     The  patent  is 
void  unless  the  specification  describes  the  invention  claimed,  suffi- 
ciently to  enable  a  person  skilled  in  the  art  to  make  and  use  it. 
Grant  v.  Raymond,  6  Pet.  2 18,  245  ;  O'Reilly  v.  Morse,  15  How. 
62,  119;  American  Pin  Co.  v.  Oakville  Pin  Co.,  3  Blatchf.  190; 
3  Am.  L.  Reg.  136;  Park  v.  Little,  3  WitwA.  196. 

Upon  the  one  hand,  the  whole  invention  must  be  truly  disclosed  ; 
the  contract  of  the  public  is  not  with  him  who  has  discovered,  but 
bim  who  also  makes  his  discovery  usefully  known  ;  if  he  has  dis- 
covered much  and  discloses  little,  he  patents  no  more  than  he  has 
proclaimed  ;  he  will  not  be  allowed  afterward,  when  the  extent  of 
his  right  shall  be  the  subject  of  controversy,  to  expand  into  a  gen- 
oral  expression  what  was  before  limited  in  a  particular  form,  and 
argue  that  he  bad  described  the  whole  by  implication  from  the  first; 
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Detmold  v.  Reeves,  4  Am,  L,  «7.  N,  S.  189.  Upon  ibe  other,  it 
must  not  be  exoeeded,  in  the  description  ;  a  patent  may  be  adjudged 
void  wlien  it  appears  that  the  patentee,  in  his  speciiication,  instead 
of  specifying  distinctly  what  he  has  invented,  has  endeavored  to 
anticipate,  and  include  future  inventions  for  the  same  object,  and 
in  so  doing  has  rendered  his  specification  ambiguous  and  adapted 
to  mislead  the  public  (Carlton  v,  Bokee,  17  Wall,  463  ;  6  i'ish. 
Pat,  Cos,  40);  or  where  the  specification  endeavors  to  include  an 
idea,  or  a  function  of  the  human  system,  or  a  quality  of  objects  in 
nature,  instead  of  a  particular  instrumentality,  or  concrete  form  of 
applying  that  idea,  or  function,  or  quality  in  use.  7  Oj),  Att.  Gen. 
276. 

Still  more  clear  is  it  that  any  fraudulent  concealment  in  or  addi- 
tion to  the  specifications  of  a  patent  will  avoid  it.  Lowell  v,  Lewis, 
1  Mas,  182. 

But  it  is  settled  that,  although  the  specification  is  obscure,  or 
imperfectly  expressed,  yet  if  it  communicates  the  invention  to  the 
public  in  manner  to  enable  the  courts  to  identify,  and  mechanics 
skilled  in  the  art  to  reproduce  the  patented  device  or  improvement, 
it  is  sufficient.  Whitney  v,  Emmett,  Baldw,  303;  St.  Louis  Stamp- 
ing Co.  V,  Quimby,  16  Pat.  Of,  Gaz.  135;  4  £ann.  <6  A,  Pat.  Ca$, 
192. 

The  following  order  of  arrangement  should  be  observed  in 
framing  the  specification: 

1.  Pn  amble  stating  the  name  and  residence  of  the  applicant, 
and  the  ti:lu  of  the  invention,  and,  if  the  invention  has  been  pat- 
ented in  any  country,  the  country  or  countries  in  which  it  has  been 
so  ])atented,  and  the  date  and  number  of  each  patent. 

2.  Gen^^ral  statement  of  the  object  and  nature  of  the  invention. 

3.  Brief  description  of  the  several  views  of  the  drawings  (if  the 
invention  admits  such  illustration). 

4.  Detailed  description. 

5.  Claim  or  claims. 

6.  Signature  of  inventor.  -. 

7.  Signatures  of  two  witnesses.    JRules  o/Pract,  No.  39. 

Two  or  more  independent  inventions  cannot  be  claimed  iu  one 
application,  but  where  several  distinct  inventions  arc  dependent 
u}>on  each  other  and  mutually  contribute  to  produce  a  single  result 
they  may  be  claimed  in  one  application.  An  application  should  not 
ordinarily  embrace  matters  belonging  to  distinct  official  classes,  nor 


APPLICATION  AND  ISSUE.  11 

matters  belonging  to  distinct  8ubc}a8scs  in  cases  where  a  contrary 
practioe  has  heretofore  prevailed  among  applicants.     Id,  40. 

It  is  not  necessary  that  the  inventor  correctly  explain  the 
scientific  principle  underlying  his  invention,  or  employ  skillfully  the 
appropriate  seientific  terms  in  explaining  it.  Andrews  v.  Gross,  8  Ihd, 
Mep'r,  269;  \^  BUttehf.  294;  19  Pat.  Off,  <iaz,  1705;  Hovey «,  Stev- 
PBS,  S  Woodb.  ^  Jf.  17  ;  St.  Louis  Stamping  Co.  v,  Quimby,  supra. 
And  be  is  not  required  to  suggest  all  the  possible  modes  by  which 
the  invention  may  be  varied  .and  yet  the  effect  produced  ;  to  state 
the  modes  which  bo  contemplates  to  be  the  best,  and  add,  that 
other  mere  formal  variations  from  these  modes  he  does  not  deem 
to  be  unprotected  by  his  patent  is  sufficient.  Carver  v.  Braintree 
Uannf.  Co.,  2  Story^  432.  See  some  further  discussions  of  the 
Deoessity  and  duty  on  the  part  of  a  patentee,  of  accompanying  his 
application  with  a  description  and  specification  of  his  invention: 
Wyeth  f?.  Stone,  1  Story,  273  ;  4  X.  Jlep\  54  ;  Sargent  v.  Carter, 
11  X.  i?e/?V,  N.  S.  651  ;  1  Fish.  Put.  Cas.  277.  The  danger  of 
employing  generic  language  of  description  instead  of  specific, 
pointed  ont.     7  Op.  Att.   Gen.  133, 

M.  Description ;  in  the  case  cf  Machines. 

Ail  that  the  law  requires  of  an  inventor  of  a  machine  is  that  he 
ah:ill  dc*M;ribe  the  manner  of  making,  constructing,  and  using  it  in 
8«ch  full,  clear,  concise  and  exact  terms  as  will  enable  any  one 
bkiilcd  in  the  art  to  which  it  appertains,  to  make,  use  and  construct 
ibc  same,  and  shall  explain  the  principle  thereof  and  the  best  mode 
in  which  he  contemplated  applying  that  principle,  so  as  to  distinguish 
it  from  other  inventions.  Grier  v.  Castle,  17  Phd.  Ilep\  523  ;  24 
Pat.  Off.  Gaz.  11 7C.  He  is  not,  generally,  limited  by  the  literal 
import  of  his  description  of  his  invention,  but  may,  in  its  construc- 
tiiiii,  make  such  modifications  as  do  not  involve  a  departure  from  its 
j'riiiciplf,  or  a  material  change  in  its  mode  of  operation.     lb. 

In  patents  for  complicated  machines,  it  is  essentially  propei 
that  the  t«]>ecification  bhonld  clearly  set  forth  what  the  patent 
admits  to  be  old,  and  what  he  claims  to  be  of  his  invention.  But 
in  anomalous  cases,  when  a  product  has  been  discovered  and  the 
process  of  compounding  it  or  obtaining  it  is  disclose<],  the  patentee, 
liy  Ktnting  his  discovery  and  revealing  his  process,  has  done  all  that 
he  iM  ri'quired  to  do  or  can  do.  The  careful  separation  of  new  from 
old,  the  J imitation  of  claims  to  particular  parts  or  combinationSj 
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cannot  in  such  cases  bo  required  as  a  substantial  part  of  the  specifi- 
cation. Goodyear  v.  Railroad,  2  Wall,  Jr,  856  ;  1  J^^.  PcU.  Ca$. 
620. 

If  the  specification  is  sufficiently  explicit  in  its  details  to  enable 
a  skillful  machinist  to  construct  the  patented  improvement  or  inven- 
tion, without  other  aid,  the  patent  is  not  void  because  some  of  the 
minor  details  of  the  machine  are  not  set  forth  at  large.  Union 
Paper  Bag  Co.  v.  Nixon,  6  Ihh.  FaU  Cas.  402  ;  9  PaL  Off.  Oaz. 
691  ;  2  Bann.  <&  A,  Pat,  Caa.  244^  1  Flipping  401  ;  Brooks  v. 
liioknell,  3  McLean,  260  ;  1  West,  X.  tT.  150  ;Vogler  v.  Semplc, 
V  Piss,  382  ;  11  Pat.  Off,  Gaz,  923  ;  23  Int.  Rev.  Pec.  112  ;  2 
Bann.  &  A.  Pat.  Ca»,  550. 

A  specification  need  not  particularly  describe  the  operation  of 
mechanism  which  is  well  known  by  persons  acquainted  with  the  art. 
Kneass  t?.  Schuylkill  Bank,  4  Wash.  9. 

A  specification  need  not  state  of  what  material,  whether  wood 
or  iron,  every  part  of  the  machine  should  be  made.  Brooks  v. 
Bickncll,  3  McLean,  260  ;  1   West.  L.  J.  150. 

Some  inventions  embrace  an  entire  machine,  and  in  such  cases  it 
is  sufficient  if  it  appears  that  the  claim  is  co-extensive  with  the  pat- 
ented improvement.  Other  inventions  embrace  only  one  or  more 
parts  of  a  machine,  and  in  such  cases  the  part  or  parts  claimed  must 
be  specified  and  pointed  out,  so  that  constructors,  other  inventors 
and  the  public  may  know  what  the  invention  is  and  what  is  with- 
drawn from  general  use.  Parks  v.  Booth,  102  V.  S.  96  ;  aff'g  1 
FUppin,   381  ;  1  Bann.  db  A.  Pat,  Cos.  225. 

C5.     In  the  case  of  Improvements. 

In  ease  of  a  mere  improvement,  the  specification  roust  partieu- 
larly  point  out  the  parts  to  which  it  relates,  and  must  by  explicit 
language  distinguish  between  what  is  old  and  what  is  claimed  as 
now,  and  the  description  and  the  drawings,  as  well  as  the  claims, 
should  be  confined  to  the  specific  improvement  and  such  parts  a^ 
necessarily  co-operate  with  it.      Pules  of  Prac.  No.  36. 

Where  a  patent  is  for  an  improvement,  the  specification  must 
describe,  in  full,  clear  and  exact  terms,  what  the  improvement  is:  1,  to 
enable  the  public  to  enjoy  the  full  benefit  of  the  discovery  when  the 
monopoly  is  expired,  by  having  it  so  described  on  record  that  it  can 
be  constructed  ;  and  2,  to  put  every  citizen  on  his  guard,  that  he  may 
not  through  ignorance  violate  the  law,  by  infringing  the  rights  of 
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the  patentee.  Evans  v.  Hettich,  1  Wheat.  453  ;  afTg  3  Wash.  408. 
If  the  description  is  so  uncertain  and  obscure  as  to  what  is  in  fact 
the  novelty,  that  the  commissioner  cannot  determine  whether  the 
improvement  consists  in  the  combination  of  all  the  parts,  or  only  of 
some  of  them,  and  of  which— or  in  an  invention  of  some  new  parts 
and  if  so,  of  what — ^the  uncertainty  will  be  fatal,  and  the  patentee 
will  have  to  make  a  new  specification,  setting  forth  his  claim  with 
greater  certainty,  accuracy  and  clearness,  and  disclaiming  all  not 
new.    Phillips  v.  Page,  24  Haw.  164. 

In  a  patent  for  an  improvement^  the  patentee  should  not  only 
describe  the  machine,  with  all  its  parts,  but  he  should  distinguish 
what  is  new.  Whatever  is  the  particular  improvement  must  be 
clearly  stated;  both  that  the  public  may  know  what  he  claims  as 
new,  and  that  parties  may  know  what  they  are  to  defend  against. 
Hovey  17.  Stevens,  3  Woodb.  <6J/I  17,  25.  Phillips  v.  Page,  24 
Sow.  164  ;  Barrett  v.  Ilall,  1  Mas.  447,  476  ;  Sullivan  v.  Redfield, 
1  Paine,  441;  Blake  v.  Sperry,  2  Nl  T.  Leg.Obs.  251. 

A  patent  for  an  improvement  must  show  the  extent  of  the 
improvement,  so  that  a  person  who  understands  the  subject  may 
know  in  what  it  consists  (Whitney  v.  Emmett,  Baldw.  303);  a 
general  statement  that  the  patented  article  is,  in  all  respects,  with- 
out stating  what  these  are,  an  improvement  on  an  old  article,  is  no 
specification  at  all.     Barrett  v.  HaU,  1  Mas.  447,  478. 

In  describing  an  improvement  on  a  machine,  the  old  and  well 
known  machinery,  with  which  the  new  contrivance  is  to  be  con- 
nected, need  not  be  described,  or  delineated  in  the  drawing,  when  no 
change  in  their  forms  or  proportions  enters  into  the  new  invention. 
Emerson  v.  Hogg,  2  BUUchf.  1.  So,  giving  a  particular  description 
of  former  machines  of  the  same  kind  is  not  required ;  a  general 
reference  or  reference  to  some  one  which  is  well  known,  accompa- 
nied by  such  a  description  of  the  improvement  as  will  enable  a 
workman  to  distinguish  what  is  new,  will  be  sufficient.  Davis  r. 
Palmer,  2  Brock.  Marsh.  298.  And  the  structure  in  detail  of  the 
entire  and  improved  machine  need  not  be  given.  To  describe  the 
improvement  itself  by  showing  the  parts  of  which  it  consists,  and 
the  effects  which  it  produces,  is  enough.  Brooks  v.  Bicknell,  3  Mc- 
Lean, 250;  1  West.  L.  J.  150. 

In  a  ease  of  an  improvement  in  the  construction  of  railroad  cars, 
the  most  essential  feature  of  which  consisted  in  locating  the  two  sets 
of  trucks  as  remotely  from  each  other  as  convenient  for  the  sup- 
port of  the  carriage,  and  bringing  the  two  axles  of  each  truck  as 
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near  as  possible  to  each  other,  it  was  heldy  that  the  specification 
need  not  specify  in  feet  and  inches  the  exact  distance  from  the  en^H 
of  the  car  body  at  which  it  would  bo  best  to  arrange  the  tracks,  or 
the  exact  distance  between  the  two  axles^    Winans  v.  Schenectady 

6  Troy  R.  R.  C5o.,  2  Blatc/^.  279. 

CO.     Of  Co77iposition8  of  Maiter, 

The  Fpeci6cation  to  accompany  a  patent  for  a  new  sab^ance  to 
be  formed  by  roeans  of  chemical  combinations  of  known  materials 
should  state  the  component  parts  of  the  new  manafactare  claimed 
with  clearness  and  precision,  and  not  leave  the  person  attempting 
to  use  ihc  discovery,  to  find  out  the  exact  proportions  by  experi- 
ment. The  law  requiix?8  the  applicant  to  deliver  a  written  descrip- 
tion of  the  manner  and  process  of  making  and  compounding  his 
newly-discovered  compound.  Giving  the  names  of  the  materials 
only,  without  stating  the  proportions,  or  stating  them  vaguely,  is 
not  a  sufficient  specification,  as  it  will  not  enable  a  person  to  make 
the  compound.     Wood  v.  Underiiill,  5  Hoto.  1 ;    Tyler  v.  Boston, 

7  V/iiU.  327;  Jenkins  «.  Walker,  I  Holmes^  120. 

C7.     Of  Combinations. 

I'hc  roqnirement  of  the  patent  law  that  the  invention  nfaall  be 
fully  and  exactly  described  in  the  specification,  applies  with  full 
force  to  an  invention  which  consists  in  a  new  combination  of  old 
ingredients.  Gill  v.  Wells,  22  Wall.  1.  If  the  invention  eonsisU 
morel y  of  a  new  combination  of  old  elements  the  specification  is 
sufricicnt  if  these  are  named,  their  mode  of  operation  given,  and  the 
result  pointed  out.  An  invention  may,  however,  embrace  both  a 
new  device  or  clement  and  a  new  combination  of  old  devices 
embodied  in  the  same  apparatus  or  machine.  In  such  a  case  par- 
ticular description  of  the  improvement  is  required  in  the  spccifioa- 
tion,  as  the  property  of  the  patentee  consists  not  only  in  the  new 
device,  but  also  in  the  new  combination.  Parks  v.  Booth,  102  CK  S. 
06;  aff'g  1  IVjyuji,  381;  1  J)ann.  eft  A.  JPat,  Cos.  225. 

A  peculiarity  of  construction  of  a  patented  device,  which, 
altliongh  shown  in  the  drawings,  was  not  described  in  the  specifi- 
cations or  claimed  in  the  patent,  and  ap|>eared  not  to  have  been,  in 
tlic  mind  of  the  patentee,  a  part  of  the  essence  of  the  invention, 
and  the  effect  produced  by  which  was  not  a  part  of  the  expressed 
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object  of  the  invention^  was  field  not  sufficiently  stated  or  claimed. 
to  sustain,  alone,  the  patent  for  a  combination,  other  elements  ol 
which  had  been  previously  in  use.  Bradley  &  Hubbard  Manuf. 
Co.  V.  Charles  Parker  Co.,  26  Fed.  Bep'r,  907 ;  84  Pat.  Of.  Gaz: 
249. 

68.    The  Claim. 

The  specification  must  conclude  wHk  li  spe<Hfie  and  distinct 
claim  or  claims  of  the  part,  improvement,  or  eombination  v.'^iicb  tiit* 
applicant  regards  as  his  invention  or  disKsovery.  Mules  of  Prac. 
No.  37. 

If  several  inventions,  claimed  in  a  single  applieation,  be  of  suAth 
a  nature  that  a  single  patent  may  not  be  issued  to  cover  them,  thu 
inventor  will  be  required  to  limit  the  description,  drawing  ami 
claim  of  the  pending  application  to  whichever  invention  he  may 
elect.  The  other  inventions  may  be  made  the  subjects  of  separate 
applications,  which  must  conform  to  the  rules  applicable  to  oingina! 
applications.  If  the  independence  of  the  inventions  be  eleav, 
such  limitation  will  be  made  before  any  action  upon  the  ntei-itM  ; 
otherwise  it  may  be  made  at  any  time  before  final  action  theroou, 
in  the  discretion  of  the  examiner.    Id.  No.  41. 

The  scope  of  letters  patent  must  be  limited  to  the  invention 
covered  by  *Hhe  claim,"  and  the  latter  cannot  be  enlarged  by  the 
language  used  in  other  parts  of  the  specification.  Railroad  Co.  v. 
Mellon,  10417!  8.  112.  The  patentee  must  describe,  with  reasonable 
certainty,  both  in  what  his  invention  consists,  and  what  his  par- 
ticular claim  is.  Wyeth  v.  Stone,  1  Storpy  273;  4  X.  J2^V,  54. 
Delaware  Coal  Co.  v.  Packer,  6  Bann.  <£  A.  Pat.  Cos.  29C;  1  Fed. 
RepWy  851;  24  Pat.  Off.  Gaz.  1273. 

Failure  to  state  in  the  claim  the  nature,  extent  and  character  of 
the  invention  is  the  common  defect;  but  a  specification  may  be 
defective  as  well  by  an  excess  of  claim  as  by  a  defect  in  the  mode 
of  stating  it.  Carver  v.  Braintree  Manuf*  Co.,  2  Story^  4^2  ;  Root 
V.  Lamb,  7  Fed.  Bep'r,  222;  19  Pat.  Off.  Gaz.  937. 

Pending  ui  application  for  a  patent,  and  before  it  is  issued,  the 
claims  may  be  amended  to  embrace  anything  contained  in  the 
original  specifications  ;  and  such  amended  claims  need  not  be  veri- 
fied by  the  oath  and  signature  of  the  applicant.  Railway  Register 
Manuf.  Co.  v.  North  lludson  Co.  R.  Co.,  24  Fed.  BepWy  793. 

Where  the  invention  falls  within  the  category  of  machines,  a 
claim  not  only  for  the  mechanism  but  also  for  the  mode  of  opera- 
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tioD  generally,  is  void.  Hatch  v.  Moffit,  16  J^id.  RepW^  252.  A  claim 
for  an  effect  or  function  cannot  be  sustained  ;  the  means  by  which 
the  effect  is  produced,  or  the  function  performed,  must  be  specified. 
Wheeler  t?.  Simpson,  6  PaJt,  Off.  Gaz.  434.  And  a  patentee  who, 
under  pretext  of  securing  an  invention  of  bis  own,  enlarges  his 
claim  so  as  to  embrace  what  really  was  invented  by  anoiiier,  only 
imperils  bis  title  to  that  which  is  his.  Adjustable  Window  Screen 
Co.  V,  Boughton,  10  Phila.  261  ;  1  Bann.  cfe  A.  Pat.  Cos,  327. 

Where  an  Invention  consists  of  an  improvement  on  a  machine, 
the  claim  should  exclude  the  old  parts  and  claim  only  the  new  by 
which  the  old  were  adapted  to  the  new  use,  producing  the  new 
result.  Phillips  v.  Page,  24  How.  164  ;  Evans  v.  Eaton,  3  Wheat 
454 ;  rev'g  Pet.  G.  Ct.  322  ;  Barrett  v.  Hall,  1  Mas.  447,  476. 

A  claim  in  a  patent  for  a  process  does  not  cover  a  condition  in 
the  material  used  in  the  process  which  is  not  referred  to  and 
described  in  the  specification  and  claim  within  the  requirements  of 
Rev.  Stat.  §  4888.  Western  Electric  Manuf.  Co.  v.  Ansonia  Brass 
&c.  Co.,  114  U:  JS.  447. 

Both  process  and  product  may  be  included  in  one  patent;  but 
in  such  case  the  description  of  the  invention  in  the  specification 
and  claims  should  disclose  that  the  inventor  had  both  results  in  his 
mind.  Welling  v.  Rubber  Coated,  &c.  Co.,  7  Pot.  Off.  Gaz.  606; 
2  Bann.  db  A.  Pat.  Cos.  1. 

Where  a  device  is  patentable  only  as  used  in  connection  with  a 
particular  combination,  the  claim  for  such  device  must  limit  it  to 
the  particular  combination  of  which  it  so  forms  a  part.  Stewart  v, 
Mahoney,  5  Fed.  Bep%  302;  4  Bami.  <&  A.  Pat.  Cos.  84. 

A  claim  for  a  whole  combination  of  machinery  and  the  manner 
of  operating  it,  which  does  not  set  forth  and  claim  particularly  the 
points  of  novelty  constituting  the  matter  of  the  discovery  of  the 
applicant,  is  too  broad,  and  is  properly  rejected.     Be  Davis,  1  Mao 
Arthur  Pat.  Cos.  628. 

Claims  in  a  patent  for  a  combination  need  include  only  such 
elements  as  are  essential  to  the  peculiar  combination,  and  are 
affected  by  the  invention  ;  although  the  combination  would  be 
inoperative  without  other  elements  not  claimed.  Hancock  Inspira- 
tor Co.  V.  Jenks,  21  Fed.  BcpW^  911. 
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69.  Amendment  of  Application. 

The  supreme  conrt  has  said  that  the  law  does  not  permit  enlarge- 
ments oC  an  original  specification  any  more  than  it  does  where  let- 
teiB  patent  already  granted  are  re^issned ;  and  it  regards  with 
jealonsy  and  disfavor  any  attempt  to  enlarge  the  scope  of  an  appli- 
cation once  £ledy  or  of  letters  patent  once  granted,  the  effect  of 
which  would  be  to  enable  the  patentee  to  appropriate  other  inven- 
tions made  prior  to  such  alteration,  or  improvements  wLich  have 
gone  into  public  use.     Railway  Co.  v.  Sayles,  97  U.  S.  554. 

Nevertheless  the  rules  of  the  patent-office  permit  amendments  to 
a  limited  extent,  as  follows  :  The  applicant  has  a  right  to  amend 
before  or  after  the  first  rejection  ;  and  he  may  amend  as  often  as 
the  examiner  presents  any  new  references  or  reasons  for  rejection. 
In  so  amending  the  applicant  must  clearly  point  out  all  of  the  pat- 
entable novelty  which  he  thinks  the  case  presents,  in  view  of  the 
state  of  the  art  disclosed  by  the  references  cited  or  objections  made. 
lie  must  also  show  how  the  amendments  avoid  such  references  or 
objections.  After  appeal,  or  after  such  action  on  all  the  claims  as 
shall  entitle  the  applicant  to  an  appeal  to  the  board  of  examincrs-in* 
chief,  amendments  will  not  ordinarily  be  allowed.  If  such  amend- 
ments are  offered,  good  and  sufficient  cause  therefor  must  be  shown, 
together  with  the  reasons  why  they  were  not  earlier  presented  ; 
and,  if  satisfied  on  these  points,  the  examiner  may  admit  and  con- 
sider them.  If  the  examiner  shall  refuse  to  admit  and  consider 
such  amendments,  an  appeal  will  lie  to  the  Commissioner,  as  in 
other  cases.  No  amendment  can  be  made  between  hearin?  on 
appeal  and  decision  ;  and  after  decision  of  any  appellate  tribun2»l 
amendments  can  be  made  only  in  accordance  with  such  decL^ion, 
except  as  provided  in  rale  137.    Hvles  of  Prao,  No.  67. 

YO.  DrawingSy  WJien  Requisite. 

When  the  nature  of  the  case  admits  of  drawings,  tlio 
applicant  shall  furnish  one  copy  signed  by  the  inventor  cr 
his  attorney  in  fact,  and  attested  by  two  witnesses,  which 
shall  be  filed  in  the  patent-oflSce  ;  and  a  copy  of  the  draw- 
ing,  to  bo  furnished  by  tho  patent-office,  shall  be  attached 
to  the  patent  as  a  part  of  the  specification.  Ilei\  Stat.  § 
4S80. 


78  insmD  STATES  LAWS. 

The  courts  have  held  that  drawings  aocampanjring  an  original 
application  for  a  patent,  have  the  same  force  and  effect  as  if  they 
were  referred  to  in  the  specification,  and  are  to  be  deemed  and  taken 
as  part  of  it.  Winans  v.  Schenectady  &Troy  B.  B.  Co.,  2  JBlatchf. 
279.  In  reducing  his  patent  to  practical  application  a  patentee  is 
not  held  to  strictly  and  entirely  follow  the  mere  mechanical  device 
shown  in  his  drawings,  but  he  may  deviate  so  long  as  he  does  not 
violate  the  principle  involved  in  his  patent.  Weir  v.  North  Chicago 
Boiling  Mill  Co.,  14  Ma.  Itep'r,  42  ;  9  Bisa,  508  ;  23  Pat.  Of.  Gaz. 
191.  The  drawings  serve  to  explain  the  description,  and  may  be 
used  to  relieve  ambiguity  or  uncertainty  therein  ;  but  cannot  sup- 
ply the  entire  want  of  a  description  or  of  a  claim.  Tinker  v. 
Wilber  Eureka  Mower,  Ac.  Co.,  I  Md.  RepW,  138 ;  9  Rep\,  273  ; 
6  Bann.  <ft  A.  Pat.  Cos.  92  ;  Howes  v.  Nute,  4  Cliffi  173  ;  Unter- 
meyer  v.  Jeannot,  20  Phd.  i?c/)V,  603.  The  drawing  and  model 
may  be  taken  together  In  explanation  of  the  description.  Stephens 
V.  Salisbury,  1  MacArthur  Pat.  Cos.  379;  The  drawing  performs 
substantially  the  same  office  as  the  model  (Emerson  v.  Hogg,  2 
Blatchf.  1) ;  and  in  many  cases  may  render  a  model  unnecessary 
(Loom  Co.  V.  Higgins,  106  XT.  S.  680  ;  rev'g  15  Blatchf.  446  ;  16 
Pat.  Off.  Gaz.  676  ;  4  Bann.  S  A.  Pat.  Cos.  88)  ;  though  whether 
a  model  shall  be  required  or  not  rests  in  the  discretion  of  the  com- 
missioner {^v.  fSt<U.  g  4B91);  and  the  whole  subject  is  chiefly  reg- 
ulated by  the  office  regulations. 

In  case  the  applicant  seeks  by  amendment  to  introduce  any 
claim  not  substantially  embraced  in  the  statement  of  invention  or 
claim  originally  presented,  and,  therefore,  not  covered  by  the 
original  oath,  he  will  be  required  to  file  a  supplemental  oath  to  the 
effect  that  the  subject-matter  of  the  proposed  amendment  was  part 
of  his  invention  and  was  invented  before  he  filed  his  original 
application,  and  such  supplemental  oath  must  be  attached  to  and 
properly  identify  the  proposed  amendment.    Bides  ofPrac.  No.  47. 

In  original  applications  which  are  capable  of  illustration  by 
drawing  or  model,  all  amendments  of  the  model,  drawings,  or 
specification  or  of  additions  thereto  must  conform  to  at  least  one  of 
them  as  they  were  at  the  time  of  the  filing  of  the  application. 
Matter  not  found  in  either  involving  a  departure  from  the  original 
invention  can  be  shown  or  claimed  only  in  a  separate  applicatiou 
If  the  invention  does  not  admit  of  illustration  by  drawing  or  model 
amendment  of  the  specification  is  permitted  upon  proof  satisfactory 
to  the  commissioner  that  the  matter  covered  by  the  proposec 
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amendment  was  a  part  of  the  original  invention ;  the  affidavits 
prescribed  in  Rnle  47  may  or  mav  not  be  sufficient.     Id.  No.  69. 

The^  speeifioation  most  be  amended  and  revised,  when  required, 
for  the  parpose  of  correcting  inaccuracies  of  description  or  unneces- 
sary prolixity,  and  of  securing  correspondence  between  the  claim 
and  the  other  parts  of  the  specification.    Id.  No.  70. 

After  the  completion  of  the  application  the  office  will  not  return 
the  epecifictttion  for  any  purpose  whatever.  The  model  or  draw- 
ing (bat  not  both  at  the  same  time)  may  be  withdrawn  for  cor- 
rection. If  applicants  have  not  preserved  copies  of  such  papers  as 
they  wish  to  amend,  the  office  will  furnish  them  on  the  usual  terms* 
M  No.  71. 

All  amendments  of  specifications  or  claims  must  be  made  on 
sheets  of  paper  separate  from  the  original.  Even  when  the  amend- 
ment consists  in  striking  out  a  portion  of  the  specification  or  of  the 
daims,  the  same  course  must  be  observed.  Erasures  must  not  be 
made  by  the  applicant.  In  every  case  of  amendment  the  exact 
word  or  words  to  be  stricken  out  or  inserted  must  be  clearly  speci- 
fied, and  the  precise  point  indicated  where  the  erasure  or  insertion 
i3  to  be  made.     (See  Rule  44.) 

When  an  amendatory  clause  is  amended  it  must  be  wholly 
rewritten,  so  that  no  interlineation  or  erasure  shall  appear  in  the 
clause,  as  finally  amended,  when  the  case  is  passed  to  issue.  If  the 
nnmber  or  nature  of  the  amendments  shall  render  it  otherwise 
difficult  to  consider  the  case,  or  to  arrange  the  papers  for  printing 
or  copying,  the  examiner  or  commissioner  may  require  the  entire 
specification  to  be  rewritten. 

Amendments  must  be  plainly  written  or  printed  on  but  one  side 
of  the  paper.  All  interlineations  and  erasures  must  be  clearly 
marked  in  marginal  or  foot  notes  written  on  the  same  sheet.  Rules 
of  Prae,  No.  44. 

Applications  in  interference  can  be  amended  only  as  provided 
in  Rales  94, 125.  After  notice  of  allowanance  of  an  application  for 
a  patent,  no  amendments  will  be  received  (unless  by  authority  of  the 
commissioner).  Amendments  not  affecting  the  merits  may  be 
mude  after  allowance  and  after  payment  of  the  final  foe,  on  the 
recommendation  of  the  primary  examiner,  approved  by  the  commis- 
sioner, without  withdrawing  the  application  from  issue. 
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'?!.     Office  BtUes  as  to  Drawings. 

The  applicant  for  a  patent  is  required  by  law  to  furnish  a  draw- 
ing of  his  invention  where  the  nature  of  the  case  admits  of  it. 
Rules  of  Trac.  No.  48. 

The  drawing  must  be  signed  by  the  inventor  or  by  his  attorney 
in  fact,  and  attested  by  two  witnesses,  and  must  show  every  feature 
of  the  invention  covered  by  the  claims,  and  when  the  invention 
consists  of  an  improvement  on  an  old  machine,  it  must  exhibit,  in 
one  or  more  views,  the  invention  itself,  disconnected  from  the  old 
structure,  and  also,  in  another  view,  so  much  only  of  the  old  struc- 
ture as  will  suffice  to  show  the  connection  of  the  invention  there- 
with.    Id.  No.  49. 

Three  several  editions  of  patent  drawings  are  printed  and  pub- 
lished :  one  for  office  use,  certified  copies,  &c.,  of  the  size  and  char- 
acter of  those  attached  to  patents,  the  work  being  about  6  by  9}i 
inches  ;  one  reduced  to  half  that  scale,  or  one-fourth  the  surface, 
of  which  four  will  be  printed  on  a  page  to  illustrate  the  volumes 
distributed  to  the  courts ;  and  one  reduction — to  about  the  same 
scale — of  a  selected  portion  of  each  drawing  to  illustrate  the  Official 
Gazette.  This  work  will  all  be  done  by  tbe  photolithographic  or 
other  analogous  process,  and  therefore  the  character  of  each  original 
drawing  must  be  brought  as  nearly  as  possible  to  a  uniform  stand- 
ard of  excellence,  suited  to  the  requirements  of  the  process)  and 
calculated  to  give  the  best  results,  in  tbe  interest  of  inventors,  of 
the  office,  and  of  the  public  generally.  The  following  rules  will 
therefore  be  rigidly  enforced,  and  any  departure  from  them  will  be 
certain  to  cause  delay  in  the  examination  of  an  application  for  let- 
ters patent : 

1.  Drawings  must  be  made  upon  pure  white  paper  of  a  thick- 
ness corresponding  to  three-sheet  Bristol  board.  The  surface  of 
the  paper  must  be  calendered  and  smooth.  India  ink  alone  must 
be  used,  to  secure  perfectly  black  and  solid  lines. 

2.  The  size  of  a  sheet  on  which  a  drawing  is  made  must  be 
exactly  10  by  15  inches.  One  inch  from  its  edges  a  single  mar- 
'▼inal  line  is  to  be  drawn,  leaving  the  "sight''  precisely  8  by  13 
inches.  Within  this  margin  all  woik  and  signatures  must  be 
included.  One  of  the  shorter  sides  of  the  sheet  is  regarded  as  its 
top,  and,  measuring  downward  from  the  marginal  line,  a  space  of 
not  less  than  ihi  inch  is  to  be  left  blank  for  the  heading  of  title, 
name,  number,  and  date. 
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3.  All  drawings  must  be  made  with  the  pen  only.     Every  line 
and  letter  (signatures  included)  must  be  absolutely  black.      'Jliia 
direction  applies  to  all  lines,  however  fiue,  to  shading,  and  to  lines 
representing  cat  surfaces  in  sectional  views.     All  lines  most  be 
dean,  sharp,  and  solid,  and  they  must  not  be  too  fine  or  crowded. 
Surface  shading,  when  used,  should  be  open.     Sectional  shading 
>hould  be  made  by  oblique  parallel  lines,  which  may  be  about  one- 
twentieth  of  an  inch  apart. 

4.  Drawings  should  be  made  with  the  fewest  lines  possible  con- 
sistent with  clearness.  By  the  observance  of  this  rule  the  effective- 
ness of  the  work  after  reduction  will  be  much  increased.  Shading 
(except  on  sectional  views)  should  be  used  only  on  convex  and  con- 
cave surfaces,  where  it  should  be  used  sparingly,  and  may  even 
there  be  dispensed  with  if  the  drawing  is  otherwise  well  executed. 
The  plane  upon  which  a  sectional  view  is  taken  should  be  indicated 
on  the  general  view  by  a  broken  or  dotted  line.  Heavy  lines  on 
the  shade  sides  of  objects  should  be  used,  except  where  they  tend  to 
thicken  the  work  and  obscure  letters  of  reference.  The  light  is 
always  supposed  to  come  from  the  upper  left-hand  corner,  at  an 
angle  of  forty-five  degrees.  Imitations  of  wood  or  surfacc-graining 
should  not  be  attempted. 

5.  The  scale  to  which  a  drawing  is  made  ought  to  be  large 
enongh  to  show  the  mechanism  without  crowding,  and  two  or  more 
sheets  should  be  used  if  one  does  not  give  sufficient  room  to  accom- 
plish this  end  ;  but  the  number  of  sheets  must  never  be  increased 
unless  it  is  absoluely  necessary. 

6.  Letters  and  figures  of  reference  must  be  carefully  formed. 
They  should,  if  possible,  measure  at  least  one-eighth  of  an  inch  in 
height,  so  that  they  may  bear  reduction  to  one-twenty-fonrth  of  au 
inch  ;  and  they  may  be  much  larger  when  there  is  sufficient  room. 
They  must  be  so  placed  in  the  close  and  complex  parts  of  drawings 
as  not  to  interfere  with  a  thorough  comprehension  of  the  same,  and 
therefore  should  rarely  cross  or  mingle  with  the  lines.  When  nee* 
essarily  grouped  around  a  certain  part,  they  should  be  placed  at  a 
little  distance,  where  there  is  available  space,  and  connected  by 
short  broken  lines  with  the  parts  to  which  they  refer.  They  must 
never  appear  upon  shaded  surf  aces,  and,  when  it  is  difficult  to  avoid 
this,  a  blank  space  roust  be  left  in  the  shading  where  the  letter 
occurs,  so  that  it  shall  appear  perfectly  distinct  and  separate  from 
the  work.  If  the  same  part  of  an  invention  appear  in  more  than 
one  view  of  the  drawing  it  must  always  be  represented  by  tbesam^ 
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eliaracter,  and  the  same  character  must  never  be  used  tg  designate 
different  parts. 

7.  The  signature  of  the  inventor  is  to  be  placed  at  the  lower 
right-hand  corner  of  the  sheet,  and  the  signatures  of  the  witnesses 
at  the  lower  left-hand  corner,  all  within  the  marginal  line.  The 
title  is  to  be  written  with  pencil  on  the  back  of  the  sheet.  The 
permanent  names  and  title  will  be  supplied  subsequently  by  the 
office  in  uniform  style. 

When  views  are  longer  than  the  width  of  the  sheet,  the  sheet  is 
to  be  turned  on  its  side,  and  the  heading  will  be  placed  at  the  right, 
and  the  signatures  at  the  left,  occupying  the  same  space  and  posi- 
tion as  in  the  upright  views,  and  being  horizontal  when  the  sheet  is 
held  in  an  upright  position  ;  and  all  views  on  the  same  sliect  must 
stand  in  the  same  direction. 

8.  As  a  rule,  one  view  only  of  each  invention  can  bo  shown  in 
the  Gazette  illustrations.  The  selection  of  that  portion  of  a  draw- 
mg  best  calculated  to  explain  the  nature  of  the  specific  improvement 
will  be  facilitated,  and  the  final  result  improved,  by  the  judicious 
execution  of  a  figure  with  express  reference  to  the  Gazette,  but 
which  may,  at  the  same  time,  serve  as  one  of  the  figures  referred 
to  in  the  specification.  For  this  purpose,  the  figure  may  be  a  plan, 
elevation,  section,  or  perspective  view,  according  to  the  judgment 
of  the  draftsman.  It  must  not  cover  a  space  exceeding  sixteen  square 
inches.  All  its  parts  should  be  especially  open  and  distinct,  with 
very  little  or  no  shading,  and  it  must  illustrate  the  invention  claimed 
only,  to  the  exclusion  of  all  other  details.  When  well  executed,  it 
will  be  used  without  curtailment  or  charge  ;  but  any  excessive  fine- 
ness, or  crowding,  or  unnecessary  elaborateness  of  detail,  will 
necessitate  its  exclusion  from  the  Gazette.  [The  pamphlet  of  Rules 
of  Practice  contains  a  specimen  drawing  illustrative  of  the  aiDpIica- 
tions  of  these  directions.] 

9.  Drawings  should  be  rolled  for  transmission  to  the  office,  not 
folded.  No  agent's  or  attorney's  stamp,  or  advertisement,  or 
writtcii  address,  will  be  permitted  i.ipon  the  face  of  a  di*awing 
within  or  without  the  marginal  line.     Id,  No.  50. 

There  are  modifications  of  these  rules  in  relation  to  drawings 
for  design  patents  and  for  re-issue  applications,  which  are  men- 
tioned in  the  appropriate  places.  The  rules  as  to  drawings  generally 
are  rigidly  enforced  ;  and  although  a  drawing  not  artistically 
executed  in  conformity  to  them  may  be  admitted  for  purposes  of 
examination,  if  it  sufficiently  illnstrates  the  invention,  yet  a  new 
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and  correctly  prepared  one  mast  be  famished  before  tbe  applica- 
tion can  be  allowed.  The  office  will  furnish  drawings  at  cost,  as 
promptly  as  its  draftsman  can  make  them,  for  applicants  who  cannot 
otherwise  conyeniently  procure  them.     Id,  Nos.  51-54. 

^2.  Specimens  of  Ingredients^  &c. 

When  the  invention  or  discovery  is  of  a  composition  of 
matter,  the  applicant,  if  required  by  the  commissioner, 
shall  furnish  specimens  of  ingredients  and  of  the  composi- 
tion, sufficient  in  quantity  for  the  purpose  of  experiment. 
Rev.  Stat  §  4890. 

In  all  cases  where  the  article  is  not  perishable,  a  specimen  of  tho 
composition  claimed,  put  up  in  proper  form  to  be  preserved  by  the 
office,  must  be  furnished.    Mules  of  Frac,  No.  61. 

Proof  that  the  samples  deposited  in  the  patent-office  with  the 
original  application  do  not  correspond  with  the  ingredients  specified 
in  the  re-issue  will  not  impair  its  validity  ;  whether  an  applicant 
has  complied  with  the  requisites  for  obtaiuing  a  patent  is  for  the 
commissioner  to  determine,  and  the  court  will  not  revise  his  action. 
Tarr  w.  Folsom,  6  Pat.  Off,  Gaz.  92  ;  1  Holmes,  312  ;  1  Bann,  <jb 
A.  FaL  Cos.  24. 

A  patent  cannot  be  held  void  because  the  application  was  not 
accompanied  by  specimens ;  it  was  for  the  commissioner  to  decide 
whether  they  were  needful.  Badische  Anilin,  &o.  Fabrik  v,  Coch- 
rane, 16  Blatchf  166  ;  4  Bann,  <&  A,  Fat.  Cas.  215. 

73.    Mo  del  J  when  requisite. 

In  all  cases  which  admit  of  representation  by  model,  the 
applicant,  if  required  by  the  commissioner,  shaU  furnish  a 
model  of  convenient  size  to  exhibit  advantageously  tho  sev- 
eral parts  of  his  invention  or  discovery.    Rev.  Stat.  §  4S91. 

74.     Oath  required  from  Applicant. 

The  applicant  shall  make  oath  that  he  does  veiily 
believe  himself  to  be  the  original  and  firet  inventor  or  dis- 
coverer of  the  art,  machine,  manufacture,  composition,  or 
improvement  for  which  he  soUcits  a  patent ;  that  he  does 
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not  known  and  does  not  believe  that  the  same  was  ever 
before  known  or  used  ;  and  shall  state  of  what  country  he 
is  a  citizen.  Such  oath  may  be  made  before  any  person 
within  the  United  States  authoiized  by  law  to  administer 
oaths,  or  when  the  applicant  resides  in  a  foreign  country, 
before  any  minister,  charg6  d'affaires,  consul,  or  commercial 
agent,  holding  commission  under  the  government  of  the 
United  States,  or  before  any  notary  pubUc  of  the  foreign 
country  in  which  the  applicant  may  be.    JRev,  Stat.  §  4802. 

Tbo  rules  of  the  office  prescribe  that  besides  stating  of  what 
country  he  is  a  citizen,  he  shall  state  where  he  resides.  And  :  '^  in 
every  original  application  the  applicant  must  distinctly  state,  under 
oath,  whether  the  invention  has  or  has  not  been  patented  to  himself, 
or  to  others  with  his  consent  or  knowledge,  in  any  country,  and 
if  it  has  been,  the  country  or  countries  in  which  it  has  been  so  pat- 
ented, giving  the  date  and  number  of  each  patent,  and  that  it  has 
not  been  patented  in  any  other  country  or  countries  than  those 
mentioned,  and  must  state  that,  according  to  his  knowledge  and 
belief,  the  same  has  not  been  in  public  use  or  on  sale  in  the  United 
States  for  more  than  two  years  prior  to  the  application  in  this 
country."  Rules  of  Pfdc,  No.  45.  A  general  provision  of  statute 
allows  applicants  to  make  affirmation  instead  of  taking  oath. 

The  oath  should  be  attested  in  all  cases,  in  this  and  other  coun- 
tries, by  the  proper  official  seal  of  the  officer  before  whom  the  oath 
or  affirmation  is  made;  or  when  he  is  not  provided  with  a  seal  his 
official  character  must  bo  established  by  competent  evidence,  such 
as  a  certificate  from  a  clerk  of  a  court  of  record  or  other  proper 
officer  having  a  seal.*    Id.  No.  46. 

No  patent  can  properly  issue  unless  oath  is  duly  made  (I  Op, 
Att.  Gen.  339) ;  if,  however,  a  patent  is  issued  without  oath,  tho 
omission  does  not  invalidate.  Whittemore  v.  Cutter,  1  GalL  429; 
Cr()m[)ton  v.  Belknap  Mills,  3  Fish.  Pat.  Cas,  53G;  Hartshorn  v. 
Kagle  Shade  Roller  Co.,  18  Fed.  RcpWy  90;  25  Pat.  Off.  Gaz.  1191. 

*  In  all  applications  for  letters  pnrent  filed  in  this  oflSce  subscqaent  to  October 
Si,  1882,  the  signature  of  the  applicant  is  rei^iiircd  to  tho  oath,  in  accordance  with 
form  17,  page  63  of  Rules  of  Practice. 

A  certificate  of  the  official  character  of  a  magistrate,  stating  date  of  appointment 
And  term  of  office,  may  be  filed  in  the  patent-office,  which  will  obviate  the  necessitj 
of  separate  ecrtificatcs  io  individual  case.^ 
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The  oath  mast  be  taken  by  the  applicant  in  person  ;  and  cannot 
be  by  his  agent  or  attorney  ;  for  it  relates  to  matters,  some  of  which 
can  only  be  written  from  personal  knowledge  of  the  inventor;  if 
they  wore  sworn  to  by  an  agent,  the  evidence  could  be  nothing  but 
hearsay.     10  Op.  AtL  Gen.  137. 

If  the  application  be  made  by  an  executor  or  administrator,*  the 
form  of  the  oath  will  be  correspondingly  varied.  The  former  attor- 
neys of  a  deceased  inventor  have  no  authority  to  amend  an  appli- 
cation for  letters  patent  unsupported  by  the  oath  of  the  personal 
representative  of  the  decedent.  Eagleton  Manuf.  Co.  v.  West,  &e. 
Manuf.  Co.,  2  I'ed.  Hep'r,  114;  18  Blatchf.  218;  17  Pat.  Of.  Gaz. 
1504;  10  RepW,  297. 

The  oath  is  to  be  considered  as  extending  to  the  specification. 
Ilogg  V.  Emerson,  6  ITow.  437,  482 

75.    Kcamhiation^  and  Issuing  Patent. 

On  the  filing  of  any  such  application  and  the  payment  of 
the  fees  required  by  law,  the  commissioner  of  patents  shall 
cause  an  examination  to  be  made  of  the  alleged  new  inven- 
tion or  discovery  ;  and  if  on  such  examination  it  shall 
appear  that  the  claimant  is  justly  entitled  to  a  patent  under 
the  law,  and  that  the  same  is  suflBciently  useful  and  import- 
ant, the  commissioner  shall  issue  a  patent  therefor.  Rev. 
Stat.  §  4893. 

All  cases  in  the  patent-oiHce  are  classified  and  taken  up  for 
examination  in  regular  order,  those  in  the  same  class  of  inven- 
tion being  examined  and  disposed  of,  as  far  as  practicable,  in  the 
order  in  which  the  respective  applications  are  completed  ;  but 
applications  which  have  received  action  by  an  examiner  and  have 
been  put  into  condition  for  further  action  on  his  part  shall  be  enti- 
tled to  precedence  over  completed  applications  in  the  same  class  of 
invention  which  have  received  no  action.  Cases  within  classes 
specified  in  the  rule  have  also  precedence,  in  time  of  examination, 
OTcr  ordinary  applications.     Jlules  of  Prac.  No.  62. 

The  first  step  in  the  examination  of  an  application  will  be  to 
determine  whether  it  is,  in  all  respects,  in  proper  form.  If,  how- 
ever, the  objections  as  to  form  are  not  vital,  the  examiner  may  pro- 
ceed to  the  consideration  of  the  application  on  its  merits  ;  but  in 
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sach  case  he  must  if  possible,  in  Lis  firat  letter  to  the  applicant, 
state  all  his  objections,  whether  formal  or  otherwise,  and  nntil  the 
formal  objections  are  disposed  of  no  further  action  will  be  taken 
upon  its  merits  without  the  order  of  the  commissioner.  Id,  No. 
63. 

The  hearing  before  the  commissioner  of  patents,  on  an  applica- 
tion for  a  patent,  is  informal  and  summary,  and  not  final.  The 
application  may  be  renewed  from  time  to  time,  on  the  same  or 
additional  evidence.  The  previous  hearings  and  decisions  create 
no  further  bar  to  a  further  investigation.  Gay  v.  Cornell,  1 
Blatchf.  606. 

The  examiner  in  a  patent  case  has  no  power  to  rule  upon  the 
admissibility  of  evidence,  and  defendant,  as  a  witness,  has  a  right, 
upon  doubtful  questions,  to  take  the  opinion  of  the  court ;  and 
where  he  acts  in  good  faith,  and  under  the  advice  of  counsel,  his 
refusal  to  answer  will  not  be  punished  as  for  a  contempt,  even 
though  he  acted  mistakenly.  Roberts  v,  Walley,  14  Ftd,  Jiej)\ 
167;  29  Int.  Rev.  Rec.  47;  15  Rcp'r^  39. 

Where  the  plaintiff,  at  the  time,  interposed  no  objection  to  the 
testimony  of  the  witnesses  of  the  defendant,  in  an  examination 
before  an  examiner  in  a  patent  case,  it  was  Jidd  too  late  to  raise  an 
objection  to  such  testimony  on  the  hearing  before  the  court  on  the 
proofs.  Every  objection  which  could  have  thus  been  taken,  an<l 
wrhich  did  not  appear  by  the  record  to  have  been  specifically  taken, 
must  be  considered  as  having  been  waived.  Brown  v.  Hall,  0 
Blatchf.  401  ;  3  Fish.  Pat.  Cas.  531. 

Section  7  of  the  Act  of  1836  contained  the  same  condition,  if  it 
shall  appear,  that  the  invention  ''  is  sufficiently  useful  and  import- 
ant ;"  and  under  that  statute  it  was  held  that  the  degree  of  useful- 
ness or  importance  is  not  described  or  limited  ;  and  is  not  material, 
if  the  invention  interferes  with  no  prior  right  or  claim,  and  is  in 
itself  innocent.  Re  Aiken,  1  McArthur  Pat.  Cas.  130.  If  it  is 
capable  of  use  for  some  beneficial  purpose,  the  degree  of  utility, 
whether  larger  or  smaller,  is  not  a  subject  for  consideration  by  the 
commissioner.  Re  Seely,  1  McArthur  Pat.  Cas.  248.  But  see 
Re  Cushman,  2d.  509. 

Mandamus  will  lie  to  compel  a  commissioner  who  has  adjudged 
that  a  patent  issue,  but  refuses  to  prepare  it,  lay  it  before  the  sec- 
retary and  countersign  it,  to  compel  him  to  perform  these  ministerial 
acts  ;  and  the  writ  ief  properly  addressed  to  the  commissioner. 
Butterworth  v.  lice,  112  IT.  S.  bO,  68. 
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76.    Limttation  upon  Time  of  completing  Applications. 

All  applications  for  patents  shall  be  completed  and  pre- 
pared for  examination  within  two  years  after  the  filing 
of  the  appUcation,  and  in  default  thereof,  or  upon  failure  of 
the  appUcant  to  prosecute  the  same  within  two  years  after 
any  action  therein,  of  which  notice  shall  have  been  given 
to  the  apphcant,  they  shall  be  regarded  as  abandoned  by 
the  parties  thereto,  imless  it  be  shown  to  the  satisfaction  of 
the  commissioner  of  patents  that  such  delay  was  unavoid- 
able.    Rev.  Stat.  §  4S94. 

There  is  no  limitation  of  time  within  whieli  a  patent  mast  be 
taken  out,  after  specification  filed.  5  Op.  Att.  Gen.  701.  Nothing 
in  the  acts  of  Congress  requires  that  a  patent  should  be  issued 
within  a  given  time,  after  the  application  is  filed,  or  which  forbids 
the  postponement  of  it  for  a  time  at  the  suggestion  either  of  the 
applicant  or  the  office.  O'Reilly  v.  Morse,  15  IIoio.  62,  12(5;  Alien 
X).  Blunt,  2  Woodb.  cfc  J/.  121. 

Whether  an  invention  was  long  antecedent  to  the  application 
for  a  patent,  or  directly  preceding  it,  is  wholly  immaterial  to  the 
validity  of  the  patent.  Wilder  v.  McCormick,  2  Blatchf.  31.  The 
right  of  the  inventor  is  protected  from  the  time  of  his  application  ; 
delay  which  may  occur  in  the  patent-office,  in  making  out  a  patent, 
cannot  operate  to  the  injury  of  the  applicant.  Root  v.  Ball,  4 
McJjeany  177. 

Where  an  inventor  keeps  his  invention  a  secret,  mere  delay  in 
applying  for  a  patent  will  not  forfeit  his  right  thereto,  or  bar  his 
subsequent  application  ;  and  delay  of  less  than  two  years  will  not 
constitute  a  defense  against  a  patent  in  any  case.  Miller  v.  Smilh, 
6  Fed.  Ilep\  359  ;  18  Pat.  Off.  Gaz.  1047. 

Of  the  two  original  inventors,  the  first  will  be  entitled  to  letters 
patent,  unless  the  other  puts  the  invention  into  public  use  more 
than  two  years  before  the  application  for  them.  Loom  Co,  v.  Ilig- 
gins,  105  U.  S.  580;  rev'g  15  Blatchf.  446;  16  Pat.  Off.  Gaz.  675; 
4  Bann.  it  A.  Pat.  Cos.  85. 

77.     Abandonedy  Forfeited,  and  Renewed  Applications. 

An  abandoned  application  is  one  which  has  not  been  completed 
and  prepared  for  examination  within  two  years  after  the  filing  uf 
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the  petition^  or  which  the  ap)i1ioant  haA  failocl  to  prosecute  within 
two  years  after  any  action  tluivin,  of  wliieh  notice  has  been  duly 
given  (see  Rules  31  and  76),  or  which  the  applicant  has  expressly 
abandoned  by  filing,  in  the  oltice,  a  written  declaration  of  abandon- 
ment, signed  by  himself  (and  astsigtioe,  if  any),  identifying  his 
application  by  title  of  invention  and  date  of  filing. 

Prosecution  of  an  application,  to  save  it  from  abandonment, 
must  include  such  proper  action  as  the  condition  of  the  case  may 
require.     Hules  of  Prac.  No.  165. 

Before  an  application  abandoned  by  failure  to  complete  or  pros- 
ecute can  be  renewed,  it  must  be  shown  to  the  satisfaction  of  the 
commissioner  that  the  delay  in  the  prosecution  of  the  same  was 
unavoidable.     Id.  No.  16'j. 

When  a  new  application  is  iilcd  in  place  of  an  abandoned  or 
rejected  application,  a  new  specification,  oath,  drawing,  and  fee  will 
be  required  ;  but  the  old  model,  if  suitable,  may  be  used.  Id.  No. 
107. 

A  forfeited  application  is  one  npon  which  a  patent  has  been 
withheld  for  failure  to  pay  the  final  fee  within  the  prescribed  time. 
Id.  No.  168. 

Where  the  patent  has  been  withheld  by  reason  of  non-payment 
of  the  final  fee,  any  person,  whether  inventor  or  assignee,  wbo  has 
an  interest  in  the  invention  for  which  such  patent  was  ordered  to 
issue,  may  file  a  new  application  for  the  same  invention  ;  but  such 
second  application  must  be  made  within  two  years  after  the  allow- 
ance of  the  original  application.  Upon  the  hearing  of  sueli  new 
application,  abandonment  w..l  be  considered  as  a  question  of  fact. 
Id.  No.  169. 

In  such  renewal,  the  oath,  pL'tition,  specification,  drawing,  and 
model  of  the  original  jipplicalion  may  be  used  for  the  second  apj)li- 
cation  ;  but  a  new  fee  will  be  required.  The  second  jijiplieation 
will  not  be  regarded  as  a  continuation  of  tlie  original  one,  but  will 
bear  date  from  the  lime  of  renewal,  and  be  subject  to  examination 
like  an  original  applieation.     Id.  No.  170. 

Forfeited  and  abandoned  applications  will  not  be  cited  as  refer- 
ences. No  notice  will  be  given  to  applicants,  while  their  cases 
remain  forfeited,  of  the  filing  of  subsequent  applications.  C'ciiitied 
copies  of  the  files  in  cases  of  rejected  and  abandoned  applications 
may  be  furnished  to  applicants  or  to  other  persons  when  specifically 
ordered  by  the  Commissioner.     Id.  No.  171.     See/?o«?,  §  iO, 
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T8.    Applications  Renewed  after  Withdrawal, 

If  an  applicant  for  a  patent  withdraws  his  application,  intend- 
ing at  the  time  of  such  withdrawal  to  file  a  new  petition,  and 
accordingly  does  so,  the  two  petitions  are  to  be  considered  as  parts 
of  the  same  transaction,  and  both  as  constituting  one  continuous 
application.     Godfrey  v.  Eaines,  I  Wall,  317. 

The  general  rule  is,  tliat  the  first  in  a  series  of  applications  for 
a  patent  is  the  one  on  which  the  patent,  when  granted,  depends. 
And  if,  between  the  first  and  a  second  application,  the  patentee  has 
manifested  an  actual  intention  to  abandon  the  first,  his  patent  will 
h.nvo  relation  to  the  last  one  only.  Pelton  v.  Waters,  1  PaU  Off. 
Gaz,  425. 

Where  an  application  is  made  for  a  patent,  and  is  afterward 
amended  by  the  withdrawal  of  parts  of  the  invention,  and  a  second 
Application  is  filed  claiming  snch  parts,  and  patents  afterward  issue 
on  both,  the  two  applications  will  be  considered  as  parts  of  one  con- 
tinous  proceeding.  In  such  case,  the  continuity  of  the  proceedings 
originating  in  the  first  application,  will  be  considered  unbroken  in 
fletcrmining  when  the  two  years  begin  to  run  in  which  the  inven* 
lion  claimed  on  the  second  application  could  be  sold  and  publicly 
used  without  invalidating  such  patent.  Graham  v.  Geneva  Lake 
Crawford  Mannf.  Co.,  11  Fed,  EepW,  138  ;  21  Pat.  Off.  Gaz.  1536. 
Various  applications  for  a  patent,  extending  over  a  period  of  more 
than  nineteen  years,  were  held  one  continuous  application.  Colgate 
r.  Western  L^nion  Tel.  Co.,  4  Pann.  <b  A.  Pat.  Cas.  36. 

The  commissioner  may  permit  one  of  two  competing  applicants 
for  a  patent  to  withdraw  and  refile  his  application  after  he  has 
expressed  an  opinion  favorable  to  the  priority  of  the  other.  Such 
intervening  opinion  or  decision  is  no  bar  to  the  issue  of  a  patent  on 
the  new  application,  if,  upon  full  examination  of  the  whole  subject, 
he  considers  the  applicant  entitled  to  it.     5  Op.  Att.  Gc7i.  220, 

The  withdrawal  of  an  application  for  a  patent  and  the  return  of 
a  ]>art  of  the  patent  fee  do  not  necessarily  constitute  an  abandon- 
ment or  dedication  of  the  invention  to  the  public,  but  are  equivocal, 
and  to  be  interpreted  by  circumstances,  and  to  be  affected  upon  a 
second  application  by  the  subsequent  conduct  of  the  party — his 
diligence  or  his  neglect  and  delay — in  the  same  manner  as  his  con- 
duct is  to  be  weighed  in  regard  to  an  original  application. 
Wickersham  v.  Singer,  1  MacArtJmr  Pat.  Cas.  645,  687.  They 
bavebecn  held,  in  Mowry  v.  Barber,  1  MacArthur  Pat.  Cas.  663,  to 
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be  an  abandonment,  and  in  Colgate  v.  Western  Union  Tel.  Co.,  4 
jDann.  it  A,  Pat.  Cos.  36,  not  to  be  one. 

79.  Patents  Granted  to  Assignee. 

Patents  may  be  granted  and  issued  or  reissued  to  the 
assignee  of  the  inventor  or  discoverer  ;  but  the  assignment 
must  first  be  entered  of  record  in  the  patent-oflBce.  And  in 
all  cases  of  an  application  by  an  assignee  for  the  issue  of  a 
patent,  the  appUcation  shall  be  made  and  the  specification 
sworn  to  by  the  inventor  or  discoverer  ;  and  in  all  cases  of 
an  appUcation  for  a  reissue  of  any  patent,  the  application 
must  be  made  and  the  corrected  specification  signed  by  the 
inventor  or  discoverer,  if  he  is  living,  unless  the  patent  was 
issued  and  the  assignment  made  before  the  eighth  day  of 
July,  eighteen  hundred  and  seventy.    Rev.  Stat.  §  4595. 

In  case  of  an  assignment  of  the  whole  interest  in  the  inven- 
tion, or  of  the  whole  interest  in  the  patent  to  be  granted,  the  patent 
will,  upon  request  of  the  applicant,  issue  to  the  assignee  ;  and  if 
the  assignee  hold  an  undivided  part  interest,  the  patent  will,  upon 
like  request,  issue  jointly  to  inventor  and  assignee  ;  but  the  assign- 
ment iu  either  case  must  first  have  been  entered  of  record,  and  at 
a  day  not  later  than  the  date  of  the  payment  of  the  final  fee  ;  and 
if  it  be  dated  subsequently  to  the  execution  of  the  application,  it 
must  give  the  date  of  execution  of  the  application,  or  the  date  of 
tiling,  or  the  serial  number,  so  that  there  can  be  no  mistake  as  to 
the  particular  invention  intended.  The  application  and  oath  must 
be  made  by  the  actual  inventor,  if  alive,  even  if  the  patent  is  to 
issue  to  an  assignee.  If  the  inventor  be  dead,  it  may  be  made  by 
the  executor  or  administrator.     HiUes  of  Prac,  No.  26. 

The  assignment  contemplated  by  the  above  section  and  rule  is 
an  assignment  of  the  invention  and  inchoate  right  to  obtain  a  pat- 
ent ;  and  is  quite  distinct  from  the  assignment  of  the  letters  patent 
when  obtained  ;  which  is  covered  by  section  4898.  The  law  allows 
an  inventor  to  transfer  his  invention  before  patenting  it ;  after 
which  an  application  may  bo  prosecuted  by  the  transferee  or 
assignee,  and  the  patent  issued  to  him  ;  and  the  inventor  becomes 
estopped  by  his  antecedent  contract  of  assignment  from  claiming 
any  adverse  title  to  the  patent  subsequent  to  its  issue.     Herbert  v» 
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Adams,  4  Mas,  15;  Ratbbone  v.  Orr,  5  McLean^  131.  Even  tljougb 
an  application  has  been  made  in  ibe  name  of  tbe  inventor,  so  tbat 
tbe  ])atent  must  issue  to  bim  ;  and  even  tbougb  tbe  application  bas 
been  rejected  and  an  appeal  taken,  an  assignment  of  tbe  invention 
is  valid  ;  and  operates  to  vest  in  tbe  assignee  tbe  rigbt  to  tbe  pat- 
ent wben  issued.  Gay  v.  Cornell,  1  Dlatchf.  §06  ;  United  States 
Stamping  Co.  v.  Jewell,  7  Fed.  Rep^Vy  869  ;  18  Llatchf,  439  ;  18 
Pat,  Off.  Gaz,  1829.  So  an  inventor  ma}'  sell  \\batever  improve- 
ments be  may  make  in  tbe  future,  as  well  as  tbose  be  bas  already 
made.     Nesmitb  v,  Calvert,  1  Woodb.  <b  J\L  34. 

Tbe  designation  in  an  assignment  of  an  invention,  of  ibc  subject 
matter  assigned,  as  tbe  exclusive  rigbt  to  an  invention  described  in 
a  specification  already  prepared  and  executed  by  tbe  assignor,  is 
BufUcient,  since  tbe  means  of  ascertainment  are  furnisbed.  Fisk  v. 
Hollander,  MacArthur  &  Mac.  355.  Tbe  designation,  in  sucb  an 
assignment,  of  tbe  assignees  by  tbe  name  and  style  of  tbe  partner 
sbip  firm,  docs  not  render  void  tbe  assignment  or  tbe  patent  issued 
to  tijem  tbereon  ;  since  sucb  designation  may  be  applied  to  tbe 
parlies  intended,  by  proof  of  tbe  existence  of  a  partnersbip  bearing 
tbat  name,  and  of  an  actual  delivery  of  tbe  assignment  to  tbe  part- 
nersbip so  known  and  designated.  lb.  An  implied  license  or  equit- 
able rigbt  to  use  a  patentable  improvement,  wbicb  would  bo 
terminated  by  tbe  issue  of  a  patent  to  anotber  tban  tbe  licensor, 
b.is  been  held,  sufficient  to  render  tbe  licensee  incompetent  as  a  wit- 
ness in  interference  proceedings,  upon  tbe  ground  of  interest,  in 
Cresblcru.  Custer,  1  MacArthur  Pat.  (J as.  210. 

The  purpose  of  tbe  provision  of  Rev.  Stat.  §  4895 — tbat  *•  pat- 
ents may  be  granted,  and  issued  or  re-issued  to  tbe  assignee  of  Lho 
inventor  or  discoverer,  but  tbe  assignment  must  first  be  entered  of 
record  in  tbe  patent-office*' — is  to  permit  a  patent  to  issue  to  tbe 
person  wbo  bas  tbe  title  to  tbe  invention  upon  tbe  records  of  the 
j>atent-oftjce.  This  purpose  is  attained  wben  tlie  patent  runs  to 
tbe  ultimate  assignee  of  tbe  invention.  It  is  equally  well  attained 
wben  tbe  patent  runs  to  tbe  inventor,  or  to  tbe  inventor's  assignee, 
if,  by  force  of  an  assignment  on  record  at  the  time,  the  grant  inures, 
as  soon  as  tbe  patent  issues,  to  tbe  ultimate  assignee.  And  inas- 
roucb  as  the  grant  runs  to  tbe  grantee  named  in  tbe  patent  and  bis 
assigns,  and  operates,  therefore,  in  favor  of  tbe  ultimate  assignee, 
to  convey  to  bim  a  record  title  as  completely  as  if  be  bad  been 
named  in  tbe  patent,  and  as  it  is  not  essential  tbat  tbe  grantee 
named  be  one  wbo  owns  the  invention  wben  tlic  patent  issues,  a 
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patent  may  be  valid  wLen  issued  to  any  assignee  of  record.  Noth- 
ing in  the  language  of  section  4895  or  other  sections  of  the  patent 
laws,  implies  that  a  patent  cannot  be  properly  issued  to  any  assignee 
whose  assignment  is  duly  recorded,  when  it  can  be  done  without 
impairing  the  rights  of  any  other  person  having  a  paramount  title 
to  the  invention.  Consolidated  Electric  Light  Co.  v.  Edison  Elec- 
tric Light  Co.,  25  M<1  Bep'r,  719  ;  33  JPat.  Of.  Gaz,  1597.  See 
also,  Selden  v,  Stockwell  Self -Lighting  Gas-Burner  Co.,  \^Blatchf. 
514  ;  9  Fed,  Bep'r,  390  ;  Read  v.  Eowman,  2  WaU.  691  ;  U.  S. 
Stamping  Co.  v,  Jewett,  18  Blatchf.  469  ;  7  Fed,  JR€p\  869  :  Per- 
kins V.  U.  S.  Electric  Light  Co.,  21  Blatchf.  308  ;  10  Fed.  Itep'r, 
51.1. 

In  every  case  where  it  is  desired  that  the  patent  shall  issue  to  an 
assignee,  the  assignment  must  be  recorded  in  the  patent-office  at  a 
date  not  later  than  the  day  on  which  the  final  fee  is  paid.  The 
date  of  the  record  is  the  date  of  the  receipt  of  the  assignment  at 
tiio  office,     Itulea  of  Prac.  No.  206. 

80.    Wlien  and  on  what  Oaihy  Executor  or  Adnnnistrator 

may  claim  Patent. 

When  any  person,  having  made  any  new  invention  or 
discovery  for  which  a  patent  might  have  been  gi'anted,  dies 
before  a  patent  is  granted,  the  right  of  applying  for  and 
obtaining  the  patent  shall  dovolve  on  his  executor  or  admin- 
istrator, in  trust  for  the  heirs  at  lav/  of  the  deceased,  in  case 
he  shall  have  died  intestate  ;  or  if  he  chall  have  left  a  will, 
disposing  of  the  same,  then  in  trust  for  his  devisees,  in  as  full 
manner  and  on  the  same  terras  and  conditions  as  the  same 
mip;ht  have  been  claimed  or  enjoyed  by  him  in  his  hfetime  ; 
and  when  the  application  is  made  by  such  legal  representa- 
tives, the  oath  or  affirmation  required  to  be  made  shn:l  be 
so  varied  in  form  that  it  can  be  made  by  them.  Rev.  Stat. 
§  480G. 

Numerous  decisions  have  recognized  the  principle  established  by 
the  statute,  that  the  death  of  an  inventor  before  a  grant  of  loiters 
patent  does  not  abate  or  impair  his  inchoate  ri<;ht,  hul  it  passes  to 
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liis  heirs  at  law  or  devisees  by  a  patent  to  be  granted  to  his  admin- 
istrator or  executory  as  trustee  for  the  person  entitled  ;  and  the 
trust  declared  by  the  law  is  implied  from  the  existence  of  the  facts 
which  create  the  trust.  The  principle  embraces  a  renewal  or  reissue, 
and  while  extensions  were  allowed,  included  extensions.  Wood- 
worth  V.  Wilson,  4  How,  712;  Wilson  v,  Rosseau,  Id.  646;  Rubber 
Co.  V,  Goodyear,  9  Wall.  1SS;  Washburn  v.  Gould,  3  Seori/,  122; 
I  West.  L.  J.  405;  7  Z.  ^epV,  276;  Woodworth  v.  Sherman,  3  Story^ 
171;  7  L.  Ilep\  279;  Woodworth  v.  Hall,  1  Wooclb.  &  M. 
248;  5  Pa.  L.  J.  178;  Brooks  v.  Bicknell,  3  McLean^  250;  1  West. 
L.  J.  150;  Brooks  v.  Jenkins,  3  McLean^  432;  S.  C,  suh  nom. 
Brooks  V.  Bicknell,  2  West,  L.  J.  11;  Stimpson  v.  Rogers,  4 
Blatchf.  333.  There  is  no  necessity  that  the  patent  should  in  terma 
declare  that  it  is  granted  to  the  representative  in  trust.  Rubber  Co. 
V.  Goodyear,  supra  ;  Stimpson  v.  Rogers,  supra. 

81.  Renewal  of  Application  in  cases  of  Failure  to  pay  Fees 

in  season. 

Any  person  who  has  an  interest  in  an  invention  or  dis- 
covery, whether  as  inventor,  discoverer,  or  assignee,  for 
which  a  patent  was  ordered  to  issue  upon  the  payment  of 
the  final  fee,  but  who  fails  to  make  payment  thereof  within 
six  months  from  the  time  at  which  it  was  passed  and 
uUowed,  and  notice  thereof  was  sent  to  the  applicant  or  his 
agent,  shall  have  a  right  to  make  an  application  for  a  pat- 
ent for  such  invention  or  discovery  the  same  as  in  the  case 
of  an  original  application.  But  such  second  application 
must  be  made  within  two  years  after  the  allowance  of 
the  original  application.  But  no  person  shall  be  held 
responsible  in  damages  for  the  manufacture  or  use  of  any 
article  or  thing  for  which  a  patent  was  ordered  to  issue 
under  such  renewed  apphcation  prior  to  the  issue  of  the  pat- 
ent. And  upon  tho  hearing  of  renswed  applications  pre- 
ferred under  this  section,  abandonment  shall  be  consid- 
ered as  a  question  of  fact.  Rev.  Stat.  §  4897.  See  antey  §§ 
76-78. 
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VI.    ASSIGNMENTS,   LICENSES   AND   OTHER  CON- 
TRACTS. 

82.  Assignments  of  Patents. 

Every  patent  or  any  interest  therein  shall  be  assignable  in 
law,  by  an  instrument  in  writing  ;  and  the  patentee  or  his 
assigns  or  legal  representatives  may,  in  like  manner,  grant 
and  convey  an  exclusive  right  under  his  patent  to  the 
whole  or  any  specified  part  of  the  United  States.  An 
assignment,  grant,  or  conveyance  shall  be  void  as  against 
any  subsequent  purchaser  or  mortgagee  for  a  valuable  con- 
sideration, without  notice,  unless  it  is  recorded  in  the  pat- 
ent-office within  three  months  from  the  date  thereof. 
Rev.  Stat.  §  4898. 

There  are  three  classes  of  persons  in  whom  the  patentee  can  vest 
an  interest  of  some  kind  in  the  patent.  1.  An  assignee  :  one  who 
has  transferred  to  him  in  writing  the  whole  interest  of  the  original 
patent,  or  an  undivided  part  of  such  whole  interest  in  every  portion 
of  the  United  States.  And  no  one,  unless  he  has  such  an  interest 
transferred  to  him,  is  an  assignee.  2.  A  grantee  :  one  who  has 
transferred  to  him  in  writing  the  exclusive  right,  under  the  patent, 
to  make  and  use,  and  to  grant  to  others  to  make  and  use,  the  thing 
patented  within  and  throughout  some  specified  part  or  portion  of 
the  United  States.  Such  right  must  bean  exclusive  sectional  right 
excluding  the  patentee  therefrom.  8.  A  licensee :  one  who  has 
transferred  to  him  in  writing  or  orally  a  less  or  different  interest 
than  either  the  interest  in  the  w^hole  patent,  or  an  undivided  part 
of  such  whole  interest,  or  an  exclusive  sectional  interest.  Potter 
V.  Holland,  1  Ihh.  Pat.  Cos.  327. 

The  monopoly  granted  by  a  patent  is  for  an  entire  right:  the  right 
of  making,  using  and  vending  the  improvement.  This  right  may 
he  assigned  entire,  for  a  limited  territory  only,  hut  cannot  be  split 
by  assignment  of  the  right  to  use  and  sell  as  distinguished  from 
the  right  to  make.  Any  instrument  wliich  purports  to  transfer 
only  the  right  to  use  and  sell,  reserving  to  the  patentee  the  right  to 
make,  can  operate  only  between  the  parties  and  as  a  license  merely. 
The  legal  right  in  the  monopoly  remains  in  the  patentee,  and  he 
alone  can  maintain  suits  for  an  infringement.     Sanford  v.  Messer, 
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1  Holmes,  140  ;  Hill  v,  Whitcorab,  7<Z.  317  ;  6  Pat.  Of,  Ga^.  430 ; 
1  JJann,  &  A.  Pat,  Cas.  34.     Seeposty  98. 

Upon  the  queBlion  how  far  in  special  cases  a  patent  right  may 

be  susceptible  of  subdivision,  see  Whittemore  v.  Cutter,  1    GdU. 

429  ;  Brooks  v.  Byam,  2  Story y  625  ;  Blanchard  v.  Eldridge,  1 

^ValL   Jr.  337  ;  Suydam  v.  Day,  2  Blatchf.  20 ;  Pitts  v.  Hall,  3 

Blatckf^  201  ;  Parker  v.  Ilaworth,  4  IIcLeafi,  370. 

Interests  in  patents  may  be  vested  in  assignees,  in  grantees  of 
exclusive  sectional  rights  and  mortgagees,  and  in  licensees.  1.  An 
assignee  is  a  transferee  of  the  whole  interest  of  the  original  patent 
or  of  an  undivided  part  of  such  whole  interest,  extending  to  every 
portion  of  the  United  States.  The  assignment  must  be  written  or 
printed,  and  duly  signed.  2.  A  grantee  acquires  by  the  grant  the 
exclusive  right,  under  the  patent,  to  make  and  use,  and  to  grant  to 
others  the  right  to  make  and  use,  the  thing  patented,  within  and 
throughout  some  specified  part  of  the  United  States,  excluding  the 
jiatentee  therefrom.  The  grant  must  be  written  or  printed,  and 
duly  signed.  3.  A  mortgage  must  be  written  or  printed,  and  duly 
signed.  4.  A  licensee  takes  an  interest  less  tl:an  or  different  from 
either  of  the  others.  A  license  may  be  oral,  or  written  or  printed, 
and  duly  signed.     Pules  of  Prac.  No.  202. 

All  interests  in  a  patent  arc  assignable  in  writing,  and  a  pur- 
chaser thereof  has  a  right  to  rely  upon  the  title  as  appearing  from 
the  records  of  the  patent-ofiice.  A  conveyance  by  a  party  of  all. 
his  property  excepting  such  as  is  exempt  by  law  from  levy  and 
sale  under  execution,  will  not  pass  the  title  to  a  patent,  though  it 
may  operate  upon  a  chose  in  action  for  past  infringement.  Campbell 
V.  James,  2  Ped.  Pep'r,  338  ;  18  Blatchf.  92  ;  18  Pai.  Off.  Gaz, 
1111  ;  10  iJepV,  103  ;  6  Bann.  <t  A.  Pat.  Cas.  354. 

If  a  power  of  attorney  is  executed  for  the  purpose  of  providing 
that  a  right  in  a  patent  may  inure  to  the  benefit  of  another,  it  is,  in 
a  court  of  equity,  equivalent  to  an  assignment,  and  is  not  revocable. 
Dav  V.  Candee,  3  Pish.  9. 

83.  Parties  to  Assignments. 

Upon  the  death  of  a  patentee,  the  title  to  the  patent  vests  in  his 
personal  representatives.  Bradley  v.  Dull,  19  Ptd.  liei/r  913  ; 
Peiham  v.  Edelmeyer,  25  Pat.  Off,  Gaz.  292  ;  Hodge  v.  North 
Missouri  R.  R.,  1  BiU.  104.  "Legal  representatives''  in  the 
patent  act  means  executors  or  administrators.    Shaw  Relief  Yalve 
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Co.  V.  New  Bedford,  28  Pat  Of.  Gaz.  283  ;  19  Ihd.  liep'r,  753. 
An  administrator  of  a  patentee  may  assign  the  patent  which  has 
l)oen  renewed  in  his  own  name  ;  or  grant  an  interest  therein, 
iirooks  V.  Jenkins,  3  McLean^  432  ;  S.  C,  sub  nom.  Brooks  v. 
liicknell,  2  West.  Z.  J.  11. 

A  married  woman,  an  infant,  or  a  person  under  guardianship 
may  take  a  patent  as  patentee  or  assignee.  In  case  of  an  assign- 
ment by  such  a  person,  all  that  the  United  States  law  requires  is 
that  it  shall  be  in  writing  so  as  to  be  recorded,  but  the  capacity  to 
make  it  must  be  found  in  the  State  law.  Fetter  v.  Newhall,  17 
lid.  Rep\,  841  ;  25  Pat.  O^.  Gaz.  602  ;  16  RcpWy  3G0. 

An  assignee  in  insolvency  or  a  receiver  under  State  laws  docs 
not,  by  virtue  of  his  general  assignment  or  appointment  acquire 
patent  rights  issued  to  the  assignor.  Alger  v.  Murray,  105  U.  S. 
126  ;  Dick  v.  Struthers,  26  I^ed.  Ecp.  103.  Neither  an  assignee  in 
insolvency  nor  a  receiver  can  acquire  or  pass  a  title  to  a  patent, 
excopt  by  a  written  instrument,  signed  by  the  owner  of  the  patent 
and  duly  recorded.  Gordon  v.  Anthony,  16  Pat.  Off.  Gaz.  1136. 
'V\\o  title  of  an  insolvent  debtor  to,  or  his  ifttorcst  in,  letters-patent 
for  an  invention,  does  not  pass  to  his  assignee  in  insolvency.  The 
patent  act  contemplates  a  written  instrument,  signed  by  the  owner 
of  the  patent,  and  duly  recorded  in  the  patent-office,  as  necessary  to 
vest  the  legal  title  in  the  purchaser.  So  hddy  of  an  insolvent  assign- 
ment, made  by  a  judge  of  probate  and  insolvency,  under  the  insol- 
vency law  of  Massachusetts.  Ashcroft  v.  Walworth,  1  Holmes^ 
152  ;  2  Pat.  Off.  Gaz,  640  ;  6  Fish.  Pat.  Cas.  528.  But  a  court  of 
equity  may  direct  the  sale  of  the  interest  of  an  inventor  in  his 
patent,  in  order  to  satisfy  a  judgment  obtained  against  him  in  a 
court  of  law  (the  writ  of  execution  having  been  returned  7iulla 
bona),  and  for  that  purpose  will  require  the  patentee  to  make  an 
assignment  of  the  patent  as  provided  in  Rev.  Stat.  §  4808  ;  and  in 
the  event  of  the  refusal  of  the  patentee  to  do  so,  will  appoint  a 
trustee  with  authority  to  execute  the  same.  Murray  v.  Ager,  1 
Mackey,  87  ;  see  105  U,  S,  126.  Where  a  patent  has  been  trans- 
ferred by  the  patentee  in  fraud  of  his  creditors,  a  creditor's  suit 
may  be  maintained  in  a  United  States  circuit  court,  by  a  judgment 
(Tcditor  whose  judgment  was  recovered  in  a  State  court,  to  subject 
the  patent  right  to  the  payment  of  his  judgment ;  the  citizenship 
of  the  parties  and  the  amount  in  demand  being  such  as  to  give  the 
circu  t  court  jurisdiction.     Qorrcll  v.  Dickson,  26  Ped.  Rep\  454. 
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84.  Requisites  and  Sufficiency. 

As  a  general  rule,  an  assignment  of  an  interest  in  a  patent  must 
be  in  writing,  for  the  reason  that  such  transactions  are  required  to 
be  recorded.  Baldwin  v,  Sibyl,  1  Cliff,  150.  The  statute  author- 
izes assignments  only  in  writing,  and  the  legal  ownership  can  be 
acquired  only  by  written  instruments.  Jordan  v.  Dobson,  4  Fish. 
232  ;  2  Abb,  U,  8,  3S>8.  A  conveyance  of  a  right  under  a  patent, 
of  a  character  to  create  an  interest  in  the  patent  itself,  must  be  in 
writing  ;  though  a  license  to  make  and  use  a  machine  need  not  bo 
in  writing,  as  it  need  not  be  recorded,  and  conveys  neither  an  interest 
in  the  patent  itself,  nor  a  power  authorizing  a  third  person  to  con- 
struct the  patented  invention,     Baldwin  v,  Sibley,  1  Cliff^,  150. 

The  execution  of  an  assignment  by  a  corporation  and  by  S., 
president,  was  heUly  to  be  a  good  execution  by  S.  for  his  individual 
interest.  Campbell  v,  James,  17  BlaJtchf,  42  ;  4  Bann,  eft  A,  Pat, 
Cos.  456  ;  18  Pat.  Off,  Oaz.  979.     See  reversal,  104  U.  S.  357. 

Under  the  New  York  statutes,  assignments  of  patents  duly 
acknowledged  before  a  notary  are  sufficiently  proved  ;  the  com- 
plainant need  not  prove  the  signatures  of  the  assignors.  Houghton 
V.  Jones,  1  WaU,  702  ;  New  York  Pharmical  Association  v,  Tiiden, 
23  Pea.  Off.  Gaz.  272  ;  14  PM,  Rep\,  740  ;  21  Blatchf,  190.  A 
certified  copy  of  an  unacknowledged  instrument  recorded  in  the 
patent-office,  purporting  to  be  a  duly  executed  assignment  of  a 
patent  was  ?i€ld  in  a  suit  for  infringement,  sufficient  proof  of 
assignment,  in  the  absence  of  countervaling  testimony.  Dederick 
V.  Whitman  Agricultural  Co.,  26  Fed,  Rep\  763.  In  general,  a 
certified  copy  of  an  assignment  from  the  patent-office  is  prima  facie 
evidence  of  the  genuineness  of  the  original.  Lee  v.  Blandy,  2  Feh. 
89;  1  Bond^  361. 

Where  there  is  reason  to  doubt  the  construction  of  an  assign- 
ment, its  language  should  be  taken  against  the  grantor,  as  he  is 
chargeable  with  any  obscurity  in  this  respect.  Smith  t;.  Selden,  1 
Blatchf.  475 ;  May  v.  Chaflfoe,  5  FieL  Pat.  Cas.  160  ;  2  I)iU.  385. 

Validity. 

An  assignment  of  a  patent  may  be  made  as  well  before  the  issu- 
ing of  the  patent  as  afterward.  The  thing  to  be  assigned  is  not 
the  mere  parchment,  but  the  monopoly  conferred — the  right  of 
property  vrhich  it  creates ;  and  when  the  party  has  acquired  an 
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inchoate  rights  an  assignment  of  It  is  legal.  After  the  patent  has 
been  issued  no  new  assignment  is  necessary  ;  the  legal  right  to  the 
monopoly  and  the  property  it  created  is  vested  by  operation  of  the 
assignment  in  the  assignee.  So  heidy  "when  the  assignment  has 
been  recorded  before  ths  patent  issued.  Gayler  v.  Wilder,  10 
How,  477,  403.     See  ante^  p.  90. 

If  an  assignment  is  duly  made,  the  motive  for  making  it  is  not 
material.  The  legal  title  passes  to  the  assignee,  who  may  roaintair 
suit  for  infringement  without  joining  the  patentee.  Siebert  Cylin* 
der  Oil  Cup  Co.  v.  Phillips  Lubricator  Co.,  10  Fed.  R^'r,  677. 

An  assignment  of  all  the  grantor's  interest  in  certain  letters 
patent,  "  except  a  number  of  counties  heretofore  conveyed,"  is  not 
void  for  uncertainty  because  the  counties  reserved  are  not  named. 
ITiey  may  be  indentified  by  extrinsic  evidence,  or  by  averment  in 
pleading  not  traversed.  Washburn,  Ac.  Manaf.  Co.  v.  Haisli,  4 
Fed.  Repr,  900  ;  10  Biss.  65  ;  19  Fa/t.  Off.  Gaz.  173. 

An  instrument  purporting  to  be  an  assignment  of  an  expired 
patent  can  have  no  operation  as  an  assignment.  Bell  t?.  McCul- 
lough,  1  Fish.  Pat.  Cos.  280  ;  1  Bondy  194. 

Delay  in  making  an  assignment  of  a  patent  after  an  agreement 
to  sell,  is  not,  of  itself,  evidence  of  fraud.  Troy  Iron,  &c.  Fr.ctory 
V.  Corning,  Inflow.  193  ;  rev'g  I  Blotch f.  467. 

Where  a  person,  feeble  in  mind  and  body,  and  incapable  of  exer- 
cising control  over  his  property,  or  of  managing  it  in  a  prudent, 
careful  manner,  or  of  making  any  contract  with  reference  thereto, 
was  unduly  influenced  to  purchase  an  interest  in  a  patent-right  of 
doubtful  utility,  and  in  consideration  therefor  to  assign  notes  and 
a  mortgage  on  real  property  to  the  defendant,  it  was  l^eld  that  such 
assignment  was  void,  and  transferred  no  title  to  the  assignee. 
Colburn  v.  Van  Velzer,  11  FM.  RepWy  795  ;  3  McCran/y  650. 

Parol  evidence  of  fraudulent  representations  in  obtaining  an 
assignment  of  a  patent,  is  admissible  to  impeach  the  instrument. 
Day  V.  New  England  Car  Spring  Co.,  3  Liv.  L.  Mag.  44. 

An  assignee  of  a  patent  W2b^held  not  relieved  from  the  payment 
of  royalties  to  his  assignor  because  of  alleged  fraud  in  withholding 
the  fact  that  another  patent,  afterward  adjudged  invalid,  covered 
a  part  of  the  invention.    Shaw  v.  Soule,  20  Fed.  Rep'Vy  790. 
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SG.   What  Property  of  Interest  passes. 

A  patent  is  a  triple  right;  it  includes  to  make,  to  use  and  to  sell, 
the  patented  invention.  Adams  v,  Burke,  17  Wall.  46i3  ;  Dorsey 
Rake  Co.  f.  Bradley  Manuf.  Co.,  12  Blatchf.  202  ;  1  Bann,  &  A. 
»;^0.  A  patentee  may  grant  to  another  the  right  to  make,  or  to 
make  and  sell  for  use  here,  and  retain  to  himself  the  exclusive  right 
to  make  and  sell  for  export,  or  use  in  other  countries.  Dorsey 
11.  IL  liake  Co.  v,  Bradley  MTg  Co.,  eupra.  A  patentee  has  the 
exclusive  right  to  make,  use  and  vend  the  device  patented,  and  it 
is  his  privilege  to  grant  the  exclusive  right  to  make  to  one  person, 
to  use  to  another,  and  to  vend  to  another.  Steam  Stone  Cutter 
Co.  u.  Sheldon,  5  Fish.  477  ;  10  Blatchf.  1 ;  Adams  v.  Burke,  ^- 
FUh.  392  ;  1  Holmes,  40 ;  1  Fat.  Off.  Gaz.  282  ;  Bicknell  v.  Todd, 
6  McLean^  236.  A  patentee  may  convey  the  right  to  make  so  aii 
to  include  the  right  either  to  sell  or  use.  He  also  may  convey  the 
right  to  use  so  as  to  imply  the  right  to  sell.  The  circumstances, 
nature,  and  terms  of  each  grant  must  decide  the  construction. 
Woodworth  v.  Curtis,  2  Woodb.  ds  M,  524.  A  grant  of  an  exclu- 
sive right  to  make,  use,  and  vend  patented  articles  within  certain 
territory,  confers  the  right  to  make  and  vend  within  said  territory 
for  use  elsewhere,  and  any  person  who  manufactures  said  machines 
within  said  territory  without  the  consent  of  the  grantee,  infringes 
bis  right,  although  the  machines  may  neither  be  sold  nor  used 
within  said  district.  Jenkins  v.  Green wald,  2  Fl^h,  Fat.  Cos.  37  ; 
1  Bond,  128.     See  ante,  94. 

A  deed  by  a  patentee  of  an  invention,  conveying  all  the  right, 
title  and  interest  which  he  has  in  the  said  ^'  invention,"  as  secured 
to  him  by  letters  patent,  and  also  all  right,  title  and  interest  which 
may  be  secured  to  him  from  time  to  time,  the  same  to  be  held  by 
the  assignee  for  his  own  use  and  for  that  of  his  legal  representa- 
tives, "to  the  full  end  of  the  term  for  which  said  letters  patent  are 
or  may  be  granted,"  was  held  to  carry  the  entire  invention  and  all 
alterations  and  improvements,  and  all  patents  whatsoever,  issued 
and  extensions  alike,  to  the  extent  of  the  territory  specified.  Rail- 
road Co.  r.  Trimble,  10  Wall.  367. 

An  assignment  nnder  a  specific  patent  does  not  authorize  the 
assignee  to  use  subsequent  improvements,  although  they  may  have 
been  invented  and  attached  to  the  original  device  at  the  time  the 
transfer  was  executed.     American  Hide  and  Leather  Company  v. 
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American  Tool  &  Machine  Co.,  4  Fish.  Pat,  Cos.  284  ;  1  Holmes^ 
503. 

An  assignment  by  the  inventor,  of  a  patent,  together  with  the 
right  to  improvements  to  be  subsequently  invented  or  patented, 
does  not  include  a  later  patent  where  the  construction  and  mode  of 
operation  are  substantially  different.  Stebins  Hydraulic  Elevator 
Mfg.  Co.  V.  Stebins,  17  P<U.  Off.  Gaz.  1348  ;  1  Fed.  Hep.  445  ; 
5  Bann.  £  A.  Pat.  Ca%.  199. 

The  sale  of  an  ^*  invention  "  carries  with  it  the  exclusive  right 
to  all  present  or  future  patents  by  the  same  inventor  for  the  partic- 
ular invention  sold.  Hammond  t;.  Hunt,  4  Bann.  iSb  A.  Pat.  Cos. 
111. 

The  inventor  is  vested  by  law  with  an  inchoate  right  to  the 
exclusive  use  of  his  device  which  he  may  perfect  by  proceeding  as 
prescribed  by  law.  An  assignment  of  his  whole  interest  is  equally 
within  the  act,  whether  made  before  or  after  the  patent  is  issued. 
If  made  before  the  issuing  of  the  patent,  it  transfers  the  legal  title 
to  the  assignee,  although  the  patent  afterwards  issues  to  the  inven- 
tor. Gayler  v.  Wilder,  10  How.  477  ;  Rathbone  v.  Orr,  5  McLeariy 
181 ;  Rich  V.  Lippincott,  2  Fish.  Pat.  Cas.  1  ;  Herbert  v.  Adams, 
4  Mas.  15. 

Refusal  of  assignee  to  perform  conditions  subsequent,  cannot 
revest  the  title  to  the  invention  in  the  assignor  ;  his  remedy  is 
action  for  damages.  Mallory  v.  Mackaye,  22  Pat.  Off.  Gaz.  9i5  ; 
12  Fed.  Rep.  328. 

The  assignment  of  a  patent  does  not  carry  with  it  a  transfer  of 
the  right  to  damages  for  an  infringement  committed  before  such 
assignment.     Moore  v.  Marsh,  7  Wall.  515. 

Patent  standing  in  the  name  of  one  partner,  does  not  pass  by 
assignment  of  the  ''firm  property."  McWilliams  Manuf.  Co.  t;. 
Blundell,  22  Pat.  Off.  Gaz.  177. 

Two  persons  owning  exclusive  patent  rights  covering  different 
territories,  desiring  to  effect  a  community  of  interest  in  the  whole 
property,  conveyed  the  rights  to  a  third  person  as  trustee,  author- 
izing him  to  sell  rights,  grant  licenses,  Jbc.  It  was  hdd  the  legal 
effect  of  the  instrument  was  to  make  the  trustee  their  agent,  to 
carry  out  their  joint  instructions.  Ladd  v.  Mills,  22  Blatchf.  242  ; 
20  Fed.  Rep.  792. 

An  assignment  of  a  patent  to  an  assignee  in  trust,  gives  him  the 
legal  title.  Campbell  v.  James,  17  Blatchf.  42;  4  Bann.  db  A. 
Pat.  Cas.  466  ;  18  Pat.  Off.  Gaz.  979,  rev'd,  104  U.  S.  357. 
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Whether  one  of  two  persons  holding  a  patent  as  trustees,  admin- 
istrators, or  the  like,  can  assign  it,  acting  alone,  see  Barker  v.  Stowe, 
11  I^ed.  Hep'Ty  303 ;  22  Pat.  Of.  Gaz,  258  ;  Wintermute  v.  Red- 
ington,  1  Fish.  Pat.  Cos.  239.  Under  a  conveyance  of  the  entire 
legal  title  to  patents  to  joint  trustees,  with  full  power  to  dispose  of 
them  at  their  discretion,  the  joint  deed  of  both  is  required  to  con- 
vey any  title  to,  or  interest  in,  the  patents.  Westcott  v.  Wayne 
Agricultural  Works,  11  Fed.  Eep.  298. 

87.  Rights  of  the  Parties  in  other  Bespects. 

An  assignment  of  an  exclusive  right  to  make,  use  and  vend  to 
others  a  patented  machine  within  a  certain  territory  only,  does  not 
prohibit  the  assignee  from  selling  elsewhere,  out  of  the  said  terri- 
tory, the  products  of  such  machines.  The  restriction  in  the  assign- 
inent  applies  solely  to  the  using  of  the  machine,  and  is  no  restric- 
tion as  to  place  of  the  sale  of  the  product.  Simpson  v.  Wilson,  4 
How.  109. 

An  assignee  of  a  patent  taking  with  knowledge  of  an  existing 
agreement  by  the  assignor  licensing  others  to  make  and  sell  the 
patented  article,  is  bound  by  such  agreement,  and  may  be  restrained 
from  violating  negative  covenants  on  the  part  of  his  assignor  con- 
tained in  it.     Hapgood  v.  Rosenstock,  23  Fed.  JRepV,  86. 

The  asssignee  of  all  the  right,  title  and  interest  of  the  patentee 
in  his  invention  and  patent  in  a  specified  territory,  without  any 
restriction  upon  his  right  to  vend  in  said  territory,  may,  as  oppoHed 
to  the  rights  of  a  subsequent  assignee  for  other  territory,  lawfully 
sell  the  patented  article  within  his  own  territory,  without  restric- 
tion or  condition.  McKay  v.  Wooster,  2  Sawyer^  3i'3;  Z  Pat.  Off. 
Gaz.  441;  6  Fish.  Pat.  Cos.  375;  6  Am.  L.  T.  169. 

A  grantee  for  a  specified  territory  cannot  be  restrained  from 
advertising  and  selling  within  it  merely  because  the  purchasers  may 
take  the  patented  articles  outside.  Hatch  v.  Hall,  30  Pat.  Off. 
Gaz.  1096  ;  22  Fed.  Rep.  438. 

The  sale  of  a  patent-right  creates  an  implied  warranty  as  to 
title,  growing  out  of  the  sale  itself,  and  draws  to  it  any  after- 
acquired  right  of  the  warrantor.  Even  if  the  patent  be  invalid,  the 
warrantor  may  be  estopped  from  using  the  thing  sold,  within  the 
territory  for  which  he  sold  his  alleged  right.  Faulks  t;.  Kanip,  3 
Fed.  Rep'r^  898  ;  M  Blatchf.  432  ;  \1  Pat  Off.  Gaz.  851  ;  9  liep>, 
304 ;  5  JSann.  c£  A.  Pat.  Cas.  73.     The  assignee  of  a  patent  has 
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tbc  right,  as  against  the  assignor,  to  manufacture  under  the  patents 
though  it  be  void  as  to  the  rest  of  the  world  ;  and  cannot  be  pre- 
cluded, by  reason  6i  an  older  patent,  control  of  which  is  procured 
by  the  assignor,  from  exercising  his  rights  under  the  assignment. 
Curran  v.  Burdsall,  20  Md,  RepW^  835.  The  warranty  of  title  to  a 
patent,  or  the  right  to  a  warranty,  draws  to  it  any  after-acqiiired 
right  or  title  of  the  warrantor.     j?6. 

Assignees  of  a  patented  invention  are  not  concluded  or  estopped 
by  the  statement  made  by  their  assignor,  in  his  application  for  the 
patent,  of  the  date  of  his  invention,  frqm  proving  (on  a  question  of 
interfering  patents)  that  the  true  date  was  earlier.  Union  Paper 
Bag  Machine  Co.  r.  Crane,  1  Holmes^  429  ,  6  Pat.  Off.  Gaz.  801. 
A  license  to  use  a  patent  contained  a  provision  that  it  should  not 
bo  transferred  without  the  consent  of  the  licensor.  It  appeared 
that  after  an  assignment,  without  consent,  the  assignee  of  the 
licensor  made  a  settlement  and  received  royalties  from  the  assignees. 
It  was  held,  the  assignee  was  estopped  from  urging  the  invalidity 
of  the  transfer.  Bloomer  v.  Gilpin,  4  Mah,  Pat.  Cos.  50.  If  one  of 
several  joint  patentees  assigns  to  a  third  person,  the  estoppel  on  the 
assignor  works  a  license  to  the  assignee  to  use  the  patent,  and  the 
joint  owners  must  look  to  the  one  who  assigned,  for  an  accounting. 
Curran  v.  Birdsall,  20  Fad.  MepW,  8.15.  One  of  two  owners  in  com- 
mon of  two  patents,  one  of  which  was  for  an  improvement  on  the 
other,  granted  his  interest  in  the  later  patent  to  his  associate,  in 
consideration  of  the  latter's  assignment  to  him  of  the  earlier  patent. 
It  was  held,  that  he  who  thus  became  sole  owner  of  the  earlier 
patent  was  estopped  from  claiming  that  the  later  one  was  an 
infringement  upon  it.  Rumsey  v.  Buck,  20  Fed.  JRep^r,  697.  The 
assignee  of  a  patent  stands  in  full  privity  to  a  decree  for  infringe- 
ment obtained  by  the  assignor  (Dayton  v,  Wright,  11  Pat.  Off. 
Gaz.  197)  ;  and  is-  estopped  by  one  which  binds  his  assignor. 
Pennington  'o.  Hunt,  20  Fed  Pep* r,  195. 

The  legal  title  to  a  patent  will  prevail  over  the  equitable  title, 
unless  the  rights  of  the  holder  of  the  legal  title  were  acquired  with 
notice  of  the  equities  of  the  one  in  whom  the  equitable  title  was. 
Davis  Improved  Wrought-iron  Wagon  Wheel  Co.  v.  Dayia 
Wrought-iron  Wagon  Co.,  20  Fed.  Pep\  699. 

One  who  took  an  assignment  6f  the  rights  in  litigation  of  a 
defendant  in  an  action  for  violating  a  patent,  pending  an  ajipli- 
cation  for  an  injunction,  was  held,  to  liavo  no  other  or   higher 
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rights  than  his  assignor,  and  not  to  be  entitled  to  be  deemed  an 
independent  infringer.     Parkhurst  v.  Kinsman,  2  Blatchf,  78. 

An  assignment  of  all  interest  in  a  patent,  vas  lield  to  have  dis- 
solved the  paitnership  for  working  it.  Parkhurst  t;.  Kinsman,  1 
BUitchf.  488  ;  8  iV;  T.  Leg.  01*8.  140, 

Where  an  assignment  of  a  right  under  a  patent  refers  to  tho 
patented  improvement  as  being  in  use  by  a  certain  party,  such  ref- 
erence is  express  information  to  tlie  assignee  of  the  fact  of  such  use; 
and,  the  party  referred  to  being  in  possession  to  tlie  extent  of  such 
asse,  such  possession  is  constructive  notice  of  the  claim  of  nglit  uudcr 
which  the  possession  and  use  are  had.  Prime  v.  Brandon  ^lanuf. 
Co.,  10  Blatchf.  463  ;  4  Bonn.  €&  A.  Pat.  Cos.  .^79. 

No   guaranty   of   title   is  binding   against   the  setting   up  o^ 
unfounded  claims.     So  held  of  a  patent.     Shaw  v.  Soule,  20  luii/ 
Jiep\  700. 

Where,  through  several  assignments,  an  individual  becomes  tlie 
owner  of  a  number  of  distinct  patents,  his  rights  are  no  grc'atiT 
than  those  of  his  assignors  respectively.     Washburn,  Jbo.  Manuf. 
Co.  V.  Griesche,  16  Mcl^Bep'r^  609. 

When  a  patent  has  been  assigned  upon  condition  of  re-assign- 
ment under  certain  contingency,  the  court  will  decree  a  re- transfer 
when  the  contingency  arises.  Andrews  v.  Fielding,  20  JFhd.  BepV, 
123. 

83.  Eliistrative  Cases  d^etermininj  Rijhts  under  Particular 

Assignments. 

An  assignment  expressed  to  run  ^*  to  the  full  end  of  the  term  for 
which  letters  patent  are  or  may  bo  granted,'^  includes  reissues, 
renewals,  and  extensions.  Railroad  Co.  v.  Trimble,  10  Wall.  367  ; 
Rnggles  V.  Eddy,  5  Fieh.  Pat.  Cas.  681  ;  10  Blatdif.  62  ;  Thayer  v. 
Wales,  6  Fi^h.  448  ;  Phelps  v.  Comstock,  4  McLean^  3^3  ;  Case  t). 
Kedtield,  4  MeLean^  626  ;  Oear  v.  Holmes,  6  FW^  699  ;  Emmons  v. 
Siaddin,  9  Pai.  Off.  Gaz.  352  ;  2  Bann.  <t  A.  Pat.  Cob.  199;  Good- 
year V.  Cary,  i  Blatchf.  27  U 

An  assignment  of  a  re*issued  patent,  transferring  to  the  assignee 
all  the  right,  title  and  interest  which  tho  patentee  has  "  in  the 
said  invention  and  letters  patent,"  Ac,  was  Jield^  to  transfer  an 
extension  and  renewal  notwithstanding  the  patent  was  reissued 
subsequently  to  the  assignment,  Nicholson  Pavement  Co.  «.  Jen- 
kins, 4  WaU.  462. 
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T.  transferred  to  S.  all  his  right,  title  and  interest  in  a  patent, 
and  afterward  transferred  to  D.  all  his  right,  title  and  interest  in 
the  same  patent.  Subsequently  S.  transferred  to  T.  all  the  interest 
T.  had  conveyed  to  him.  It  was  held^  that  D.  acquired  nothing  by 
the  transfer  to  him,  and  that  such  transfer  to  T.  did  not  inure  to 
the  benefit  of  D.  so  as  to  perfect  his  title.  Perry  v.  Coming,  7 
Blatchf.  195. 

A.  and  B.,  general  owners  of  a  patent,  except  for  certain  coun- 
ties in  Michigan,  united  with  C,  the  owner  of  those  counties,  in 
appointing  B.,  their  attorney  and  agent,  to  sell  the  patent  improve- 
ment iu  whole  or  in  part.  In  a  conveyance  of  a  right  to  manufac- 
ture and  sell  in  Chicago,  111.,  the  agent  signed  the  names  of  A.  and 
J> ,  but  not  C.  It  was  hdd^  that  C.  had  no  interest  in  the  territory 
conveyed,  and  that  he  need  not  join  in  the  grant.  May  v.  Chaffee, 
6  Fish.  Fat.  Cas.  )  00. 

An  agent  employed  to  sell,  having  secretly  purchased  from  the 
owner,  and  afterward  sold  the  invention  at  considerable  advance, 
is  deemed  a  trustee  for  the  principal  as  to  the  surplus  realized,  and 
hu  cannot  re-acquire  the  rights  and  compel^is  employer  to  accept 
them.    Jeffries  t;.  Wiester,  2  Sawyer,  135. 

D.  applied,  in  August,  1866,  for  a  patent  for  a  hand-mirror,  and 
at  the  same  time  for  a  patent  for  ^'  a  brush  in  which  the  bristles  are 
inserted  through  a  perforated  plate,  or  holder,  imbedded  in  a  com- 
position or  cement  of  any  suitable  substance,  as  described,  which 
cement  shall,  in  common  with  a  base-piece  and  stiffener  of  metal,  or 
other  material,  form  the  back  and  handle  of  the  brush,  substantially 
as  specified.''  The  back  of  the  hand-mirror,  for  which  a  patent  was 
applied,  was  to  be  substantially  of  the  same  construction  as  the 
back  of  the  brush.  While  the  applications  for  both  patents  were 
pending,  D.  assigned  to  a  corporation  all  his  inventions  ''in  the 
manufacture  of  composition  brush-backs  and  handles,  with  suitable 
strengtheners,"  and  all  applications  for  a  patent  ''therefor,"  and 
certain  apparatus,  used  by  him  "  in  said  manufacture,"  with  all  his 
useful  information  "  for  making  and  selling  said  composition  brush 
backs  and  handles,"  "meaning  hereby  to  transfer " all  his  rights 
"  to  the  manufacture  and  sale  of  said  composition  brush-backs  and 
handles."  It  was  held,  that  this  was  only  an  assignment  of  the 
brush-back,  and  of  the  application  for  the  brush  patent,  and  did 
not  carry  a  right  to  the  invention  of  the  hand-mirror.  Clark  t;. 
Scott,  5  Fish.  Fat.  Cas.  246. 

The  expression   "right,  title,  and  interest"  contained  in  an 
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assignment  from  a  person  holding  under  the  patentee,  is  enough  to 
put  the  assignee  on  inquiry,  and  to  charge  him  with  notice  of  what 
such  inquiry,  if  made  of  the  first  grantor,  would  have  disclosed. 
Hamilton  v.  Kingsbury,  17  Pat  Off.  Gaz.  847;  6  Bann.  &  A.  JPcU, 
Cos,  157  ;  17  JBlatchf.  460  ;  4  Ihd.  Bep.  428. 

S.  and  E.,  patentees,  executed  an  agreement,  sale  and  grant  to  B. 
of  "  the  said  invention  and  letters-patent  or  extensions  to  be  here- 
after obtained  on  account  of  said  invention,^'  and  containing  certain 
convenants  and  agreements  of  quiet  enjoyment  of  all  rights  under 
the  patent  so  assigned,  and  not  to  make  or  sell,  or  cause  to  be  made 
or  sold  any  other  machine  for  the  purpose  to  which  such  patented 
machine  was  applicable.  Subsequently  8.  and  L.  took  out  a  patent 
and  obtained  a  reissue  thereof  for  inventions  of  the  same  character 
and  purpose  of  that  described  in  the  sale  or  assignment  to  B.,  and 
brought  suit  against  the  plaintiffs  herein,  who  were  the  purchasers 
and  assignees  of  B.'s  interest.  It  was  Jield^  that  the  title  of  S.  and 
L.  must  be  held  to  be  only  in  trust  for  B.  and  his  assigns,  so  far  as 
the  letters-patent  of  the  United  States  embraced  any  inventions 
made  by  8.  before  the  conveyance  to  B.  and  incorporated  in  the 
agreement  of  sale  and  grant  to  B.  by  S.  and  E.  Emmons  v* 
Sladdin,  9  Pat.  Off.  Gaz.  352, 

A  patentee  granted  to  V.  the  exclusive  right  to  construct  and 
use  and  vend  within  a  certain  territory,  iQH  planingy  tongueing  and 
grooving  machines,  and  the  grant  declared  that  Y.  was  to  enjoy  an 
exclusive  use  of  the  patent  within  said  territory,  limited  to  said  ten 
machines  ;  and  afterward  the  patentee  granted  to  E.  the  exclusive 
right  under  the  patent  of  making,  using  and  vending,  within  the 
ssLmG  terriioryy  moulding  planing  machines.  It  was  Ae^,  that  the 
grant  first  made  to  Y.  conveyed  the  entire  interest  of  the  patentee, 
and  that  the  subsequent  grant  to  K.  was  void.  Bitter  v.  Serrell, 
2  Blatchf.  379. 

An  inventor  caused  a  patent  to  be  granted  to  himself  and  two 
others  under  an  agreement  to  that  effect,  and  that  they  should 
have  the  exclusive  right  to  manufacture  and  sell,  until  the  patent 
expired.  Later,  he  caused  a  patent  to  issue  to  himself  alone,  and 
afterward  assigned  it  to  the  complainant.  It  was  hddy  that  the 
legal  title  to  the  last-mentioned  patent  was  in  the  complainant. 
Graham  v.  McCormick,  5  Bann,  <b  A.  Pat.  Gas,  244. 

An  assignment  of  a  patent,  paid  for  partly  in  cash  and  partly 
by  several  notes,  contained  a  condition  that  the  assignment  should 
be  void  if  the  assignee  failed  to  pay  any  one  of  the  notes  within  ten 
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days  after  it  was  dae^  It  wa$  held,  that  a  failure  to  pay  a  number 
of  the  notes  last  due  worked  a  forfeiture  of  the  assignment,  so  aa 
to  make  a  license  granted  by  him  after  sueh  failure  void.  Abbett 
V.  Lusi,  5  Bann.  Jb  A.  PaL  Cos*  38;  3  ^  J.  L.  J.  47. 

Tlic  sale  by  a  patentee,  for  a  term  of  years,  of  the  exclusive 
light  in  a  patent,  reserving  scrtain  shop^rights,  does  not  debar  him 
from  bringing  suit  against  a  third  party  for  infringement,  as  he 
has  a  beneficial  interest  in  the  right  secured  by  the  patent.  Still 
«.  Reading,  20  Pat.  Off.  Gaz.  1025  ;  9  Fed.  RepW,  40  ;  4  TTooA, 
345. 

8D.  Recording. 

For  the  statute  on  this  subjeot,^  see  antSy  pp.  93,  94. 

No  instrument  will  be  recorded  which  does  not,  in  the  judgment 
of  the  commissioner,  amount  to  an  assignment,  grant,  mortgage, 
lien,  inciirabranoe  or  license,  or  affect  the  title  of  the  patent  or 
invention  to  which  it  relates.    Xules  of  Prac.  No.  204. 

Assignments  which  are  made  conditional  on  the  perfonnance  of 
certain  stipulations,  as  the  payment  of  money,  if  recorded  in  the 
office,  are  regarded  as  absolute  assignments,  until  canoeLed  with 
the  witten  consent  of  both  parties,  or  by  the  decree  of  a  compe- 
tent court.  The  office  has  no  meanii  of  determining  whether  aoch 
conditions  have  been  fulfilled.    Id.  205. 

The  receipt  of  assignments  is  not  generally  acknowledged  by 
the  office.  They  are  recorded  in  regular  order  as  promptly  as  pos- 
sible,  and  then  transmitted  to  the  persons  entitled  to  them.  Id* 
207. 

An  assignment  to  an  assignee  in  bankruptcy,  of  all  patents 
owned  by  the  bankrupt,  is  not  required  to  be  recorded.  Bev.  Stat. 
§  5040,  vests  patent-rights  at  once  in  the  assignee.  Prime  v. 
Brandon  Manuf.  Co.^  4  BanTU  tt  A.  Pat.  Cos.  379  ;  16  Blotch/. 
458. 

Atf  between  the  parties,  recording  is  not  necessary.  The  effect 
of  the  statute  ii  tliat  as  against  a  subsequent  purchaser  from  the 
patentee,  for  a  valuable  consideration,  acting  in  good  faith  and 
without  notice,  the  assignment,  if  unrecorded  for  three  months 
from  the  time  when  it  was  made,  is  invalid*  Perry  t^.  Coming,  7 
Blatchf.  195 ;  Hall  tr.  Speet,  1  PUteb.  613  ;  6  PUU.  Leg.  J.  403. 

But  an  unrecorded  assignment  of  aril  the  grantor's  rights  title, 
and  interest,  in  and  to  a  certain  patent,  is  good  aa  against  a  anbse- 
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qiient  recorded  assignment  made  by  the  game  grantor  to  a  purchaser 
havrng  notice  of  the  previouiS  assignment.     Ashcroft  v.  Walworth, 

1  ffobnea,  152  ;  2  Pat.  Of.  Gaz.  646  ;  6  Fish.  Fat.  Gas.  528.  So 
an  agreement  which  operates  as  a  transfer  of  a  patent  is  good  as 
against  the  patentee  and  those  who  purchase  with  notice,  though 
not  recorded.  Continental  Windmill  Co.  v.  Empire  Windmill  Co., 
4  Fish.  428  ;  8  BkUchf.  295.  The  subsequent  assignment  mav,  by 
its  mere  terms,  give  notice  of  a  prior  one ;  thus  it  has  been  held 
that  a  conveyance  of  "  all  my  right,  title,  and  interest  in  and  to  "  a 
patent,  though  properly  recorded,  does  not  include  the  right  for 
territory  covered  by  a  prior  conveyance,  although  the  prior  convey- 
ance was  not  recorded  in  the  patent-office.  Turnbull  v.  Weir  Plow 
Co.,  14  Fhd.  FepW,  108  ;  9  Biss.  334  ;  23  Pat.  Off.  Gaz.  91  ;  6 
3ann.  &  A.  Fat.  Cas.  288.  A  purchaser  has  the  right  to  rely 
upon  the  apparent  record  title,  ko  long  as  he  acts  in  good  faith;  he 
must,  however,  have  parted  with  a  consideration  large  enough  to 
make  it  inequitable  for  him  to  be  required  to  give  up  the  property 
to  one  who  has  not  the  apparent  legal  title,  and-  this  consideration 
should  be  set  forth  in  amount,  in  a  plea  setting  forth  the  title. 
Secombe  v.  Campbell,  2  Fed.  Rep\  367  ;  18  Blatchf.  108  ;  9  Rep'r^ 
708  ;  6  Bann.  A  A.  Fat.  Cas.  429. 

The  term  of  three  months  is  merely  directory  ;  any  subsequent 
recording  of  an  assignment  of  a  patent  will  suffice  to  vest  the 
assignee  with  title  except  as  to  intermediate  bona  fUle  purchasers 
without  notice.     Pitts  v.  Whitman,  2  Storyy  609  ;  Brooks  v.  Byam, 

2  Storj/y  626  ;  Boyd  v.  McAlpin,  3  McLean,  427  ;  Case  v.  Redtield, 
4  Mcljean,  626.  And  with  respect  to  the  assignment  of  an  inven- 
tion, recording  at  any  time  before  the  issuing  of  the  patent  is  sufh- 
cient.     Gay  v.  Cornell,  1  Blatchf.  506. 

With  respect  to  an  assignee's  right  to  maintain  suit,  it  is  not 
complete  until  he  has  recorded  his  assignment.  Wyeth  v.  Stone, 
]  Story,  273.  But  the  fact  that  the  recording  does  not  take  place 
till  after  suit  commenced  does  not  defeat  the  suit.  Pitts  v.  Whit- 
man, 2  Btofy,  609.  And  a  conveyance,  made  after  the  patent  has 
expired,  of  the  mere  right  to  sue  for  infringements  which  were 
Committed  during  its  lifetime  does  not  need  recording.  Gear  v. 
Fitch,  16  Fat.  Of.  Gaz.  1231. 

The  statute  as  to  recording  assignments  does  not  extend  to 
licenses  (Brooks  v.  Byam,  2  Story,  526  ;  Chambers  v.  Smith,  6 
Fi^h.  I\it.  Cas.  12  ;  Parrington  v.  Gregory,  4  Id.  221)  ;  and  a  pur- 
chaser of  the  right  granted  by  one  such,  which  is  recorded,  takes 
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subject  to  others  which  may  have  been  executed  cotemporaneoasly 
with  it,  but  were  not  recorded.  Hamilton  t;.  Kingsbury,  17 
Blatchf.  264  ;  17  Pat.  Off.  Gaz.  147;  4  Bann.  A  A.  Pat.  <7<w.  615. 

90.    What  is  a  License. 

A  license  is  the  mere  right  to  use  the  invention  ;  and  is  neither 
an  assignment  nor  a  grant  within  the  meaning  of  Rev.  Stat.  §  4928. 
Wocteter  V.  Seidenburg,  10  Pat.  Off,  Oaz.  244.  The  transfer  only 
of  a  right  to  use  and  vend  the  invention  for  limited  purposes  in  spe- 
cified places,  is  not  a  transfer  of  an  undivided  pai*t  of  an  entire 
patent,  and  the  transferee  is  merely  a  licensee.  Gamewell  Fire 
Alarm  Co,  v.  Brooklyn,  14  Fed,  Eep'ty  255  ;  22  Pat.  Off.  Gaz. 
1979  ;  15  MepWy  40.  The  construction  and  use  of  a  device,  with 
consent  of  the  inventor,  before  application  for  patent,  operates  as  a 
special  license  to  continue  to  use  the  specific  thing.  Magoun  v.  N. 
E.  Glass  Co.,  3  Bann.  <fc  A.  Pat.  Cos.  114.  While  employment  to 
invent  and  perfect  machinery  for  a  particular  purpose  will  operate 
as  a  license  to  the  employer,  it  will  not  of  itself  confer  upon  the 
employer  any  legal  title  to  the  invention  or  to  the  letters  patent 
protecting  it.  Whiting  v.  Graves,  3  Bann.  db  A.  Pat.  Cos.  222  ; 
13  Pat.  Off.  Gaz.  456  ;  Wilkens  t;.  Spajfford,  3  Bann.  db  A.  Pat. 
Cos.  274  ;  13  Pat.  Off.  Gaz.  675. 

An  agreement  by  which  a  patentee  conveys  to  a  grantee  the 
exclusive  right  to  make  and  venc^  the  thing  patented,  within  a  cer- 
tain territory,  reserving  to  the  grantor  the  right  to  make  and  sell 
within  the  same  territory,  is  not  an  assignment  of  an  exclusive  inter- 
est in  the  patent,  but  is  only  a  license.  Gaylor  v.  Wilder,  10  JE[ow. 
477.  S.  P.,  Sanford  v.  Messer,  2  Pat.  Off.  Gaz.  470  ;  6  Fish.  Pat. 
Gas.  411 ;  Theberath  v.  Celluloid  Manuf.  Co.,  3  Fed.  jBepV,  143  ; 
10  Rep\  326  ;  5  Bann.  db  A.  Pat.  Cas.  697. 

An  exclusive  right  to  use,  within  a  specified  territory,  a  pat- 
ented acid  in  making  self-raising  flour,  and  to  use  and  sell  the  flour 
so  made  within  such  territory,  was  heldy  (under  5  Stat.  121,  §§  11, 
14,  in  force  at  the  time  the  right  was  granted),  to  be  a  mere  per- 
sonal license,  and  not  an  assignment  or  grant  of  an  exclusive  right 
which  would  go  to  executors,  administrators  or  assigns,  in  the 
absence  of  express  words  showing  an  intent  to  so  extend  it.  [Cit- 
ing 10  How.  477,  494  ;  13  How.  193,  416  ;  and  distinguishing  10 
Heisk.  322.]     Oliver  v.  Rumford  Chemical  Works,  109  V.  S.  76. 

A  patentee,  in  consideration  of  weekly  payments,  assigned  and 
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released  all  his  right,  title  and  interest  in  the  patent,  so  far  only  as 
to  include  the  exclusive  right  of  manufacturing  and  vending  for  a 
term  of  years  ;  and  stipulated  ihat  in  case  of  default  of  payment 
the  patentee  should  have  the  right  to  claim  and  take  back  the  inter- 
est. It  was  held,  that  this  agreement  conveyed  no  interest  in  the 
patent  right,  but  amounted  to  a  mere  license  with  a  limitation  or 
condition  as  to  its  continuance.  Armstrong  v.  Hanlenbeck,  3  N. 
Y.  Leg.  Oba.  43, 

Where  A.  erected,  on  his  own  premises  and  at  his  own  expense, 
a  machine,  the  invention  of  B.,  and  B.  then  leased  the  machine  of 
A.  for  a  term  of  years,  covenanting  to  deliver  the  same  to  A.  at  the 
end  of  the  term,  it  was  heldy  that  this  amounted  to  a  license  or  a 
consent  in  writing  (under  the  patent  act  of  1700,  §  4),  to  use  the 
machine  after  the  end  of  such  term.  Keutgen  v.  Kanowrs,  1  Wash. 
168. 

91.    Presumption  or  Proof  of  a  License. 

Licenses  are  not  required  to  be  in  writing,  neither  need  the 
amount  of  fee  be  shown  by  writing  ;  the  whole  may  be  shown  by 
parol.  Wooster  v.  Simonson,  28  Pat  Off.  Gaz.  918;  20  Md.  Itep\ 
817. 

If  an  employer  has  any  right  to  the  invention  made  by  an 
eroploy6  during  the  period  of  his  employment,  it  is  a  mere  naked 
license  to  make  and  sell  the  patented  improvement  as  a  part  of  his 
business,  and  is  not  transferable.  Hopgood  v,  Hewitt,  21  Pat.  Off. 
Gaz.  1786  ;  11  JSiss.  184 ;  11  Md.  Refr,  422. 

If  a  person  employed  in  the  manufactory  of  another,  whilst 
receiving  wages,  makes  experiments  at  the  expense  and  in  the  man- 
ufactory of  his  employer,  has  his  wages  increased  in  consequence  of 
the  useful  result  of  the  experiments,  makes  the  article  invented,  and 
permits  his  employer  to  use  it,  no  compensation  for  its  use  being  paid 
or  demanded,  and  then  obtains  a  patent,  these  facts  will  justify  a 
presumption  of  a  license  to  use  the  invention.  McClure  t;.  Kings- 
land,  1  How.  202. 

A  patentee  knowingly  and  for  a  considerable  time  acquiesced  in 
the  use  of  his  patented  machine  by  another  who  had  previously 
constructed  and  used  the  same  by  his  permission,  and  actually  and 
voluntarily  accepted  a  compensation  for  such  use  from  the  person 
in  possession,  as  just  payment  f  oi!  such  use.  It  was  hddy  that  these 
acts  of  the  patentee  were  evidence  from  wliic*h  a  license  might 
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bx)  inferrca,  unless  oootrpUed  by  the  circnmstanccfl.  Blanchard 
V.  Sprague,  1  Glif.  288. 

An  ezcluBive  license  for  the  use  of  certain  patented  machineryy 
invented  and  constructed  during  the  term  of  service,  results  to  an 
employer  where  the  workman  agreed  to  give  the  employer  the 
exclusive  benefit  of  his  inventive  faculties,  and  of  such  inventions 
QA  he  should  make  in  a  particular  class  of  machinery  during  the 
period  of  employment.  Wilkinsu.  Spafford,  13  Fat  Off,  Gaz.  675. 
So,  too,  an  agreement  that  the  employer  shall  have  the  exclu- 
sive benefit  of  the  workman's  service  in  making  machinery  and 
improvements  in  the  employer's  premises,  (^erates  to  license  the 
use  of  machinery  perfected  and  cotstructetl,  or  in  course  of  con- 
struction, daring  the  term  of  service,  although  it  had  actually  been 
invented  and  patented  by  the  workman  prior  to  such  service.    lb. 

B.,  being  in  the  employ  of  the  Empire  Windmill  Co.,  contracted 
with  them  that  he  was  to  receive  from  them  five  hundred  dollars  for 
any  patentable  improvements  which  he  might  make  ;  and  afterward 
made  such  improvements,  and  obtained  a  patent  therefor  in  his  own 
name.  It  was  hdd^  that,  by  virtue  of  the  contract,  the  Empire  Wind- 
mill Co.  acquired,  and  bad,  an  equitable  if  not  legal  right  to  use  the 
Improvements.  Continental  Windmill  Co.  v.  Empire  Windmill 
Co.,  8  BlcUchf,  296  ;  4  Fish.  PaL  Cas.  428.  B.  also  attempted  a 
clandestine  transfer  of  the  improvements  to  one  of  the  officers  of 
the  Empire  WindmiU  Co.,  for  the  private  benefit  of  B.  and  such 
officer.  It  was  Jisldy  that  such  transfer  was  fraudulent  as  to  the 
company,  and  no  less  so  because  a  court  of  chancery  would  decree 
that  such  officer  held  as  trustee  for  the  company's  use;  and  further, 
that  as  the  suit  was  brought  in  equity,  the  fact  that  the  defendant 
had  an  equitable,  not  a  legal  right  to  use  the  improvement,  was  not 
material.  An  equitable  title  is  just  as  good  as  a  legal  title,  as  to 
matters  within  the  jurisdiction  of  a  court  of  equity.    lb. 

A  patentee,  while  in  defendants'  employment,  made  certain 
experiments  at  their  expense,  for  the  results  of  which  he  subse- 
quently obtained  a  patent.  Before  this,  a  contract  was  made 
between  patentee  and  defendants  for  the  manufacture  for  defend- 
ant of  a  certain  number  of  articles  afterwards  so  patented,  and  the 
transfer  to  defendants  of  the  tools  used  in  their  manufacture.  It  was 
liddy  that  from  these  facts  a  license  to  the  defendants  to  continue 
the  manufacture  after  patent  must  be  conclusively  presumed. 
Chabat  t;.  American  Button-holo,  &c.  Co.,  9  PkUa.  878  ;  16  Int. 
Rev.  Hec.  164. 
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One  who  sold  a  machine  containing  a  patented  invention  war- 
ranted the  title  to  it  and  the  right  to  use  it.  Ue  afterward 
acquired  a  part  interest  in  the  letters  patent.  It  was  Jidd,  that  the 
sale,  so  far  as  he  was  concerned,  operated  as  a  license  to  the  vendee 
to  use  the  machine.     Gottfried  v.  Miller,  104  U.  S.  521  ;  aff'g  10 

Payment  by  a  partnership  of  the  expenses  of  perfecting,  pro- 
curing and  sustaining  a  patent  issued  to  a  partner,  the  inventor,  for 
which  the  firm  was  fully  reimbursed  by  the  profits  from  its  use, 
was  heldf  not  to  give  rise  to  a  license  to  another  partner  to  use  it 
after  dissolution  of  the  partnership.  Keller  v.  Stolsenbaoh,  20 
M(l  liepVy  41;  27  Fat.  Of.  Oaz.  209, 

A  decree  for  nominal  damages  in  a  suit  for  infringement  of  a 
patent  against  the  manufacturer  of  infringing  machines,  does  not 
operate  as  a  license  to  the  manufacturer  or  his  vendee  as  to  all  exist- 
ing infringing  machines  made  by  the  manufacturer.  Blake  v. 
Greenwood  Cemetery,  25  JPat,  Of.  Oaz.  89  ;  16  Fed.  iZepV,  676. 

92.  Construction. 

A  licensee  who  is  authorized  to  use  two  machines  constructed 
according  to  the  patent,  may  use  two  at  all  times,  whether  con- 
structed by  himself  or  another.  Burr  v.  Duryee,  1  Wall.  531;  2 
Jush.  Pat.  Cos.  275. 

A  license  to  use  an  invention  by  a  person  only  at  '^  his  own 
establishment,"  does  not  authorize  a  use  at  an  establishment  owned 
by  himself  and  others.  Rubber  Co.  v.  Gtoodyear,  9  WaU.  788;  aff'g 
2  Cliff.  351  ;  2  Mah,  Pat.  Cos.  499. 

Where  defendants  held  a  license  under  complainant's  patent, 
granting  them  ''  the  right,  license  and  privilege  to  manufacture  and 
vend  landau  carriages,  with  the  said  invention  attached,"  containing 
the  provision  that  **  the  right,  privilege  and  license  hereby  granted, 
are  not,  nor  is  any  part  of  the  same,  to  be  transferred  or  assigned, 
or  in  any  manner  imparted  to  any  other  person  or  persons  wliatso- 
ever  ;  but  they  shall  be  exercised  solely  and  only  by  the  licensees 
personally,  or  by  woricmen  in  their  employment,  in  their  own  man- 
ufactory or  manufactories,  warehouse  or  warehouses  ;"  «ind  the 
further  provision,  "  nor  shall  this  license  authorize  or  empower  said 
licensees  to  sell,  exchange,  or  in  any  manner  dispose  of  any  part, 
parts,  or  portions  of  carriages  with,  or  fitted  or  adapted  for,  the  said 
invention,  otherwise  than  in  a  finished  state,  and  ready  for  market;' 
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it  was  hddy  that  the^  restrictions  do  not  prohibit  defendants  from 
procuring  the  patented  fiictnres  to  be  made  wherever  they  can  be 
manufactured,  and  still  less  do  they  prohibit  them  from  sending 
fixtures,  already  cast,  to  another  establishment  to  be  finished. 
Wood  V.  \yells,  6  FiBh.  PcU.  Gets.  382.  Such  a  license  does  not, 
indeed,  grant  the  right  to  deal  in  the  fixtures,  as  general  merchan* 
disc.  If  they  are  sold  apart  from  the  carriage,  there  is  an  infringe* 
ment  on  the  patent,  but  such  sale  does  not  work  a  forfeiture  of  the 
license.    lb. 

Where  a  person  is  enjoined  from  infringing  a  patent,  and  instead 
of  contesting  the  validity  of  the  patent  and  moving  for  a  dissolution 
of  the  injunction,  renews  a  license  formerly  had  to  use  the  patent 
such  renewal  will  not  be  regarded  as  made  under  duress,  and  will 
be  binding  upon  him.  McKay  v,  Zackman,  17  Fed,  Rep^r^  641; 
24  Pat.  Off.  Gaz.  1177  ;  16  iZopV,  163. 

Where  a  machine  is  licensed  for  use  in  a  particular  territory, 
the  use  of  it,  by  subsequent  purchasers,  in  territory  other  than  that 
for  which  it  is  licensed,  is  unlawful.  The  mere  fact  that  the  agent 
of  the  patentee,  after  the  transfer  of  the  machine  to  the  unlicensed 
territory,  demands  of  the  purchasers  the  back  royalties  due  upon  it, 
confers  no  right  to  use  it  outside  of  the  territory  named  in  the 
license.  Wicke  «*  Kleinknccht,  7  Pat.  Off.  Gaz,  1098;  \Bann.  c6 
A,  Pat,  Gas.  608. 

A  license  granting  the  right  to  use  a  patented  invention,  only 
upon  the  payment  of  a  specific  sum  on  each  machine  upon  which 
the  invention  is  used,  will  not  include  other  machines  where  the 
same  invention  is  used,  unless  the  same  is  paid  for  in  accordance 
with  the  terms  of  the  license.  Wooster  v.  Seidenburg,  10  Pat, 
Off,  Gaz.  244. 

A  grant  of  a  full  and  exclusive  right  to  '^use  and  sell''  a 
patented  invention  within  a  limited  territory,  contained  a  reserva- 
tion of  a  right  (but  not  an  exclusive  right)  in  favor  of  the  grantor, 
to  *'  make."  It  was  hdd^  that  giving  the  grantees  a  right  to  make 
must  have  been  intended,  because,  1,  if  the  invention  could  not  be 
made  except  at  the  will  of  the  grantor,  the  granted  right  to  use 
and  sell  would  be  worthless  ;  and  2,  if  the  right  to  make  did  not 
otherwise  pass  from  the  grantor,  the  reservation  of  a  right  to  him 
to  make  was  nugatory.  Hamilton  v.  Kingsbury,  15  Blatchf.  64  ; 
14  Pat.  Off.  Gaz.  448  ;  3  Bann.  eft  A.  Pat.  Gas.  846. 

W.,  the  patentee  of  inventions  in  steam  stone*cutting  machines, 
granted  to  a  corporation  '*  the  right  to  use  said  patented  machine, 
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or  any  number  of  said  machines,"  iu  its  quarry  at  S.  C.  succeeded 
to  the  rights  of  W.,  and  another  corporation  to  the  rights  of  the 
corporation  grantee,  in  the  quarry.  D.  was  making  a  machine 
embodying  the  patented  inventions,  for  the  new  corporation,  for 
use  in  said  quarry,  and  C.  sought  to  enjoin  D.  from  making  such 
machine.  It  was  held,  that  the  grant  conveyed  the  right  to  make 
machines  for  said  use,  including  the  right  to  procure  them  to  be 
made,  and  covered  the  making  of  them  by  the  person  procured  to 
make  them.  The  foundation  of  this  construction  is  the  presumed 
intention  of  the  grantor  to  make  his  grant  effectual.  Steam  Stone 
Cutter  Co.  v.  Shortsleeves,  16  Blaichf.  381 ;  4  Bann.  <&  A.  Fat. 
Cos.  364. 

A  license  to  use  a  patented  invention  upon  the  locomotives  used 
by  a  railroad  company  on  its  road,  or  on  '*  any  road  or  roads  now 
owned  or  that  may  hereafter  be  owned  or  operated  by  said  com- 
pany,'' was  held  to  embrace  not  only  locomotives  in  use  at  the  date 
of  the  license  upon  roads  then  owned  and  operated  by  the  com* 
pany,  but  also  such  other  locomotives  as  it  might  thereafter  use 
and  other  roads  which  it  might  thereafter  operate.  Mathew  v, 
Pennsylvania  R.  Co.,  8  Md.  liep'r,  46  ;  27  Int.  Bev.  Bee.  234 ;  12 
Bep'r,  294. 

Where  a  railroad  fifty-eight  miles  long,  having  a  license  to  use  a 
patente<l  improvement,  subsequently  acquired,  by  consolidation  and 
change  of  name,  two  hundred  and  ten  miles  more,  it  was  held,  that 
the  license  did  not  extend  to  or  protect  the  newly-acquired  portion. 
Emigh  V.  Chicago,  Burlington,  Ac,  R.  R.  Co.,  2  Hah.  Pat.  Caa.  387. 

An  agreement  to  pay  license  fees  for  the  use  of  machinery 
under  patents  during  the  continuance  of  their  terms,  and  each  of 
them,  wascontrued  to  mean  during  the  term  of  every  one  of  them, 
till  the  last  expired.     Potter  v.  Berthelet,  20  Fed.  BepW^  240. 

A  license  giving  the  right  of  manufacturing  under  any  patent 
the  licensee  might  obtain  by  or  through  his  application  then  filed, 
was  held  to  cover  the  patent  issued  in  accordance  with  the  claims 
as  modified  by  the  requirement  of  the  commissioner  of  patents. 
Kelly  V.  Porter,  17  Md.  Bep^  619 ;  8  Sawyer y  482. 

The  words  ^'  licensed  to  use  once  only,"  stamped  upon  each  arti- 
cle, were  held  to  have  imparted  notice  that  there  was  a  restriction 
in  the  use.  American  Cotton  Tie  Supply  Co.  t^.  Bullard,  17  PaJt. 
Off.  Oaz.  889. 

Where  both  parties  to  a  license  have  acted  upon  a  certain  con- 
straction  of  an  ambiguous  document,  that  construction,  if  in  itself 
n.— 8 
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admissible,  will  be  adopted  by  the  court.     Foster  v.  Ooldscbmidti 
28  Pat.  Of.  Gaz.  915  ;  22  Blatchf,  2^7  ;  21  Fed,  Ro.p.  70. 

A  license  granted  the  right  to  use  a  macLino  embodying  the 
invention  contained  in  a  patent  particularly  described,  and  other 
patents  which  the  licensor  had  or  might  obtain,  ai)p]ieable  to  said 
macliine,  for  the  term  of  the  existence  of  said  patents  or  any  of 
them,  and  of  all  renewals  and  extensions  of  the  same.  It  was  hcldy 
that  the  license  continued  in  force  until  the  expiration  of  the  term 
of  the  youngest  patent  embodied  in  the  machine.  McKay  v.  Mace, 
23  Fed.  Rep'r,  70. 

93.    Validity  and  Obligations. 

A  license  to  make,  use  and  sell  a  patented  invention,  within  a 
specified  territory,  by  mutual  mistake  not  made  exclusive,  whicb 
mistake  the  licensor  offered  to  correct,  was  held  to  be  a  valid  con- 
ti*act,  binding  upon  the  licensee  so  as  to  make  him  liable  for  royal- 
ties under  it,  and  not  to  be  set  aside  as  for  a  failure  of  considera- 
tion ;  no  loss  to  the  licensee  having  been  shown  from  the  defect. 
Laver  V.  Dennett,  109  V.  S,  90. 

Enlarging  one^s  factory  and  business  carried  on  under  a  license 
to  use  a  number  of  patented  machines  does  not  increase  his  liabil- 
ity for  royalty  if  the  number  of  the  machines  used  is  not  increased. 
England  v,  Thompson,  3  Clif.  271. 

A  corporate  body  gave  the  plaintiffs  an  exclusive  license  to  sell 
machines,  embodying  inventions  of  which  it  held  the  patents,  and 
agreed  to  furnish  the  machines  at  a  stipulated  price.  It  was  held 
that  the  company  might  be  prohibited  from  taking  measures  to  dis- 
solve its  organization  ;  and  that  its  assignee  of  the  patents  in  trust 
for  a  new  association,  should  be  forbidden  to  dispose  of  them. 
Singer  Manuf.  Co.  v.  Union  Buttonhole,  &c.  Co.,  4  Pat,  Off,  Gaz* 
553. 

No  one  can  justify  making  and  selling  a  patented  article  under 
a  license  from  the  patentee,  after  he  has  repudiated  the  license,  and 
refused  to  pay  the  stipulated  royalty  ;  and  one  who  purchases  from 
such  licensee,  with  knowledge  of  his  having  renounced  the  contract, 
will  also  be  liable  for  the  sale  of  the  articles  ho  purchases,  as  well 
as  for  sale  of  those  he  makes  afterward.  Moody  t;.  Tabor,  5  Pat, 
Off,  Gaz.  273. 

A  license  to'use  a  patent  was  granted  in  consideration  of  notes 
given  by  the  licensee  ;  with  an  agreement  that  if  the  notes  were 
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not  paid,  the  license  should  be  void.  It  was  held^  optional  with 
the  grantor  to  enforce  the  collection  of  the  notes,  or  treat  the 
rights  of  the  licensee  as  forfeited  under  the  stipulation.  Wood  worth 
V.  Weel,  1  Blatchf,  166. 

Unless  there  has  been  an  eviction  or  its  equivalent,  the  royalties 
agreed  to  be  paid  by  a  licensee  for  the  use  of  a  patent,  must  be 
paid  ;  even  though  he  has  signed  the  license  without  reading  it,  he 
is  bound  by  its  terms,  unless  he  lacked  capacity  to  comprehend 
-what  he  was  doing.  lb,;  McKay  v.  Yackman,  17  Fed.  RepW^  641 ; 
24  PcU.  Off.  Gaz,  1177  ;  16  EepW,  163. 

An  exclusive  license  to  use  a  patented  invention,  in  a  specified 
city,  d:iring  the  term  of  the  patent,  has  been  held  liable,  in  equity, 
to  be  subject  to  sale  for  the  payment  of  a  judgment  debt.  Mat- 
thews V.  Green,  19  Fed.  Rep\^  649. 

Under  a  contract  giving  a  license  to  use  a  patent  on  certain  con- 
ditions, it  has  been  held^  that  the  licensee  might  be  enjoined  from 
using  the  patent  beyond  the  limits  fixed  by  the  contract,  and  from 
iKsing  it  at  all  except  on  performance  of  the  conditions  ;  and  that 
a  breach  on  the  part  of  the  licensor  was  not  an  excuse  for  non-pay- 
ment of  the  tariff.  Brooks  v.  Stolley,  3  McLean^  523  ;  2  We^t.  L. 
J.  396. 

Inasmuch  as  joint  patentees  are  tenants  in  common  of  the  right, 
a  license  signed  by  only  one  of  them  clothes  the  licensee  with  the 
right  to  use  it ;  and  the  licensee  cannot  refuse  a  tender  of  such  a 
license,  and  defend  an  action  for  the  royalty  on  the  ground  that 
another  or  others  have  not  signed  it.  Dunham  v.  Indianapolis  <fc 
St.  Louis  R.  R.  Co.,  7  BU%.  223  ;  2  Bann.  db  A.  Fat,  Cos.  327.     j 

94:.  EstoppeCy  arising  from  a  License. 

If  a  licensor  seeks  to  set  aside  a  license  on  account  of  a  breach 
of  contract,  the  defendant  is  not  estopped  from  denying  the  validity 
of  a  patent  by  the  recitals  in  the  contract.  Burr  v,  Duryee,  I  WalL 
531  ;  2  I^h.  Fat.  Cos,  276  ; 

When  parties  have,  after  long  negotiation,  with  full  opportuni- 
ties for  knowing  what  they  are  doing,  entered  into  contracts  for 
the  use  of  inventions  covered  by  rival  patents,  and  no  fraud  or 
imposition  is  alleged,  the  case  of  a  party  sued  upon  such  a  contract 
must  be  very  clear  to  establish  as  a  defense  the  invalidity  of  the 
patent  for  which  he  has  agreed  to  pay  a  royalty.  Eureka  Co. 
'O.  Bailey  Co.,  11  Wall.  488.    And  when  such  a  party  has  furnished, 
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onder  the  contract,  a  model  of  the  macliine  which  he  proposes  to 
make,  on  which  he  agrees  to  pay  a  royalty,  he  cannot  deny  that 
such  machine  contains  matter  covered  by  the  patent,  unless  he 
alleges  and  proves  circumstances  which  would  set  aside  the  con- 
tract for  fraud,  mistake,  or  surprise.    lb. 

The  owners  of  a  patent  are  estopped  from  prosecuting  those 
who  have  worked  the  invention  under  a  license  from  a  third  party, 
relying  upon  the  admission  of  the  owners  that  such  third  party  had 
the  right  to  grant  such  license.  Whether  such  admission  can  avail 
the  respondents,  will  depend  on  whether  the  acts  relied  on  to  prove 
infringements  were  after,  and  in  consequence  of  these  admissions, 
and  before  they  had  notice  that  they  were  recalled  and  withdrawn. 
Gear  v,  Grosvenor,  1  Solmes^  215  ;  S  Pat.  O^,  Gaz.  380  ;  6  Msh. 
Fat.  Cos.  314. 

Selling  goods  manufactured  under  a  license  is  a  recognition  or 
admission  of  title  in  the  licensor  ;  and  the  licensee  cannot  dispute 
the  validity  of  the  patent,  by  way  of  defense  to  an  action  of  cove- 
nant for  the  recovery  of  royalties.  Wilder  v.  Adams,  2  Woodb.  A 
M.  329  ;  Sargent  t).  Lamed,  2  Curt.  340.  Not  so,  however,  of  selh'ng 
goods  which  defendant  had  on  hand  when  the  patent  was  obtained. 
White  t;.  Harris,  3  Fed.  Rep.  161  ;  5  Bann.  <t  A.  Pat.  Oas.  671. 

Licensees  are  entitled,  if  they  fulfill  the  stipulations  of  their 
licenses,  to  practice  the  invention  within  the  terms  and  conditions 
6i  the  instrument,  to  the  extent  of  the  authority  conferred,  without 
qjiestion  or  impediment  by  the  owner  of  the  patent ;  but  if  they 
refuse  to  perform  on  their  part,  deny  the  validity  of  the  patent,  and 
repudiate  the  license  and  title  of  the  licensor,  he  may  have  his 
remedy  by  suit  upon  the  license,  or  he  may  elect  to  treat  them 
thenceforth  as  infringers  of  his  exclusive  rights  under  the  patent. 
Being  infringers,  they  cannot  set  up  the  license  in  defense  of  a  suit 
anymore  than  if  they  had  never  possessed  any  such  authority. 
Cobn  V.  National  Rubber  Co.,  15  PcU.  Off.  Oaz.  829  ;  5  Bann.  <k 
A.  Pat.  Cob,  568. 

For  a  licensee  to  take  a  license  to  use  an  unlimited  number  of 
machines  for  a  limited  period,  is  a  waiver  of  any  prior  right  which 
he  may  have  had,  even  though  the  license  was  taken  under  a  mis- 
take of  law.  Wooster  v.  Taylor,  12  BkUchf.  384  ;  8  Pol.  Qff.  Gaz. 
644  ;  1  Bann.  <t  A.  Pat.  Cas.  594. 

If  a  license  contains  a  covenant  on  the  part  of  the  licensee 
which  implies  the  validity  of  the  patent,  and  if  he  has  had  the 
enjoyment  of  the  license,  he  is  estopped    from    impeaching  the 
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patent.    Magic  Ruffle  Co.  v.  Elm  City  Co.,  13  Blatchf.  151  ;   8 
Fai,  Off.  Oaz.  in  ;  Birdsall  v.  Perego,  5  Blatchf.  261. 

L.  Bned  J.  in  equity  for  infringing  a  patent.  J.  set  up,  by  plea, 
that  in  Jane,  1875,  L.  sued  T.  for  infringing  the  same  patent  ;  that 
T.  was  a  licensee  under  a  patent  granted  to  W.  before  the  patent 
to  L.  was  granted,  which  embodied  the  improvement  described  in 
the  patent  to  L.  ;  that  W.  assumed  the  defense  of  that  suit ;  that 
it  was  therein  adjudged  that  W.  was  the  first  inventor,  and  that  the 
patent  to  L.  was  void  of  want  of  novelty  ;  and  that  J.  was  a  liceo- 
see  of  W.,  under  a  license  granted  in  October,  1874,  and  was  mak- 
ing the  article  described  in  the  patent  to  W.  The  fact  that  the 
license  was  granted  before  the  judgment  was  rendered  was  keld^ 
to  be  alone  sufficient  to  prevent  the  judgment  from  operating  as  an 
estoppel  against  the  plaintiff.  IngersoU  v.  Jewett,  16  BUUchf. 
878  ;  9  i^epV,  105  ;  4  B<mn.  <t  A.  BcU.  Ca$,  361. 

An  assignor  of  a  patent,  who  agrees  to  stop  manufacturing  the 
patented  machines,  and  pays  a  license  fee  to  his  assignee  for  the 
privilege  of  selling  machines  he  has  on  hand,  is  estopped  from 
denying  its  validity,  in  a  suit  against  him  by  the  assignee  for  its 
infringement  by  manufacture  and  sale  under  letters  patent  issued 
subsequent  to  the  assignment.  Consolidated  Middlings  Purifier 
Co.  V.  Guilder,  9  Fed,  JRepVy  155  ;  3  McCrarj/,  186.  And  execu- 
tion and  acceptance  of  a  written  license,  was  held^  under  the  cir- 
cumstances, to  estop  the  licensor  from  recurring  to  the  prior  parol 
agreement,  and  the  licensee  from  impeaching  the  validity  of  the 
patent,  in  Every  v.  Candee,  17  BkUcftf.  200 ;  4  Bann.  A  A.  Pat. 
Cob.  545.  But  defendants  are  not  estopped  from  denying  infringe- 
ment, by  reason  of  having  formerly  acted  under  a  license  from  com- 
plainant, which  has  expired.  Blatherwick  t^.  Carey,  9  Fed.  JRep^r, 
202  ;  10  Biss.  484  ;  27  Int.  Rev.  Bee.  361.  And  an  offer  to  take 
a  license  from  a  patentee  to  use  his  invention  does  not  take  away 
the  right  of  the  person  making  such  offer  to  deny  that  the  patentee 
was  the  original  inventor.    Evans  v.  Eaton,  Pet.  C.  Ct.  322,  347. 

The  government,  after  using  a  patented  invention  under  circum- 
stances  which  warrant  implication  that  it  does  so  under  a  license 
and  an  obligation  to  pay  a  royalty,  cannot  defend  an  action  in  the 
court  of  claims  for  compensation  on  the  ground  that  the  invention 
is  valueless.    Palmer  v.  United  States,  20  Ct.  of  CI.  432. 
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95.    Bights  Created  by  License. 

A  licensee,  unless  he  is  estopped  by  his  contract,  is  at  liberty  to 
manufacture  and  sell  as  many  articles  as  he  pleases,  either  by  the 
old  method  or  by  any  new  machine  which  may  L^  Invented.  Burr 
«.  Duryee,  1  WaU,  631. 

Where  the  owners  of  a  patent  granted  a  license  to  use  it,  to  a 
firm  consisting  of  two  persons,  which  firm  was  afterward  dissolved, 
one  of  the  partners  baying  out  the  entire  interest  of  the  other,  an 
injunction  to  restrain  the  use  of  the  invention  by  such  purchasing 
partner  was  refused;  on  the  ground  that  the  dissolution  of  the 
firm  and  the  withdrawal  of  one  partner  did  not,  of  themselves, 
operate  to  extinguish  the  license.  Belding  v.  Turner,  8  Blatchf, 
32 !  ;  4  msh.  Fat.  Cos.  446. 

Every  person  who  pays  the  patentee  for  a  liceuvse  to  use  his  pro- 
cess, becomes  the  owner  of  the  product,  and  may  sell  "it  to  whom  he 
pleases,  or  apply  it  to  any  purpose,  unless  he  binds  himself  by 
covenants  to  restrict  his  right  of  making  and  vending  certain  arti- 
cles that  may  interfere  with  the  special  business  of  some  other 
licensee.  Metropolitan  Washing  Machine  Co.  v,  Earle,  2  Mah,  Pat, 
Cos.  203  ;  3  Wall  Jr.  320. 

A  mere  license  cannot  be  apportioned  so  as  to  permit  the  licensee 
•pO  grant  to  others  separate  rights  to  use  or  work  the  patent,  by 
subdividing  the  rights  that  may  have  been  granted  to  him.  Con- 
solidated Fruit  Jar  Co.  v.  Whitney,  1  Bann.  <k  A.  Pat,  Cas.  3/>6. 

Where  a  licensee  of  a  patented  machine  took  it  apart  and  us<>d 
some  of  its  parts  to  construct  a  new  one,  it  v\'as  Iield^  that  his 
license  did  not  give  him  permission  to  use  it.  Gottfried  v.  PhHlip 
Best  Brewing  Co.,  6  Bann,  db  A.  Pat  Cas.  4. 

A  grant  by  a  patentee,  of  "the  sole  and  exclusive  right  to 
manufacture  and  sell  machines  of  the  patented  invention  "  in  a 
specified  city,  gives,  by  implication,  to  a  purchaser  from  such  man- 
ufacturer, the  right  to  use  the  machine  until  it  was  worn  out, 
wherever  he  pleases.  May  v.  Chaffee,  2  Dill.  386;  6  Msh.  Pat. 
Cas.  160. 

The  owners  of  a  patent  granted  to  P.  and  G.,  the  sole  and 
exclusive  right  to  manufacture  and  sell  the  patented  machines  in 
Chicago,  111.  F.  and  G.  sold  the  patented  machine  to  the  defend- 
ants, who  took  it  to  Faribault,  Minn.,  where  they  resided,  and  used 
it  there.     Complainants  acquired,  by  proper  Cv/dveyauces,  the  exclu- 
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give  right  to  use,  and  sell  to  others  to  use,  the  pateuted  machine, 
within  Fpirbault.  It  was  held  that  the  defendant  had  a  right  to 
use  the  machine  without  liability  to  the  complainant.  May  v. 
Chaffee,  supra. 

When  a  member  of  a  firm  makes  an  invention,  but  manufactures 
the  machines  at  the  firm's  expense,  and  permits  the  firm  to  use  them, 
all  the  partners  have  an  equal  proportionate  right  in  them  and  their 
use.     Wade  v.  Metcalf,  16  Fed.  Eep%  130. 

96.    Assignments  of  Licenses.    Sub-license. 

The  general  doctrine  as  to  licenses  is,  that  express  words  of 
assignability  are  needful  to  render  them  transfemble;  a  grant  of  a  li- 
cense to  a  person  or  persons,  only,  does  not  pass  to  an  assignee.  Troy 
Iron  &  Nail  ^o.  v.  Corning,  14  How.  193;  Oliver  v.  Rumford  Chemi- 
cal Works,  10<^  U.  S.  75;  3  Sup.  CLRep'r,  61;  Baldwins.  Sibley,  1 
Cliff.  150;  Goodyear  y.  Providence  Rubber  Co.,  2  Cliff.  351;  2  JBlah. 
Pat  Cos.  351;  Lightner  v.  Boston  &  Albany  R.  R.  Co.,  1  Low.  838; 
Curran  v.  Craig,  22  led.  Jiej^Vy  101 ;  Eclipse  Windmill  Co.  v.  Wood- 
raansee  Windmill  Co.,  21  Ihd.  Hep'r,  65U;  32  J\it  Off.  Gaz.  1605. 
Thus  a  license  ^o  manufacture  at  a  specifie^i  plac'o,c>r  to  use  a  patented 
process  at  the  jicensee's  place  of  business,  and  associate  others  with 
him  in  it,  is  not  transferable.  Searls  v.  Bouton,  20  Blatchf.  420,  VI 
Fed.  Rep'r,  140  ;  21  Pat,  Off,  Oaz.  1784  ;  Gibbs  v.  Iloefner,  19  Fed. 
RepWy  323.  An  agreement  between  a  patentee  and  an  individual 
by  which  the  former  licenses  and  grants  to  the  latter,  without  add- 
ing "  executors,  administrators  or  assigns,^'  or  anything  equivalent, 
the  exclusive  right  to  manufacture,  sell,  &c.,  during  a  specified  term 
of  years,  and  that  he  will  engage  in  the  manufacture  and  sale,  will 
use  all  his  business  tact  and  skill,  &c.,  is  a  mere  license  to  thi; 
grantee  personally;  is  not  assignable  ;  and  on  his  death,  even  before 
the  specified  term  has  expired,  no  right  to  manufacture  or  to  sue 
infringers  under  it  passes  to  the  representatives  of  the  licensee. 
Oliver  «.  Rumford  Chemical  Works,  109  XT,  S.  75.  Generally,  how- 
ever, whether  a  license  is  or  is  not  assignable  is  to  be  determined 
not  merely  by  the  term  "  license,"  but  by  an  inquiry  into  the  inten 
tion  of  the  parties  ;  not  only  by  the  words  of  the  license,  but  by  the 
nature  of  the  transaction,  the  consideration  paid,  and  other  circum- 
stances showing  that  an  assignable  right  was  conferred.  Dorsey  R. 
H.  Rake  Co.  v.  Bradley  Manuf.  Co.,  12  Llatvhf.  2o2  ;  1  BamL.iJb 
A.  330. 
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A  license  that  runs  to  the  administrators  and  execntore  of  the 
licensees,  as  weU  as  to  their  assigns,  is  apportionable  and  may  be 
transferred  in  severalty.    Adams  v.  Howard^  22  I^ed.  RepW^  656. 

A  license  to  make  and  nse  a  patented  invention,  which  reserves 
no  royalty  to  the  owner  of  the  patent,  and  grants  the  right  to  the 
persons  named  as  parties  of  the  second  part,  and  to  their  executors, 
administrators  and  assigns,  is  assignable,  and  the  whole  right  of  one 
of  the  licensees  may  be  transferred  by  him  in  severalty.  Adams 
V.  Howard,  22  Fed.  RepW,  654. 

Permission  to  use  a  patent  may  be  transmissible  by  succession 
to  a  corporation  formed  of  a  union  of  two  licensees,  and  succeeding 
to  the  rights  and  obligations  of  both.  Lightner  v.  Boston  & 
Albany  R.  R.,  1  Lowell,  338. 

A  patentee  executed  an  instrument  agreeing  to  *' grant,  bar- 
gain, sell,  assign  and  transfer  to  B.,  his  executors,  administrators 
and  assigns,  the  right  and  privilege  of  making,  using  and  selling 
friction  matches,"  as  patented,  to  have  and  to  hold  "  the  right  and 
privilege  of  manufacturing  the  said  matches,  and  to  employ  in  and 
about  the  same  six  persons  and  no  more,  and  to  vend  said  matches 
in  any  part  of  the  United  States  ;"  and  the  instrument  further  pro- 
vided that  nothing  therein  contained  should  prevent  or  restrict  the 
patentee  from  ''making  and  vending  the  same,  or  of  selling  and 
conveying  similar  rights  and  privileges  to  others ;"  and  that  B. 
should  not  manufacture  in  certain  places.  It  was  held,  that  the 
right  granted  by  the  deed  was  a  license  or  authority,  coupled  with 
an  interest  in  the  execution,  to  the  grantee  and  six  persons  to  be 
employed  by  him  in  making  matches  ;  that  the  right  was  an 
entirety,  incapable  of  being  apportioned  or  divided  among  different 
spersons  ;  that,  therefore,  an  assignment  by  B.  of  a  right  to  make 
as  many  matches  as  one  person  could  roll  up  was  void.  Brooks  v. 
Byam,  2  Storey  525. 

In  general  a  patentee  who  licenses  a  person  to  use  the  patent 
reserving  a  royalty,  has  no  lien  upon  the  license  as  against' an 
ttssignee  to  secure  payment  of  the  royalty  accruing  before  the 
assignment  was  made.  But  where  D.  had  an  exclusive  license  to 
use  the  patent  of  G.  for  a  particular  purpose,  covenanting  not  to 
Hse  it  for  other  purposes,  and  to  pay  a  specified  tariff  for  such  use, 
and  CL  took  an  assignment  of  such  license,  it  was  held,  that  C.  took 
the  lioeBse  subject  to  the  obligation  to  pay  the  specified  tariff  on 
what  he  should  make  under  it.  Goodyear  v.  Congress  Rubber  Co., 
8  iBkLtohf,  449. 
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A  patentee  antborized  a  license  to  use  and  manufacture  his 
invention  ^'  for  his  own  proper  business,'^  to  a  specified  amount  per 
annum.  It  was  held,  in  the  absence  of  affirmative  authority,  that  a 
sub-license  was  not  authorized  by  such  agreement.  Putnam  v, 
HoUender,  6  Md.  JRep'r,  882  ;  19  JBlatchf.  48  ;  19  I'at,  Off.  Oast 
1423. 

97.  Bight  of  Patentee  to  sue  Licensee,  for  Royalties. 

A  suit  to  collect  moneys  due  as  royalties  under  a  license  to  nse  a 
patent  does  not  arise  under  the  laws  of  the  United  States,  and  is 
not  cognizable  in  a  circuit  court  unless  by  reason  of  citizenship. 
Albright  v.  Texas,  106  W.  S.  613  ;  1  Sup.  Ct.  Bep'r,  660,  Kelly  v. 
Porter,  8  Satoyer^  482,  17  JFhd.  RepWy  619. 

An  employe  who  is  the  owner  of  a  patent  cannot  introduce  his 
patented  device  into  his  employer's  business  and  demand  royalties 
for  its  use  without  the  employer's  consent.  Barry  v.  Crane  Manuf . 
Co.,  22  Fed.  Rep.  306. 

The  patentee  may  elect  whether  to  sue  at  law  for  recovery  of 
the  promised  royalties,  or  to  file  a  bill  in  equity  for  cancellation  of 
the  license.  Hartell  v.  Tilghman,  99  U.  8.  647.  If  the  suit  be  in 
equity,  founded  upon  the  non-performance  of  the  conditions  of  a 
license,  the  original  patentee  is  properly  joined  as  party  plaintiff 
with  the  assignee,  notwithstanding  the  whole  beneficial  interest  is 
in  the  assignee,  inasmuch  as  he  was  a  party  to  the  agreement  or 
license,  and  may  be  interested  in  the  patent  and  interested  in 
apholding  it.  Wood  worth  v.  Cook,  2  BUxtchf.  161.  And  equity 
will  enjoin  a  licensee  from  operating  under  a  patent  unless  he  pays 
the  license-fee,  whether  the  license  is  forfeited  at  law  or  not.  Day 
V.  Hartshorn,  8  Fish.  32. 

To  an  action  of  covenant  upon  an  agreement  which  granted  a 
license  to  make  and  vend  a  patented  article,  the  licensee  agreeing 
to  keep  an  account  of  the  articles  manufactured,  and  to  pay  a  fixed 
price  per  pound  on  those  sold,  it  is  no  defense  that  the  patent  is 
m valid.     Wilder  v.  Adams,  2  Woodb,  d  M.  329. 

The  true  doctrine  is  that  a  licensee  may  defend  a  suit  for  license 
fees  by  evidence  that  the  validity  of  the  patent  has  been  success^ 
fully  impeached,  so  that  the  license  has  not  given  him  the  right  and 
protection  intended,  though  evidence  merely  that  it  is  valid,  is  not 
a  defense,  for  it  may  have  protected  him,  notwithstanding.  [6  £1. 
db  B.  930;  1  Gray,  114;   66  N.  Y.  206;   82   N.  Y.  626.]    Yet 
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some  cases  have  held  that  a  license  cannot  impeach  the  patentee's 
title  [2  Ad.  &  E.  278  ;  6  C.  B.  N.  S.  771  ;  2  Woodb.  &  M.  329  ; 
10  H.  L.  Cas.  293  ;  L.  R.  2  App.  Cas.  423]  ;  and  some  have  held 
that  invalidity  of  the  patent  may  always  be  proved  [124  Mass.  553]. 
White  V.  Lee,  23  Fat.  Off.  Gaz.  1621. 

Bat  a  licensee  is  at  liberty  to  contest  the  question  whether  the 
articles  made  by  him  embody  the  invention  or  any  material  part 
thereof  ;  and  a  stipulation  to  the  contrary  in  the  contract  is  of  no 
effect.     lb. 

A  bill  in  equity  for  an  accounting  of  royalties  under  a  license  to 
use  a  patent  cannot  be  maintained  by  executors  of  the  licensor  and 
trustees  of  the  patent  against  the  licensees,  the  remedy  at  law  being 
plain,  adequate  and  complete.  That  the  licensees  claim  to  have 
made  a  settlement  with  the  heirs  and  devisees  of  the  licensor,  which 
they  can  only  set  up  as  a  defense  in  a  court  of  equity,  does  not  give 
complainants  claiming  such  royalties  the  right  to  invoke  the  aid  of 
equity.  Crandall  v.  Piano  Manuf.  Co.,  24  lied.  JRep^r^  7Sti  ;  Cran- 
dc'll  V.  Piano  Manuf.  Co.,  32  Fat.  Off.  Gaz.  1123. 

In  an  action  for  the  recovery  of  a  sum  agreed  to  be  paid  to  the 
patentee  of  a  machine,  as  a  license  fee  for  the  exclusive  right  to 
make  and  sell  the  machines,  in  a  given  territory,  it  is  no  defense, 
that  the  plaintiff  has  himself  infringed  such  exclusive  right,  or  that 
the  plaintiff  was  not  the  first  and  original  inventor  of  what  his 
patent  claims.  Birdsall  v.  Perego,  5  Blatehf.  251  ;  Morse  Arms 
Manuf,  Co.  v.  United  States,  16  Ct.  of  (Jl.  296. 

When  the  sale  of  licenses  by  the  patentee  has  been  sufficient  to 
establish  a  price  for  such  licenses,  that  price  may  be  the  measure  of 
his  damages  against  an  infringer  ;  but  a  royalty,  to  be  binding  on  a 
stranger  to  the  licenses  which  established  it,  must  be  uniform. 
Westcott  V.  Rude,  27  Fat.  Off.  Gaz.  719  ;  \^  Fed  Rep.  830.  Tiie 
recovery  of  the  license  or  patent-fee  from  an  infringer,  and  its  pay- 
ment, authorizes  him  to  use  the  pai*ticular  articles  for  which  recovery 
has  been  had.  Perrigo  w.  Spaulding,  12  Fat.  Off\  Gaz.  362;  13 
£la/  hf.  389. 

In  determining  what  was  the  established  price  of  a  license  under 
a  patent  at  the  time  of  an  infringement,  as  a  proper  compensation 
in  damages  for  such  infringement,  agreements  which  appear  to 
have  been  made  chiefly  to  secure  the  introduction  of  the  patented 
machine  into  public  use,  are  not  to  be  considered  as  unqualified 
licenses.  A  license  providing  for  the  pajment  of  a  certain  royalty, 
subject  to  a  reduction  if  paid  promptly,  may  be  considered  as  pro- 
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viding  for  a  royalty  at  the  lower  rate.  •  In  a  doubtful  case,  even 
an  abandoned  ^nd  revoked  license  may  bo  considered.  Graham 
«.  Geneva  Lake  Crawford  Manuf.  Co.,  24  Md,  jRepV,  642  ;  32  Fat. 
Off'.  Gaz.  1603.  But  see  Bussey  v.  Excelsior  Manuf.  Co.,  6  Bann. 
<b  A,  Fat.  Cos.  135;  17  Fat.  Of.  Gaz.  744;  1  McCrary^  161  ;  1 
Fed.  Rep'r,  640. 

Although  where  there  appears  to  be  a  subsisting  license  between 
the  complainant  and  the  respondent,  the  jurisdiction  of  the  circuit 
court,  under  the  patent  law,  will  not  be  extended  to  cover  a  suit  to 
enforce  the  terms  of  the  license  or  to  forfeit  the  license,  on  the 
ground  that  the  terms  thereof  have  been  violated,  yet  where  a  suit 
is  brought  for  infringement,  and  the  existence  of  a  license  is  alleged 
by  the  respondent  and  denied  by  the  complainant,  it  is  competent 
for  the  court  to  determine  whether,  at  the  time  of  the  iiling  of  the 
bill,  there  was  a  subsisting  license  between  the  parties.  Hammacher 
V.  Wilsoa,  20  Fed.  Eep'r.  239. 

A  license  to  manufacture  under  a  patent  contained  a  condition 
that  if  the  proprietors  of  the  patent  should  grant  a  license  at  a  less 
royalty  to  any  other  party,  the  royalty  to  be  exacted  from  the 
licensee  should  be  reduced  to  correspond  ;  and  also  contained  a 
provision  that  the  proprietors  of  the  patent  might  terminate  the 
license  upon  written  notice  to  the  licensee  on  any  non-payment  of 
license  fees.  The  licensee  filed  a  bill  in  equity  alleging  that  the 
proprietors  of  the  patent  had  granted  a  license  to  another  party  at 
a  lower  royalty,  and  had  concealed  the  fact  from  him  for  more 
than  a  year,  so  that  he  had  largely  overpaid  the  license  fees  prop- 
erly due  at  the  reduced  rate  ;  and  praying  that  they  might  be 
ordered  to  reduce  his  license  fee,  and  to  rej)ay  the  sums  overpaid, 
and  that  the  licensors  mi<7ht  not  claim  anv  other  or  further  sums 
than  at  such  less  license  fee,  and  might  be  enjoined  from  giving 
notice,  during  the  pendency  of  the  suit,  to  terminate  the  license, 
and  froni  attempting  to  collect  the  license  fees.  It  was  heldy  that 
this  showed  no  ground  for  relief  in  equity.  The  licensee  had 
a  remedy  in  his  own  hands,  and  could  protect  himself  without  the 
aid  of  any  court.  None  of  the  peculiar  grounds  of  equitable  juris- 
diction existed.  Florence  Sewing  Machine  Co.  v.  Singer  Manuf. 
Co.,  8  Blatchf.    113;  4  Fish.  Fat.  Cos.  329. 

In  an  action  growing  out  of  the  alleged  failure  of  the  defend- 
ant to  act  up  to  the  terms  of  a  license  granted  him  by  the  com- 
plainant, to  sell  a  patented  article,  if  the  coin))lainant  refuses  to 
fulfill  his  obligation  in  matters  of  substance,  under  the  license,  a 
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ooort  of  equity  will  not  interfere  to  assist  bim  in  compelling  the 
defendant  to  observe  the  obligations  upon  his  part.  Where,  how- 
ever,  one  of  the  conditions  of  such  license  was  that  the  complainant 
(the  licensor)  should  use  reasonable  diligence  in  prosecuting 
unlicensed  persons  who  should  sell  imitations  of  the  article  licensed, 
it  was  held,  that  if  the  action  of  complainant  was  such  that  it 
resulted,  practically,  in  stopping  infringements,  he  fulfilled  the 
spirit  and  meaning  of  the  obligation  to  the  defendant  to  use 
reasonable  diligence  in  prosecuting.  Foster  v.  Goldschmidt,  21 
Md.  RepW,  70. 

A  person  agreed  with  a  patentee  to  pay  him  a  certain  sum  on 
every  patented  article  manufactured  by  him.  The  patentee  brought 
his  action  for  money  had  and  received.  It  was  heldy  that  the  jury 
might  infer  the  receipt  of  money  from  the  fact  of  sale  of  the  article, 
and  that  judgment  should  be  rendered  for  the  plaintiff  as  upon  an 
executed  contract.     Stanley  t?.  Whipple,  2  McLean,  35. 

The  licensee  from  a  patentee  under  a  license  which  stipulated 
that  he  should  pay  no  greater  royalty  than  any  licensee  under  the 
patent,  obtained  an  injunction  on  the  ground  that  less  was  exacted 
from  other  licensees  than  from  him,  against  a  suit  for  royalties,  and 
also  against  the  patentee's  declaring  the  license  forfeited  for  non- 
payment. It  was  heldy  that  the  suit  should  not  be  restrained,  as  an 
ample  defense  at  law  existed,  but  that  the  injunction  should  be  con- 
tinued with  respect  to  the  license,  since  the  announcement  of  its 
revocation  would  injure  the  licensee's  business.  Baker  Manuf.  Co. 
v.  Washburn,  &c.  Manuf.  Co.,  18  Fed,  Rep\  172. 

A  reservation  by  a  licensor  that  he  would  hold  responsible  for 
the  royalty  the  party  for  whom  a  licensee  has  contracted  to  do 
certain  work  under  a  license,  is  inconsistent  with  the  license  and 
therefore  void.  Bigelow  v.  City  of  Louisville,  3  Fieh,  Pat.  Cae. 
602. 

The  government  cannot,  after  a  patent  is  issued,  make  use  of 
the  improvement  without  obtaining  a  license  from  the  inventor, 
or  making  him  compensation.  Cammeyer  v.  Newton,  94  U,  S.  225  ; 
Colgate  V,  International  Ocean  Tel.  Com.,  17  Pat.  Off.  Oaz,  194  ; 
17  Blatchf.  308. 

In  an  action  to  recover  a  royalty  from  government,  founded  on 
an  implied  contract  to  pay  one,  where  the  defense  was  that  the 
department  using  claimant's  invention  had  previous,  to  his  patent 
manufactured  the  same  articles,  the  claimant  showed  that  he  had 
made  applications  for  a  patent  a  considerable  time  before  it  was 
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granted.  It  was  held  that  he  might  go  into  each  history  of  his 
efforts  and  achievements  in  the  art  as  would  tend  to  show  that  he 
was  the  first  inventor.  Hubbell  v.  United  States,  20  Ct.  of  CI,  354. 
As  to  measure  of  damages  for  use  of  a  patented  device,  by  a 
licensee  thereof,  continued  after  the  expiration  of  his  license,  where 
the  device  is  only  a  part  of  the  mechanism  used,  see  Porter 
Needle  Co.  v.  National  Needle  Co.,  22  Fed.  JRep'r,  829. 

98.  Right  of  a  Patentee  or  Licensee  to  sue  Infringers. 

A  mere  license,  although  exclusive,  to  manufacture  and  sell  a 
patented  article  does  not  authorize  the  licensee  to  maintain  actions 
for  damages  against  infringers  who  are  not  infringing  the  patent 
in  those  respects.     Hayward  v.  Andrews,  lOd  IT,  8.  672. 

A  mere  license  to  make  and  use,  without  the  right  to  grant  to 
others  to  make  and  use,  the  thing  patented,  though  exclusive,  will 
not  authorize  the  licensee  to  bring  suit  in  his  own  name  for  infringe- 
ment without  joining  the  patentee.  Wilson  v.  Chickering,  23  Pat, 
Off,  Oaz.\rS0. 

A  mere  licensee  cannot  bring  suit  for  infringement,  either  at 
law  or  in  equity,  in  his  own  name  ;  but  must  join  with  him  the 
owner  of  the  legal  title.  Nelson  i;.  McMann,  16  Blaichf  139;  4 
Bann,  A  A.  Pat,  Cas,  203  ;  16  Pat,  Of,  Oaz,  761  ;  Hammond  v. 
Hunt,  4  Batin.  A  A.  Pat.  Cas,  111  ;  Gamewell  Fire  Alarm  Co.  v. 
Brooklyn,  14  Fed,  Rep^r^  £55  ;  22  Pat,  Off.  Gaz.  1978  ;  15  Bep\ 
40.     But  compare  Goodyear  v.  McBurney,  3  Bkttckf.  32. 

A  licensee  may  enjoin  a  party  who  has  actually  infringed  his 
right  under  the  license.  Bramraer  v.  Jones,  3  Fish.  Pat.  Cas.  340; 
2  Bond^  100. 

Where  a  contract  provided  that  the  net  proceeds  from  all  suits 
for  infringement  of  a  patent  should  be  equally  divided  between 
licensor  and  licensee,  and  forbade  the  instituting  of  a  suit  without 
the  consent  of  both  parties,  it  was  held^  that  the  licensee  was 
authorized  to  compromise  with  the  infringing  party.  Burdell  ». 
Denig,  2  Fish.  Pat.  Cas.  588.  ^ 

In  one  case  the  laches  of  a  patentee  in  regard  to  infringements 
of  his  patent  was  held  sufficient,  under  the  circumstances,  to  defeat 
the  enforcement,  in  equity,  by  his  assignee,  of  pecuniary  claims  foi 
such  infringements  before  the  assignment  of  such  claims  and  the 
patent  to  the  complainant.  New  York  Grape  Sugar  Co.  v.  Buffalo 
Grape  Sugar  Co.,  24  Md.  Rep%  604  ;  32  Pat.  Off.  Oaz.  1356. 
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99.  Revocation  or  Forfeiture. 

Upon  the  breach  of  the  conditions  of  a  license,  the  patentee  or 
licensor  has  a  right  to  avoid  the  contract  and  be  remitted  to  his 
original  rights,  and  may  prosecute  the  licensees  for  an  infringement 
of  the  patent.  Wood  worth  v.  Cook,  2  Blatchf,  151  ;  Wilson  v. 
Sherman,  1  Blatchf,  636  ;  Brooks  v.  Stolley,  3  McLean^  523.  But 
non- performance  of  conditions  does  not,  of  itself,  work  a  rescission 
of  a  license  ;  the  forfeiture  must  be  enforced.  Stanley  Rule  &, 
Level  Co.  v.  Bailey,  14  Blatchf,  510  ;  3  Bann.  d  A,  Pat.  Cos.  297  ; 
Adams  v.  Meyrose,  7  Fed,  Rep'Vy  208;  2  McCrary,  360.  See 
Wilson  V.  Sherman,  1  Blatchf,  636  ;  Woodworth  w.  Weed,  Id,  165  ; 
Armstrong  t?.  Hanlenbeck,  Z  N.  Y,  Leg,  Obs.  43.  If  the  license 
provides  in  terms  for  a  written  notice  as  the  agreed  mode  cf  ter- 
minating it,  such  notice  must  be  given.  White  v.  Lee,  3  Fed, 
RepWy  222  ;  5  Bann.  A  A,  Pat,  Gas,  575. 

A  stipulation  for  terminating  a  license  by  written  notice  is  valid, 
and  may  be  enforced  by  a  suit  for  infringement  begun  after  failure 
to  pay  royalties  and  service  of  such  notice,  notwithstanding  subse- 
quent offers  to  pay  the  sums  due.  Hammacher  v.  Wilson,  26  Fed, 
RepW^  239.  And  in  general,  provisions  in  a  license  prescribing  a 
forfeiture,  may  be  enforced  according  to  their  terms  ;  if  mere 
neglect  to  iise  the  invention  is  to  operate  as  an  abandonment  of  the 
license,  no  formal  notice  from  the  licensor  that  he  considers  such 
neglect  an  abandonment,  is  necessary.  Wilson  v,  Stolley,  6 
McLean^  1. 

In  genera],  an  infringement  of  a  patent  does  not  forfeit  a  license 
under  it,  unless, in  his  infringement,  the  licensee  has  <assunied  such  a. 
hostile  attitude  toward  the  patent  as  amounts  to  a  repudiation  of  the 
license.  Wood  v.  Wells,  6  Fish,  Pat,  Cos.  382.  If  a  licensee  neg- 
lects to  pay  his  license-price  for  a  long  time,  and  finally,  when  pros- 
ecuted, abandons  his  license,  or  defends  upon  inconsistent  grounds, 
he  will  be  liable  as  an  infringer.  Bell  v,  McCullough,  1  Bondy  194; 
1  Msh.  Pat,  Cos.  380.  On  the  other  hand,  revocation  of  a  license 
releases  the  licensee  from  any  provision  in  the  license  forbidding 
him  to  dispute  the  validity  of  the  patent ;  and  if  he  is  afterward 
sued  for  infringing,  he  may  contest  it  as  any  other  infringer  might 
Wooster  v.  Singer  Manuf.  Co.,  23  Pat,  Off.  Gaz.  2513  ;  15  BepW^ 
524.  The  bringing  of  an  action,  or  the  recovery  of  judgment  foi 
recovery  of  arrears  due  under  a  license  does  not  re-affirm  the  license 
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after  default  and  notice  of  termination.  Armstrong «.  Hanlenbeck, 
S  N".  y.  Leg»  Oba,  43.  If  some  of  several  licensees  have  surren- 
dered the  license,  the  others  are  not  thereby  released  ;  and  the  lat- 
ter may  be  sued  without  joining  the  former.  Thei^erath  v,  Cellu- 
l»)id  Manuf.  Co.,  3  F&d,  Rep\  143  ;  10  Rep'r^  323  ;  5  Bann.  cfc  A. 
Pat,  Cas.  577. 

An  agreement  for  an  exclusive  license  stipulated  that  the  pay- 
nioTits  of  royalty  should  "  be  made  quarterly;  that  is  to  say,  on  the 
tirst  day  of  January,  April,"  &c ,  and  that  the  license  should  be 
null  and  void  if  the  licensee  should  fail  well  and  truly  to  make  the 
payments  above  referred  to,  or  to  execute  or  fulfill  any  of  the 
other  conditions  contained  in  the  agreement.  It  was  held,  that  the 
failure  to  render  a  statement  or  make  a  payment  on  the  first  day  of 
April,  did  not,  ipso  factOy  work  a  forfeiture  of  rights  under  the 
agreement ;  that  in  the  absence  of  stipulation  as  to  place  of  pay- 
ment the  licensor  should  apply  to  the  licensee  for  an  account  and  a 
payment,  and  that  he  could  not  in  the  meantime,  without  the  assent 
of  the  latter,  re-license  the  patent  to  third  parties,  and  that  a  subse- 
quent license  issued  without  the  consent  of  the  original  licensee,  and 
after  a  complete  tender  of  the  royalties  then  due,  was  void  where 
the  parties  had  notice  of  the  prior  agreement.  Dare  v,  Boylston,  0 
Ihd.  Rep'r,  493  ;   18  Blatchf.  648  ;  \9  Pat.  Off.  Gaz.  725. 

A.  entered  into  an  agreement  with  defendant,  by  the  terms  of 
which  the  defendant  was  to  manufacture  a  certain  plow,  under  two 
patents  which  belonged  to  A.,  and  to  pay  him  royalty  and  a  com- 
mission on  sales  made  by  him.  Subsequently,  A.  assigned  to  J.  B.  & 
Co.,  all  royalty  due  or  to  become  due,  and  his  interest  in  the  patents, 
as  security  for  a  debt,  which  right  and  interest  were  by  them 
assigned  to  the  plaintiffs,  who  filed  a  bill  praying  that  the  defend- 
ant's license  be  decreed  forfeited,  and  that  he  be  required  to  account 
to  them  for  royalties.  It  was  Jield^  that  as  the  assignment  made  by 
A.  did  not  extend  to  commissions  upon  sales,  a  decree  annulling 
defendant's  license  would  not  be  granted,  as  it  would  not  only  affect 
the  commissions  but  work  a  rescission  of  the  entire  agreement ;  and 
furtheVy  that  as  the  assignment  was  but  partial,  the  defendant 
could  only  bo  required  to  account  for  royalties  becoming  due  after 
he  had  assented  to  it.  Cook  v.  Bid  well,  8  Fed,  Rep'r,  452  ;  2  Pat. 
Off.  Gaz.  1088  ;  12  Bep'Vy  554. 

A  license  to  use  a  patent,  given  pending  the  application  therefor, 
unlimited  as  to  time,  providing  only  that  it  should  be  void  on  fail- 
ure to  procure  the  patent,  and  covenantin&:  to  protect  the  licensee  in 
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its  use  dnring  tbe  application,  and  after  the  patent  shall  have  been 
obtained,  was  held  irrevooable.  Kelly  v.  Porter,  17  Md.  RepW^ 
619  ;  8  Sawyer^  482. 

100.  Federal   and  State  Jurisdiction  aver    Contracts 

involving  Patents. 

Contracts  in  relation  to  a  patented  machine  or  implement  are 
regalated  by  the  laws  of  the  several  States,  and  are  subject  to  State 
jurisdiction.  Wilson  v.  Sanford,  10  JBbio.  99  ;  Bloomer  v,  McQue- 
wan,  14  JBbte.  539  ;  Chaffee  v.  Boston  Belting  Co.,  22  Ifow.  217. 

By  a  valid  sale  and  purchase  of  a  patented  machine  it  becomes 
the  private,  individual  property  of  the  purchaser,  and  is  no  longer 
subject  to  the  laws  of  the  United  States,  but  to  the  laws  of  the 
State.  Chaffee  v.  Boston  Belting  Co.,  22  How.  217  ;  Bloomer  v. 
McQuewan,  14  Soto.  539. 

Where  the  controversy  turns,  not  upon  the  letters-patent  them- 
selves, but  only  upon  contracts  concerning  them,  the  circuit  court 
has  no  jurisdiction  except  as  the  citizenship  of  the  parties  may  give 
it.  The  subject-matter  of  such  contracts,  where  neither  the  validity 
of  the  patent  nor  an  infringement  of  it  are  concerned  in  the  con- 
troversy, does  not  give  the  courts  of  the  United  States  juris- 
diction ;  to  have  that  effect  the  rights  of  the  patentee  under  the 
patent  laws  mast  be  directly  and  not  collaterally  brought  in 
issue.  Burr  v.  Gregory,  2  Painey  426  ;  Landolph  v.  Robinson,  2 
N.J.L.  J.  171  ;  Teas  v.  Albright,  13  Fed.  Rep'r,  406  ;  28  Int. 
Rev.  Rec.  290  ;  22  Pat.  Of.  Oaz.  2069  ;  14  Rep'r^  712.  Thus  the 
federal  courts  have  no  power  under  the  patent  laws  to  determine 
upon  the  fulfillment  or  non-fulfillment  of  a  contract  of  license. 
Tilghman  v.  Kartell,  11  PhUa.  500  ;  2  Bann.  it  A.  PcU.  Cos.  260. 
So,  in  a  suit  where  all  the  parties  to  the  suit  were  citizens  of  New 
Tork,  it  was  held,  that  the  circuit  court  had  no  power  to  decree 
that  the  defendant  execute  to  the  plaintiff  a  transfer  of  letters- 
patent.  Perry  v.  Littlefield,  17  BUxtchf.  242  ;  17  Pat.  Of.  Gaz. 
51  ;  4  Bann.  di  A.  Pat.  Cos.  624. 

Property  in  inventions  exists  by  virtue  of  the  laws  of  Congress, 
and  a  State  law  restricting  the  sale  of  patent-rights  or  in  any  way 
interfering  with  its  enjoyment  in  the  State,  is  unconstitutional  and 
void.  Mx^.  Robinson,  2  Bias.  809  ;  4  Msh.  Pat.  Cas.  188.  A 
statute  of  a  State  imposing  a  restriction  or  condition  upon  the  sale 
or  transfer  of  patent  rights, — such  as  an  act  requiring  any  person 
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who  may  take  any  obligation  in  writing  for  which  a  patent  right 
shall  form  the  whole  or  any  part  of  the  consideration,  to  insert  in 
the  body  of  such  written  obligation  the  words  ^'  given  for  a  patent 
right," — ifl  contrary  to  the  Federal  constitution  ;  the  States  can 
impose  no  restrictions  in  respect  of  a  right  in  letters  patent.  Castle- 
V,  Hutchinson,  25  JFhd,  Hep'r,  394  ;  Mc  parte  Robinson,  4  Fish^ 
Pat,  Cos.  186  ;  2  Siss,  309.  After  a  patentee  has  fully  compliedj 
with  the  laws  of  Congress  on  the  subject,  he  is  at  liberty  to  sell  hi* 
right  in  open  market  any  where  within  the  United  States.  Webber 
t?.  Virgina,  103  U.  S.  344  ;  Mcp,  Robinson,  4  Msh.  Pat.  Cas,  186  ; 
2  Bis8,  309.  A  State  or  municipality  may,  however,  require  dealers 
in  manufactured  articles,  notwithstanding  they  are  patented,  to  take 
out  a  license  and  pay  a  license  fee  by  way  of  tax  on  their  sales. 
Webber  v,  Virgina,  103  U.  S,  344.  For  when  a  patented  machine 
passes  into  the  hands  of  a  purchaser,  it  becomes  subject  to  State 
taxation  like  other  individual  property.  Bloomer  v.  McQuewan, 
supra  ;  Chaffee  v,  Boston  Belting  Co.,  supra. 

101.  Construction  and  effect  of  such  Contracts. 

Contracts  concerning  the  use  and  enjoyment  of  patented  inven- 
tions are  to  be  construed  in  the  same  way  as  contracts  respecting 
other  species  of  property, — that  is,  so  as  to  carry  into  effect  the 
intention  of  the  parties  as  collected  from  the  language  employed, 
the  subject-matter,  and  the  surrounding  circumstances.  Star  Salt 
Castor  Co.  v,  Crossman,  4  Cliff,  568  ;  3  Bann,  cfc  A.  Pat,  Cas. 
281.  In  other  words,  while  the  exclusive  rights  of  a  patentee  are 
specially  guarded  from  intrusion,  the  contracts  which  he  makes  to 
share  them  with  third  persons  are  interpreted  and  enforced  in  the 
same  manner  as  other  legal  engagements.  Morse  v,  O'Reilly,  6  Pa. 
L.  e/:  501;  4  Z.  J.  Rep.  75  ;  5   Whart.  Dig.  414. 

Where  a  contract  provides  for  a  certain  mode  of  ascertaining 
what  amount  of  fuel  has  been  saved  by  the  use  of  certain  machinery, 
after  evidence  has  been  given  pursuant  to  that  mode,  the  party 
may  coniirm  it  by  other  tests.  Washington,  &c.  Packet  Co.  v. 
Sickles,  10  Eow.  419,  438. 

Where  a  contract  stipulates  that  an  arbitration  is  to  be  a  condi- 
tion precedent  to  the  right  to  sue  upon  the  contract,  or  even  if  that 
may  be  inferred  upon  construction,  no  suit  can  be  maintained  until 
the  plaintiff  has  made  all  reasonable  efforts  .to  procure  arbitration. 
Perkins  V.  United  States  Electric  Light  Co.,  24  Pat.  Off.  Oaz.  204;. 
XL— <> 
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21  Blatchf.  308;  16  Fed,  Rep,  513.  But  a  company  which  has 
agreed  to  pay  a  certain  sum  to  be  determined  by  arbitration,  and 
then  prevents  arbitration ,  may  be  sued  at  law.  Hamaston  v.  Tele- 
graph Co.,  20  WaU.  20. 

The  word  "  invention,"  as  used  in  a  contract  to  assign  a  patent, 
does  not  embrace  inventions,  or  reissues  or  extensions  thereof,  other 
than  those  described  in  the  patent  to  be  assigned.  United  Nickul 
Co.  «.  American  Nickel  Plating  Works,  4  Bann,  <Sb  A,  Pat,  Cob, 
14. 

An  agreement  between  joint  owners  of  a  patent  to  account  to 
«ach  other  for  profits  derived  from  the  use  of  the  invention  does 
not  constitute  them  partners  ;  they  are  merely  tenants  in  common. 
Eraser  v.  Gates,  20  i2epV,  427. 

An  exclusive  right  to  sell  a  patented  article,  given  under  seal,  is 
a  contract,  and  is  not  a  revocable  power  of  attorney.  Goddard  t;. 
Wilde,  17  :Fed.  Bep'r,  845  ;  16  Bep'r^  617. 

102.  In  particular  Cases. 

A  patentee  applied  for  a  patent  on  a  new  combination  of  parts, 
which  parts  had  before  been  patented  by  him;  and,  at  the  time  of 
such  application,  granted  to  the  defendants  by  one  instrument  the 
oxchisive  right  to  make,  use,  and  vend,  under  the  patent  for  the 
parts,  as  such  ;  also,  by  another  contract,  the  right  to  mike,  use  and 
sell  the  parts  in  the  particular  combination  described  in  the  appli- 
cation. A  patent  for  the  combination  having  not  been  granted,  the 
assignees  of  the  extended  term  of  the  patent  for  the  parts  sued 
<]of(.*n(lants,  for  using  the  parts  in  the  combination.  It  was  held 
that  defendants'  contract  with  the  inventor  at  the  time  of  his  appli- 
cation for  a  patent  on  the  combination  secured  them  the  right  to 
make,  use,  and  sell  the  combination,  without  reference  to  their 
license  under  the  patent  for  the  pfirts  ;  that,  as  they  were  using 
only  the  specific  combination,  they  were  not  liable  to  complainants, 
in  the  suit  brought.  Hammond  v.  Mason,  &c.  Organ  Co.,  92  ZT. 
;S,  724;  affi'g  1  Holmes,  296  ;  6  Fish,  Pat,  Cas.  599. 

In  an  agreement  for  the  manufacture  and  sale  of  patent  medi- 
cines, a  stipulation  that  under  certain  circumstances  one  party  shall 
<*ease  their  manufacture  of  such  machines  is  not  void,  as  being  in 
restraint  of  trade  ;  and  if  it  were,  this  would  be  no  defense  to  the 
patentee's  claim  for  an  accounting  under  the  contract.  Kinsman 
V.  Parkhurst,  18  Hoto.  289  ;  aflPg  1  Blatchf.  488  ;  iV;  T.  Leg.  Oba. 
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146.  An  agreement  made  with  a  patentee  to  manufacture  hia 
machines  under  his  patent  upon  certain  conditions,  and  making  and 
celling  such  machines  under  the  patentee's  title,  estops  the  manufac- 
turer from  alleging  the  invalidity  of  the  patent  as  a  defense  to  an 
action  by  the  patentee  for  an  account  under  the  contract.     Ih, 

An  agreement  between  a  patentee  and  a  third  person  as  trustee, 
that  the  latter  should  hold  the  patent,  and  have  the  control  thereof 
for  the  benefit  of  those  who  had  a  right  to  use  the  same,  under  con- 
tracts with  the  patentee,  transfers  the  entire  interest  and  owner- 
ship, legal  and  equitable,  of  the  patentee  in  the  patent,  to  such 
trustee,  for  the  benefit  of  those  interested.  Hartshorn  v.  Day,  19 
Hov),  211.  An  agreement  between  a  patentee  who  was  about  to 
apply  for  a  renewal  of  his  patent,  with  another,  that  in  case 
of  renewal  he  would  convey  to  him  such  renewed  patent  in  consid- 
eration of  a  certain  sum,  was  held  to  convey  to  the  assignee  an 
equitable  title  to  the  entire  interest  of  the  assignor,  convertible  into 
a  legal  title  by  paying  or  offering  to  pay  the  agreed  consideration. 
Ih, 

An  agreement,  made  in  consideration  of  a  promise  to  assign  the 
invention,  as  soon  as  the  patent  shall  issue,  that  the  patentee  shall 
give  his  promissory  notes,  is  not  impaired  by  the  fact  that  no  patent 
will  issue  until  after  the  day  when  the  last  note  would  have  been 
payable.     Read  v.  Bowman,  2  Wall,  591. 

An  agreement  or  compromise  between  patentees  has  been  held 
not  to  operate  as  a  license  to  either  to  do  more  than  use  his  existing 
method  of  manufacture.  Troy  Iron,  <fco.  Factory  v.  Corning,  14 
•How,  193;  rev'g  1  Blatchf,  467. 

Minors  were  interested  in  a  manufacturing  establishment,  as 
beneficiaries  under  a  deceased  partner.  The  administrator,  who 
was  also  their  guardian,  in  entire  good  faith  allowed  the  business  to 
be  continued  by  the  surviving  partners  for  several  years,  without 
filing  any  inventory  or  account.  The  property  meantime  suffered 
no  deterioration,  but  increased  in  value,  and  was  afterwards,  under 
a  special  law,  transferred  to  a  corporation  created  for  the  purpose. 
The  beneficiaries,  for  more  than  seven  years  after  this  transfer  and 
their  coming  of  age,  received  annual  stated  accounts,  and  dividends 
on  their  shares  of  the  stock.  It  was  held^  that  such  acquiescence 
prevented  their  maintaining  a  bill  in  equity  for  an  account  of  the 
original  estate.     Hoyt  v.  Sprague,  103  fTi  /S^.  613. 

R.,  the  agent  of  the  patentee,  authorized  the  firm  of  H.,  C.  3d 
jr.,  for  a  valuable  consideration,  to  construct  for  use  at  their  place 
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of  bttsiness,  the  device  (a  furnace)  inyolved  in  the  patent.  The 
defendants,  who  had  all  the  rights  of  the  firm  of  H.,  C.  &  N.,  were* 
sued  for  infringement,  because  of  the  use  of  the  device.  It  was 
held,  1.  After  the  transaction  with  H.,  C.  &  N.,  the  patentee  had 
no  right  or  interest  with  respect  to  the  particular  device  and  its  use 
during  the  time  of  his  original  patent,  and  acquired  none  by  the 
extension  of  his  patent  afterward.  2.  Those  who  constructed  the 
device  under  the  authority  of  the  patentee,  and  the  defendants  wha 
acquired  it  of  them,  have  had  and  still  have  the  right  to  use  it  at 
the  particular  place,  clear  of  any  claim  of  infringement  by  the 
patentee  or  his  representatives.  3.  Though  the  right  to  use  may 
not  have  been  acquired  by  lawful  conveyance  (according  to  the 
statutes)  of  that  right  as  a  subject  of  conveyance  by  itself,  it  was 
acquired  by  constructing  the  device  for  use,  with  the  consent  of 
the  patentee  obtained  and  paid  for.  Black  v.  Hubbard,  12  JBat. 
Of.  Gaz.  842. 

Validity  of  an  agreement  by  which  the  patentee  of  a  patent 
which  had  expired,  having  claims  for  damages  for  its  infringement 
made  a  written  agreement  with  G.,  giving  to  G.  the  exclusive  right 
to  control  the  claims,  and  collect  or  compromise  them;  G.  under- 
taking to  bear  all  expenses,  except  that  the  patentee  was  to  bear 
the  taxable  costs  of  any  suit  in  which  a  recovery  for  costs 
should  be  had  against  him;  and  G.  being  entitled  to  receive,  as  com- 
pensation for  his  time  and  all  expenses,  except  such  taxable  costs, 
one-half  of  the  gross  amount  he  might  collect, — examined  with 
reference  to  the  objections  of  champerty  and  maintenance  ;  and 
Jieldy  that  as  it  was,  in  terms,  to  operate  in  many  States,  it  must  be 
tested  by  the  general  rules  of  common  law  and  equity,  and  should 
be  adjudged  void  for  conflict  with  those;  although  by  the  statute 
law  of  New  York,  where  it  was  made,  it  might  be  sustainable. 
Qregerson  v.  Imlay,  4  Blatchf,  603. 

An  inventor  made  an  agreement  with  F.  that,  in  consideration 
of  the  performance  of  certain  covenants  by  him,  he  (F.)  should 
have  an  interest  in  a  patent.  The  covenants  were  not  performed, 
in  consequence  of  which  default  the  inventor  notified  F.  of  the  for- 
feiture of  his  rights.  F.  then  presented  the  inventor  a  bill  for  the^ 
amount  he  had  advanced,  under  his  agreement  with  the  inventor, 
it  was  hdd,  that  by  this  action  F.  abandoned  to  the  inventor  all  hit» 
rights  under  the  agreement.  Kittle  v.  Frost,  9  Blatchf,  2 1 4  ;  5^ 
Fish.  Pat  Cos.  132. 

Under  an  agreement  between  the  owners  of  conflicting  patents,. 
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^vhioh  defined  their  respective  rights  and  provided  a  fund  for  main- 
taining them  and  for  purchasing,  as  joint  property,  patents  deemed 
necessary  for  their  mutual  protection,  a  patent  does  not  pass,  which 
had  been  previously  purchased  by  one  of  the  parties  and  was  sub- 
sequently assigned  to  the  original  inventors,  and,  after  having  been 
extended,  was  reassigned  to  the  same  party.  Aultman  v.  Hoiley,  5 
JPat.  Of.  Gaz.  3. 

Construction  and  effect  of  a  peculiar  contract  for  right  to  use 
one  machine  under  a  patent.  Steam  Cutter  Co.  v.  Sheldon,  10 
BUUchf,  1;  5  Fish,  Fat,  Cos,  477. 

An  agreement  in  writing  between  W.  and  M.  &  S.,  provided  for 
the  sale  by  W.,  to  M.  <fc  S.,  of  two-thirds  of  his  mineral  lease  of 
lands  in  Lehigh  county,  from  C,  including  tools  and  all  appurte- 
nances, and  also  of  "  two-thirds  of  all  his  machinery,  furnaces, 
Ac.  now  on  or  about  the  premises  of  Wetherill  Zinc  Company,  in 
the  town  of  W.,  with  rights  to  use  all  his  patents  and  process  for 
the  manufacture  of  zinc  oxide,  retorts,  &c.,  which  said  W.  nowhas, 
or  has  in  contemplation  to  obtain  ;  it  being  understood  that  the 
patents,  heretofore  referred  to,  mean  only  those  which  he  holds  in 
bis  own  right."  W.  had  previously  transferred  interests  in  his  pro- 
cess patent,  and  was,  therefore,  only  part  owner  of  it.  W.*s  patent 
was  subsequently  renewed.  It  was  held,  1.  The  interpretation  of 
this  contract  must  be  made  from  the  instrument  itself,  irrespective 
of  the  declarations  of  either  party;  but  in  aid  thereto,  it  was  proper 
to  consider  facts  cognate  to  the  subject  of  the  contract,  and  within 
the  knowledge  of  the  parties.  2.  The  interests  in  the  lease,  and  in 
the  machinery  conveyed,  were  separate  and  independent.  3.  The 
right  to  use  W.'s  patents  and  processes  was  to  be  exercised  in  con- 
nection with  the  buildings,  machinery,  &c.,  and,  consequently,  was 
local  and  restricted.  4.  The  qualifying  words,  "The  patents  here- 
tofore referred  to,  mean  only  those  which  ho  holds  in  his  own 
right,"  apply  only  to  patents,  of  which  VV.  was  the  apparent  but 
not  the  real  owner.  They  did  not  exclude  patents  of  which  his 
tenure  was  not  exclusive.  5.  As  the  process  patent  was  the  only 
one  for  the  manufacture  of  zinc  oxide,  then  held  by  W.,  it  was 
clearly  conveyed  by  the  contract ;  the  words  of  the  grant  could 
apply  to  no  other.  6.  A  transfer  of  an  interest  in  a  subsisting 
patent  will  not  extend  beyond  the  terms  of  the  patent,  unless  there 
are  words  indicating  an  intention  to  convey  more  than  a  present 
interest.  7.  Tho  words  "  Now  has,  or  has  in  contemplation 
to  obtain,"  merely  individuate  the  patents  which  the  contract  was 
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intended  to  embrace;  they  would  include  patents  subseqaently^ 
obtained  for  which  caveats  had  already  been  filed.  Wetherill" 
V.  Passaic  Zinc  Co.,  2  Pat  Of.  Gaz.  471;  10  Int.  Rev.  Bee.  166. 

A  contract  between  owners  of  two  patents  concurrently  useful 
in  the  manufacture  of  an  article,  governing  the  manner  in  which 
the  manufacture  of  the  article  should  be  carried  on,  was  heldy  valid  y 
and  obligatory  on  licensees  of  either  patentee,  who  subsequently 
took  their  licenses  with  notice  of  the  restrictions  which  the  contract- 
imposed  on  manufacture  under  the  patents.  Morse  v.  O'Reilly,  6 
Pa.  X.  J.  501;  4  Z.  J.  Rep.  75;  5   Whart.  Dig,  4,  414. 

A  patent  owned  by  A.  and  B.  was  assigned  by  them,  as  to  cer- 
tain States,  to  E.,  a  corporation,  part  of  the  consideration  being  a- 
prescribed  number  of  shares  of  stock  in  E.  The  contract  required 
the  payment  of  a  royalty  to  A.  and  B.,  and  also,  under  penalty  of 
forfeiture,  the  use  by  E.  of  its  best  endeavors  to  make  the  corporate 
scheme  a  success.  On  the  other  hand,  A.  and  B.  agreed  to  exercise 
reasonable  diligence  to  promote  the  success  of  the  enterprise,  under 
the  penalty  of  forfeiture  of  all  rights  of  reversion.  On  failure  of 
the  corporation,  F.,  a  large  stockholder,  purchased  its  assets, 
including  the  patent  right,  but  did  not  subsequently  comply  with 
the  condition  as  to  diligence,  &c.  Suit  was  brought  by  A.  and  B. 
to  have  the  right  acquired  by  F.  declared  forfeited.  Held^  that,  as 
it  appeared  that  the  plaintiffs  had  received  the  full  value  of  their 
patent  right,  and  were  stockholders  in  E.,  which  they  had  caused 
to  be  formed,  and  that  as  there  was  failure  on  their  part  to  comply 
with  their  promises  as  to  making  the  business  a  success,  no  right  of 
reverter  or  forfeiture  existed.  Buckley  v.  Sawyer  Mannf.  Co.,  7 
Fed,  Rep\,  358;  2  McCrary,  350. 

One  who  aided  in  perfecting  an  invention,  but  afterward  recog- 
nized the  validity  of  the  nominal  inventor's  claim,  in  dealings  which 
resulted  in  the  j)archase  of  the  patent  therefor,  was  held  estopped 
from  setting  up  a  claim  to  being  the  inventor  against  such  pur- 
chasers. National  Feather  Duster  Co.  v.  Hibbard,  9  Fed.  Rep-r^ 
568;  11  Ris8.  76;  21  Fat.  Of.  Gaz.  635. 

What  contract  made  to  promote  the  development  of  a  patent 
will  give  the  undertaking  party  an  interest  or  title  in  or  to  the 
invention,  see  Dounton  v.  Allis,  9  Fed.  Rep^Vy  766. 

Construction  of  a  contract  whereby  a  creditor  of  a  patentee  took 
patented  machines  in  payment  of  his  demand,  considered  ;  and  the 
right  of  the  creditor  to   use  the  machines  without  paying  royalty,. 
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determined.  Porter  Needle  Co.  v.  National  Needle  Co.,  17  I^hd, 
BepWy  636. 

By  an  agreement  between  patentees  and  a  manufacturer  of  the 
patented  articles,  the  former  gave  to  the  latter  the  privilege  of  pur- 
chasing the  patent,  at  any  time  within  a  year,  for  a  stipulated  price, 
and  he  agreed  that,  if  he  did  not  purchase  it,  he  would  assign  to 
them  any  and  all  improvements  upon  the  invention  described  in  the 
patent,  or  relating  thereto,  which  he  might  make  or  patent.  Upon 
his  electing  not  to  purchase  the  patent,  the  patentees  were  field 
entitled  to  assignments  of  those  improvements  only  which  were 
made  or  patented  by  him  during  the  term  of  a  year  specified  in  the 
agreement.     Bunker  v.  Stevens,  26  Fed.  Itep^r,  245. 

A  patentee  and  an  inventor  of  an  improvement  on  his  device, 
obtained  a  new  patent,  by  agreement  between  them,  as  joint  patent- 
ees. It  was  heldy  that  in  equity  they  were  joint  owners  of  both 
patents,  and  that  the  second  inventor  could  enjoin  the  first  from 
using  liis  patent  except  in  connection  with  the  second  patent. 
Duke  V.  Graham,  19  Fed,  BepW  647. 

An  agreement  between  owners  of  patents  and  alleged  infringers, 
whereby  the  latter  accept  licenses  from  the  former,  will  not  be 
specifically  enforced  against  the  licensees,  where  it  appears  that  the 
licensors  have  themselves  repeatedly  violated  the  terms  of  the  con- 
tract, even  though  the  licensees  were  guilty  of  the  first  breach. 
The  remedy  of  the  licensors,  if  any,  is  at  law.  Ohio  Steel  Barb 
Fence  Co.  v.  Washburn  &  Moen  Manuf.  Co.,  26  Fed,  Bep'r,  702. 

A  contract  for  the  use  of  an  invention,  requiring  the  payment 
of  $30  for  each  of  the  first  400  locomotive  engines  to  which  the 
invention  should  be  applied,  $6,000  to  be  paid  within  thirty  days, 
and  the  remainder  within  one  year,  can  not  be  construed  as  an 
agreement  to  apply  the  invention  to  400  locomotives  and  pay  $30 
for  each.     Babcock  v.  Northern  Pacific  R.  Co.,  26  Fed,  EepW,  756. 

103.   Persons  purchasing  of  Inventor^  before  Application^ 

may  use  or  sell  the  Thing  purchased. 

Every  person  who  purchases  of  the  inventor,  or  discov- 
erer, or  with  his  knowledge  and  consent  constructs  any 
newly  invented  or  discovered  machine,  or  other  patentable 
article,  prior  to  the  apphcation  by  the  inventor  or  discoverer 
for  a  patent,  or  who  sells  or  uses  one  so  constructed,  shall 
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have  the  right  to  use,  and  vend  to  others  to  be  used,  the 
specific  thing  so  made  or  purchased,  without  Uability 
therefor.    Rev.  Stat.  §  4899. 

The  use  of  an  invention  prior  to  an  application  for  a  patent, 
with  the  knowledge  and  consent  of  the  inventor,  and  unforbid<U  n 
by  him  entitles  the  person  so  using,  to  continue  the  use  after  iIk* 
patent  has  been  granted.     McClurg  v.  Kingsland,  1  How.  202. 

The  above  enactment  (as  found  in  Act  of  1839)  was  limited  to 
the  specific  things  made  or  bought  ;  it  did  not  extend  to  a  general 
right  to  practice  the  invention.  Brickill  v.  New  York  City,  iS 
Blatchf,  273  ;  7  Fed.  Bep'r,  479 ;  18  Fat.  Off.  Gaz.  463. 

The  sale  by  an  inventor,  and  the  public  use  by  the  purchaser, 
of  a  machine  embodying  the  completed  invention,  more  than  two 
years  before  the  application  for  a  patent,  does  not  invalidate  the 
patent,  where  such  sale  is  upon  condition  that  the  machine  should 
work  satisfactorily,  and  is  made  at  an  under  price,  without  profit  to 
the  seller,  and  the  use  is  for  the  purpose  of  securing  a  fair  test  of 
the  invention.  And  when  proof  has  been  made  that  the  use  was 
experimental,  upon  the  question  of  its  reasonableness  every  pre- 
sumption should  be  made  in  favor  of  the  inventor.  Inn  is  v.  Oil 
City  Boiler  Works,  22  Fed.  Itep\  780  ;  80  Fat.  Off.  Gaz.  998. 

Consent,  by  the  inventor  of  an  apparatus,  to  the  public  use  by- 
others,  before  his  application  for  a  patent  therefor,  of  one  such 
apparatus  sold  by  him  to  them,  Jieldy  under  the  circumstances  of 
the  particular  case,  sufficiently  shown  to  entitle  them  to  continue 
to  use  the  specific  machine,  under  Rev.  Stat.  §  4899,  without  com- 
pensation to  him,  after  the  patent  had  been  granted.  Duffy  v, 
Reynolds,  24  Fed.  Rep'r,  855  ;  33  Fat.  Off.  Gaz.  621. 

104:.  Sales  and  Purchases  of  Patented  Articles. 

The  invalidity  of  a  patent  does  not  make  the  sale  of  the  machine 
illegal,  so  as  to  taint  with  illegality  the  obligation  of  the  person 
who  is  manufacturing  them  under  an  agreement  with  the  patentee, 
and  who  receives  the  proceeds,  to  account  to  the  patentee,  under 
the  contract.     Kinsman  v.  Parkhurst,  18  How.  289;  1  Blatchf.  4S8. 

The  sale  of  a  patented  machine  by  a  sheriff,  under  an  execution, 
does  not,  in  and  of  itself,  convey  to  the  purchaser  any  right  to  use 
the  machine  in  the  manner  pointed  out  in  the  patent  right.  The 
purchaser  acts  at  his  own  jx^ril.     Sawin  ??.  Guild,  1   Gall.  485. 
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A  patented  raachine,  and  the  right  of  use  attached  to  it,  may 
"pass,  by  sale,  devise,  or  levy  of  execution,  or  assignment  of  an 
insolvent's  effects.  Woodwortli  v.  Curtis,  2  Woodb.  <&  M.  624. 
But  see  Stevens  v.  Gladding,  17  How.  447.  Whatever  right  to  use 
a  patented  machine  the  defendant  in  an  execution  may  have,  passes 
with  the  machine  to  the  purchaser  upon  a  sale  thereof  by  the  sheriff. 
The  lawful  sale  of  a  patented  machine  takes  it  out  of  the  monoply, 
either  altogether  or  pro  tanto^  according  to  tlie  nature  of  the  con- 
tract. The  purchaser  of  a  macuine  from  the  patentee  acquires  no 
right  in  the  patent  itself,  and  needs  none  to  enable  him  to  enjoy 
♦his  acquisition.  By  implication  he  is  invested  with  a  license  to  use 
that  particular  machine,  and,  in  the  absence  of  express  stipulation 
to  the  contrary,  such  license  passes  with  tlie  machine  to  successive 
owners  as  an  incident  of  proprietorship.  That  such  is  the  law  in 
<jase  of  a  voluntary  sale  of  a  patented  machine  by  tlie  patentee  is 
incontrovertible,  and  it  is  equally  apjilicable  to  sale  upon  execution. 
Thus  a  sheriff's  sale  of  a  factory  **  with  machinery  fcr  manufactur- 
ing" certain  things,  carries  with  it  the  title  to  pieces  of  machinery 
used  in  said  factory  and  for  the  purpose  specified,  although  detached 
and  separate  from  the  realty.  Wilder  t\  Kent,  16  Fed.  i2epV,  217  ; 
23  Fat.  Off.  Gaz.  831  ;  15  Rep'r,  626. 

The  granting  clause  of  a  deed  containing  the  following  words  : 
— "  Give,  grant,  bargain,  and  sell  one  of  Baldwin's  peg-splitting 
machines  and  the  right  to  use  the  same,  and  of  vending  to  others 
to  be  used  in  the  county  of  Cheshire,  excepting  the  town  of  Hins- 
dale, being  the  same  machine  for  which  letters-patent  were  issued," 
Ac, — does  not  authorize  the  grantee  to  construct  any  machine 
whatever  ;  it  is  the  conveyance  of  a  single  machine  already  in 
existence,  and  of  the  right  to  use  and  sell  that  single  machine 
within  the  described  territory.     Baldwin  v.  Sibley,  1  Cliff.  150. 

Whenever  a  patentee,  assignee,  licensee,  or  other  legally  author- 
ized party,  sells  an  absolute  and  unconditional  right  to  any  patented 
article  or  product,  the  purchaser  acquires  the  absolute  right,  so  far 
as  the  vendor,  as  patentee,  assignee,  &c.,  is  concerned,  to  use  and 
control  such  patented  article  or  product  as  he  sees  fit.  And  if  such 
article  be  in  the  nature  of  a  manufacture,  the  purchaser  may  re- 
work it  for  the  manufacture  of  any  new  variety  or  of  the  same 
variety  of  goods,  although  such  goods  retain  a  part  or  all  the 
qualities  peculiar  to  the  original  product  or  manufactured  article. 
Goodyear  v.  Beverly  Rubber  Co.,  1  Cliff.  348. 

Where  only  the  right  to  use  a  patent  results  from  the  purchase 
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of  a  machine,  Buoh  right  is  co-extensive  with  the  existt'iice  o\'  tli*" 
XQachine  and  expires  with  it.  Day  v.  Union  Rubber  Co.,  3  I. late  // . 
488  ;  aff'd  on  other  points,  20  Mow.  216. 

When  the  owner  of  a  patent  himself  sells  a  machine,  the  opera* 
tion  of  which  involves  using  his  invention,  he  is  understood  to  liavc* 
to  that  extent  parted  with  his  exclusive  right.  Thus  a  sale  of 
patented  machines  and  other  property,  made  under  foreclosure  of  a 
mortgage,  and  by  consent  of  the  owner  of  the  patents,  was  hel(7^ 
under  the  circumstances,  to  carry  the  right  to  use  the  inacliincs 
under  the  patent,  as  well  as  the  ownership  of  th(3m  as  corporeal 
things.  Detweiler  v,  Voege,  8  Md.  Bep\  600  j  19  Blatchf.  482  %, 
12  Rep'r,  198. 

The  purchase  of  a  patented  article  from  the  owner  of  tliu  patent 
confers  upon  the  purchaser  the  right  to  use  it  to  the  extent  that  he 
could  if  it  were  not  the  subject  of  the  patent ;  but  such  sale  does 
not  import  the  permission  of  the  seller  to  its  use  in  a  way  to  inter- 
fere with  his  exclusive  property  in  another  invention.  Roosevelt 
V.  Western  Electric  Co.,  20  Fed.  Bep'r^  724. 

The  sale  of  the  product  of  a  patented  machine  does  not  violate 
another  person's  exclusive  right  to  use,  construct,  or  sell  the  machine 
itself.  Goodyear  v.  New  Jersey  Central  Railroad,  1  ^ak.  626  ;  2 
Wall.  Jr.  366.  So  the  purchase  of  the  product  of  a  patented 
machine  or  process  does  not  make  the  purchaser  an  infringer  of  the 
patents  for  the  machine  or  process.  Brown  v.  District  of  Columbia, 
8  Mackey,  502. 

The  rightful  purchaser  from  a  licensee  of  a  material  or  article 
manufactured  under  a  patent  has  a  right  to  convert  it  to  any  use  he 
pleases,  unrestricted  by  any  covenant  between  the  licensee  and  the 
owner  of  the  patent.  Another  licensee  cannot  obtain  an  injunction 
restricting  him  to  a  use  of  the  product  in  its  original  form  or  for  its 
original  purpose,  upon  the  ground  that  his  vendor  is  under  covenant 
not  to  employ  it  otherwise.  Thus  where  Goodyear,  as  patentee  of 
the  vulcanized  rubber  compound,  sold  to  B.  an  exclusive  right  to  use 
it  for  making  "  tubes,"  and  to  W.  the  exclusive  right  to  use  it  for 
making  "  wringers,"  and  C.  bought  tubes  of  B.,  converted  them  into 
wringers,  and  undersold  W.,  and  filed  a  bill  to  enjoin  such  conver- 
sion, it  was  held,  that  the  suit  was  not  maintainable.  Washing 
Machine  Co.  v.  Earle,  3  WaXl  Jr.  320. 

A  buckle  or  bale-tie  sold  for  ordinary  commercial  use  passes; 
beyond  the  monoply  of  the  patent;  and  cannot  be  followed  or  con- 
trolled  in    its  subsequent   disposition.      Even   where    the  words 
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**  licensed  to  use  once  only  "  were  stamped  upon  the  buckles,  and 
words  of  like  import  were  contained  in  the  bill-heads  and  invoices, 
yet, — it  was  held^  that  the  nature  of  the  article  and  of  its  use  were 
such  that  there  was  an  implied  parting  with  the  unrestricted  title 
at  the  time  of  sale  which  was  inconsistent  with  any  such  reservation 
or  limitation.  American  Cotton  Tie  Co.  v.  Simons,  13  Pat,  Off, 
Gaz.  967. 

A  purchaser  of  machines  from  the  patentees  may  repair  and 
perfect  them,  and  his  using  them  is  not  an  infringement  ;  such 
purchase  does  not,  however,  authorize  the  use  of  machines  contain- 
ing the  patented  inventions  unless  they  are  the  identical  machines 
purchased.  Union  Metallic  Cartridge  Co.  v,  U.  S.  Cartridge  Co., 
2  Bann,  eft  A.  Pat,  Caa,  593;  8  Fed.  Rep,  446. 

The  right  to  make  carries  the  right  to  sell,  but  not  necessarily 
the  right  to  use  the  machine  when  made  and  8old.  Jenkins  v. 
Greenwald,  2  Fish,  37;  1  Bond^  128;  Bicknell  ?;.Todd,  5  McLean^ 
236. 

Where  one  licensed  to  run  a  patented  machine  sells. Buc-h 
machine,  the  license  to  run  does  not  ncct'ss.iiily  j>ass  with  the 
machine.     Wilson  t?.  StoUey,  4  McLean^  21  b\  4   West,  L,  J,  412. 

Unconditional  sale  of  a  patented  article  confers  the  whole  title 
therein,  and  impliedly  warrants  full  ownership  on  part  of  the  ven- 
dor. Holliday  v,  Matheson,  24  Fed,  Rep,  185;  30  Pat.  Off,  Gaz. 
452;  31  Id.  1444. 

105.  Territorial  Limits  of  Bityer^s  Right, 

Where  a  patentee  has  assigned  his  right  to  manufacture,  sell, 
and  use  within  a  limited  district  an  instrument,  machine  or  other 
manufactured  product,  one  who  buys  from  the  assignee,  within  the 
limits  of  the  district,  one  of  such  instruments  or  machines,  acquires 
the  right  to  use  it  anywhere,  without  reference  to  other  assign- 
ments of  rights  for  other  territories  which  may  have  been  made 
by  the  patentee.  Tlie  right  to  use  such  machines  or  instruments 
stands  on  a  different  ground  from  the  right  to  make  and  sell  them, 
and  inheres  in  the  nature  of  a  contract  of  purchase,  which  carries 
no  implied  limitation  of  the  right  of  use  within  a  given  locality. 
Thus  where  the  assignee,  for  a  limited  district,  of  a  patent  for  an 
improvement  in  coffins,  manufactured  and  sold,  within  the  district, 
ooffins  containing  the  patented  improvement,  it  was  heldy  that  the 
pnrohaaer  of  a  coffin  could  put  it  to  use  in  an  interment  anywhere;. 
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he  was  DOt  restricted  to  a  use  of  it  within  the  district  deRignuted 
in  the  assignment.  Adams  v.  Burke,  11  Wall.  453;  1  J^at.  Off. 
Gaz.  282;  aff'g  1  HolmeSy  40  ;  McKay  v.  Wooster,  6  Am,  L, 
T,  169;  2  Sawyer,  373;  3  Pat.  Off,  Gaz.  441;  May  v,  Chaffee,  2 
Dill.  385;  5  JF^ish.  Pat.  Cas.  160. 

If  the  vendor  of  a  ihachine  be  an  assignee  of  the  patent  for  a 
specified  territory,  the  machines  sold  by  him  pat;s  out  of  the  mon- 
opoly, and  the  property  sold  passes  from  under  the  protection  of 
the  patent  laws,  and  is  subject,  like  other  property,  only  to  the 
operation  of  the  laws  of  the  State.  Hawley  v.  Mitchell,  1  Pat.  Off. 
Grtz.  306;  4  Msh.  Pat.  Cas.  388  ;   1  Holmes^  42. 

One  who  purchases  patented  articles  from  a  grantee  of  an 
exehisive  right  to  manufacture  and  sell  under  the  patent  in  a  speci- 
fied part  of  the  United  States,  has  not  the  right  to  sell  the  articles 
in  the  course  of  trade  outside  the  designated  limits  covered  by  the 
grantee  to  his  vendor.  Hatch  v.  Adams,  22  Pld.  Pep\  434;  29 
Pai.  Off.  Gaz.  7V6.  But  see  Hatch  v.  Hall,  Id.  438;  30  Pat.  Off. 
Grrz.  1 090. 

Where  the  owner  of  a  patent  sells  the  patented  article,  without 
restriction  or  conditions,  in  a  foreign  country,  the  use  or  sale  of 
Hueh  ]>atented  article  in  this  country,  by  a  purchaser  of  it  from  the 
vendee  of  the  ))atentee  in  the  foreign  country,  is  not  an  infringe- 
ment of  the  patent.  Holiday  v.  Matheson,  24  Ped.  Pep\  185;  31 
Pat.  Off.  Gaz.  1444.  See  previous  decision,  S.  C,  30  Pat.  Off. 
Gaz.  452. 

106.  His  Right,  hotv  liinited  by  Term  of  Patent. 

The  right  acquired  by  a  purchaser  of  the  exclusive  privilege  ol" 
making  or  selling,  in  a  particular  place,  a  patented  thing  terminates 
at  the  time  limited  by  the  law  which  created  it  for  its  duration  ; 
unless  the  sale  is  expressly  made  broader.     Bloomer  v.  McQuewan, 

14  How.  539;  Bloomer  v.  Millinger,  I  TFa//.  340  ;  Blanchard  v. 
Whitney,  3  Blatchf.  307;  Hawley  u.  Mitchell,  4  Fish.  Pat.  Cas.  388  ; 
]  Holmes,  42  ;   I  Pat.  Off.  Gaz.  306. 

The  right  to  use  a  machine  after  the  expiration  of  the  patent 

15  an  incident  to  the  right  to  use  it  daring  the  original  term  ;  if 
that  fails  (here,  on  account  of  fraud),  the  incident  falls  with  it. 
Union  Paper-Bag  Machinery  Co.  v.  Nixon,  9  Pat.  Off.  Gaz. 
<)91  ;  1  Flippiriy  491  ;  2  Mann.  <&  A.  Pat.  Cas.  244. 

Articles  manufactured  without  right  during  the  lifetime  of  a 
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patent,  cannot  be  lawfully  sold  after  its  expiration.    Am.  Diamond 
Rock  Boring  Co.  v.  Sheldon,  1  JFhd.  Rep'r,  870  ;  18  Blatchf,  50. 

A  manufacturer  of  a  patented  article  after  the  expiration  of  the 
patent,  has  a  right  to  represent  that  it  is  made  according  to  the 
patent,  and  to  use  the  name  of  the  patentee  for  that  purpose.  Wil- 
cox AGibbs  Sewing  Machine  Co.  v.  Gibbons  Frame,  17  Fed,  It^'*r, 
623  ;  24  Pat.  Of.  Gaz,  1272  ;  21  JBlatchf,  431  ;  see  antey  p.  11. 


yil.  MARKING    ARTICIES  ^^  PATENTED/* 

FALSE  MARKING. 

107.  Patented  Articles  must  be  Marked  a^  such. 

It  shall  be  the  duty  of  all  patentees,  and  their  assigns 
and  legal  representatives,  and  of  all  persons  making  or  vend- 
ing any  patented  article  for  or  under  them,  to  give  sufficient 
notice  to  the  pubUc  that  the  same  is  patented ;  either  by 
fixing  thereon  the  word  ''patented,"  together  with  the  day 
and  year  the  patent  was  granted  ;  or  when,  from  the  char- 
acter of  the  article,  this  cannot  be  done,  by  fixing  to  it,  or 
to  the  package  wherein  one  or  more  of  them  is  inclosed,  a 
label  containing  the  Uke  notice  ;  and  in  any  suit  for  infringe- 
ment, by  the  party  failing  so  to  mark,  no  damages  shall  be 
recovered  by  the  plaintiff,  except  on  proof  that  the  defend- 
ant was  duly  notified  of  the  infringement,  and  continued, 
after  such  notice,  to  make,  use,  or  vend  the  article  so  pat- 
ented.    Bev.  Stat.  §  4900. 

The  requirement  of  the  above  section, — that  patented  articles 
shall  be  marked  with  the  word  "  patented,"  Ac, — may  be  sufficiently 
complied  with,  where  the  articles  are  so  small  that  it  is  difficult  to 
stamp  them,  by  stamping  and  labeling  the  packages  in  which  they 
are  shipped  and  the  invoices.  Sessions  v.  Romadka,  21  JFed.  Rep% 
124;  28  Pat.  Off.  Gaz.  721. 

Upon  the  trial  of  an  action  for  infringement  in  which  defendant 
olaims  the  benefit  of  this  section^  the  burden  is  in  the  first  instance 
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apon  the  defendaDt  to  show  that  the  plaintiff  has  made  or  sold 
articles  under  a  patent,  and  has  failed  to  mark  them  as  required  ; 
and  then  the  burden  rests  upon  the  plaintiff  to  show  that  defendant 
had  notice  that  he  was  infringing.  Goodyear  v.  Allyn,  6  £latchj\ 
53  ;  3  FUih,  Pat.  Gas.  374. 

It  is  not  an  excuse  for  a  patentee's  omission  to  mark  a  ])atented 
article  as  such,  that  such  marking  would  have  been  expensive,  ami 
must  have  enhanced  the  price.  The  law  exacts  the  marking,  unless, 
from  the  character  of  the  article,  it  cannot  be  done  ;  the  imj)os8ibil- 
ity  or  impracticability  is  not  made  dependent  on  the  question  of 
pecuniary  loss  or  gain  to  the  patentee.  Putnam  v.  ISudhoff,  1 
Bann.  <&  A,  PaL  Cas,  198. 

When  ignorance  of  facts  may  excuse  from  statute  penalties, 
discussed  ;  and  held,  that  one  who  manufactures  an  article  which  is 
not  marked  "  patented,"  <fcc.,  without  knowledge  of  the  patent,  is 
not  liable  in  damages  for  so  manufacturing  ;  but  becomes  liabl<', 
upon  acquiring  notice,  for  manufacturing  done  afterward.  Allen 
t?.  Deacon,  21  Fed,  ItepW^  122.  What  actual  notice  that  an  article 
is  patented  is  equivalent  to  stamping  it  as  patented,  for  thi*  jmrpose 
of  rendering  an  infringer  liable,  see  New  York  Pharmical  Assoc,  v. 
Tilden,  14  Fed.  PepW,  740  ;  23  Pat,  Off,  Gaz.  272  ;  15  Bep\  98. 

The  patentee  may  prove  against  one  whom  he  sues  as  liceiisre 
but  who  denies  the  license,  that  the  defendant  marked  the  articles 
as  patented  ;  such  mark  is  an  acknowledgment  that  they  were 
manufactured  under  a  patent.  Jones  v,  Vankirk,  2  Fish.  Pat,  Cas. 
586. 

108.  Penally  for  Falsely  Marking  or  Labeling  Articles  as 

"  Patented,'' 

Every  person  who,  in  any  manner,  marks  upon  any- 
thing made,  used,  or  sold  by  him  for  which  he  has  not 
obtained  a  patent,  the  name  or  any  imitation  of  the  name 
of  any  person  who  has  obtained  a  patent  therefor  without 
the  consent  of  such  patentee,  or  his  assigns  or  legal  repre- 
sentatives ;  or 

Who,  in  any  manner,  marks  upon  or  aflBxes  to  any  such 
patented  article  the  word  *^patenf  or  "patentee,"  or  the 
words  "letters  patent,"  or  any  word  of  like  import,  with 
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intent  to  imitate  or  counterfeit  the  mark  or  device  of  the 
patentee,  without  having  the  Ucense  or  consent  of  such  pat- 
entee or  his  assigns  or  legal  representatives  ;  or 

Who,  in  any  manner,  marks  upon  or  affixes  to  any  un- 
patented article  the  word  '*  patent,"  or  any  word  importing 
that  the  same  is  patented,  for  the  purpose  of  deceiving  the 
public,  shall  be  liable,  for  every  such  offense,  to  a  penalty 
of  not  less  than  one  hundred  dollars,  with  costs ;  one-half 
of  said  penalty  to  the  person  who  shaU  sue  for  the  same, 
and  the  other  to  the  use  of  the  United  States,  to  be  recov- 
ered by  suit  in  any  district  court  of  the  United  States  within 
whose  jurisdiction  such  offense  may  have  been  committed. 
Bev.  Stat.  §  4901. 

This  section  is  to  be  strictly  coDstrued.  It  makes  penal  the  act 
of  marking  only  ;  hence,  taking  the  marked  articles  into  another 
jurisdiction  than  that  in  which  they  were  marked,  with  intent  to 
sell  them  there,  is  not  within  its  provisions.  Such  act  cannot  be 
regarded  as  a  repetition  or  continuance  of  the  original  offense. 
Pentlarge  t?.  Kirby,  19  I^ed.  liepV,  601. 

The  purpose  of  prohibiting  under  penalties  the  marking  of  an 
unpatented  article  is  to  prevent  deceiving  tlie  public  (Wilson  v. 
Singer  Manuf.  Co.,  9  JBiss.  173  ;  16  I^at.  Of,  Gaz,  1091  ;  4  JBann. 
<fc  A.  Pat.  Cas.  637)  ;  and  in  order  to  render  a  person  liable,  the 
marking  must  not  only  give  the  public  to  understand  the  fact  of  a 
patent,  but  it  must  be  done  qiw  a7iimo,  with  intent  to  deceive. 
Walker  v,  Hawxhurst,  5  Blatchf,  494.  The  intent  to  create  a 
belief  in  a  present  subsisting  patent  is  necessary.  If  the  patents 
marked  upon  the  machine  have  all  expired,  and  there  is  no  sub- 
sisting patent  upon  the  machine  or  any  part  of  it,  the  offense  is 
incomplete  (Wilson  v.  Singer  Manuf.  Co.,  12  Fed,  BepW,  57  ;  11 
Bis8.  298  ;  28  Int.  Hev.  Itec,  176)  ;  as  where  the  patentee  continued 
to  stamp  the  patented  article  with  the  word  "  patented  "  and  the  date 
when  the  patent  was  issued,  after  the  patent  had  expired.  Wilson  «. 
Singer  Manuf.  Co.,  9  Biss,  173  ;  16  Pat,  Off,  Gaz.  1091  ;  4  Bann.  A 
A,  Pat.  Cos.  637,  (See  ante^  pp.  10,  11).  The  question  of  the  intent 
to  deceive  is  for  the  jury.  Walker  v.  Hawxhurst,  supra  ;  Oliphant 
«.  Salem  Flouring  Mills,  5  Sawyer^  128  ;  8  Barm,  <fc  A.  Pat.  Gas. 
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256.  Whether  the  provisiou  applies  though  the  article  is  uot  of  a. 
patentable  nature,  so  that  in  a  legal  point  of  view  there  cannot  have 
been  any  deception,  see  Oliphant  v.  Salem  Flouring  Mills,  supra/ 
United  States  v.  Morris,  2  JBondy  23  ;  3  Msh.  Fat.  Cos.  72. 

The  question  of  the  liability  of  a  corporation  for  the  act  of  its 

superintendent  in  wrongfully  affixing  the  word  ^'  patented  "  to  an 

unpatented  article  is  considered  in  the  charge  to  the  jury  in  the 

case  of  Tompkins  v.  Butterfield,  25  JPkd,  BepWy  556;  33  Pat.  Off^ 

Oaz,  758. 

The  second  subdivision  of  the  section  does  not  include  the  case 
of  a  patented  article  stamped  with  the  mark  of  a  person  who  has 
no  patent  embracing  or  affecting  the  article  stamped,  but  only  a 
patent  for  a  different  article,  and  no  penalty  can  be  recovered  there- 
for. French  v.  Foley,  11  Fed,  RepWy  801.  The  remedy  of  the 
person  whose  mark  is  improperly  used  must  be  sought  independent 
of  this  section  (Id.);  and  the  courts  will  restrain  such  unlawful 
use.  Washburn,  &c.  Manuf.  Co.  v.  Ilaish,  9  JBiss.  141;  18  JPat.  Off. 
Gaz,  465;  4  Bann,  <lb  A.  Pat.  Cas.  571. 

The  penalty  "of  not  less  than  $100  "  imposed,  means  a  penalty 
of  $100  only.  Stimpson  v.  Pond,  2  Curt.  502.  The  suit  therefor 
must  be  brought  in  the  name  of  the  informer  and  not  in  that  of  the 
United  States  (United  States  v.  Morris,  2  Bondy  23;  3  Fish.  Bat. 
Cas.  78);  however,  it  being  a  qui  tarn  action,  plaintiff  may  prop- 
erly describe  himself  as  suing  for  himself  and  the  United  States,  and 
a  demurrer  for  misjoinder  of  parties  will  not  be  sustained  for  so- 
doing.  Winne  v.  Snow,  19  Fed.  Bep^r^  507.  Special  injury  is  no 
part  of  the  cause  of  action  ;  averments  of  it  may  be  struck  out  as 
irrelevant,  under  New  York  Code  of  Procedure,  but  are  not  ground 
of  demurrer.  lb.  Patentability  of  the  article  need  not  be  shown. 
lb.  Contra^  U.  S.  v.  Morris,  supra.  Proof  on  the  part  of  the  plaint- 
iff to  make  out  his  case  beyond  a  reasonable  doubt  is  not  required. 
Hawlowetz  v.  Kass,  34  Pat.  Off.  Gaz.  1499;  aff'g  S.  C,  nom.  Kass 
V.  Hawlowetz,  Id,  1135. 

The  plaintiff  in  an  action  for  this  penalty  must  prove  beyond  a 
reasonable  doubt :  1.  That  the  defendant  affixed  or  caused  to  be 
affixed  the  word  upon  the  article  ;  2.  That  he  has  no  patent ;  3. 
That  he  affixed  the  word  with  the  intent  to  deceive  the  public^ 
Nichols  V.  Newell,  1  Fish.  647. 
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109.  Filing  and  Effect  of  Caveats. 

Any  citizen  of  the  United  States  who  makes  any  new 
invention  or  discovery,  and  desires  further  time  to  mature 
the  same,  may,  on  payment  of  the  fees  required  by  law,  file 
in  the  patent  office  a  caveat  setting  forth  the  design 
thereof,  and  of  its  distinguishing  characteristics,  and  pray- 
ing protection  of  his  right  until  he  shall  have  matiu'ed  his 
invention.  Such  caveat  shall  be  filed  in  the  confidential 
archives  of  the  office  and  preserved  in  secrecy,  and  shaU  be 
operative  for  the  term  of  one  year  from  the  filing  thereof  ; 
and  if  application  is  made  within  the  year  by  any  other 
pei-son  for  a  patent  with  which  such  caveat  would  in  any 
manner  interfere,  the  commissioner  shall  deposit  the 
description,  specification,  drawings,  and  model  of  such 
appUcation  in  Uke  manner  in  the  confidential  archives  of 
the  office,  and  give  notice  thereof,  by  mail,  to  the  person 
by  whom  the  caveat  was  filed.  If  such  person  desires  to 
avail  himself  of  his  caveat,  he  shall  file  his  description, 
specifications,  drawings,  and  model  within  three  months 
from  the  time  of  placing  the  notice  in  the  post-office  in 
Wa'  hington,  with  the  usual  time  required  for  transmitting 
it  to  the  caveator  added  thereto ;  which  time  shall  be 
indorsed  on  the  notice.  An  alien  shall  have  the  privilege 
herein  granted,  if  he  has  resided  in  the  United  States  one 
year  next  preceding  the  filing  of  his  caveat,  and  has  made 
r)ath  of  his  intention  to  become  a  citizen.  Rev,  Stat, 
i  4902. 

A  caveat,  under  the  patent  law,  is  a  notice  given  to  the  office  of 
the  caveator's  claim  as  inventor,  in  order  to  prevent  the  grant  of  a 
patent  to  another  for  the  same  alleged  invention  upon  an  applioa* 
IL— 10 
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tion  filed  daring  the  life  of  the  caveat  without  notice  to  the  cayea* 
tor.     Rules  of  Ftac.  No.  189. 

If  at  any  time  within  one  year  after  the  filing  or  renewal  of  a 
caveat  another  person  shall  file  an  application  with  which  such 
caveat  would  in  any  manner  interfere,  and  if,  within  the  year,  the 
application  shall  be  found  patentable,  then  such  application  will  be 
suspended,  and  notice  thereof  will  be  sent  to  the  person  filing  the 
caveat,  who,  if  he  shall  file  a  complete  application  within  the  pre- 
scribed time,  will  be  entitled  to  an  interference  with  the  previous 
application,  for  the  purpose  of  proving  priority  of  invention,  and 
obtaining  the  patent,  if  he  be  adjudged  the  prior  inventor.  The 
caveator,  if  he  would  avail  himself  of  his  caveat,  must  file  his 
application  within  three  months  from  the  expiration  of  the  time 
regularly  required  for  the  transmission  to  him  of  the  notice  depos- 
ited in  the  post-office  at  Washington  ;  and  the  day  when  the  time 
for  filing  expires  will  be  mentioned  in  the  notice  or  indorsed 
thereon.     Id,  No.  196. 

The  caveator  will  not  be  entitled  to  notice  of  any  application 
l)endins:  at  the  time  of  filin<ij  his  caveat,  nor  of  any  application  filed 
lifter  the  expiration  of  one  year  from  the  date  of  the  filing  or 
renewal  thereof.  The  caveat  may  be  renewed  by  the  payment  of 
:i  second  caveat  fee  of  ten  dollars,  and  it  will  continue  in  force  for 
one  year  from  the  date  of  the  payment  of  such  second  fee.  Subse- 
<ju«Mit  lenewals  may  be  made  with  like  effcjct.  If  a  caveat  be  not 
riMiewed,  it  will  be  preserved  in  the  secret  areliives  of  the  office. 
Jil.   No.  197. 

A  caveat  answers  a  double  purpose  ;  first,  to  give  notice  of  the 
invenior's  claim,  and  second,  to  prevent  a  patent  from  issuing  to 
:inf)thiT  for  the  same  thing.     Allen  v.  Hunter,  6  McLean^  'U):^». 

'I'lie  iiliiig  of  a  caveat  is  not  necessary  to  preserve  the  right  of 
jin  inventor  to  a  patent  ;  it  only  entitles  liini  to  notice  of  any  inter- 
friiu^  apjilication.  Heath  v.  Hildreth,  Cninch  Put.  J}ec.  Ot5  ;  1 
Mdr Arthur  Pat.  Oas.  12.  It  protects  the  inventor  filing  it  from 
ail  interfering  ai)])lications  made  within  one  year  after  the  filing  it 
ljy  rc(iuiring  the  office  to  notify  him  of  such  application  so  that  he 
may  resist  the  interference.  Bell  v.  Daniels,  I  JFYsh.  Pat.  Cos.  372  ; 
]  Pondy  212.  In  dlher  words,  its  purpose  is  to  save  the  inventor 
from  the  principle  which  awards  the  patent  to  him  who  first  per- 
fects and  introduces  the  invention.  Phelps  v.  Brown,  1  Fish.  479; 
4  Platchf.  362.     It  confers  no  rights  and   affords  no  protection  ^ 

except  as  to  notice  of  an  interfering  application  filed  daring  its 
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life  giving  the  caveator  the  opportunity  of  proving  priority  of 
invention  if  he  so  desires.  Hules  of  Prac.  No.  198.  It  may  be 
used  as  evidence  in  contests.  See  Id,  No.  150.  But  it  is  not  con- 
clusive evidence  that  the  patent  to  which  it  relates,  was  not,  at  the 
time  of  filing,  perfected.  Johnson  v.  Root,  1  Fish,  Pat,  Cas,  351. 
If,  daring  the  interval  between  filing  the  caveat  and  applying  for 
the  patent,  the  inventor  allows  his  invention  to  go  into  public  use, 
the  caveat  will  not  protect  him.  Bell  v,  Daniels,  supra.  Or,  if  he 
delays  or  neglects  to  perfect  his  invention,  and  in  the  meantime 
Bome  one  else  conceives  the  same  idea  and  perfects  it,  the  caveator 
cannot  in  virtue  of  his  caveat  appropriate  what  has  thus  been 
embraced  in  a  practical  machine  between  his  caveat  and  his  patent. 
Johnson  v.  Root,  supra.  An  application  for  a  patent  cannot  be 
prejudiced  by  the  failure  of  the  officers  of  the  patent-office  to  give 
information  of  his  application  to  a  person  who*  makes  inquiry 
there  in  regard  to  it.  Sparkman  v,  Higgins,  1  Blatchf,  205;  5 
2^,  Y,  Leg,  Obs.  122  ;  6  Pa.  X.  Jl  344.  A  failure  of  the  commis- 
sioner to  perform  his  duty  of  giving  notice  to  the  caveator  of  an 
interfering  application  will  not  be  allowed  to  prejudice  his  right, 
but  the  commissioner  may  issue  to  him  a  junior  patent  to  enable 
him  to  secure  it.  Phelps  v.  Brown,  supra.  And  the  fact  that  the 
earlier  patent  was  granted  while  a  caveat  was  pending  and  in  force 
will  not  render  the  patent  void.  Cochrane  v.  Waterman,  Granch 
PaJt,  Bee,  121. 

There  is  no  provision  of  law  making  the  caveat  assignable  ; 
although  the  alleged  invention  therein  set  forth  is  assignable,  and 
the  caveat  may  be  used  as  means  of  identifying  the  invention 
transferred  in  an  assignment.     Rules  of  Prac,  No.  199. 

Caveat  papers  cannot  be  withdrawn  from  the  office  after  they 
have  once  been  filed  ;  but  copies  of  the  papers  may  be  obtained  at 
the  usual  rates  by  the  caveator  or  any  person  duly  authorized  by 
him.  Additional  papers,  if  containing  new  matter,  must  be  filed 
as  a  separate  caveat  with  another  fee.     Rules  of  Prac,  No.  200, 

For  decisions  on  the  effect  of  caveats  in  particular  cases,  see 
Robertson  v.  Secombe  Manuf.  Co.  10  Blatchf,  481;  3  Pat,0ff,0az. 
412;  6  Fish.  Pat.  Cas.  268;  also,  4  Pat.  Of.  Gaz.  132;  Goodyear 
Dental  Vulcanite  Co.  v.  Gardiner,  3  Cliff.  408  ;  4  FUK  Pat.  Cos. 
224;  6  Pat.  Of.  Gaz.  686. 
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110.  Requisites  and  Sufficiency. 

The  caveat  must  comprise  a  specification,  oath,  and,  when  the 
natare  of  the  case  admits  of  it,  a  drawing,  and,  like  the  application, 
must  be  limited  to  a  single  invention  or  improvement.  Hules  of 
Prac.  No.  192. 

The  same  particularity  of  description  is  not  required  in  a  caveat 
as  in  an  application  for  a  patent  ;  but  the  caveat  must  set  forth  the 
object  of  the  invention  and  the  distinguishing  characteristics 
thereof,  and  it  should  be  sufficiently  precise  to  enable  the  office  to 
judge  whether  there  is  a  probable  interference  when  a  subsequent 
application  is  filed.  If  upon  examination  a  caveat  be  found  defe9- 
tive  in  this  respect,  amendment  will  be  required.  Without  com- 
pliance with  Rules  190,  192,  193  and  195,  the  caveator  will  not  be 
entitled  to  the  notice  provided  for  in  Rule  196.    Id,  No.  192. 

The  oath  of  the  caveator  must  set  forth  that  he  is  a  citizen  of 
the  United  States,  or,  if  he  be  an  alien,  that  he  has  resided  for  one 
year  last  past  within  the  United  States,  and  has  made  oath  of  his 
intention  to  become  a  citizen  thereof,  and  that  he  believes  himself 
the  original  and  first  inventor  of  the  art,  machine,  or  improvement 
set  forth  in  his  caveat.     Id.  No.  196. 

When  practicable,  the  caveat  should  be  accompanied  by  full 
and  accurate  drawings,  separate  from  the  specification,  well 
executed  on  tracing  muslin  or  paper  that  may  be  folded. 

Where  the  caveat  contains  no  description  or  representation 
sufficient  to  enable  a  practical  working  apparatus  to  be  made  from 
it,  and  the  ideas  suggested  by  it  do  not  appear  to  have  been  after- 
ward developed,  but  a  different  plan  is  followed  in  a  patent  subse- 
qently  obtained  by  the  party  filing  the  caveat,  such  undeveloped 
suggestions  are  not  sufficient  to  invalidate  a  subsequent  patent  to 
another  party.  Ren  wick  v.  Cooper,  6  FKah,  Pat.  Cos.  31  ;  10 
Blatchf,  201. 

That  although  a  caveat  be  informal,  yet  if  it  is  followed  up 
with  reasonable  diligence  and  a  patent  is  eventually  granted  for  the 
invention,  it  will  prevent  any  right  from  being  acquired  by  another 
person,  in  the  meantime, — see  Sparkman  v.  Higgins,  1  Blatchf.  205; 
5  JT.  r;  Leg.  Oba.  122;  6  Pa.  L.  J.  844. 
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IX.  BEJEGTI0N8  AND  INTERFERENCES.    MOTIONS. 

TESTIMONY. 

111.  Notice  of  Rejection  of  Claim  for  Patent  to  he  given 

to  Applicant. 

Whenever,  on  examination,  any  claim  for  a  patent  is 
rejected,  the  commissioner  shall  notify  the  applicant 
thereof,  giving  him  briefly  the  reasons  for  such  rejection, 
together  with  such  information  and  references  as  may  be 
useful  in  judging  of  the  propriety  of  renewing  his  applica- 
tion or  of  altering  his  specification  ;  and  if,  after  receiving 
such  notice,  the  appUcant  persists  in  his  claim  for  a  patent, 
with  or  without  altering  his  specifications,  the  commis* 
sioner  shall  order  a  re-examination  of  the  case.  Bev.  Stat. 
§  4903. 

A  rejected  application  for  letters-patent  is  no  bar  to  a  patent; 
at  least  not  where  there  is  no  evidence  to  show  that  the  alleged 
prior  invention  which  it  discloses  was  ever  perfected  or  brought  to 
practical  use,  or  that  it  was  not  abandoned  and  never  revived  by 
the  original  inventor.  Rubber  Step  Manuf.  Co.  v.  Metropolitan 
R.  R.  Co.,  13  Pat.  Of.  Gaz.  549. 

If  an  application  after  rejection  is  renewed  and  granted,  the 
date  when  it  was  first  made,  not  that  of  its  renewal,  is  taken  as  the 
date  of  application.  Henry  v.  Francestown  Soapstone  Stove  Co., 
•9  Pat.  Off.  Gaz.  408  ;  2  Bann.  <Sb  A.  Pat.  Cos,  221. 

A  patent  should  not  be  granted  for  an  invention  every  feature 
of  which  was  shown  and  described,  but  not  claimed,  in  a  previous 
patent  issued  to  the  same  applicant,  a  re-issue  of  which  cannot  be 
obtained  because  of  undue  delay.  The  omission,  in  the  prior 
patent,  to  claim  the  invention,  is  a  dedication  of  it  to  the  public. 
Hill  V.  Commissioner  of  Patents,  34  Pat.  Off.  Gaz.  151.  The 
mechanic  who  executes  the  conception  of  his  employer  is  not 
entitled  to  a  patent;  even  though  he  use  inventive  skill  as  well  as 
mechanical  dexterity  in  carrying  out  his  employer's  design.  Well- 
man  V.  Blood,  1  MacArthur  Pat.  Cos,  432;  Warner  v.  Goodyear, 
Id.  60;  King  v.  Gedne3%  Id.  443. 
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The  question  whether  a  delay  in  an  application  should  be  con- 
strued as  an  abandonment,  is  for  the  determination  of  the  jury  a» 
matter  of  fact  ;  it  is  not  made,  by  the  act  of  1836,  a  ground  foi 
refusal,  by  the  commissioner,  to  grant  a  patent.    Heath  v,  Hildreth^ 

I  MacArthur  Pat.  Cas,  12. 

The  decision  of  the  commissioner  of  patents  rejecting  an  appli- 
cation for  a  patent  on  the  ground  of  abandonment  of  the  invention 
is  not  final.  Abandonment  is  a  question  of  fact,  and  the  decision 
is  reviewablej  This  is  so  when  the  decision  was  made  on  renewal 
of  an  application  equally  as  when  made  on  the  original  application. 
United  States  Rifle,  &c.  Co.  v.  Whitney  Arms  Co.,  14  Blatchf.  94; 

II  Pat,  Off,  Gaz.  373;  2  Bann.  <&  A,  Pat,  Cas,  493. 

Upon  the  abolition,  by  the  act  of  1839,  of  the  board  of  examin- 
ers created  by  the  act  of  1836,  the  original  jurisdiction  of  the  board 
vested  in  the  commissioner  of  patents  ;  and  under  sections  6  and  7 
of  the  act  of  1836,  he  was  authorized  to  investigate  and  determine 
questions  of  public  use  of  an  alleged  invention  arising  upon  an 
application  for  a  patent.  The  negative  requirement — that  the 
invention  has  not  been  in  the  public  use  or  on  sale,  <fec.,  stands  in 
the  statute  in  the  same  category  with  the  other  requisites,  and 
their  existence  is  to  be  determined  by  the  commissioner  according 
to  a  due  course  of  proceeding  had  by  him.  Hunt  v.  Howe,  1 
MacArthur  Pat.  Gas.  366  ;  Mowry  v.  Barber,  Id,  663.  And  see 
EUi thorp  v.  Robertson,  Id.  585. 

Proof  of  a  public  use  of  a  device  for  two  years  prior  to  the 
application  (Act  of  1869,  §  7)  requires  the  commissioner  to  reject 
the  application.     Rugg  v.  Haines,  1  MacArthur  Pat.  Cas.  420. 

The  commissioner  of  patents  was  authorized,  under  section  7  of 
the  act  of  1839,  to  reject  an  application  for  a  patent  upon  proof 
that  the  invention  had  been  abandoned  to  the  public.  Mowry  v. 
Barber,  I  MacArthur  Pat,  Cas.  563;  Ellithorp  v,  Robertson,  Id. 
685;  Same  v.  Same,  Id.  634;  Wickersham  v.  Singer,  Id.  645,678. 

The  withdrawal  of  an  application  for  a  patent  and  the  return  of 
part  of  the  patent  fee  is  not  of  itself  an  abandonment  or  dedica- 
tion of  the  invention  to  the  public ;  but  is  an  equivocal  act,  to  be 
interpreted  by  surrounding  circumstances,  and  to  be  affected  upon 
a  second  application  by  the  subsequent  conduct  of  the  party — ^his 
diligence  or  his  neglect  or  delay — in  the  ^ame  manner  as  his  con- 
duct is  to  be  weighed  in  regard  to  an  original  application.  Wicker- 
Bham  V.  Singer,  1  MacArthur  Pat.  Gas.  646,  689. 
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The  rejection  by  the  commissioner  ot  patents,  of  the  applica* 
tion  of  Wickersham  for  a  patent  for  improvements  in  the  feed 
mechanism  of  sewing  machines,  upon  an  interference  with  patents 
issued  to  Singer — ^affirmed,  upon  appeal,  notwithstanding  Wicker- 
sham appeared  to  have  been  the  prior  inventor,  on  the  grounds 
that  he  had  abandoned  the  inventiop  by  failing  to  use  due  diligence 
in  applying  for  and  prosecuting  his  application  for  a  patent  ;  that 
his  application  subsequent  to  that  of  Singer,  did  not,  under  the  cir- 
cumstances, relate  back  to  the  date  of  an  earlier  application  ;  and 
that  the  invention  had  been  in  public  use,  with  his  knowledge  and 
consent,  more  than  two  years  before  his  second  application.  Wick- 
ersham V,  Singer,  1  McArthur  Pab.  Cos,  646. 

112.  Statement  of  Beasons  and  References. 

If,  upon  the  re-examination,  the  application  is  again  rejected, 
the  reasons  therefor  will  be  fully  and  precisely  stated.  See  Hides 
of  JPrac,  Nos.  64,  89. 

The  rules  further  provide  that  upon  the  rejection  of  an  applica- 
tion for  want  of  novelty,  the  examiner  must  cite  the  best  references 
at  his  command.  If  patents  be  cited,  their  dates  and  numbers,  the 
names  of  the  patentees,  and  the  classes  of  invention  must  be  stated. 
When  the  reference  shows  or  describes  inventions  other  than  that 
claimed  by  the  applicant,  the  particular  part  relied  on  will  be 
designated  as  nearly  as  practicable.  The  pertinence  of  the  refer- 
ence, if  not  obvious,  must  be  clearly  explained  and  the  anticipated 
cijiini  specified.  If  printed  publications  be  cited,  the  title,  date, 
page,  or  })Iate,  and  place  of  publication,  or  place  where  a  copy  can 
he  found,  will  be  given.  When  reference  is  made  to  facts  within 
the  |)erson:il  knowledge  of  an  employe  of  the  office,  the  data  will  be 
as  .sj)ecitic  as  possible,  and  the  reference  must  be  supported  by  the 
affidavit  of  such  employ^,  which  shall  be  subject  to  contradiction, 
explanation,  and  corroboration  by  the  affidavits  of  the  applicant 
an«l  other  persons.  If  the  patent  or  other  printed  matter,  plates, 
nr  drawings,  so  referred  to,  are  in  the  possession  of  the  office,  copies 
will  be  furnished  at  cost  upon  the  order  of  the  applicant.  Rules  of 
Prac.  No.  05;  and  see  Id.  171.  And  whenever,  in  the  treatment 
of  an  ex  parte  application,  an  adverse  decision  is  made  upon  any 
preliminary  or  intermediate  question,  without  the  rejection  of  any 
claim,  notice  thereof,  together  with  the  reasons  therefor,  will  be 
given  to  the  applicant,  in  order  that  he  may  judge  of  the  propriety 
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of  the  action.    If,  after  receiving  sach  notice,  he  traverse  the  pro- 
priety of  the  action,  the  matter  will  be  reconsidered.    Jd.  No.  66. 

118.  Interferences. 

Whenever  an  application  is  made  for  a  patent  which,  in 
the  opinion  of  the  commissioner,  would  interfere  with  any 
pending  appUcation,  or  with  any  unexpired  patent,  he  shall 
give  notice  thereof  to  the  applicants,  or  apphcant  and  paten- 
tee, as  the  case  may  be,  and  shall  direct  the  primary 
examiner  to  proceed  to  determine  the  question  of  priority 
of  invention.  And  the  commissioner  may  issue  a  patent  to 
the  party  who  is  adjudged  the  prior  inventor,  unless  the 
adverse  party  appeals  from  the  decision  of  the  primary 
examiner,  or  of  the  board  of  examiners-in- chief,  as  the  case 
may  be,  within  such  time,  not  less  than  twenty  days,  as 
the  commissioner  shall  prescribe.    Bev.  Stat.  §  4904. 

114.   What  constitutes  an  Interference. 

An  interference  is  a  proceeding  instituted  for  the  purpose  of 
determining  the  question  of  priority  of  invention  between  two  or 
more  parties  claiming  substantially  the  same  patentable  invention. 
Jlule  of  Prac.  No.  92. 

Two  patents  "  interfere  "  only  when  they  claim,  wholly  or  par- 
tially, the  same  invention.  Gold,  &c.,  Separating  Co.  v.  Unite! 
Slates  Disintegrating  Ore  Co.,  6  Blatchf  307;  3  FUh,  Pat,  Cas. 
4v^o.  The  provision  of  Pev,  Stat,  §  4918,  respecting  interfering 
patients,  cannot  be  invoked,  unless  it  is  asserted  that  the  two  patents 
aiv  substantially  for  the  same  invention  ;  that  the  patentee,  in 
whose  behalf  the  statute  is  pleaded,  is  the  real  discoverer  of  the 
invention  therein  set  forth  ;  and  that  the  defendant  has  wrongfully 
appropriated  the  fruits  of  his  invention.  Celluloid  Manuf.  Co.  «. 
Goodyear  Dental  Vulcanite  Co.,  10  Pat,  Off.  Gaz.  1.  Interfer- 
ences are  confined  by  the  statute  to  cases  where  an  applicant 
claims  that  for  which  a  patent  has  already  been  granted,  or  that 
which  is  claimed  or  can  be  claimed  in  a  previous  pending  applica- 
tion. Hence  a  reissue  applicant  cannot  be  placed  in  interference 
with  an  unexpired  patent  in   which   the    record-date  of   original 


KEJKLTIOXS,   ETC.  153 

-application  filed  is  subsequent  to  that  of  the  reissue  patentee^  and 
which  does  not  claim  the  subject-matter  in  conflict.  Mtp,  Platts, 
15  Fat.  Of.  Gaz.  821. 

115.   When  Declared. 

Interferences  will  be  declared  in  the  following  cases,  when  all 
the  parties  claim  substantially  the  same  patentable  invention  :  1. 
Between  two  or  more  original  applications.  2.  Between  an  original 
application  and  an  unexpired  patent,  when  the  applicant,  having 
been  rejected  on  the  patent,  shall  file  an  affidavit  showing  that  he 
'made  the  invention  before  the  patentee's  application  was  filed.  3. 
Between  an  original  application  and  an  application  for  the  reissue 
-of  a  patent  granted  during  the  pendency  of  such  original  applica- 
tion. 4.  Between  an  original  application  and  a  reissue  application, 
when  the  original  applicant  shall  file  an  aflidavit  showing  that  he 
made  the  invention  before  the  patentee's  original  application  was 
filed.  5.  Between  two  or  more  applications  for  the  reissue  of 
patents  granted  on  applications  pending  at  the  same  time.  6. 
3etween  two  or  more  applications  for  the  reissue  of  patents  granted 
•on  applications  not  pending  at  the  same  time,  when  the  applicant 
for  reissue  of  the  latter  patent  shall  file  an  affidavit  showing  that 
he  made  the  invention  before  the  application  on  which  the  earlier 
patent  was  granted  was  filed.  7.  Between  a  reissue  application 
and  an  unexpired  patent,  if  the  original  applications  were  pending 
at  the  same  time,  and  the  reissue  applicant  shall  file  an  affidavit 
showing  that  he  made  the  invention  before  the  original  application 
of  the  other  patentee  was  filed.  8.  Between  an  applKtation  for 
reissiie  of  a  later  unexpired  patent  and  an  earlier  unexpired  patent 
granted  before  the  original  application  of  the  latter  patent  was 
filed,  if  the  reissue  applicant  shall  file  an  afiidavit  showing  that  he 
made  the  invention  before  the  original  application  of  the  earlier 
patent  was  filed.     littles  of  Prac.  No.  93. 

The  fact  that  one  of  the  parties  has  .already  obtained  a  patent 
will  not  prevent  an  interference  ;  for,  although  the  commissioner 
has  no  power  to  cancel  a  patent,  he  may  grant  a  patent  for  the  same 
invention  to  another  person  who  proves  to  be  the  prior  inventor. 
Id.  No.  92. 


164  UNITED  STATES    LAWS. 


116.  When  Refused. 

An  applicant  whose  foreign  patent  is  antecedent  to  any  record^ 
date  of  the  domestic  patent  cited  in  refusal  of  the  application,  is^ 
entitled  to  the  issne  of  his  patent,  without  interference  ;  when  the 
domestic  patent  makes  no  claim  to  the  common  subject-matter, 
Exp.  Bland,  16  Pat.  Off.  Gaz.  828. 

A  claim,  by  an  applicant  for  a  patent,  of  that  which  is  shown 
but  not  claimed  in  a  previous  patent,  is  not  ground  for  declaring  an 
interference.     Marvin  v.  Lillie,  27  Pat.  Off.  Gaz.  299. 

An  interference  should  not  be  declared  merely  because  the  pur- 
pose of  both  parties  is  the  same,  and  both  have  invented  improved 
means  which  are  supposed  to  be  adequate  for  the  purpose,  unless 
the  means  are  substantially  the  same.  That  the  specification  of 
one  party  is,  in  some  of  its  terms,  broad  enough  to  cover  some  of 
the  forms  of  the  invention  of  the  other,  is  not  conclusive.  O'Reilly 
V.  Smith,  1  Ma/i Arthur  Pat.  Cas.  218. 

No  interference  will  be  declared  between  pending  applications, 
nor  between  a  pending  application  and  an  unexpired  patent,  unless 
there  are  conflicting  claims  ;  but  where  an  application  is  involved 
in  an  interference  in  part  and  shows  and  describes,  without  claim- 
ing, a  patentable  invention  claimed  by  another  party  thereto,  the 
applicant  may,  at  any  time  within  twenty  days  after  the  statements 
of  the  parties  have  been  received  and  approved,  on  motion  duly 
made,  as  provided  in  Rule  149,  file  an  amendment  of  his  applica- 
tion duly  claiming  such  invention,  and  on  the  admission  of  such 
amendment  the  invention  shall  be  included  in  the  interference.. 
[Subsequent  proceedings  thereon  prescribed.]     Id.  No.  94. 

Before  the  declaration  of  interference  all  preliminary  questions 
must  be  settled  by  the  primary  examiner,  and  that  issue  must  be 
clearly  defined  ;  the  invention  which  is  to  form  the  subject  of  the 
controversy  must  be  decided  to  be  patentable,  and  the  claims  of 
the  respective  parties  must  be  put  in  such  condition  that  they  will 
not  require  alteration  after  the  interference  shall  have  been  finally 
decided,  unless  the  testimony  adduced  upon  the  trial  shall  necessi- 
tate or  justify  such  change.     Id.  No.  95. 

Where,  however,  a  party  who  is  required  to  put  his  case  in  a 
condition  proper  for  tin  interference  fails  to  do  so  within  a  reason- 
able time  specified,  the  declaration  of  interference  will  not  be 
delayed.    After  final  judgment  of  priority  the  application  of  such 
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party  will  be  held  for  revision  and  restriction,  subject  to  interfer- 
ences with  other  applications  or  new  references.  Id,  No.  46  ;  and 
see  Id.  No.  93. 

117.    Examiner  of  Interferences.    Notices,    Disclaimer, 

When  an  interference  is  found  to  exist  and  the  applications  are 
•jM^'pared  therefor,  the  primary  examiner  will  forward  to  the  exam> 
iiicr  of  interferences,  together  with  the  files  and  drawings,  notices 
of  interference  for  all  the  parties,  as  specified  in  Rule  102  (post^ 
p.  155),  which  will  disclose  the  name  and  residence  of  each  party 
and  tliat  of  his  attorney,  and  if  any  party,  as  such,  be  a  patentee, 
the  date  and  number  of  the  patent,  and  the  date  ot  its  application, 
the  ordinals  of  conflicting  claims,  and  the  invention  claimed,  which 
shall  be  clearly  and  concisely  defined,  in  so  many  counts  or  branches 
as  may  be  necessary  in  order  to  include  all  interfering  claims. 
Whenever  it  shall  be  found  that  two  or  more  parties  whose  interests 
are  in  conflict  are  represented  by  the  same  attorney,  the  examiner 
in  charge  will  notify  each  of  said  principal  parties,  and  also  the 
attorney,  of  this  fact.     Hales  of  Prac.  No.  97. 

Upon  receipt  of  the  notices  of  interference,  the  examiner  of 
interferences  will  make  an  examination  thereof,  in  order  to  ascer- 
tain whether  the  issue  between  the  parties  has  been  clearly  defined, 
and  whether  it  is  otherwise  correct.  If  he  be  of  opinion,  upon  such 
examination,  that  the  notices  are  ambiguous  in  this  particular,  or 
are  imperfect  in  any  material  point,  he  will  transmit  his  objections 
to  the  primary  examiner,  who  will  promptly  notify  him  of  his 
decision  to  amend  or  not  to  amend  them.     Id.  No.  98. 

In  case  of  a  material  disagreement  between  the  examiner  of 
references  and  the  primary  examiner,  they  shall  refer  the  points  of 
difference  to  the  commissioner  for  decision.     Id.  No.  99. 

The  primary  examiner  will  retain  jurisdiction  of  the  case  until 
the  declaration  of  interference  is  made.     Id.  No.  100. 

When  the  notices  of  interference  have  been  settled,  the  examiner 
of  interferences  will  add  thereto  a  designation  of  the  time  within 
which  the  statements  required  by  Rule  105  (posty  p.  156)  must  be 
filed,  and  wiU,  pro  format  institute  and  declare  the  interference  by 
forwarding  the  notices  to  the  several  parties  to  the  interference. 
Id,  No.  101. 

Notices  of  interference  will  be  forwarded  by  the  examiner  of 
interferences  to  all  the  parties,  or  to  their  attorneys,  or,  in  case  the 
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application  or  patent  in  interference  has  been  assigned,  to  ilio 
assignees.  When  one  of  the  parties  has  received  a  patent,  a  notice 
will  be  sent  to  the  patentee  and  to  his  attorney  of  record.  Wlu^n 
one  of  the  parties  resides  abroad  and  has  no  known  agent  in  the 
United  States,  notice,  in  addition  to  that  sent  by  mail,  may  bt? 
given  by  publication  in  the  Official  Gazette  for  such  period  of  tim* 
as  the  commissioner  may  direct.     IcL  No.  102. 

Upon  the  institution  and  declaration  of  the  interference,  as  pro- 
vided in  Rule  101  (aw^e,  p.  154),  the  examiner  of  the  interferences 
will  take  jurisdiction  of  the  same,  wliich  will  then  become  a  con- 
tested case  ;  but  the  primary  examiner  will  determine  the  motions 
mentioned  in  Rule  116  {antey  p.  158),  as  herein  provided.  /(/.  No. 
103. 

An  applicant  involved  in  an  interference  may,  with  the  written 
consent  of  the  assignee,  when  there  has  been  an  assignment,  before 
the  date  fixed  for  the  filing  of  his  statement,  in  order  to  avoid  the 
continuance  of  the  interference,  disclaim  under  his  own  signature, 
attested  by  two  witnesses,  the  invention  of  the  particular  matter  in 
issue,  and  upon  such  disclaimer  and  the  cancellation  of  any  claim? 
involving  such  interfering  matter  judgment  shall  be  rendered 
against  him,  and  the  disclaimer  shall  be  embodied  in  and  form  part 
of  his  specification.     Id.  104. 

118.  Preliminary  Statements, 

Each  party  to  the  interference  will  be  required  to  file  a  concise 
statement,  under  oath,  showing  the  date  of  his  original  conception 
of  the  invention,  of  the  making  of  a  drawing,  of  the  making  of  a 
model,  of  its  disclosure  to  others,  of  its  reduction  to  practice,  and 
of  the  extent  of  its  use.  The  parties  will  be  strictly  held  in  their 
proof  to  the  dates  set  up  in  their  statements.  The  statement  muse 
be  sealed  up  before  filing  (to  be  opened  only  by  the  examiner  of 
interferences),  ai]d  the  name  of  the  party  filing  it,  the  title  of  the 
case,  and  the  subject  of  the  invention  indicated  on  the  envelope. 
The  statements  shall  not  be  opened  to  the  inspection  of  the  oppos- 
ing parties  until  both  shall  have  been  filed,  or  the  time  for  filing 
both  with  any  extension  thereof  shall  have  expired,  nor  then  unless 
they  have  been  examined  by  the  proper  officer  and  fonnd  to  be 
satisfactory.  When  the  invention  was  made  abroad  the  statement 
shoald  set  forth  when  and  where,  if  ever,  the  invention  was  paten* 
•ted  (giving  the  date  and  number  of  the  patent)  and  when,  if  ever. 
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it  was  described  in  a  printed  publication   (giving  the  title,  date 
and  place  of  publication),  and  when,  if  ever,  it  was  introduced,  or 
knowledge  of  it  was    introduced,  into  this  country   (giving  the 
oircnmstances  which  are  thought  to  establish  the  facts  thereof). 
Bules  of  Pruc,  No.  105. 

If,  on  such  examination,  a  statement  is  found  to  be  defective  in 
any  particular,  the  party  shall  be  notified  of  the  defect,  and  a  time 
assigned  within  which  he  must  cure  such  defect  by  an  amended 
statement ;  but  in  no  case  will  any  original  or  amended  statement 
be  returned  after  it  has  been  once  filed.  If  a  party  shall  refuse  to 
file  the  amended  statement  herein  referred  to,  he  will  be  restricted 
to  his  record  date  in  the  further  proceedings  in  the  case.  Id. 
No.  106, 

If  the  junior  party  to  an  interference  fail  to  file  a  statement,  or 
if  his  statement  fail  to  overcome  the  prima  facie  case  made  by  the 
respective  dates  of  application,  the  other  may  demand  an  immedi- 
ate adjudication  of  the  case  upon  the  record.  When  there  are 
more  than  two  parties  to  the  interference,  and  any  one  of  them 
fails  to  file  his  statement,  judgment  may  be  rendered  upon  the 
record  as  to  the  party  failing  to  file  his  statement,  unless  he  be  the 
senior  party,  and  the  interference  will  proceed  between  the  remain 
ing  parties.     Id.  107. 

If  any  party  to  an  interference  fail  to  file  a  statement,  no  testi 
mony  will   subsequently  be  received   from  him  to  prove  that  he 
made  the  invention  at  a  date  prior  to  his  application.     The  state- 
ment can   in  no  case  be  used  as  evidence  in  behalf  of  the  party 
making  it.     Id,  No.  108. 

If  either  party  require  a  postponement  of  the  time  for  filing  the 
statements,  he  will  present  his  motion  duly  served  on  the  other 
parties,  with  his  reasons  therefor,  supported  by  aflidavit,  prior  to 
the  day  previously  fixed  upon.  But  the  examiner  of  interferences 
may,  in  his  discretion,  dispense  with  service  of  notice  of  such 
motion.     Id,  No.  109. 

In  case  of  material  error  in  the  statement,  arising  through 
inadvertence  or  mistake,  it  maybe  corrected  on  motion, upon  show- 
ing to  the  satisfaction  of  the  commissioner  that  its  correction  is 
essential  to  the  ends  of  justice.  The  motion  to  correct  the  state- 
ment must  be  made,  if  possible,  before  the  taking  of  any  testimony, 
and  as  soon  as  practicable  after  the  discovery  of  the  error.  Id. 
No.  110. 
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119.  Presumptions  and  Evidence. 

In  original  proceedings  in  cases  of  interference  the  several  par- 
ties will  be  presumed  to  have  made  the  invention  in  the  chronologi- 
cal order  in  whicii  they  filed  their  completed  applications  for 
patents  clearly  illastrating  and  describing  the  invention  ;  and  the 
burden  of  proof  will  rest  upon  those  who  shall  seek  to  establish  a 
different  state  of  facts.     IttUes  of  Ftac,  No.  111. 

A  time  will  be  assigned  in  which  the  junior  applicant  shall  com- 
plete his  testimony  in  chief,  and  a  further  time  in  which  the  other 
party  shall  complete  the  testimony  on  his  side,  and  a  further  time 
in  which  the  junior  applicant  may  take  rebutting  testimony,  but 
shall  take  no  other.  If  there  be  more  than  two  parties,  either  pat- 
entees or  applicants,  the  times  for  taking  testimony  will  be  so 
arranged  that  each  shall  have  an  opportunity  to  prove  his  case 
against  prior  applicants  and  to  rebut  their  evidence,  and  also  to 
meet  the  evidence  of  junior  applicants.     Id,  No.  112. 

If  either  party  fail  to  take  his  testimony  within  the  time 
assigned  to  him,  all  junior  applicants  having  duly  taken  theirs,  the 
case  may,  on  motion  duly  made  and  served  on  such  party,  be  set 
for  hearing  at  any  time  not  less  than  ten  days  after  the  hearing  of 
the  motion.     Id,  No.  113, 

Powers  of  the  commissioners  in  cases  of  interferences,  and  the 
usual  practice  of  the  office  in  respect  to  such  cases,  stated.  Potter 
v,  \y\\oi\^  %  Fish,  Pat,  Caa,  381;  Hanford  v,  Westcott,  TG  Pat. 
Ojf.  Gaz,  1181  ;  United  States  v.  Thatcher,  2  Mac  Arthur,  24. 

The  rules  as  to  the  admissibility  of  evidence  in  an  interference 
art'  tlu'  same  as  at  common  law.  Nichols  v,  Harris,  1  JUacArthur 
I'af.   Cas.  302. 

The  applicant  in  an  interference  must  show  that  ho  was  the 
iir>t  original  inventor,  and  it  is  not  sufficient  to  show  that  he  was 
:ni  original  inventor  merely.  Spain  v.  Gamble,  1  JI((cArihfir  Pat. 
CV-*,  358. 

Admissions  of  an  applicant  in  derogation  of  his  rights,  made 
ante  litam  motara,  are  admissible  against  him  in  the  interference 
proceedings.     Clarke  v,  Cramer,  1  J\Iac Arthur  Pat.  Cas.  473. 

In  an  interference  case,  the  fact  of  invention,  and  not  a  knowl- 
edge of  the  degree  of  its  utility,  is  the  proper  snhjoct  of  inquiry. 
If  a  party  omit  to  test  the  value  of  his  invention,  and  fail  to  bring 
it  into  use,  and  himself  remain  ignorant  of  the  extent  of  its  valae, 
jet  if  it  be  the  same  with  that  of  a  subsequent  discoverer,  he  ii 
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-entitled  to  a  patent  over  the  latter.     Farley  v.  Kational  Steam- 
Oauge  Co.,  1  Mac  Arthur  Pat,  Cos.  618. 


120.  Motions  and  Incidental  Practice. 

If  either  party  desire  to  have  the  hearing  postponed,  he  will 
make  application  for  such  postponement  by  motion,  and  will  show 
sufficient  reason  therefor  by  affidavit.  Mules  of  Prao,  No.  114 ; 
flee  Id.  149. 

If  either  party  desire  an  enlargement  of  the  time  assigned  to 
him  for  taking  testimony,  he  will  make  application  therefor  as  pro- 
vided for  in  Rule  150,  subd.  6.     Id.  No.  115. 

Motions  to  dissolve  an  interference  upon  the  ground  that  no 

interference  in  fact  exists,  or  that  there  has  been  such  irregularity 

in   decW'"^  {  the  same  as  will  preclude  a  proper  determination  of 

tbe  quel    - 1  of  priority  between  the  parties,  or  which  deny  the 

patentability  of  an  applicant's  claim,  should,  if  possible,  be  made 

within  twenty  days  after  the  statements  of  the  parties  have  been 

received  and  approved.     Such  motions,  when  in  proper  form,  will 

■>e  transmitted  by  the  examiner  of  interferences,  with  the  tiles  and 

papers,  to  the  proper  primary  examiner  for  his  determination,  and 

he  will  return  the  files  and  papers  to  the  examiner  of  interferences, 

with  his  decision,  at  the  expiration  of  the  time  limited  for  appeal  if 

no  appeal  shall  have  been  taken,  or  sooner  if  the  party  entitled  to 

appeal  shall  file  a  waiver  in  writing  of  his  right  of  appeal,  and  such 

decision  will  be  binding  on  the  examiner  of  interferences  unless 

•eversed  or  modified  on  appeal.     Id.  No.  116  ;  see  Id.  118. 

All  lawful  motions,  except  those  mentioned  in  Rule  116,  will  be 
»aade  before  and  determined  by  the  tribunal  having  jurisdiction  at 
t^ie  time.  The  filing  of  motions  will  not  operate  as  a  stay  of  pro- 
ceedings in  any  case.  To  effect  this,  motion  should  be  made  before 
the  tribunal  having  jurisdiction  of  the  interference,  which  will, 
snfficifMit  grounds  appearing  therefor,  order  a  suspension  of  the 
interference  pending  the  determination  of  such  motion.    Id.  117. 

Appeal  may  be  taken  directly  to  the  commissioner  from 
decisions  on  all  motions,  except  motions  to  dissolve  interferences 
denying  the  patentability  of  applicants'  claims,  or  their  right  to 
make  the  claims,  and  other  lawful  motions  involving  the  merits  of 
the  case,  which,  when  appealable,  may  be  appealed  to  the  board  of 
•ezaminers-in-ohief.    From  a  decision  affirming  the  patentability  of 
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the  claim  or  the  applicant's  right  to  make  the  same  no  appeal  cai> 
be  taken.     Id,  No.  118. 

After  the  interference  is  finally  declared,  it  will  not,  except  as 
herein  otherwise  provided,  be  determined  without  judgment  of 
priority  founded  either  upon  the  testimony,  or  upon  a  written  con- 
cession of  priority  by  one  of  the  parties,  signed  by  the  inventor 
himself,  and  also,  in  the  case  of  an  assignment,  by  the  assignee,  or 
upon  a  written  declaration  of  abandonment  of  his  application,  as 
provided  by  Rule  165.     Id,  No.  119. 

In  their  decision  of  the  question  of  priority,  or  before  such 
decision,  the  examiner  of  interferences  and  the  examiners-in-chief 
will  direct  the  attention  of  the  commissioner  to  any  matter  not 
relating  to  priority  which  may  have  come  to  their  notice,  and 
which,  in  their  opinion,  establishes  the  fact  that  no  interference 
exists,  or  that  there  has  been  irregularity  in  declaring  the  same 
(Rule  116),  or  which  amounts  to  a  statutory  bar  to  the  grant  of  a 
patent  to  either  of  the  parties  for  the  claim  or  claims  in  interference. 
The  commissioner  may,  before  judgment  on  the  question  of  priority 
of  invention,  suspend  the  interference  and  remand  the  case  to  the 
primary  examiner  for  his  consideration  of  the  matters  to  which 
attention  has  been  directed,  and  his  decision  will  be  subject  to 
appeal,  as  in  other  cases.  If  the  case  shall  not  be  so  remanded,  the 
primary  examiner  will,  after  judgment,  consider  any  matter  affect- 
ing the  rights  of  either  party  to  a  patent  which  may  have  been 
called  to  his  attention,  unless  the  same  shall  have  been  previously 
disposed  of  by  the  commissioner.     Id,  No.  120;  see  Id,  No.  116. 

A  second  interference  will  not  be  declared  upon  a  new  appli- 
cation on  the  same  invention  filed  by  either  party,  nor  will  a 
decision  be  set  aside  after  judgment,  except  in  accordance  with  the 
principles  governing  the  granting  of  new  trials.     Id,  No.  121. 

If  at  any  time  during  the  pendency  of  an  interference  the 
primary  examiner  discover  new  references,  he  may  request  a  sus- 
pension of  the  interference  for  their  consideration  ex  j!?ar^c  until 
their  pertinency  shall  be  determined,  when  the  files  and  papers  will 
be  returned  to  the  examiner  of  interferences  and  the  interference 
dissolved  or  reinstated  in  accordance  with  such  determination.  Id, 
No.  122. 

The  primary  examiner  may  request  a  suspension  of  an  interfer 
ence  for  the  purpose  of  adding  new  parties  ;  but  no  new  parties 
will  be  added  after  the  taking  of  testimony  without  the  special 
order  of  the  commissioner.     Id,  No.  123. 
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No  amendments  to  the  specification  will  be  received  daring  the 
pendency  of  an  interference,  except  as  provided  in  Bules  9i,  104, 
125.     Id.  No.  124. 

When  a  part  only  of  the  claims  of  an  application  are  involved 
in  an  interference,  the  applicant  may  withdraw  from  his  applica- 
tion the  claims  adjudged  not  to  interfere,  and  file  a  new  application 
therefor,  if  the  application  can  be  legitimately  divided,  and  if  no 
more  of  the  devices  claimed  in  one  is  shown  or  described  in  the 
other  than  is  necessary  to  an  intelligent  understanding  of  the  inven- 
tion claimed  in  the  latter  :  Provided,  That  no  claim  shall  be  made 
in  the  second  application,  broad  enougli  to  include  matter  claimed 
in  the  first  application  as  amended.     Id.  No.  125  ;  see  Id.  No.  42. 

When  applications  are  declared  to  be  in  interference,  the  inter- 
fering parties  will  be  permitted  to  see  or  obtain  copies  of  the  inter- 
fering claims,  and  of  so  much  of  the  specifications  as  relate  thereto, 
after  the  statements  referred  to  in  Rule  105  have  been  received  and 
approved  ;  but  no  information  of  an  application  will  be  furnished 
by  the  oflice  to  an  opposing  party,  except  as  provided  in  Rules  97 
and  102,  until  after  the  approval  of  such  statrment.     Id.  No.  126. 

When  it  shall  appear,  on  motion  duly  made,  and  upon  satisfac- 
tory proof,  that,  by  reason  of  the  inability  or  refusal  of  the  inventor 
to  prosecute  or  defend  an  interference,  or  from  other  cause,  the 
ends  of  justice  shall  require  that  an  assignee  of  an  undivided  inter- 
est in  the  invention  be  permitted  to  prosecute  or  defend  the  same, 
the  commissioner  may  so  order.     Id.  No.  127. 

121.  Principles  of  Decision. 

In  an  interference  between  an  applicant  and  a  patentee,  the  only 
question  raised  is  whether  ihe  former  was  the  prior  inventor, 
Warner  v.  Goodyear,  1  MacArthur  Pat.  Cos.  60  ;  Burlew  v. 
O'Neil,  Id.  168. 

The  jurisdiction  of  the  commissioner  in  an  interference  is  not 
limited  to  the  naked  question  of  priority  ;  he  may  inquire  into  the 
patentability  of  the  invention  and  determine  questions  relating  to 
the  public  use  and  abandonment.  Hunt  v.  Howe,  1  MacArthur 
Pat.  Cas.  366. 

Upon  an  objection,  in  interference  proceedings,  to  a  specifica- 
tion, as  being  vague  and  indefinite,  the  construction  to  be  given  to 
the  specification  should  not  be  too  strict  and  technical ;  if  it  com- 
municates to  the  public^tlio  manner  of  carrying  the  invention  into. 
TT —11 
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effect^  so  that  a  skillful  workman  can  carry  into  execution  the  plan 
of  the  inventor,  it  is  sufficient.  Stephens  v.  Salisbury,  1  Mao- 
Arthur  Pat.  Cos.  379. 

Where,  in  an  interference  proceeding,  it  appears  that  the  idea 
or  suggestion  of  the  invention  was  communicated  by  one  of  the 
parties  to  the  uther,  by  whom  it  was  practically  applied,  producing 
the  desired  result,  the  former  is  the  sole  inventor  ;  and  the  latter 
<5an  acquire  no  right  to  the  invention  by  the  t'siilure  of  the  real 
inventor  to  perfect  it  with  due  diligence.  Stearns  ?'.  D.ivis,  1 
MacArthur  Pat.  Cas.  090. 

A  decision  upon  the  question  of  interference  is  necessary  to  con- 
fer jurisdiction  upon  the  question  of  priority  ;  and  the  jurisdic- 
tional matter  must  be  first  determined.  Bain  t?.  Morse,  1  3IacArthur 
Pat.  Ca^.  90 ;  Stephenson  v.  Hoyt,  Id.  292. 

An  application  for  a  patent  may  be  rejected  on  the  ground  of 
interference,  althougli  the  invention  of  the  applicant  may  be  a 
better  and  improved  mode  of  accomplishing  the  object  of  the 
patented  invention,  if  the  former  be  a  substantial  interference  with 
the  principle  of  the  latter.  Stephenson  v.  Iloyt,  1  MacArthur  Pat» 
Cits.  292. 

122.  Effect  of  Commissioner'* s  Decision. 

Even  where  an  interference  is  claimed,  and  as  against  the 
parties  to  that  hearing,  the  commissioner's  decision  is  not  con- 
clusive. Upon  reasoning  and  on  authority  the  new  patent  granted 
after  a  hearing  merely  makes  out  a  prima  facie  case  for  the  suc- 
cessful applicant.  Union  Pa]ier  Bag  Machine  Co.  v.  Crane,  1 
Holmes^  429  ;  6  Pat.  Off.  Gaz.  80  ;   1  Bann.  <&  A.  Pat.  Cas.  494. 

The  decisionof  the  patent-office  upon  an  interference  proceeding 
is  sufficient  to  entitle  the  successful  party,  as  against  the  defeated 
party  or  his  privies,  to  a  preliminary  injunction  upon  the  question 
of  priority  of  invention  ;  but  the  defeated  party  is  not  precluded 
from  raising  in  another  action  the  question  of  novelty.  Smith  v, 
Halkvard,  23  Pat.  Off'.   Gaz.  1832  ;  16  Md.  Pep'r,  414. 

An  interference  in  the  patent-office  in  which  priority  of  invention 
was  awarded  against  the  patent  in  suit  does  not  conclude  the  com- 
plainant from  maintaining  an  action  thereon,  if  the  parties  are  not 
the  same.  PeiTy  v.  Starrett,  14  Pat.  Off.  Gaz.  699  ;  3  Bann.  db  A. 
Pat.  Cas.  485 

The  decision  of  the  commissioner  on  a  <}ae8tion  of  interference 
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will  be  snstained  in  the  courtK,  and  a  preliminary  injunction 
granted  according  to  the  priority  of  right  as  declared  by  him, 
unless  it  is  shown  to  have  been  manifestly  wrong.  Pentlarge  v. 
Beeston,  14  Blatchf.  862  ;  8  Bann,  <k  A.  Fat.  Cas.  142. 

The  decision  of  the  patent-office  in  an  interference  suit  as  to  the 
priority  of  a  certain  invention  binds  the  assignees  of  the  inventors 
inid  purchasers  from  them.  Peck,  Ac.  Co.  v,  Lindsay,  2  Fed. 
Rep\,  688  ;  18  Pat,  Off.  Gaz.  63  ;  5  Bann.  db  A.  Pat.  Cas.  390. 

The  decision  of  the  patent  office  in  favor  of  one  of  the  ])artiert 
in  interference  proceedings  is  not  conclusive  as  an  adjudication 
apon  the  question  of  priority  of  invention  between  them,  in  a  suit 
between  them  as  interfering  patents  under  Rev.  Stat.  §  4918. 
Hubel  V.  Tucker,  24  Ihd.  RepWy  701. 

123.  Affidavits    and  Depositions. 

The  commissioner  or  patents  may  establish  rules  for 
taking  affidavits  and  depositions  required  in  cases  pending 
in  the  patent-office,  and  such  affidavits  and  depositions  may 
be  taken  before  any  officer  authorized  by  law  to  take  deposi- 
tions to  be  used  in  the  comis  of  the  United  States,  or  of  the 
State  where  the  officer  resides.     Bev.  Stat.  §  4905. 

The  following  rules  have  been  established  for  taking  and  trans- 
mitting testimony  in  extensions,  interferences,  and  other  contested 
oases ; 

1.  Before  the  depositions  of  witnesses  are  taken  by  either  party 
due  notice  shall  be  given  to  the  opposite  party,  as  hereinafter  pro- 
vided, of  the  time  and  place  when  and  where  the  depositions  will 
be  taken,  of  the  cause  or  matter  in  which  they  are  to  be  used,  and 
of  the  names  and  residences  of  the  witnesses  to  be  examined,  so 
that  the  opposite  party  shall  have  full  opportunity,  either  in  person 
or  by  attorney,  to  cross-examine  the  witnesses.  If  the  opposite 
party  shall  attend  the  examination  of  witnesses  not  named  in  the 
Dotice,  and  shall  either  cross-examine  such  witnesses  or  fail  to 
object  to  their  examination,  he  shall  be  deemed  to  have  waived  any 
objection  to  their  examination  based  on  want  of  notice  thereof. 
Neither  party  shall  take  testimony  in  more  than  one  place  at  the 
«ame  time,  or  so  nearly  at  the  same  time  as  not  to  allow  reasonable 
time  to  travel  from  one  place  of  examination  to  the  other. 
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2.  The  notice  for  taking  teBtimony  or  for  motions  mast  be 
terved  (unless  otherwise  stipulated  in  an  instrument  in  writing  filed 
in  the  case)  upon  the  attorney  of  record,  if  there  be  one,  or,  if  there 
be  no  attorney  of  record,  then  upon  the  adverse  party;  and  it  must 
give  the  opposite  party  reasonable  time  to  reach  the  place  of  ex- 
amination. Such  service  may  be  made  by  delivering  a  copy  of  the 
notice  to  the  adverse  party  or  attorney,  by  leaving  a  copy  at  the 
usual  place  of  business  of  the  party  or  attorney  with  some  one  in 
the  employment  of  such  party  or  attorney,  or  by  leaving  a  copy  at 
the  party's  usual  place  of  residence  with  a  member  of  his  family, 
or  by  transmission  by  registered  letter,  or  by  express,  or  when*  it 

■ 

shall  be  shown,  to  the  satisfaction  of  the  commissioner,  that  neither 
of  the  other  modes  of  service  herein  prescribed  is  practicable,  by 
publication  in  the  Official  Gazette;  and  such  notice  shall,  with 
sworn  proof  of  the  fact,  time,  and  mode  of  service  thereof,  be  at- 
tached to  the  deposition  or  depositions,  whether  the  opposing  party 
shall  have  cross-examined  or  not. 

3.  Each  witness  before  testifying  shall  be  duly  sworn  according 
to  law  by  the  officer  before  whom  his  deposition  shall  be  taken. 
The  depositions  shall  be  carefully  read  over  by  the  witness,  or  by 
the  officer  in  his  hearing,  and  shall  then  be  subscribed  by  the  wit- 
ness, in  the  presence  of  the  officer.  The  officer  shall  annex  to  the 
deposition  his  certificate  showing,  (1)  the  due  administration  of  the 
oath  by  the  officer  to  the  witness  before  the  commencement  of  his 
testimony  ;  (2)  the  name  of  the  person  by  whom  the  testimony  was 
written  out,  and  the  fact  that,  if  not  written  by  the  officer,  it  was 
written  in  his  presence  ;  (3)  the  presence  or  absence  of  the  adverse 
party  ;  (4)  the  place,  day  and  hour  of  commencing  and  taking  the 
depositions  ;  and  (5)  the  fact  that  the  officer  was  not  connected,  by 
blood  or  marriage,  with  either  of  the  parties,  nor  interested  directly 
or  indirectly  in  the  matter  in  controversy.  The  officer  shall  sign 
the  certificate  and  affix  thereto  his  seal  of  office,  if  he  have  such 
seal.  He  shall  then,  without  delay,  securely  seal  up  all  the  evi-  ^ 
dence,  notices,  and  paper  exhibits,  inscribe  upon  the  envelope  a 
certificate,  giving  the  title  of  the  case,  the  name  of  each  witness, 
and  the  date  of  sealing,  address  the  package,  and  forward  the  same 
to  the  commissioner  of  patents.  If  the  weight  or  bulk  of  an 
exhibit  shall  exclude  it  from  the  mails,  it  shall  be  authenticated 
by  the  officer  and  transmitted  in  a  separate  package,  marked  and 
addressed  as  above  provided. 

4.  In  cases  of  extension,  where  no  opposition  shall  be  made,  ex 
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parte  testimony  will  be  received  from  the  applicant  ;  and  such 
testimony  as  may  have  been  taken  by  the  applicant  prior  to  notice 
of  opposition  will  be  received  unless  taken  within  thirty  days  after 
filing  the  petition  for  the  extension.  But  upon  receiving  notice  of 
opposition,  the  applicant  shall  immediately  give  notice  to  the 
opposing  party  or  parties  of  the  names  and  residences  of  the  wit- 
cesses  whose  testimony  shall  have  been  thus  taken. 

5.  If  either  party  shall  be  unable  to  procure  the  testimony  of  a 
witness*  within  the  time  limited,  any  motion  which  he  may  make 
for  an  extension  of  his  time  must  be  accompanied  by  a  statement, 
under  oath,  of  the  cause  of  such  inability,  the  name  of  such  wit- 
ness, the  facts  expected  to  be  proved  by  him,  the  steps  which  have 
been  taken  to  procure  said  testimony,  and  the  dates  at  which 
-eflForls  have  been  made  to  procure  it. 

6.  When  a  party  relies  upon  a  caveat  to  establish  the  date  of 
his  invention,  the  caveat  itself,  or  a  certified  copy  thereof,  must  be 
filed  in  evidence,  with  due  notice  to  the  opposite  party. 

7.  Upon  notice  given  to  the  opposite  party  before  the  closing  of 
the  testimony,  any  official  record,  and  any  special  matter  contained 
in  a  printed  publication,  if  competent  evidence  and  pertinent  to  the 
issue,  may  be  used  as  evidence  at  the  hearing.  Hulea  of  Frac, 
No.  160. 

The  pages  of  each  deposition  must  be  numbered  consecutively, 
and  the  name  of  the  witness  plainly  and  conspicuously  written  at 
the  top  of  each  page.  The  testimony  must  be  taken  upon  legal -cap 
or  foolscap  paper,  with  a  wide  margin  on  the  left-hand  side  of  the 
page,  and  with  the  writing  on  one  side  only  of  the  sheet.  Id, 
No.  161. 

The  testimony  will  be  taken  in  answer  to  interrogatories,  with 
the  questions  and  answers  committed  to  writing  in  their  regular 
order  by  the  officer,  or,  in  his  presence,  by  some  person  not 
interested  in  the  case,  either  as  a  party  thereto  or  as  attorney.  But, 
with  the  written  consent  of  the  parties,  the  depositions  may  be 
written  out  by  other  persons  in  the  presence  of  the  officer.  No 
officer  who  is  connected  by  blood  or  marriage  with  either  of  the 
parties,  or  interested,  directly  or  indirectly,  in  the  matter  in  con- 
troversy, either  as  counsel,  attorney,  agent,  or  otherwise,  is  com- 
petent to  take  depositions,  unless  with  the  written  consent  of  all 
the  parties.     Id.  162. 

By  leave  of  the  commissioner,  first  obtained,  testimony  may  be 
taken  in  foreign  countries  : 
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1.  Snob  permission  will  be  granted  only  upon  motion  duly  made. 
Id.  No.  153  ;  See  Id.  No.  149. 

Tbe  motion  must  designate  a  place  for  tbe  examination  of  tbe 
witnesses,  at  which  an  officer  duly  qualified  to  take  testimony  under 
tbe  laws  of  the  United  States  in  a  foreign  country  shall  reside,  and  it 
must  be  accompanied  by  a  statement,  under  oath,  that  the  mention 
is  made  in  good  faith,  and  not  for  purposes  of  delay  or  of  vexing 
or  harassing  any  party  to  the  case  ;  it  must  also  set  forth  the  names 
of  the  witnesses,  the  particular  facts  to  which  it  is  expected  each 
will  testify,  and  the  grounds  on  which  is  based  the  belief  that  each 
will  so  testify. 

2.  It  must  appear  that  the  testimony  desired  is  material  and 
competent,  and  that  it  cannot  be  taken  in  this  country  at  all,  or 
cannot  be  taken  here  without  hardship  and  injury  to  the  moving 
party  greatly  exceeding  that  to  which  the  opposite  party  will  be 
exposed  by  the  taking  of  such  testimony  abroad. 

J^.  Upon  the  granting  of  such  motion,  a  time  will  be  set  within 
which  the  moving  party  shall  file  in  duplicate  the  interrogatories 
to  be  propounded  to  each  witness  and  serve  a  copy  of  the  same 
upon  each  adverse  party,  who  may,  within  a  designated  time,  file, 
in  duplicate,  cross-interrogatories.  Objections  to  any  of  the  inter- 
rogatories may  be  filed  at  any  time  before  the  depositions  are 
taken,  and  will  be  considered  and  determined  upon  the  hearing  of 
the  case. 

4.  As  soon  as  the  interrogatories  and  cross-interrogatories  are 
decided  to  be  in  proper  form,  the  commissioner  will  cause  tlieni  to 
be  forwarded  to  the  projxr  officer,  v/ith  the  request  that,  upon  pay- 
ment of,  or  satisfactory  jsecurity  for,  his  official  fees,  he  notify  tiie 
witnesses  named  to  appear  before  him  within  a  designated  time 
and  make  answer  thereto  under  oath  ;  and  that  he  reduce  their 
answers  to  writing,  and  Inmsmit  the  same,  under  his  official  seal 
and  signature,  to  the  commissioner  of  patents,  with  the  certificate 
prescribed  in  Rule  150,  subd.  3. 

'  5.  By  stipulation  of  the  parties  the  requirements  of  paragraph 
d,  as  to  written  ixiterrogatories  and  cross-interrogatories  may  be 
dispensed  with,  and  the  testimony  may  be  taken  before  the  proper 
officer  upon  oral  iaterrogatories  by  the  parties  or  their  agents. 

6.  Unless  false  swearing  in  the  giving  of  such  testimony  before 
the  officer  taking  it  shall  be  punishable  as  perjury,  under  the  law» 
of  the  foreign  state  where  it  shall  be  taken,  it  will  not  stand  on  the 
same  footing,  in  the  patent-office,  as  testimony  duly  taken  in  the 
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United  States  ;  but  its  weight  in  each  case  will  be  determined  by 
the  tribunal  having  jurisdiction  of  such  case. 

No  evidence  touching  the  matter  at  issue  will  be  considered  on 
the  hearing  which  shall  not  have  been  taken  and  filed  in  compliance 
with  these  rules.  But  no  notice  will  be  taken  of  any  merely  formal 
or  technical  objection  which  shall  not  appear  to  have  wrought  a 
substantial  injury  to  the  party  raising  it ;  and  incase  of  such  injury 
it  must  be  made  to  appear  that^  as  soon  as  the  party  became  aware 
of  the  ground  of  objection,  he  gave  notice  thereof  to  the  office,  and 
also  to  the  opposite  party,  informing  him  at  the  same  time  that, 
unless  it  should  be  removed,  he  should  urge  his  objection  at  the 
hearing.  This  rule  is  not  to  be  so  construed  as  to  modify  estab- 
lished rules  of  evidence,  which  will  be  applied  strictly  in  all  prac- 
tice before  the  office.     Jd.  No.  164. 

The  law  requires  the  clerks  of  the  various  courts  of  the  United 
States  to  issue  subpoenas  to  secure  the  attendance  of  witnesses 
whose  depositions  are  desired  as  evidence  in  contested  cases  in  the 
patent-offitH*.     Id.  No.  155. 

After  testimony  is  tiled  in  the  office  it  may  be  inspected  by  any 
party  to  the  case,  bnt  it  cannot  be  withdrawn  for  the  purpose  of 
printing.  It  may  be  printed  by  some  one  specially  designated  by 
the  office  for  that  purpose,  under  proper  restrictions.     Jd.  No.  166. 

Six  or  more  printed  copies  of  the  testimony  must  be  furnished 
— ^five  for  the  use  of  the  office,  and  one  for  the  use  of  each  of  the 
opposing  parties.  The  statement  required  by  Rule  105  must  be 
printed  as  a  part  of  the  record.  These  copies  must  be  filed  not  less 
than  one  week  before  the  day  of  hearing.  They  will  have  wide 
margins,  with  the  names  of  the  witnesses  at  the  top  of  the  pages 
over  their  testimony,  and  will  contain  indexes  with  the  names  of  all 
witnesses,  and  references  to  the  pages  where  their  testimony  may 
be  iound,  and  also  to  the  pages  where  copies  of  papers  and  docu- 
ments introduced  as  exhibits  are  shown.  Printing  can  only  be  dis- 
pensed with  on  special  application  based  upon  satisfactory  reasons, 
in  which  case  manuscript  copies  must  be  furnished — one  for  the 
office  and  one  for  each  adverse  party.     Jd,  No.  157. 

It  is  desirable  that  arguments  and  briefs  in  all  contested  cases 
should  be  submitted  in  printed  form,  and  filed  before  the  hearing. 
If  either  party  fail  to  comply  with  this  regulation,  no  extension  of 
time  will  be  granted  for  the  purpose,  except  upon  consent  of  the 
adverse  parties.     Id,  158. 

Rules  to  govern  the  taking  and  transmission  of  evidence,  made 
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by  the  commissioner  in  conformity  to  statutory  provisions,  have  all 
the  binding  force  of  statutes ;  both  as  regards  the  commissioner 
himself  and  parties  litigant  before  him.  Arnold  v.  Bishop,  1 
MacArthur  Pat.  Cos.  27.  And  no  notice  of  the  taking  of  testi- 
mony before  the  examiner  is  waived  by  an  appearance  and  cross- 
examination,     lb. 

An  objection  to  the  formal  sufficiency  of  a  deposition  must  be 
raised  at  the  hearing  before  the  commissioner  or  it  is  unavailable 
on  appeal.  But  the  deposition  may  be  considered  on  an  application 
for  an  adjournment,  although  too  informal  to  be  admissible  on 
final  hearing.     Smith  v.  Flickmyer,  1  MacArthur  Pat,  Cas.  46. 

Informality  in  the  caption  of  a  deposition  is  not  waived  by  a 
notice  to  have  the  deposition  produced  before  the  commissioner  for 
inspection.     Perry  v,  Cornell,  J  MacArthur  Pat,  Gas,  60. 

Depositions  taken  in  an  interference  may  be  used  in  a  subse- 
quent interference,  when  the  issue  is  the  same  and  the  parties  or 
their  predecessors  in  title  are  the  same.  McCormick  v,  Howard,  1 
MacArthur  Pat.  Coa,  238  ;  Carter  v.  Carter,  Id,  388. 

Depositions  used  upon  the  original  hearing  before  the  commis- 
sioner may  be  used  upon  a  re-hearing  against  a  new  party  who 
came  in  subsequently  to  the  taking  of  them.  Carter  t;.  Carter,  1 
MacArthur  PaJt.  Cos.  888. 

124.  Svhpcenas  to  Witnesses. 

The  clerk  of  any  court  of  the  United  States,  for  any  dis- 
trict or  Territory  wherein  testimony  is  to  be  taken  for  use 
in  any  contested  case  pending  in  the  patent-oflSce,  shall, 
upon  the  application  of  any  party  thereto,  or  of  his  agent  or 
attorney,  issue  a  subpoena  for  any  witness  residing  or  being 
within  such  district  or  Territory,  commanding  him  to 
appear  and  testify  before  any  officer  in  such  district  or 
Territory  authorized  to  take  depositions  and  affidavits,  at 
any  time  and  place  in  the  subpoena  stated.  But  no  witness 
shall  be  required  to  attend  at  any  place  more  than  forty 
miles  from  the  place  where  t^'  •jubpoena  is  served  upon 
him.    Rev.  Stat.  §  4900 
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125.   Witness  Fees, 

Every  witness  duly  subpoenaed  and  m  attendance  shall 
"be  allowed  the  same  fees  as  are  allowed  to  witnesses  attend- 
ing^ the  courts  of  the  United  Stat«  '      ^ev.  Stat.  §  4907. 

126.  Penalty  for  failing  to  Attend,  or  refusing  to  Testify. 

Whenever  any  witness,  after  being  duly  served  w^ith  such 
subpoena,  neglects  or  refuses  to  appear,  or  after  appearing 
refuses  to  testify,  the  judge  of  the  court  whose  clerk 
issued  the  subpoena  may,  on  proof  of  such  neglect  or  refusal, 
enforce  obedience  to  the  process,  or  punish  the  disobedience, 
as  in  other  like  cases.  But  no  witness  shall  be  deemed 
guilty  of  contempt  for  disobeying  such  subpoena,  unless  his 
fees  and  traveUng  expenses  in  going  to,  returning  from, 
and  one  day's  attendance  at  the  place  of  examination,  are 
paid  or  tendered  him  at  the  time  of  the  service  of  the 
subpoena  ;  nor  for  refusing  to  disclose  any  secret  invention 
or  discovery  made  or  owned  by  himself.    Rev.  Stat.  §  4908. 


X.  APPEALS.    BILI  IN  EQUITY 

127.  Appecds  from  Primary  Examiners  to  Examirters- 

in-chief 

Eveiy  appucant  for  a  patent;  or  for  the  reissue  of  a 
patent,  any  of  the  claims  of  which  have  been  twice  rejected, 
and  every  party  to  an  interference,  may  appeal  from  the 
decision  of  the  primary  examiner,  or  of  the  examiner  in 
charge  of  interferences  in  such  case,  to  the  board  of 
examiners-in-chief;  having  once  paid  the  fee  for  such 
appeal.    Rev.  Stat.  §  4909. 
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The  fee  prescribed  is  ten  dollars.  See  Itev.  Stat,  §  4034  ;  Rulev 
of  Brae,  128. 

To  allow  such  appeal  there  must  have  been  two  rejections  of 
the  claims  as  originally  filed,  or,  if  amended  in  matter  of  substance, 
of  the  amended  claims,  and  all  the  claims  must  be  passed  upon,  and 
all  preliminary  and  intermediate  questions  relating  to  matters  not 
affecting  the  merits  of  the  invention  settled,  before  the  case  is 
appealed  to  the  examiners-in-chief.     Rules  of  Ftae,  No.  129. 

Upon  the  filing  of  the  appeal  the  same  shall  be  submitted  to  the 
primary  examiner,  who,  if  he  find  the  appeal  to  be  regular  in  form, 
shall  furnish  the  examiners-in-chief  with  a  written  statement  of  the 
grounds  of  his  decision  on  all  the  points  involved  in  the  appeal, 
with  copies  of  the  rejected  claims,  and  with  the  references  applicable 
thereto.  If  the  primary  examiner  shall  decide  that  the  appeal  is 
not  regular  in  form,  an  appeal  from  such  decision  may  be  taken 
directly  to  the  commissioner,  as  provided  in  Rule  140.  Id,  No.  130. 

The  appellant  shall,  before  the  day  of  hearing,  file  a  brief  of  the 
authorities  and  arguments  on  which  be  will  rely  to  maintain  his- 
appeal.     Id.  No.  131. 

If  the  appellant  desire  to  be  heard  orally  before  the  examiners- 
in-chief,  he  will  so  indicate  when  he  files  his  appeal ;  a  day  of  hear- 
ing will  then  be  fixed,  and  due  notice  of  the  same  given  to  him. 
Id,  No.  182. 

In  contested  cases  the  appellant  shall  have  the  right  to  make 
the  opening  and  closing  arguments  unless  it  shall  be  otherwise 
ordered  by  the  tribunal  having  jurisdiction  of  the  case.  Id,  No.  133» 

The  examiners-in-chief  in  their  decision  will  affirm  or  reverse  the 
decision  of  the  primary  examiner  only  on  the  points  on  which  appeal 
shall  have  been  taken.  (See  Rule  128.)  If  they  shall  discover  any 
apparent  grounds  not  involved  in  the  appeal  for  granting  or 
refusing  letters  patent  in  the  form  claimed,  or  in  any  other  form, 
they  will  annex  to  their  decision  a  statement  to  that  effect,  with 
such  recommendation  as  they  shall  deem  proper.     Id,  No.  134. 

From  any  judgTnent  of  the  primary  examiner,  on  points 
embraced  in  the  recommendation  annexed  to  the  decision  adverse 
to  the  appellant,  appeal  may  be  taken  on  questions  involving  the 
merits  to  the  board  of  examiners-in-chief  and  on  other  questions  to 
the  comniis»ioner,  as  in  other  cases.     Id, 

If  an  appeal  shall  be  taken  from  the  decision  of  the  examiners- 
in  chief  to  the  commissioner,  the  commissioner,  whenever,  in  his 
opinion,  substantial  justice  shall  require  it,  may,  either  before  or 
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after  final  judgnifnt,  remand  the  case  to  the  primary  examiner  fo? 
oonsideration  of  any  amendment  or  action  based  upon  the  recom- 
mendation annexed  to  the  decision  of  the  examiners-in-chief.     Id. 

If  the  commissioner,  in  revising  the  decision  of  the  exaniiners- 
in-ohief,  shall  discover  any  apparent  grounds  for  granting  or 
refusing  letters  patent  not  involved  in  the  appeal,  he  will,  before  or 
after  final  judgment,  whenever,  in  his  opinion,  substantial  justice 
shall  require,  give  reasonable  notice  thereof  to  the  parties  ;  and  if 
any  amendment  or  action  based  thereon  shall  be  proposed,  he  will 
remand  the  case  to  the  primary  examiner  for  consideration.     Id, 

From  decisions  of  the  primary  examiner,  in  cases  remanded,  as 
herein  provided,  appeal  will  lie  to  the  board  of  examiners-in-chief, 
or  directly  to  the  commissioner,  as  in  other  cases. 

If  affidavits  be  received,  under  Rule  75  or  86,  after  the  case  has 
been  appealed,  the  application  will  be  remanded  to  the  primary 
examiner  for  reconsideration.     Id,  No.  135. 

12S.  From  Examiners-in-chief  to  Covimissiojier, 

If  such  party  is  dissatisfied  with  the  decision  of  the 
examiners-iii-chief,  he  may,  on  payment  of  the  fee  pre- 
scribed, appeal  to  the  commissioner  in  person.  Rev.  Stat. 
^  4010. 

The  lee  prescribed  is  twenty  dollars.  See  Rev.  Stat.  §  4934  ; 
JL  les  of  Prac.  No.  136. 

Cases  which  have  been  heard  and  decided  by  the  commissioner 
on  appeal  will  not  bu  reopened  except  by  the  commissioner ;  cases 
which  have  been  decided  by  the  examiners-in-chief  will  not  bo 
reheard  by  them,  when  no  longer  pending  before  them,  without  the 
written  authority  of  the  commissioner  ;  and  cases  which  have  been 
decided  by  either  the  commissioner  or  the  examiners-in-chief  will 
not  be  reopened  by  the  primary  examiner  without  like  authority, 
and  then  only  for  the  consideration  of  matters  not  already  adjudi- 
cated upon,  sufficient  cause  being  shown.  Hules  of  Prac.  No.  137. 
See  also  Id.  No.  67. 

Cases  will  be  regarded  as  pending  before  a  tribunal  until  appeal 
has  been  taken  from  its  decision,  or  until  the  limit  of  appeal  which 
most  be  fixed  in  contested  cases  has  expired.     Id,  No.  138. 

Cases  which  have  been  deliberately  decided  by  one  commissioner 
will  not  be  reconsidered  by  his  successor  except  in  accordance  with- 
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the  prinoiples  which  govern  the  granting  of  new  trials.  Id.  No. 
139. 

Upon  receiving  a  petition  which  shall  state  concisely  and  clearl  j 
any  proper  question,  which  has  ht*en  twice  acted  upon  by  the  exam- 
iner, and  which  does  not  involve  ihe  merits  of  the  case,  or  the 
rejection  of  a  claim,  and  which  shall  also  state  the  facts  involved 
and  the  point  or  points  to  be  reviewed,  an  order  will  be  made  fixing 
a  time  for  hearing  such  petition  by  the  commissioner,  and  directing 
the  examiner  to  report  upon  or  answer  the  matters  averred  in  such 
petition  at  least  five  days  before  sueh  day  of  hearing.     Id.  140. 

In  cases  of  interference  parties  have  the  same  remedy  by  appeal 
to  the  examiners-in- chief  and  to  the  commissioner  as  in  ex  parte 
•cases  ;  but  no  appeal  lies  in  such  cases  from  the  decision  of  the 
commissioner.     Jd.  No.  141. 

Appeals  in  interference  cases  must  be  accompanied  with  brief 
-statements  of  the  reasons  therefor;  and  both  parties  will  be 
required  to  file  briefs  of  their  arguments  before  the  day  of  hearing. 
Printed  briefs  are  in  all  cases  preferred.     Td,  No.  142. 

The  commissioner  may,  in  his  discretion,  order  a  rehearing,  and 
upon  such  rehearing  may  revise  his  original  decision.  Matthews  v. 
Weede,  1  Mac  Arthur  Pat,  Cos.  144  ;  Be  Rouse,  Id,  286  ;  Nichols 
V.  Harris,  Id,  362. 

129.  From  the  Commissioner  to  the  Supreme  Courts  Distinct 

of  Columbia, 

If  such  party,  except  a  party  to  an  interference,  is  dis- 
satisfied with  the  decision  of  the  commissioner,  he  mar 
appeal  to  the  Supreme  Court  of  the  District  of  Columbia , 
sitting  in  banc.    Rev,  Stat,  §4911. 

It  is  no  longer  customary  in  the  patent-office  to  bMow  pro  forma 
proceedings,  in  order  to  give  opportunity  for  an  appeal  to  the 
Supreme  Court  of  the  District.     Mules  of  Prac,  No.  145. 

ITie  rules  and  forms  for  these  appeals  are  given  in  the  Appen- 
dix to  the  Rules. 

The  refusal  by  the  commissioner  of  patents  to  grant  a  patent  to 
an  assignee  does  not  form  the  subject  of  an  appeal  to  a  judge  at 
chambers  in  the  Supreme  Court  of  the  District  of  Columbia. 
Whitney  v.  Fisher,  4  Fish.  Pat,  Cas.  248. 

No  appeal  lies  from  a  decision  of  the  commissioners  upon  the 
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relative  priority  of  two  pending  interferiDg  applications  for  a 
patent.     -Ecp.  Gower,  15  Pat  Off.  Gaz,  828. 

Patentee  has  no  right  of  appeal  from  the  decision  of  the  com- 
missioner in  an  interference  between  tlie  patentee  and  the  applicant 
for  a  patent ;  the  latter  only  has  the  right,  the  patentee  being  left 
to  his  remedy  by  action.  Pomeroy  v.  Connison,  1  McArthur  PaU 
Cos,  40. 

An  appeal  did  not  lie  from  the  refusal  of  a  commissioner  to  re» 
open  a  hearing  upon  an  application  under  the  acts  of  1836  and 
1839.  Me  Janney,  1  MacArthur  Pat.  Cos.  86.  Under  the  act  of 
1839,  the  reasons  of  appeal  iiled  upon  appealing  from  a  decision  of 
the  commissioner  limit  the  jurisdiction  of  the  appellate  court,  and 
where  these  reasons  are  vague  and  indefinite  tht»y  will  not  be  con- 
sidered by  the  court.  Re  Winslow,  1  MacArthur  Pat.  Cas.  123  ; 
Jillson  V.  Winsor,  Id.  136  ;  Burlew  v.  O'Neil,  Id.  168. 

Upon  appeal  the  court  will  pass  upon  the  merits  of  the  case 
without  regard  to  the  reasons  which  the  commissioner  assigned  for 
his  decision  ;  those  reasons  may  be  wrong  and  still  the  decision  be 
correct.  Re  Aiken,  1  MacArthur  Pat.  Gas.  126  ;  lie  Aiken,  Id. 
130  ;  Be  Crocker,  Id.  134. 

Upon  appeal  the  ruling  of  the  commissioner  upon  the  admission 
of  evidence  cannot  be  reviewed,  unless  such  ruling  was  specifically 
set  forth  in  the  reasons  of  appeal.  Jillson  v.  Winsor,  1  MacArthur 
Pat.  Caa.  136. 

The  right  to  appeal  from  the  decision  of  the  commissioner, 
given  by  section  11  of  the  act  of  1839,  is  lost  by  failing  to  file  the 
reasons  of  appeal  within  the  time  prescribed  therefor,  although  a 
motion  for  a  rehearing  is  pending,  unless  a  special  order  enlarg- 
ing the  time  is  made.  Greenough  v.  Clark,  1  MacArthur  Pat. 
Cas.  173. 

Refusal  of  the  commissioner  to  admit  competent  and  material 
evidence  offered  by  an  applicant  was  ground  for  appeal  from  his 
decision,  under  the  acts  of  1836  and  1839,  and  upon  each  appeal  an 
order  might  be  made  directing  the  case  to  be  reheard  and  the  evi- 
dence to  be  admitted  before  the  commissioner.  Re  Fultz,  1  J/ac- 
Arthur  Pat.  Caa.  178. 

The  court  cannot  review  the  commissioner's  exercise  of  his  dis- 
cretionary power  in  extending  time  for  taking  testimony  in  an 
interference  proceeding  ;  granting  a  rehearing,  &c.  Mathews  v. 
Weede,  1  MacArthur  Pat.  Cas.  144  ;  O'Reilly  v.  Smith,  Id.  218  ; 
Re  Rouse,  Id.  287  ;  Nichols  v.  Harris^  Id.  362. 
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A  decision  of  the  commissioner  rejecting  an  application  for  a 
patent  for  want  of  novelty,  upon  references  to  other  inventions, 
shoald  be  reversed  upon  appeal,  where  the  references  originally 
relied  upon  are  virtually  abandoned  and  others  presented  for 
the  first  time  on  the  appeal.  JRe  Jewett,  1  MacArthur  Pat. 
Cos.  269. 

That  a  commission  to  take  testimony  in  interference  proceedings 
was  executed  before  a  magistrate  who  was  of  counsel  for  one  of  the 
parties  is  ground  for  reversal  of  a  decision  of  the  commissioner 
founded  upon  the  depositions  so  taken.  Nichols  v.  Harris,  1  Mac- 
Arthur  Fat.  Cas.  302. 

Decision  of  the  commissioner  against  an  applicant  in  an  inter- 
fi'ience  case  upon  the  ground  that  the  invention  was  not  operative, 
reversed  upon  appeal,  the  testimony  of  witnesses  that  they  had 
tested  the  device  and  found  that  it  would  not  work  being  overcome 
by  the  production  and  operation  in  court  of  the  machine  itself. 
Bell  V.  Hill,  1  MacArthur  Pat.  Cas.  861. 

In  determining  an  appeal  from  the  commissioner  of  patents,  the 
supreme  court  of  the  District  of  Columbia  will  look  only  into  the 
reasons  of  appeal,  and  into  the  records  and  proceedings  in  the  cat^e 
which  are  applicable  to  these  reasons.  He  Conklin,  1  MacArthur 
Pat.  Cas.  876  ;  6  Pat.  Of.  Gaz.  235. 

The  jurisdiction  of  the  appellate  court  in  interference  cases 
is  not  limited  to  cases  where  the  commissioner  has  awarded  prior- 
ity ;  but  an  appeal  may  be  taken  from  bis  refusal  to  grant  any 
jftitent.     Carter  v.  Carter,  1  MacArthur  Pat.  Cas.  388. 

Decision  of  the  commissioner  in  an  interference  case,  reversed, 
upon  the  evidence,  the  negative  testimony  of  a  single  witness  who 
was  in  a  position  to  know  the  fact  testified  being  deemed  sufficient, 
under  the  circumstances,  to  overweigh  the  positive  testimony  of 
two  witnesses,  whose  answers  appeared  to  be  evasive  and  unfair. 
Cornell  v.  Hyatt,  1  MacArthiir  Pat.  Cas.  423. 

No  appeal  lies  from  an  interlocutory  decision  of  the  commis- 
sioner, such  as  a  refusal  to  extend  the  time  for  taking  testimony. 
Wellman  v.  Blood,  1  MacArthur  Pat.  Cas.  432. 

A  claim  filed  upon  an  application  for  a  patent,  construed,  upon 
appeal  from  a  rejection,  by  giving  it  the  interpretation  most  favor- 
able to  the  applicant,  and  held  to  be  for  a  patentable  combination, 
although  in  each  of  the  features  of  the  improvement,  separately 
considered,  there  was  strong  resemblance  to  known  things  and 
Jcnown  results  ;  the  combination  differing  from  e&ob  and  all  in  the 
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specific  resalt,  and  appearing  by  the  united  action  to  accomplish 
Che  desired  result  with  a  saving  of  material  and  of  operative  force. 
JRe  Cole,  1  MacArthur  Pat.  Cos.  539. 

Under  section  8  of  the  act  of  1836,  an  appeal  from  a  decision  of 
the  commissioner  of  patents  in  an  interference  case  might  be  taken 
by  a  patentee  where  the  decision  was  in  favor  of  the  patentee. 
Babcock  v.  Degener,  1  MacArthur  Pat,  Caa.  607.  Overruling  on 
this  pointy  Pomeroy  v.  Connor,  Id,  40,  which  had  been  followed  in 
the  following  cases:  Brown  v,  Herrick,  Zc/.  310;  Whipple  v. 
Ren  ton.  Id,  332  ;  Hopkins  v.  Barn  urn.  Id,  334  ;  Drake  v.  Cun- 
ningham, Id,  378  ;  King  v.  Gedney,  Id,  443. 

The  commissioner  of  patents  had  the  power,  under  section  11  of 
the  act  of  1839,  to  enlarge  the  time  for  taking  an  appeal  from  his 
decision.     Justice  v,  Jones,  1  MacArthur  Pat,  Caa,  635. 

The  owner  of  a  label  entitled  to  registration  made  application 
to  the  commissioner  for  its  registration,  and  had  complied  with  all 
the  requirements  of  the  law  ;  but  the  examiner  rejected  the  appli- 
<!ation  on  the  ground  that  the  label  was  not  of  the  class  entitled  to 
registration.  The  applicant,  instead  of  appealing  to  the  commis- 
sioner, petitioned  the  Supreme  Court  of  the  District  of  Columbia 
for  a  mandamus  to  compel  the  commissioner  to  register  his  label 
The  commissioner,  in  his  answer  to  the  rule  to  show  cause,  recited 
the  facts  of  the  failure  of  the  applicant  to  appeal  to  the  commis- 
tioner  from  the  cxaminor\s  decision,  but  at  the  same  time  approved 
of  and  indorsed  the  reasons  of  the  examiner  for  refusing  to  register 
t!ie  label.  It  was  heldy  that  a  peremptory  mandamus  to  register  the 
label  should  issue.  United  States  v.  Marble,  1  JIacket/,  284  ;  2  PcU. 
Off.  Qaz.  1366. 

Under  the  act  of  18^9  the  attorney  general  advised,  that,  in 
order  to  be  effectual,  the  certificate  of  the  proceedings  and  decision 
of  a  justice  of  the  Supreme  Court  of  the  District  of  Columbia  in  an 
appeal  from  the  commissioner  of  patents,  required  to  be  delivered 
and  returned  by  him  to  the  commissioner,  must  be  made  and  certi- 
fied by  the  justice  while  he  is  in  office  ;  but,  if  so  made  and  certified, 
it  may  be  transmitted  by  him  to  the  commissioner  after  he  has 
ceased  to  be  a  justice.     13  Op.  Att,  Oen.  265. 

The  requirement  of  section  7  of  the  act  of  1836  that  the  appli- 
cant shall  make  oath  anew  when  he  persists  in  bis  application  after 
liaving  been  informed  by  the  commissioner  of  the  errors  or  defects 
^f  bis  speoificatioD,  does  not  make  a  new  oath  necessary  to  enable 
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him  to  appeal  when  his  application  is  finally  rejected.    He  Crooker^ 
184. 

130.  Notice  of  and  Proceedings  on  such  Appeals. 

When  an  appeal  is  taken  to  the  supreme  court  of  the 
District  of  Columbia,  the  appellant  shall  give  notice  thereof 
to  the  commissioner,  and  file  in  the  patent-oflBce,  within 
such  time  as  the  commissioner  shall  appoint,  his  reasons  of 
appeal,  specifically  set  forth  in  writing.  Rev,  Stat.  §  4912. 
The  court  shall,  before  hearing  such  appeal,  give  notice  to 
the  commissioner  of  the  time  and  place  of  the  hearing,  and  on 
receiving  such  notice  the  commissioner  shall  give  such 
notice  of  such  time  and  place  in  such  manner  as  the  court 
may  prescribe,  to  all  parties  who  appear  to  be  interested 
therein.  The  party  appealing  shall  lay  before  the  court 
certified  copies  of  all  the  original  papers  and  evidence  in  the 
case,  and  the  commissioner  shall  furnish  the  court  with  the 
grounds  of  his  decision,  fully  set  forth  in  writing,  touching 
all  the  points  involved  by  the  reasons  of  appeal.  And  at 
the  request  of  any  party  interested,  or  of  the  court,  the  com- 
missioner and  the  examiners  may  be  examined  under  oath 
in  explanation  of  the  principles  of  the  thing  for  which  a 
patent  is  demanded.     Rev,  Stat,  §  4913. 

131.    Determination  of  such  Appeal^  and  its  Effect. 

The  court,  on  petition,  shall  hear  and  determine  such 
appeal,  and  revise  the  decision  appealed  from  in  a  summary 
way,  on  the  evidence  produced  before  the  commissioner,  at 
such  early  and  convenient  time  as  the  court  may  appoint ; 
and  the  revision  shall  be  confined  to  the  points  set  forth  in 
the  reasons  of  appeal.  After  hearing  the  case  the  court 
shall  return  to  the  commissioner  a  certificate  of  its  proceed- 
ings and  decisions,  which  shall  be  entered  of  record  in  the 
patent-office,  and  shall  govern  the  further  proceedings  in 
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Hie  ,€986.  But  no  opinion  or  decision  of  the  court  m  any 
sodh  caae  dhaU  predude  any  person  interested  from  ikke 
right  to  .contest  the  vklidity  of  such  patent  in  any  ck)urt 
whcorein  th^  same  niay  be  called  ia  question.  JEtev.  £ttat. 
§  4914. 

The  Bemsed  Stattdes^  the  Diatrici  of  Coiwif^ibiay  Pro- 
vide^ on  the  subject  of  "Aj^poals  from  Commissioner  of 
Patents,"  as  follows :  "  Th^  supreme  court  "  [of  the  District 
of  Columbia],  ^'sittiqgjn  bwq,  shall  ha^P^e  junsdictJQU  of  mA 
shall  hear  lund  determine  aU  s^pe^ds  £com  the  decisions  ol 
the  commis^oner  of  patents,"  in  accordapace  ii^it^  the  pro- 
yisions  of  section  4911  to  sectiou  4915^  inclusive  of  the 
Bayised  Statutes  ,of  tbe  Umted^ttate^.  JBw.  £lt(^.  Disi.  Col. 

§J80. 

ild^.    Pqstmts  obtained  by  Bill  in  EqiiH^,. 

Whenever  a  patent  on  application  is  refused,  eltib^  by 

the  commSssioner  of  patents  or  by  the  supreme  court  of  the 

District  of  Columbia  upon  appeal  ^rom  ithe  conuuis^Quar, 

the  appUcant  may  have  remedy  by  bill  jin  equity  j  m^  the 

court  having  cognizance  "thereof,  on  aotice   to  adverse 

parties  and  other  due  proceedings  had,  may  adjudge  that 

such  applicant  is  eptitled^  according  .to  law,  to  receiive  a 

patent  for  his  invention,  as  specified  iu  lus.<3lam>  or  fqr^uy 

part  thereof ,  as  the  facts  in  the  caae  Jtuai^y  a$>pei^.  And  such 

adjudication,  if  it  be  in  favor  of  the  right  of  the  appMoant, 

shall  authorize  the  commissioner  to  issue  such  patent  on 

the  applicant  filing  in  the  patent-roffice  a  copy  of  the.adjudi- 

catiQU,  androtherwise  complyiug  Tv;ith  the  reqwroixieuts  ol 

law.    In  all'C^ses,  where  there  is  no  opposing  party,  a  copy 

of  the  bill  shall  be  served  on  the  commissioner  ;  and  all  the 

expenses  of  the  proceedings  shall  be  p^ud  by  the  ai^Ucant, 

whether  the  final  decision  is  in  his  favor  oi*  not.  Rev.  jSt»t 

§  4915 ;  and  see  Id.  §  629. 
Vol.  II.-ia 
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Hey.  Stat  §  49l/>  does  not  give  the  courts  general  appellate 
jnrisdiction  in  cases  of  interference.  And  it  wonld  be  improper 
for  a  court  to  enjoin  the  applicant  who  prevails  before  the  commis- 
sioner from  receiving  his  patent,  upon  the  mere  suggestion  that  the 
commissioner  erred  in  his  decision.  Whipple  v.  Miner,  15  Fed, 
RepWy  117  ;  23  Pat.  Off.  Oaz.  2236. 

The  jurisdiction  of  the  circuit  courts  to  grant  a  patent,  notwith- 
standing an  adverse  decision  of  the  commissioner  of  patents,  is  an 
independent  original  jurisdiction  ;  it  is  not  within  the  discretion  of 
the  defeated  party  to  say  when  and  under  what  circumstances  the 
action  of  the  office  shall  be  suspended.    lb. 

If  an  applicant  is  dissatisfied  with  limitations  imposed  by  the 
commissioner,  he  should  resort  to  the  courts  in  the  same  manner  as 
from  a  rejection  of  his  application.  New  York  Belting,  Ac.  Co. 
V.  Sibley,  16  Ihd.  jB^V,  386  ;  23  Pat.  Off.  Gaz.  1444. 

The  circuit  court  has  jurisdiction  of  a  bill  to  obtain  the  issue  of 
a  patent  refused  by  the  commissioner  of  patents  ;  and  the  commis- 
sioner, by  accepting  service  of  process  has  been  field  to  subject 
himself  to  such  jurisdiction  in  a  district  in  which  he  did  not  reside. 
Vermont  Farm  Machine  Co.  v.  Marble,  20  Fed.  jRep^r,  117. 

The  suit  in  equity  authorized  under  Rev.  Stat.  §  4915,  is  an 
original  and  not  an  appellate  proceeding.  It  is  conducted  accord- 
ing to  equity  rules,  and  a  party  contesting  his  right  to  a  patent 
thereunder  need  not  be  confined  to  matters  existing  of  record  in 
the  patent-office  or  in  the  supreme  court  of  the  District  of 
Columbia.  In  this  case  a  motion  to  appoint  a  special  examiner, 
under  the  rules  of  the  court,  for  the  purpose  of  taking  additional 
testimony,  was  accordingly  granted.  JRe  Squire,  12  Pat.  Off.  Gaz, 
1025  ;  3  Bann.  A  A,  Pat.  Gas,  133. 

Upon  a  suit  under  Rev.  Stat.  §  4915,  a  court  of  equity  will  not 
aid  the  inventor  to  obtain  a  patent  himself  in  direct  violation  of 
his  agreement  transferring  the  property  in  his  invention.  Runstetler 
I?.  Atkinson,  23  PaJt.  Off,  Gaz.  940. 

Rev.  Stat.  §  4915,  providing  a  remedy  by  bill  in  equity  for  an 
erroneous  decision  on  an  interference  case,  means  a  proceeding  in  a 
court  of  the  United  States  having  original  equity  jurisdiction 
under  the  patent  laws,  according  to  the  ordinary  course  of  equity 
practice  and  procedure  ;  not  a  technical  appeal  confijied  to  the  case 
as  made  in  the  record  of  the  patent-office,  but  a  suit  prepared  and 
heard  upon  all  competent  evidence,  and  the  whole  merits ;  the 
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decree  in  which  is  conclusive  on  the  department,  Matthews,  J.,  in 
Butterworth  v.  Hoe,  112  V.  S.  50,  61. 

Such  hill  is  the  only  mode  allowed,  of  reviewing  a  oommis-' 
sioner's  decision  on  an  interference  ;  there  is  no  appeal  from  such 
decision.     Butler  v.  Shaw,  21  Md.  JRep^r,  321. 

The  commissioner  need  not  he  a  party  to  such  hill ;  an  assignee 
di  defendant's  patent  should  he  a  defendant.  .  Graham  v,  Teter,  25 
JFed.  Hep'r,  656  ;  33  Pat.  Off.  Gaz.  V58. 


XI.  SUfiBEXDEfi  AND  REISSUE. 

133.  Beissue  of  D^ective  Patents. 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason 
of  a  defective  or  ipsufficient  specification,  or  by  reason  of 
the  patentee  claiming  as  his  own  invention  or  discovery 
more  than  he  had  a  right  to  claim  as  new,  if  the  error  has 
arisen  by  inadvertence,  accident,  or  mistake,  and  without 
any  fraudulent  or  deceptive  intention,  the  commissioner 
shall,  on  the  surrender  of  such  patent  and  the  payment  of 
the  duty  required  by  law,  cause  a  new  patent  for  the  same 
invention,  and  in  accordance  with  the  corrected  specifica- 
tion, to  be  issued  to  the  patentee,  or,  in  the  case  of  his 
death  or  of  an  assignment  of  the  whole  or  any  undivided 
part  of  the  original  patent,  then  to  his  executoi-s,  adminis- 
trators, or  assigns,  for  the  unexpired  part  of  the  term  of 
the  original  patent.  Such  surrender  shall  take  effect  upon 
the  issue  of  the  amended  patent.  The  commissioner  may, 
in  his  discretion,  cause  several  patents  to  be  issued  for  dis- 
tinct and  separate  parts  of  the  thing  patented,  upon  demand 
of  the  applicant,  and  upon  payment  of  the  required  fee  for 
a  reissue  for  each  of  such  reissued  letters  patent.  The 
specifications  and  claim  in  every  such  case  shall  be  subject 
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to  revision  and  restriction  in  the  same  m^inor  as  original 
applications  are.  Every  patent  so  reissued,  together  with 
the  corrected  specificationo,^  shall  have  the  same  effect  and 
operation  in  law,  on  the  trial  of  all  acticms  for  causes  there- 
tf  t^  arising,  as  if  the  same  had  been  originally  filed  in  such 
Corrected  form  ;  but  no  new  matter  shall  be  introduced  into 
the  specification,  nor  in  case  of  a  machine  patent  shall  the 
xnodel  or  drawings  be  amended,  es^cept  each  by  the  other : 
but  when  there  is  neither  model  nor  drawing,  amendments 
may  be  made  upon  proof  satisfactory  to  the  commissioner 
that  such  new  matter  or  >amendment  was  a  part  of  the 
original  invention,  and  was  omitted  from  the  specification 
by  inadvertence,  accident,  or  mistake,  as  aforesaid.  Eev. 
Stat.  §  4916. 

"•34.  <}eneral  Nature,  Scope  ^nd  Exterd  of  the  Right  of 

Meissue. 

A  reissue  is  granted  to  the  original  patentee,  bis  legal  represen- 
tatives, or  tbe  assignees  of  tbe  entire  interest,  when,  by  reason  of  a 
defectrve  or  insafficient  erpecification,  or  by  reason  of  the  patentee 
claiming  as  bis  invention  or  discovery  more  than  he  had  a  right  to 
claim  as  new,  the  original  patent  is  inoperative  or  invalid,  provided 
ihe  error  has  arisen  from  inadvertence,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention.  In  the  cases  oi 
patentis  issued  and  assigned  prior  to  July  8,  1870,  the  applications 
for  reissue  may  he  made  by  the  assignees ;  but  in  the  cases  oi 
patents  issaed  or  assigned  since  that  date  the  applications  must  bo 
made  and  the  specification  awom  to  by  the  inventors,  if  they  be 
living.     JSulea  of  JPrac.  No,  84. 

Hatter  which  is  shown  and  described,  and  might  have  been 
lawtdtly  claimed,  in  an  unexpired  patent,  -but  was  not  claimed  by 
Manon  of  a  defect  or  insufficiency  in  the  specification,  arising  from 
inadvertence,  accident  or  mistake,  and  without  fraud  or  deceptive 
intent,  cannot  l>e  subsequently  claimed  by  the  patentee  in  a  sepa- 
rate patent,  but  only  in  a  reissue  of  the  onginal  patent,  links  o/ 
tYac.  No.  91. 
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If  an  inventor  has  prodaced  a  new  and  useful  combination^ 
which  composes  an  organized  maebine,  and  also  made  new  inven- 
tions of  a  less  number  of  elements  of  the  same  combination  than 
what  compose  tlie  entire  maehiBe,  he  maj^  with  the  pvop^  desor ip* 
tions^  olaitt  the  whole  combioation,  and  also*  the  lesser  ones,  or  onet. 
composed  of  fewer  elements  than  what  make  up  the  whole  machine. 
He  may,  if  he  ehoosoy  make  the  several  claima  in  one  patent.  It 
by  inadvertence,  accident,  or  mistake,  he  has  failed  in  hia  original 
patent  to  claim  any  of  the  lesser  combtnations  not  embracing  the 
whole  machine,  he  can  surrenuder  his  patent,  and  obtain  a  veissu^ 
for  any  additional  claims  so  omitted  in  the  originaL  Stevens  «• 
P^itchard,  4  Ciif.  417  ;  10  JPat.  Of.  Gaz.  505  ;  d  JBann.  <b  A^ 
JFM.  Cm.  890, 

Prior  use  under  a  defective  patent  will  not  authorize  the  use  of 
the  invention  after  the  issue  of  a  renewed  patent.  McWilliam« 
Manuf.  Co.  v.  Blundell,  11  Md.  JSep'r,  419;  22  JPae.  Of.  Gan. 
177  ;  Huasey  i^  Bradley,  5  JBkttchf.  134  ;  2  lUh.  Pat.  Ca9.  S62. 

As  to  reissue  of  patents  which  have  been  already  extended,  see 
Woodworth  «.  Edwards,  3  Woodb.  A  M,  120  ;  Gibson  v.  Harris,  1 
Blatckf.  167  ;  Wilson  t*.  Rousseau,  4  How,  646. 

That  a  paitent  may  be  amended  and  reissued  as  often  as  errort 
are  discovere^^see  Morse  «.  Bain,  9  Wesi.  JL  J.  106. 

135.  Surrender ;  How  Made,  and  its  Effect 

The  surrender  of  a  patent  extinguishes  it ;  cancels  it  i  and  no 
right  can  afterward  be  asserted  upon  it.  Suits  pending  for  an 
infringement  of  a  patent  fall  with  its  surrender,  because  the  foun* 
dation  upon  which  they  were  commenced  no  longer  exists  (Moffit) 
t^.  Garr,  1  Blacky  273  ;  Peck  v.  Collins,  \OZU.  S.  660) ;  but  a  person 
who  under  an  honest  misapprehension  surrenders  a  valid  patent^ 
and  takes  out  a  reissue  which  proves  to  be  void,  is  entitled  to  a 
reissue  of  the  first  patent  in  the  identical  language  originally  used« 
Giant  Powder  Co.  v.  Safety  Nitro  Powder  Co.,  10  Fed.  Ji^%  dOft. 

That  when  a  reissue  is  adjudged  invalid,  the  surrender  which 
preceded  it  will  also  be  invalidated  ;  and  the  original  patent  will  ba 
treated  as  remaining  in  force, — see  Woodworth  v.  Hall,  1  WQodb^ 
4t  M,  248  ;  6  Pa.  X. «/:  178  ;  Woodworth  v.  Hall,  1  Woodk  A  JT* 
380  ;  Woodworth  v.  Edwards,  4  Woodb.  A  It.  150,  | 
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136.  Loss  of  the  Bightj  by  Delay. 

The  right  to  have  corrections  made  by  reissue  may  be  aban- 
doned and  lost  by  unreasonable  delay.  Miller  v.  Brass  Co.,  104 
U.  S.  360 ;  aff'g  14  Blotch/.  282  ;  12  Fat.  Off.  Gaz.  667  ;  3  Bann. 
A  A.  Fat.  Caa.  20 ;  Turrell  v.  Bradford,  23  Pat.  Off.  Oaz.  1623 ; 
16  Fed.  RepW,  808;  Wollensak  t?.  Reiher,  116  XT.  S.W. 

Where  a  specific  device  or  combination  is  claimed^  the  oon- 
claim  of  other  devices  or  combinations  apparent  on  the  face  of  the 
specification  is,  in  law^  so  far  as  the  patentee  is  concerned,  a  dedi- 
cation of  them  to  the  public,  and  will  so  be  enforced,  unless  he 
with  all  due  diligence  surrenders  his  patent  for  reissue,  and  proves 
that  his  omission  to  claim  them  arose  wholly  from  inadvertence, 
accident,  or  mistake.  Miller  v.  Brass  Co.,  supra.  Followed,  in 
case  of  a  patent  reissued  14  years  after  the  original.  Baltimore 
Car  Wheel  Co.  v.  North  Baltimore  Passenger  R.  Co.,  21  Fed. 
Bep'r,  47. 

The  right  to  have  a  mistake  in  a  patent  corrected  does  noc 
depend  upon  what  information  the  patentee  or  his  assignee  actu- 
ally had  of  the  mistake,  but  as  to  what  they  might  have  had  if 
they  had  availed  themselves  of  the  opportunities  at  fixeir  command 
to  discover  it.     Ives  v.  Sargent,  17  Fed.  Bep*ry  447. 

Action  of  the  patent-office  in  granting  a  reissue  is  not  conclusive 
on  the  question  of  laches  of  the  patentee  in  applying  for  it ;  the 
question  is  ultimately  one  of  law  for  the  court,  and  if  there  was 
delay  and  it  cannot  be  accounted  for,  it  may  invalidate  the  reissue. 
Wollensak  v.  Reiher,  1\5  Ui  A  96.  Two  years'  delay  in  apply- 
ing for  a  reissue,  was  held  not  unreasonable  where  no  adverse  rights 
had  accrued  meantime.  Stutz  v.  Armstrong,  20  Fed.  Iiep\  843. 
The  application  for  a  reissue  is  not  an  application  for  a  patent,  but 
for  the  amendment  of  one,  and  is  not  such  an  application  as  must 
be  made  before  two  years  of  public  use  have  been  had.  Shaw  v. 
Col  well  Lead  Co.,  11  Fed.  Rep'r,  711 ;  20  BUOchf.  417. 

The  facts  that  a  patentee  was  a  foreigner,  unfamiliar  with  the 
English  language,  and  ignorant  of  the  omission  from  his  patent  of 
a  claim  contained  in  his  application  but  rejected,  the  rejection 
kaving  been  acquiesced  in  by  his  solicitors,  was  heldy  not  sufiicient 
to  excuse  delay  of  more  than  two  years  in  applying  for  a 
reissue.    Boland  t?.  Thompson,  26  Fed.  Bep'r,  633. 


SURRENDER   AND  REISSUE.  183 


18V.  Who  may  Surrender  for  Beissue  :    Bights  qf 

Assignees. 

In  respect  to  the  right  of  a  patentee  to  surrender  a  defective 
patent  and  take  out  a  new  one,  there  is  no  difference  between  a 
citizen  and  an  alien.    Shaw  v.  Cooper,  1  Pet.  292,  815. 

A  patentee,  to  be  entitled  to  a  reissue,  must  have  been  the  first 
to  disclose  the  invention  in  the  record  existing  in  the  patent-office. 
-Erp.  Platts,  16  F&t.  Off.  Qaz.  827. 

There  was  nothing  in  the  act  of  1836  to  restrict  the  right  of 
surrendering  a  patent  and  taking  a  renewal  thereof  upon  amended 
specifications  because  of  special  or  limited  grants  or  licenses  pre- 
viously made.  Smith  v.  Plympton,  4  West.  L.  J.  49.  Compare 
Brooks  V.  Bicknell,  4  McLean^  64  ;  3  West.  It.  J.  35  ;  Smith  v. 
Mercer,  5  Pa.  L.  J.  529. 

Where  a  patent  had  by  the  death  of  the  patentee  devolved  upon 
his  executor,  and  had  been  by  him  assigned,  the  assignee  may  take 
a  reissue  in  his  own  name  and  for  his  own  benefit ;  the  statutory 
provisions  authorizing  a  reissue  are  remedial,  and  are  to  be  liberally 
construed.  Carew  v.  Boston  Silastic  Fabric  Co.,  1  Hohnea^  45« 
And  see  another  proceeding  in  same  case,  3  Cliff.  356  ;  1  Pat.  Off. 
Gaz.  91  ;  ft  JFish.  Pat.  Cas.  90. 

Under  Rev.  Stat.  §  4895, — which  provides  for  reissues  of 
patents  to  assignees,  the  ultimate  assignee  may  apply,  though  there 
may  be  intermediate  ones  through  whom  he  derived  the  interest  o£ 
the  inventor ;  and  if  the  inventor  parted  with  his  interest  before 
July  8,  1870,  it  is  not  necessary  that  he  join  in  the  application. 
Selden  v.  Stockwell  Self-lighting  Gas-burner  Co.,  9  Md,  Ji€p*r, 
890  ;  19  Blatchf.  544  ;  20  Pat.  Off.  Oaz.  1377.  To  same  effect, 
under  previous  statutes,  Swift  v.  Whisen,  2  Bond,  115;  3  Msh. 
Pat.  Cas.  343. 

Where  there  has  been  an  assignment  of  an  undivided  part  of 
the  whole  original  patent,  the  assignee  of  such  part  and  the  patentee 
become  joint  owners  of  the  patent,  and  should  join  in  the  surrender  ; 
if  they  do  not,  it  will  be  invalid,  unless  the  part  owner  not  joining 
shall  ratify  it.  Potter  v.  Holland,  4  Blatchf.  206  ;  1  Msh.  Pat. 
Cas.  327.  And  see  Commissioner  of  Patents  v.  Whiteley,  4  Wall. 
522. 

A  patentee  cannot,  by  a  surrender  of  his  patent,  affect  the  rights 
of  third  persons,  to  whom  he  had  previously,  by  assignment,  passed 
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his  interoBtLiQ  the  whole  or  a  part  of  the  patent,  without  the  oon* 
sent  of  iltio&  tesignee;  Wood  worth  v.  Stone,  3  /S^y,  749.-  ^ch 
persons  are  entitled,  upon  the  surrender  of  the  patent  and  the 
obtaining  of  a  reissued  patent  by  the  patentee,  to  the  same 
right,  iind«r  t&e*  r<ftiMii6d  pa%en<^,  thMit  they  had  to  ihe  o)d  one  ;  but 
they  caftnot  bd  eompelled  to  take  tefi^ef  thet  reiMite^  one.  !^otter 
V.  Holland,  4  Smchf,  4o«  ;  1  Fkh^  Pe^.  (7dr*.  8317.  Where  U 
pslentee  had  sold  all  his  rigfit,*  li«l^,  An4  ifiterest  !b  his  j^alent, 
except  as  to  a  littk  town  ;-  and  sttbee^piently,  at  the  Request  of  the 
assignees,  applied  for,  and  obtained,*  a  reisstfe  o^  %he  patent  in  his 
owA  nimie,  ^hi6h  reifisned  patent^  he  asbigned  as  before,  it  was 
hiddy  that  the  surreAdei^  of  the  original  patent,  at  the  request  of  ther 
tra<¥  owneft,  was  talid  ;  and  that  if  the  reisBtie  fo  the  patentee  Wacr 
M  elef feat  erfot,  he  indt  correeted  'i%  h^  t^e  subsequent  asstgameiit. 
Win^  f).  "Warren,*  6  It9h.  Pat.  Oas.  548. 

Assent  to  the  surrender  of  a  patent  by  a  transferee  of  an  interest 
]^  ity  #h'0'  in  not  aNn!  ^ignee  within  the  mei^i^ing  of  the  statirte,  is 
n6t  eAMAM  to  t^  rnW^y  6f  «  Reissued  patent.  Meyer  t.  BttP 
ley,  2  J3ann.  A  A.  P<M,  Cos.  79  ;  ^  Pal  Off,  Ocas.  4^1.  If  aif 
assignee  accepts  thfe  /tissue  of  i  patetPt  and  transfers  a  part  of  the 
ii!itereM  t«  ft  ^hieh  W«A  origitially  f  e^ed  in  hiih  by  ib^  patentee,  H 
is  it  riiidoation  by  h^tk  ^  the  act  of  the  patentee  in  securing  ttre 
reissue,  although  he  did  not  join  in  the  sHrrende^  of  the  original 
patefrt    Id. 

Althc^^  M  iatmUh'  IM  eonteyed  all  his  internist,  yet  if  his 
stolgtffn^wt  b^  not  beett  #ecord€<d,  the  assignee  eaftnot,  after  the 
patefttr  hM(  been  Reissued,  ^m4rid  issue  of  a  patent  to  himself. 
Whftely  If.  Fhhef,  4  Itsh.  Pat.  Cds.  248  ;  6  M  6i8. 

Atae^cfcdeHts  to  a  patent  idade  on  a  reissue  tliefeof  will  inure  to 
ihe  b^^neAt  of  the  assignees  and  graiitees  under  the  patent  as  it 
siood  before  sucb  reissue  ;  but  such  grantees  may,  if  they  prefer, 
rest  their  claims  upon  the  specification  as  it  stood  when  they  pur- 
chased th^if  right.  Smith  v.  PI jrmpton,  4  West.  L.  J.  49.  See,  also, 
Sfriith  ^i  Mercet-,  5  Pa.  L.  J.  529. 


188.  The  Application  for  ^  Reissue* 

The  petition  lor  a  reissue  must  be  accompanied  with  a  certified 
eopy  of  the  abstract  of  title,  giving  the  names  of  all  assignees 
owning  any  undivided  interest  in  the  patiht ;  and  in  case  the  appli- 
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etktUm  h  fli^kdd  By  tl^  it^^MMTf  it  BMist  W  accom^ftnied  wilh  tbo 

Applittaftto  for  /toiMu^,  in-  n^itieto  to  the  ttq|niireia«nt8  of  rule 
45,  must  also  ftlo  wkb  tll^iir  ^^titiofiW  a^  statemttft  on  oatb  aa 
follown  : 

1.  That  tfp{>1ica«t  vM]f  belieir«i.  tlMi  original  pateni  to  be 
itfoperatite  or  mrnlidf  a#j  tile  UtiBott  wby. 

2.  Where  it  isi  elahtfed  that  such  pftteat  ia  so  inoperative  or 
invalid  **hj  reason  of  a  defective  or  insuffieieDt  specification^'* 
particularly  specifying  such  defects  or  insufficiencies. 

3.  Where  it  is  claimed  that  such  patent  is  inoperative  or  invalid 
"  by  reason  of  the  pateirtee  oiaiming  a»  his  own  invention  or  dis- 
covery more  than  he  had  a  right  to  claim  as  new/'  distinctly  stating 
atich  ^ai^  or  parts  t>o  alleged  ta  ha-Ve  been  so  improperly  claimed  as 

4«  Panictnlarty  specifying  the  ettofs  which  it  is  claimed  consti- 
tute the  inadverteBOCi  aecideBt^  or  mistake  relied  opon^  and  how 
they  arose  .or  occmred. 

^.  That  said  errors  arose  **  witbofil  any  f randulevt  or  deceptive 
intention  "  on  the  pari  of  the  applicant.    JRtde^  of  Pra^  Ko.  86< 

A  reissae  daiming  matters  not  in  the  original  patent,  and  which 
did  not  infringe  it,  was  held  invalid,  where,  owing  to  the  death  of 
the  inventor  before  the  application  for  reissue,  it  was  not  supported 
by  his  oath  as  to  inadvortenoe,  accident  or  mistake.  Wooster  v. 
Handy,  22  Blaichf.  ^07  ;  21  Ftd,  BepW^  51  ;  28  Pat,  Off.  Gaz. 
♦20. 

The  applicant  for  a  reissae  is  not  required  to  take  any  oath  on 
the  subject  of  the  invalidity  of  his  original  patent.  Hartshorn  v. 
Eagle  Shade  Roller  Co.,  18  Ihd.  JRep'r,  90  ;  25  Fat.  Qff,  Oaz.  1191. 
He  need  not  use  the  exact  phraseology  of  the  statute,  if  he  employs 
language  which  conveys  its  legal  meaning.  Gold,  Ao.  Telegraph 
Co.  V.  Wiley,  17  Md,  Rep'r,  234  ;  \t  Rep'r,  120. 

Where  an  applicant  for  reissue  of  a  patent  has  done  all  in  his 
power  to  make  his  application  effectual — has  filed  his  application 
with  the  acting  commissioner  And  paid  the  reqnisite  amount  of 
fees — ^the  application  is  to  be  considered  as  properly  before  the 
commissioner  Commissioner  of  Patents  t^.  Wbiteley,  4  Wall.  522. 
A  mandamus  will  lie  to  compel  the  commissioner  of  patents  to 
receive  an  application  for  a  reissue  of  a  patent ;  or  to  allow  an 
appeal  from  his  decision  refusing  a  reissue*    lb. 

Although  a  surrender  of  an  original  patent  is  the  act  of  the 
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party  making  the  applioation,  still  the  application  for  a  surrender 
and  reissue  may  be  withdrawn,  under  leave  of  a  commissioner,  for 
good  cause  shown,  at  any  time  before  the  proceedings  arc  fully 
completed.    Forbes  v.  Barstow  Stove  Co.,  2  Cliff\  879. 

The  application  for  a  reissue  must  be  accompanied  by  a  sur- 
render of  the  original  patent,  or,  if  that  is  lost,  by  an  affidavit  to 
that  effect,  and  a  certified  copy  of  the  patent ;  but  if  a  reissue  be 
refused,  the  original  patent  will,  upon  request^  be  returned  to  the 
applicant.    Htdes  of  Prac.  No.  90. 


139.  The.  Hearing. 

In  cases  of  application  for  reissue,  an  original  claim,  if  repro* 
duced  in  the  amended  specification,  is  subject  to  re-examication, 
and  the  entire  application  will  be  revised  and  restricted  in  the  same 
manner  as  original  applications.     Utiles  of  Prac,  89. 

A  patentee  is  not  entitled  to  have  his  patent  reissued,  unless  he 
shows,  by  satisfactory  evidence,  that  the  error  he  seeks  to  have 
corrected  was  owing  to  '' inadvertence,  accident  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention,"  and  states  particu- 
larly wherein  the  inadvertence,  accident  or  mistake  consisted. 
Conklin's  Case,  5  Pat.  Of.    Gaz.  235  ;  S.  C,  1  Mac  Arthur,  376. 

In  the  case  of  the  surrender  for  a  defective  or  insufficient  6|>eci- 
fication,  under  the  act  of  1836,  the  commissioner  is  to  decide 
whether  the  invention  claimed  in  the  original  patent  and  that 
claimed  in  the  amended  one  is  substantially  the  same.  He  is  to 
inquire  and  ascertain  whether  the  specification  b  defective  or  insuffi- 
cient in  point  of  law  or  fact,  and  whether  the  inventor  has  claimed 
more  than  he  has  invented,  and  in  each  case  whether  the  error  has 
arisen  from  inadvertency,  accident,  or  mistake,  or  with  a  deceptive 
or  fraudulent  intention.  Allen  v.  Blunt,  3  Story,  742  ;  8  L.  Rep^r^ 
165.  He  is  not  confined  to  the  claims,  nor  even  to  the  evidence 
furnished  by  the  specification,  models  and  drawings  accompanying 
the  original  application  ;  but  any  legal  proof  to  show  it  to  be  the 
same  invention  should  be  received.  Even  a  statement,  in  an 
original  patent,  that  apart  is  old,  or  a  disclaimer  of  a  part,  does  not 
necessarily  prevent  such  part  from  being  claimed  in  a  reissued 
patent,  though  it  would  have  that  effect  if  made  advisedly.  Hussey 
V,  Bradley,  6  BUUchf  134  ;  2  Fish.  Pat.  Cos.  862.  The  commis- 
sioner has  no  jurisdiction  to  hear  testimony  as  to  what  the. original 
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inventioD  was,  and  to  allow  the  claims  and  specification  to  be 
amended  so  as  to  embrace  what  the  proofs  show  was  inventedy 
where  the  reissae  may  thus  show  improvements  neither  described, 
BQggested,  nor  indicated  in  the  model,  drawings,  or  specification  of 
the  original.     Cahart  v.  Austin,  2   CHjff'.  528. 


140.  Powers  and  Duties  of  the  Commissioner. 

The  power  of  accepting  the  surrender  of  the  original  patent  and 
of  granting  a  reissue  of  it  is  confided  exclusively  to  the  commis- 
sioner, and  is  to  be  exercised  judicially  by  him.  Parham  v.  Ameri- 
can Buttonhole,  Ac.  Co.,  4  Msh.  Pat.  Cos.  468  ;  Parham  v. 
Machine  Co.,  1  Zteg.  Oaz.  145  ;  Carew  v.  Boston  Elastic  Fabric 
Co.,  1  Pat.  Of.  Gaz.  91  ;  5  FUh.  Pat.  Cos.  00 ;  3  Cliff.  366  ; 
Thomas  t^.  Shoe  Machinery  Co.,  16  Pat.  Off.  Gaz.  641 ;  Dunbar 
V.  White,  15  Fed.  Rep\  Y47 ;  4  Woods,  116  ;  23  Pat.  Off.  Gaz. 
1446. 

The  commissioner  has  power  to  reissue  a  patent  to  cure  defects 
in  the  specification  ;  but  not  to  cure  false  statements  in  the  appli- 
cation ;  as,  that  the  applicant  is  a  citizen,  when  in  fact  he  is  an 
alien.     Mini  v.  Adams,  3  WaU.  Jr.  20. 

It  is  for  the  commissioner  to  decide  whether  an  applicant  for  a 
reissue  is  an  assignee  within  the  meaning  of  the  act.  Commissioner 
of  Patents  v.  Whiteley,  4  WaU.  622. 

The  power  of  the  commissioner  to  cancel  a  patent  and  issue 
another  for  the  purpose  of  correcting  an  error  in  it  not  embraced 
by  the  statute  authorizing  reissue,  considered.  Dental  Vulcanite 
Co.  V.  Wetherbee,  2  Cliff.  566  ;  3  Fish.  Pat.  Cos.  87. 

Under  the  act  of  1836,  where  a  patent  was  antedated  in  sup- 
posed accordance  with  the  provisions  of  that  act,  and  upon  the 
express  request  of  the  patentee,  who  acquiesced  in  and  accepted  the 
patent  so  granted,  it  was  held  that  the  commissioner  could  not  sub- 
sequently alter  the  date  of  the  patent,  the  error,  if  any,  being  not 
merely  clerical,  but  an  error  of  judgment  as  to  his  duty  and  author- 
ity under  the  law.    JRe  Cushman,  1  MacArthur  Pat.  Cos.  677. 
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146.     JVkat  Defects  in  a  P&tenty  warrani  a  Beissme. 

The  stattrtOy  only  authorises  a^  reksue  when,  from  an  «niiite»- 
tional  error  in  the  desoriptiou  ol  the  iDvention,  the  patent  is  iav.alkl 
or  inoperative,  or  when  the  claim  of  the  patentee  exceeds  his 
invention.  Giant  Powder  Co.  v.  California  Vigorit-  Powder  Co., 
4  Ihd.  Xep'r,  720;  6  Saywer,  508;  18  J\iL  Off-  Gaz.  13a».  When- 
ever a  patent  fails  to  secure  all  that  the  patentee  was  hy  his  spe- 
cifications entitled  to  claim,  it  is  inoperative  within  the  ineaning  of 
the  statute,  and  he  is  entitled  to  a  reissue.  Giant  Powdev  Co.  vi 
Safety  Nitro  Powder  Co.,  19  Ihd.  Rep'r^  509,  If  a  patentee,  ia 
the  description  and  claim  m  his  original  patent,  ent«eousJy  set 
forth  something  short  of  his  real  invention,  it isa  pr(^r  case  ioft 
a  reissue,  althoagh  his  real  invention  may  be  fully  shown  in  the 
drawings  and  model.  Wilson  t;.  Coon,  6  Fed.  JS^pV,  Cll;  18 
Blatchf.  532;  19  Ftit,  Off.  Gaz.  482.  A  reissue  is  not  invalid 
merely  because  the  claim  of  the  original  patent  was  valid,  and 
suit  could  be  sustained  thereon.    lb. 

A  reissue  is  valid  when  made  in  order  to  correct  a  oiaim  which 
might  not  fully  secure  the  invention,  and  which  was  so  ambiguous 
as  to  suggest^  doubt  of  its  sufficiency;  and  where  the  mistake  was 
not  so  obvious  as  to  be  instantly  suggested  on  reading  the  claim. 
AVestern  Union  Tel.  Co.  v.  Baltimore,  &e..  Telegraph  Co.,  25  Md. 
.Rep%  30. 

Where,  on  application  for  a  patent,  the  examiner  denied  the 
application  on  the  ground  that  he  deemed  certain  claims  anticipated 
.  by  a  prior  device,  this  is  not  a  '*  mistake  or  inadvertence  "  such  as 
will  entitle  the  assignee  of  the  patentee  to  a  reissue;  the  remedy  in 
such  cases  is  by  appeal.  Putnam  v,  Hutchinson,  12  Fed.  Rep\ 
127;  11  BiM.  238;  28  Int.  Eev.  Bee.  177. 

Where,  upon  application  for  a  patent,  one  of  the  claims  presented 
is  rejected  because  covered  by  previous  inventions,  and  thereupon 
the  duly  authorized  attorney  of  the  applicant  orders  such  claim  to 
be  erased  and  withdrawn,  and  a  patent  for  the  remaining  claims 
is  issued  and  is  accepted  by  the  applicant,  he  is  not  entitled  to  a 
reissued  patent  containing  the  claim  so  erased  and  withdrawn. 
There  is,  under  such  circumstances,  no  error  arising  by  inadver* 
tence,  accident  or  mistake,  within  the  meaning  of  the  patent  law, 
which  would  authorize  an  application  for  a  reissue.  Be  llatchman, 
3  Mackeyy  288;  26  Pat.  Off.  Gaz.  738. 
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I  Uudeir  ths  ftct  «f  1 9d6y  wfietber  the  defect  be  io  the  iq>0oiJlca- 
tioD  Of  d}aial^  the  patestee  may  cmrender  hie  patent,  and,  hy  an 
jK&ended  ftpeoificaticm  co*  ^lilaim,  ^rare  the  defect*  When  the  speoifi- 
4»tioti  or  4cla»ra  is  eo  yagne  as  to  %e  inoperative  and  invalid,  an 
amendment  might  give  it  Talidity  and  protect  the  rights  of  the 
patentee  against  subsequent  infringements.  Battin  v.  Taggart,  1 7 
JSbtD.  74.  A  i^eeifteatioii  may  be  insufficient  or  defective  so  as  to 
allow  a  reisscte,  either  hj  a  mistake  of  law  as  to  what  is  reqaired 
to  be  stated  therein  in  respect  lo  the  claim  of  the  inventor,  or  by  a 
smstake  of  faet  hi  omitting  things  which  are  indispensable  to  the 
«onipleleiiees  and  efzactness  of  the  description  of  the  invention^  or 
\€f(  the  mode  of  ^onnBtrac^ing,  :or  making,  or  using  the  same.  Alien 
V.  Blunt,  3  Sk>ry,  742; «  Z.  Bep'r^  165. 

The  practice  of  anxrendering  valid  patents  and  of  granting  re- 
issnes  thereon  in  cases  where  the  original  patent  was  neither 
inoperative  nor  invalid,  and  where  the  specification  was  neither 
defective  nor  insufficient,  condemned.  Burr  v.  Durye^  1  WaiL 
681;  a£rg  2  Mah.  sPaL  €a»:  275. 


142.  Wh&t  Changes  may  be  made  by  a  iBeissue. 

No  new  matter  shall  be  introduced  into  the  reissue  specification, 
:nor  in  case  of  a  machine  ehall  f  he  model  or  drawings  be  .amended 
•except  each  by  the  other ;  %nt  when  there  is  neith«ir  .<model  noi 
drawing,  amendments  may  be  made  upon  proof  satisfactory  .to  the 
.oomrmissioner  that -such  new  matter  or  amendment  wm  apart  of  the 
original  invention,  and  was  omitted  from  the  -specification /by  inad- 
<vertence,  accident,  or  mistake.    Utiles  of  JPrac.  No.  87. 

fit  is. a  legitimate  and  important  function  of  a  reissue  ^of  a /patent 
toanodify  or  change  the  claims  of  the  original  patent -ao  as 'to  cover 
the  invention  aet  if orth  therein.  Westinghouse  «.  Qavdeq,iA».  Air- 
brake Co.,  0  Pat.  Off.  Gaz.  0d6  ;  2  Bmm.  •d  A.  Pat.  'Cat.  -55. 
Compare  Oomell  ts.  Downer,  4bc.  Brewing  C0.9  H  Mm.  ^46. 

The  oommiasioner  may  allow  'the  ^original  speoification  to  be 
.amended  in  ihe  Tcissue,  and  he  may  permit  the  applicant  ior  a 
reissue  to  re-describe  his  invention,  including  in  the  new  description 
and  claims  not  only  what  was  well  described  before,  but  also  what 
was  suggested  or  indicated  in  the  original  specification,  drawings 
or  patent-office  model.  Carewv.  Boston  Elastic  Fabric  Co.,  3  Cliff. 
356  ;  1  Pat.  Off.  Gaz.  91  ;  5  IWi.  Pat.  Cas.  90  ;  Tucker  v.  Tucker, 
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Manuf.  Co.,  10  Pat.  Off.  Oaz.  464  ;  4  Cliff.  39?;  2  Bann.  A  A. 
Cos.  401  ;  Draper  v.  Potomska  Mills  Corp.,  13  JPcU.  Of.  Gax. 
276  ;  3  JBann.  ib  A.  Pat.  Cos.  214  ;  Woven  Wire  Mattrass  Co. 
V.  Wire  Web  Bed  Co.,  8  Fhd,  RepW^  87  ;  Gold,  4c.,  Tel.  Co.  v. 
Wiley,  17  Fed.  Rep'r,  234  ;  16  R^W,  129. 

In  case  of  a  reissue  of  a  patent,  the  patentee  may  claim  some- 
thing when  he  is  informed  of  its  importance  which  he  had  before 
described  as  one  mode  of  making  his  machine  or  article.  Atwood 
V.  Portland  Co.,  10  Fed.  Rep\  283  ;  5  Bann.  <fc  A.  Pat.  Cos.  533. 

The  provision  of  Rev.  Stat.  §  4916,  forbidding  amending  model 
and  drawings  of  a  machine  patent  except  by  each  other,  does  not 
preclude  an  amendment  which  does  not  affect  the  claim.  Pearl  t;. 
Appleton  Co.,  3  Fed.  Rep\  153  ;  5  Bann.  ik  A.  Pat.  Cas.  553. 
The  specifications  for  the  reissue  of  a  patent  may  be  amended  by 
the  model  deposited  in  the  patent-office  as  well  as  by  the  drawings. 
Hendy  v.  Golden  State,  Ac,  Iron  Works,  17  Fed.  BepW  615 ;  8 
Sawyer y  468. 

A  patent  for  a  combination  of  old  elements  may  be  reissued  for 
a  combination  of  a  fewer  elements  than  were  contained  in  the  com- 
bination originally  claimed.  Herring  v.  Nelson,  14  BlaJtchf.  293  ; 
3  Bann.  db  A.  Pat.  Cas.  55  ;  Christman  v.  Rumsey,  17  Blatchf^ 
148  ;  17  Pat.  Off.  Oaz.  903  ;  4  Bann.  ik  A.  Pat.  Cas.  606  ;  68 
novo.  iV.  114. 

In  the  absence  of  an  error  arising  from  inadvertence,  accident 
or  mistake,  a  patent  for  a  machine  will  not  sustain  a  reissue  for  a 
process.    Eachus  v.  Broomall,  115  U.  8.  489,  529. 

Reissued  patent  in  1879  for  an  improvement  in  electric  lamps, 
known  as  the  ^'  clamp  patent,''  considered,  and  hdd  anticipated  by 
the  invention  of  the  same  clamp  in  1876,  although  only  one  clamp 
and  one  lamp  were  ever  made  by  the  latter  inventor,  and  were  used 
together  two  and  one-half  months  only ;  such  use  having  been  public 
and  practical,  in  ordinary  work  and  with  reasonable  success.  Brash 
«.  Condit,  22  Blatchf.  246  ;  20  Fed.  RepW,  826. 

The  legal  effect  of  the  changes  which,  in  various  cases,  may  be 
introduced  into  the  language  of  a  patent,  by  surrender  and  reissue, 
explained.  Dunbar  v.  White,  4  Woods,  116 ;  23  Pat.  Off.  Qaz. 
1146  •  15  Fed.  RexPr  747. 
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143.  Dividing  a  Patent  by  Reissue. 

The  commissioner .  may,  in  his  discretion  cause  several  patents 
to  be  issued  for  distinct  and  separate  parts  of  the  thing  patented, 
upon  demand  of  the  applicant,  and  upon  payment  of  the  required 
fee  for  each  division  of  such  reissued  letters  patent.  Each  division 
of  a  reissue  constitutes  the  subject  of  a  separate  specification 
descriptive  of  the  part  or  parts  of  the  invention  claimed  in  such 
division  ;  and  the  drawing  may  represent  only  such  part  or  parts, 
subject  to  the  provisions  of  rule  49.  Unless  it  shall  be  otherwise 
ordered  by  the  commissioner,  all  the  divisions  of  a  reissue  will 
issue  simultaneously  ;  if  there  be  controversy  as  to  one,  the  others 
will  be  withheld  from  iss\|e  until  the  controversy  is  ended,  unless 
he  shall  otherwise  order.    It%UeB  of  Ftac,  No.  83. 

Where  a  patent  claims  a  combination  of  several  devices,  it  may 
bo  reissued  to  claim  the  devices  separately,  if  new  and  useful,  even 
though  the  aggregate  combination  claimed  in  the  original  patent 
was  not,  by  itself,  useful,  or  was  even  impracticable  ;  provided  the 
reissue  points  out  how  the  devices,  separately  claimed,  may  be 
reduced  to  practical  use.  Wheeler  v.  Clipper  Mower,  Ac,  Co.,  2 
Pat.  Off.  Gaz.  442;  10  Blatehf.  181;  6  Msh.  Pat.  Cos.  1.  But 
the  patent  cannot  be  broadened  by  reissuing  it  in  divisions  any 
more  than  if  reissued  together.  New  t;.  Warren,  22  Pat.  Off.  Gaz. 
587.  The  thing  patented  may  be  separated  on  the  reissue  of  a 
reissued  patent  as  on  the  first  reissue.  Selden  v.  Stockwell  Self- 
lighting  Gas-burner  Co.,  9  lid.  Bep\  390  ;  19  BlaJtchf.  544  ;  20 
Pat.  Off.  Gaz.  1377. 

Where  a  patentee  has,  in  his  original  patent,  patented  an 
aggregate  of  several  devices,  he  may,  in  obtaining  a  separate  re- 
issue for  each  device,  give  the  same  identical  description  in  each 
issue,  of  all  the  devices  in  the  original.  If,  in  such  case,  the  claim 
of  each  reissue  is  for  a  distinct  and  severable  part  of  the  invention 
described  and  shown  in  the  original  patent,  the  reissues  are  not 
open  to  the  objection  that  there  are  several  patents  for  the  same 
invention.  Wheeler  t?.  McCormick,  4  Pat.  Off.  Gaz.  692;  6  FUK 
Pat.  Ca».  551;  11  BUxtchf.  334.  Where  an  application  for  reissue 
for  two  or  more  divisions  is  made  whilst  the  original  patent  is  in 
existence,  the  commissioner  of  patents  has  power  to  issue  a  patent 
for  one  or  more  of  the  divisions  of  the  reissue  application,  and 
subsequently  to  issue  a  patent  for  the  remaining  divisions,  if  it  be 
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deemed  that  otherwise  the  applicant   is  entitled    thereto.     Until 
such  application  is  «nded  in  all  ks  divisions,  the  vitality  of  the 
original  patent  continues,  so  far  as  required  to  support  that  portiot 
of  the  application  which  remains  nndecided.     16  ^.  Au,  Gen.  560 

Where  an  original  patent  desoi^ihes  a  -new  article  made  by  a 
new  process,  t/he  reissne  may  *be  in  4>wo  parts,  one  for  the  process, 
and  onef  or  the  article  of  manufacture.  Tucker  ^.  Bnrdiit,  4  JBann. 
A  A,  P^et,  <j€u,  d69  %  Badische  AniKn,  Ac.  Ftfbrik  «.  Hamilton 
Manuf.<:)o.,  18  P^t.  Of.  Gaz.  219;  8  JSann.  4t  A.  Pest.  Cos.  285, 
Same^.  Wiggins,  15  BloAchf.  ^90;  8  BoMn,  4b  A.  Pat.  Cos.  462. 

A  division  of  the  oi^iginal  patent,  upon  a  r^sstie,  into  two 
claims,  though  unnecessary  to  effectuate  th«  iniraiitiQQ,  will  nol 
necessarily  impair  the  validity  of  the  reissues.  8alt  Manuf.  Co.  v. 
Tiiomas,  8  Leff.  Gaz.  316*  I  Ijeg.  Gaz.pRep*r,  2-75. 


144.     TTie  InvemAion  fmbgt  wA  >be  Eniofjged. 

The  .general  rale  that  {reissued  letters  patent  expanded  beyond, 
the  claim  of  the  original  letters,  are  void,  is  sustained  by  Miller  t;. 
Brass  Co.,  104  tT.  S.  360;  aff'g  14  £latchf.2B2;  il2  Pat.  Off.  Gaz. 
667;  3  JBami,^  A.  Peel.  Gas.  20.;  James  .t;.  X^aatpbeU,  104  ZT.  &  856; 
Tov'g  17  Siatohf.  42;  J«  PiU.  'Off.  'Gaz.  079;  8  i?^V,  455;  4  Basm. 
Jb  A.  Pat.  <Ia8.  4*56  ;  Nye  «.  Allen,  23  Pat.  Gff.  Gaz.  2328 ;  15 
BepW,  114;  Lorillard  v.  McAlpin,  lA  jF&rf.  Mep'r,  112 ;  22  Pat.  Off. 
^az.  1208 ;  JDryfoos  v.  Wiese,  19  Md.  EepWy  315;  22  JBUOchf, 
19  \  26  Past.  Off.  ^az.  639 ;  Adjustable  Window  Screen  Co.  v. 
Boughton,  10  PhUa.  251  ;  1  Bann.  &  A.  Pat  Cos.  327;  Sdgarton 
^.  Furst,  Ac.  Manof.'Co.,  9  Fed.  Btp'r.y  450;  10  Bias.  4Q2  ;  27  Int. 
Xev.  Bee.  SB3 ,;  21  Pat.  tOff.  Gaz.  26.7  ;  Wood  Paper  Patent,  23 
Watt.  566;  RvrnMiV.  (Dodge,  t98  IT.  iS.  460;  Poxvder  Go.  v.  Powder 
Works,  98  U..S.  126;  Ball  v.  iLangles,  102  ZL  S.  128;  Manufactur- 
ing >Co.<v.  Lafid,  Id.  408;  Manufacturing  Co.  v.  Corbin,  108  U.  & 
786;  Cafew  v.  Boston  iEla^tic iFtfbsic  Co.,  3  (7^(^.356;  5  Fish.  Pat. 
Cob,  00  ;  1  Pat.  Off.  iGaz.  9tl*;  Kayer,  <fec..  Seaming  ^adhine  Co.  v. 
American  Printing  Co.,  19  J^rf.i26/>V,428;  Tarrv.  Webb,10  J?/a^c^. 
96  ;  6  Fish.  Pat.  Cos.  693  ;  2  Pat.  Off.  Gaz.  608.;  Meyer  v.  Max- 
beimer,  9  Fed.  Bep'r,  99 ;  20  Blatclif.  15  ;  20  Pat.  Off.  Gaz.  1162  ; 
Averill  Chemical  Paint<Co.  t;.  National  Mixed  Paint  Co.,  9  Pkd. 
Sep'r,  462  ;  50  Blatohf.  42  ;  22  Pat.  Off.  Gaz.  585  ;  Dunbar  v. 
White,  4  Woods,  116 ;  23  Pat  OJ.  Gaz.  1140  ;  :15  Fed.  Bcv.  747' 
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Vogler  V.  Semple,  7  Bias,  382  ;  23  Int.  Rev.  Rec.  112  ;  11  Pat. 
Off.  Gaz.  923  ;  2  Bann.  A  A.  Pat.  Ca>8.  666;  Driven  Well  Cases, 
16  Pkd.  Rep^T,  387;  26  PaJt.  Of.  Gaz.\^U. 

The  privilege  of  surrendering  a  patent  and  obtaining  a  reissue 
cannot  be  extended  to  afford  the  patentee  an  opportunity  to 
expand  bis  exclusive  privilege,  so  as  to  enable  him  to  suppress  an 
invention  made  subsequent  to  his  own,  which  does  not  conflict  with 
the  invention  prescribed  in  the  patent  which  he  surrenders.  Gill 
V.  Wells,  22  WaU.  1. 

Where  a  reissued  patent  is  granted  upon  a  surrender  of  the 
original,  for  its  alleged  defective  or  insufficient  specification,  such 
specification  cannot  be  substanti^ly  changed  in  the  reissued  pat- 
ent, either  by  the  addition  of  new  matter  or  the  omission  of  impor- 
tant particulars,  so  as  to  enlarge  the  scope  of  the  invention,  as 
originally  claimed.  A  defective  specification  can  be  rendered  more 
definite  and  certain,  so  as  to  embrace  the  claim  made,  or  the  claim 
can  be  so  modified  as  to  correspond  with  the  specification  ;  but, 
except  under  special  circumstances,  this  is  the  extent  to  which  the 
operation  of  the  original  patent  can  be  changed  by  the  reissue. 
Russell  17.  Dodge,  93  U.  S.  460  ;  Yale  Lock  Manuf.  Co.  v.  Scovill 
Manuf.  Co.,  3  Phd.  Rep'r,  288  ;  18  BlMchf.  248  ;  6  Bann.  <fc  A. 
Pat.  Cas.  519.  By  new  matter,  with  reference  to  the  reissue  of  a 
composition,  is  meant  not  merely  the  introduction  of  a  new  ingre- 
dient, but  any  change  in  the  original  specification  and  claim, 
whereby  a  new  and  substantially  different  composition  is  secured. 
United  States,  &o..  Felting  Co.  v.  Haven,  1  X.  <6  JSg[.  Rep*ry  16; 
2  Bann.  A  A.  Pat.  Cos.  164.  It  is  in  cases  where  a  patent  is 
iuoperative  or  invalid,  by  reason  of  a  defective  or  insufficient 
description,  specification,  or  claim,  and  not  where  the  device  is 
not  described  or  specified  at  all,  that  permission  is  given  to 
reissue  the  patent ;  devices,  not  described  or  specified,  may,  if 
they  are  the  invention  of  the  patentee,  be  the  subject  of  a 
patent,  subject  to  all  other  rules  governing  the  inventor's  right ; 
but  it  is  not  the  office  of  the  reissue  to  embrace  them.  Sarven  v. 
Hall,  9  Blatchf.  624  ;  1  Pat.  Off.  Oaz.  437  ;  5  Fish.  Pat.  Cas.  416. 

A  reissued  patent  shown  to  be  broader  than  the  original  cannot 
be  sustained  by  proof  that  the  patentee  had  invented,  before 
making  bis  original  application,  all  the  things  added  in  the  reissue, 
and  might  rightfully  have  claimed  them  at  first.  Manufacturing 
Co.  V.  Ladd,  102  U.  8.  408 ;  aff'g  2  Bann.  db  A.  Pat.  Caa.  488. 
And  see  At  water  Manuf.  Co.  v.  Beecher  Manuf.  Co.,  8  lid.  Rep*r, 
IL-.13 
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008  ;  Kells  v.  McKenzie,  9  led.  JRep\  284  ;  20  F<U.  Off.  Oaz. 
1063  ;  Dederick  v.  Cassell,  9  Md.  RepWy  306  ;  27  IrU.  Bcv.  Bee. 
400  ;  20  Pat.  Off.  Gaz.  1263.  Where  it  appears,  as  matter  of  law, 
on  a  comparison  of  tbe  two  instrnments,  that  a  reissaed  patent  is 
not  for  the  same  invention  as  that  embraced  and  secured  in  the 
original  patent,  tbe  reissued  patent  is  invalid.  Sickles  v.  Evans,  2 
Cliff.  203  ;  2  FUh.  Pat.  Cas.  417  ;  Tucker  v.  Tucker  Manuf.  Co., 
lOjPa^.  Off.  Oaz.  464;  2  Bann.ikA.Pat.  Ca8.20\.  If  a  patent, con- 
taining a  single  claim  for  a  combination,  is  reissued,  with  the  same 
description  as  before,  but  with  two  claims,  the  one  a  repetition  of 
the  original  claim,  and  the  other  for  a  combination  of  some  of  the 
elements  only,  the  reissue  is  valid  as  to  the  repetition  of  the  original 
claim  but  invalid  as  to  the  new  claim  ;  to  uphold  the  latter  would 
be  to  enlarge  the  claim,  which  must  not  be  done  by  reissue.  Gage 
V.  Herring,  107  U.  A  640  ;  2  Sup.  Ct.  Rep\y  819.  Compare 
McMurray  v.  Mallory,  111  U.  S.^1  \  Washburn,  &c.,  Manuf.  Co. 
u.  Fuchs,  16  Fed.  ifepV,  661  ;  Terrell  v.  Bradford,  15  Fed.  Refty 
808  ;  23  Pat.  Off.  Gaz.  1023. 

145.  Illustrations. 

A  patent  for  a  machine  cannot  be  broadened  on  reissue  to  cover 
a  process  described  in  the  original  patent  ;  if  the  process  were 
patentable  it  should  have  been  included  in  the  original  patent. 
New  V.  Warren,  22  Pat.  Off.  Gaz.  587.  Neither  can  a  patent 
limited  to  a  product  when  made  in  a  certain  method  be  expanded 
to  cover  the  product  without  reference  to  the  manner  in  which  it 
is  produced.  Vacuum  Oil  Co.  v.  Buffalo  Lubricating  Oil  Co.,  22 
Blatchf.  266;  28  Pat  Off.  Gaz.  1101. 

Where  the  original  patent  covers  a  mechanism  to  accomplish  a 
specific  result,  and  the  reissued  patent  covers  the  process  by  which 
t  hat  result  is  attained,  without  regard  to  the  mechanism  used  to 
accomplish  it,  the  reissue  is  broader  than  the  original  patent,  for  it 
covers  every  mechanism  which  can  be  contrived  to  carry  on  the 
process  ;  it  is,  therefore,  void.  Bedford  v.  Burton,  106  U.  S.  338  ; 
I  Sup.  Ct.  Bep\y  98  ;  Powder  Co.  v.  Powder  Works,  98  U.  S. 
126  ;  rev'g  3  Sawyer^  448  ;  2  Bann.  <fc  A.  Pat.  Cas,  131  ;  James 
«.  Campbell,  104  U.  S.  356  ;  rev  g  17  Blatchf.  42  ;  18  PiAt.  Off. 
Gaz.  979  ;  8  Bep\y  455  ;  4  Bann.  A  A.  Pat.  Ca9.  456.  The 
patentee  may  not  strike  out  the  entire  description  of  one  of  the 
ingredients  of  a  combination,  and  insert  in  lieu  thereof  a  descrip- 
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lion  of  other  devices,  unless  it  be  alleged  that  siieh  other  devices 
are  equivaleDts  of  the  device  stricken  out.  Tucker  v.  Tucker 
Manuf.  Co.,  10  Pat  Of.  Gaz.  404. 

A  patent  granted  for  a  combination,  one  element  of  which  was 
described  in  the  specification  as  being  adapted  by  its  shape  to  per- 
form specufied  functions,  was  surrendered  and  a  reissue  taken 
which  expanded  some  of  the  claims  so  as  to  cover  any  form  of  this 
element,  whether  adapted  to  perform  these  functions,  or  not.  It 
was  held  that  as  to  these  expanded  claims  the  reissue  was  void. 
McMurray  v.  Mallory,  111  IT.  S.  97. 

When  divisional  reissues  are  granted  for  a  part  of  the  original 
invention,  they  must  not  contain  anything  substantially  new  or 
different ;  thus  original  letters  for  a  process  will  not  support 
reissued  letters  for  a  composition,  unless  it  is  the  result  of  the  pro- 
cess, and  the  invention  of  the  one  involves  the  invention  of  the 
other ;  so  letters  granted  for  certain  processes  of  exploding  nitro- 
glycerine will  not  support  reissued  letters  for  a  composition  of 
nitro-glycerine  and  gunpowder  or  other  substances,  even  though 
the  original  application  claimed  the  invention  of  the  process  and 
the  compound  ;  these  are  distinct  inventions.  Powder  Co.  v. 
Powder  Works,  98  IT.  /S.  126 ;  rev'g  3  Sawyer^  448  ;  2  Bann,  cD 
A,  Pat.  Cas.  131. 

Where  the  specification  of  the  original  patent  suggested  no 
invention,  save  the  one  contained  in  the  entire  combination,  the 
claim  in  the  reissue  for  a  lesser  number  of  elements  than  it  embraced 
was  declared  void.  Had  it  been  intimated  in  the  original  patent 
that  the  lesser  number  of  elements  could  be  used  in  combination, 
this  would  have  justified  a  claim  to  them  on  reissue  ;  but  without 
such  suggestion  the  claim  was  invalid,  for  departure  from  the 
original  invention.  Miller  v.  Bridgeport  Brass  Co.,  14  Blatchf. 
282  ;  12  Pat.  Off.  Gaz.  667  ;  3  Bann,  <&  A.  Pat.  Cas.  20.  See 
afiirmance,  104  I/.  8.  350. 

When  form  is  of  the  substance  of  an  invention  it  is  not  to  be 
disregarded  ;  thus  where  the  original  invention  was  for  a  particu- 
lar form  of  wooden  bushing,  wooden  bushings  having  been  previ- 
ously patented,  a  broad  claim  in  a  reissue  for  any  form  of  wooden 
bushings  was  held  invalid.  New  York  Bung,  &c.  Co.  v.  Iloffman, 
9  i'M  Bep'r,  199  ;  20  Pat.  Off.  Gaz.  1451  ;  20  Blatchf.  3. 

Where  the  patent  was  for  a  process  of  treating  bark-tanned 
lamb  or  sheep-skin,  by  means  of  a  compound  in  which  heated  fat 
liquor  was  an  essential  ingredient,  and  a  change  was  made  in  the 


196  UNITED  STATES  LAWS. 

original  specification,  by  eliminating  the  necessity  of  using  the  fat 
liquor  in  a  heated  condition,  and  making,  in  the  new  specification, 
its  use  in  that  condition  a  mere  matter  of  convenience,  and  by 
inserting  an  independent  claim  for  the  use  of  fat  liquor  in  the  treat- 
ment of  leather  generally,  the  character  and  scope  of  the  invention 
as  originally  claimed  were  held  to  be  so  enlarged  as  to  constitute  a 
different  invention.     Russell  v.  Dodge,  93  U.  S.  460. 


146.  /Scope  a7id  Limits  of  the  above  Ride. 

Where  the  amended  specification  and  new  claim  only  secure  to 
the  applicant  what  he  had  originally  described,  the  reissue  is  valid. 
Richardson  v.  Lockwood,  4  Clif.  128  ;  Wells  v.  Gill,  6  I7sh.  Pat. 
Gas.  674;  Drapers.  Wattles,  16  Pat.  Of.  Gaz.  629;  8  Bann.  it 
A.  Pat.  Cos.  618  ;  Putnam  v.  Yerrington,  9  Pat.  Off.  Gaz.  689; 
2  Bann.  d  A.  Pat.  Cas.  237. 

Upon  reissue  of  a  patent,  the  claim  may  be  enlarged  where 
there  was  clearly  mistake  or  inadvertence  and  no  unreasonable 
delay  in  applying  for  the  correction,  and  np  rights  of  others  have 
intervened.  Wooster  v.  Handy,  21  Ped,  BepV,  51  ;  Odell  v.  Stout, 
22  Ped.  RepWy  159  ;  29  Pat.  Off.  Gaz.  862.  The  mistake  must  not 
be  from  mere  error  of  judgment,  but  a  bona  fide  mistake  hiadver- 
tently  committed,  such  as  a  court  of  chancery,  in  cases  within  its 
ordinary  jurisdiction,  would  correct.  Jones  v.  Barker,  11  Fed. 
R^\,  597;  22  Pat.  Off.  Gaz.  771. 

A  reissue  may  be  had  for  any  invention  substantially  described, 
though  not  claimed,  in  the  original  specification.  Pennsylvania  Salt 
Manuf.  Co.  v.  Thomas,  8  Phila.  144;  5  FUh.  149.  See  McArtbur 
V.  Brooklyn  Railway  Supply  Co.,  19  Fed.  BepWy  263;  Lorillard  v. 
McDowell,  11  Pat.  Qff.  Gaz.  640;  Combined  Patents  Can  Co.  v. 
Lloyd,  11  Ihd.  Rep'r,  149;  21  Pat.  Off.  Gaz.  713.  Or  whatever  was 
substantially  suggested  or  indicated  in  the  surrendered  specifications, 
drawings  or  patent-ofiSce  model.  Stevens  v.  Pritchard,  4  Cliff.  417; 
\0  Pat.  Off.  Gaz.  605;  2  Bann.  A  A.  Pat.  Cas.  390.  Compare 
Kelleher  V.  Darling,  14  Pat.  Off.  Gaz.  673;  Stephenson  «.  Second 
Ave.  R.  R.  Co.,  5  Bann.  <fc  A.  Pat.  Cas.  116;  Meyer  v.  Goodyear's 
India  Rubber  Glove  Manuf.  Co.,  22  Pat.  Off,  Gaz.  681;  Seymour 
V.  Mai-sh,  6  Fish.  Pat.  Cas.  115;  9  Phila.  830;  Reissuer  v.  Anness, 
13  Pat.  Off.  Gaz.  870. 

It  is  of  no  consequence  that  a  reissue  states  that  certain  con- 
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binations  are  found  in  the  machine  which  will  act  in  a  certain  way 
and  effect  certain  results,  when  the  original  did  not  contain  these 
statements,  provided  the  combinations  in  fact  existed  in  a  machine 
made  according  to  the  drawings  and  description  in  the  original 
patent,  or  provided  the  modes  of  operation  and  results  in  fact  fol- 
lowed in  a  machine  so  made.  Potter  v.  Stewart,  7  I^ed,  Iiep*r,  215; 
18  BliUchf.  561;  19  Pat.  Off.  Gaz.  997. 

The  reissue  of  a  patent  in  which  nothing  more  is  done  than  to 
make  a  correction  in  the  description  in  the  original  patent,  without 
any  enlargement  of  claim  or  material  variation  in  terms,  and  where 
the  effect  is  identical,  is  valid.  Sewing  Machine  Co.  v.  Frame,  24 
Fed.  Rep'r,  596 ;  28  Pat.  Off.  Gaz.  96. 

Where  the  patentee,  when  he  applied  for  his  patent,  evidently 
attached  more  importance  to  one  form  of  his  invention  than  the 
other,  but  afterward  changed  his  opinion  and  reissued,  laying 
more  stress  on  the  second  form,  it  was  held^  that  such  modification 
of  opinion  on  his  part  did  not  disturb  the  fact  that  both  forms  were 
described,  though  imperfectly,  in  his  first  specifications.  American 
Nicolson  Pavement  Co.  v.  Elizabeth,  6  Mah.  Pat.  Cos.  424. 

Where  the  claim  in  a  reissue,  while  differing  verbally  from  the 
claim  in  the  original  patent,  is  substantially  and  in  legal  effect  a 
mere  repetition  of  that  claim,  the  claim  in  the  reissue  may  be  sus- 
tained. National  Pump  Cylinder  Co.  v.  Gunnison,  17  Fed,  H^W^ 
812.  If  new  claims  in  the  reissue  are  only  restatements  of  the 
functions  and  mode  of  operation  of  the  elements  of  one  of  the 
claims  of  the  original,  in  combination  with  the  other  parts  of  the 
machine,  then  they  are  valid.     Fay  v.  Fraser,  11  Hiss.  422. 

The  original  patent  having  called  the  absorbent  material  with 
which  the  nitroglycerine  was  mixed, ."  inexplosive,"  it  was  heUl^ 
that  to  omit  the  term  upon  reissue  was  no  enlargement  of  the, 
invention.  The  word  was  ambiguous,  since  it  was  clear  from  the 
original  description  that  the  patentee  did  not  contemplate  the  use 
of  materials  which,  though  explosive,  were  not  so  in  comparison 
and  under  like  conditions  with  nitro-glycerine.  Atlantic  Giant 
Powder  Co.  v.  Goodyear,  13  Pat.  Off.  Gaz.  45. 

Whether  a  reissued  patent  is  (as  it  always  should  be)  for  the 
same  invention  as  the  original,  is  a  question,  not  of  fact,  but  of 
legal  construction  of  the  two  instruments.  Stevens  v.  Pritchard,  4 
Cliff.  417  ;  10  Pat.  Off.  Gaz.  505  ;  2  Bann.  <b  A.  Pat.  Cas.  390  ; 
Tucker  v.  Tucker  Manuf.  Co.,  10  Pat.  Off.  Gaz.  464;  4  Cliff.  397  ; 
2  Bann.  A  A.  Pat.  Cas.  401. 
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147  Effect  of  the  Commissioner's  Decision :  Presumptions. 

The  action  of  the  commisHioner  of  patents  in  accepting  a  snr- 
render  and  granting  a  reissue  of  letters- patent  is  judicial  in  it^ 
character,  and  presumed  correct,  but  is  not  conclusive  upon  the 
court.  Flower  t>.  Ray ner,  5  Fed.  Rep\y  793;  19  PaJt,  Off,  Gaz, 
425  ;  11  Ilep\  555.  It  is  final  and  conclusive  as  to  all  matters  of 
fact  involved  in  the  hearing  of  the  application  (Judson  v,  Brad- 
ford, 16  Pat.  Off.  Gaz,  171;  3  Bann.  cfc  A.  Pat.  Cos.  639),  and  as 
to  the  mere  necessity  of  a  reissue  (Smith  v.  Merriam,  6  Fed.  Iiep\ 
713  ;  19  Pat.  Off.  Gaz.  601.  Compare  Conklin's  Case,  1  Mac- 
Arthur,  375  ;  5  Pat.  Off.  Gaz.  235);  but  it  is  not  conclusive  as  to 
his  own  jurisdiction  (Cahart  v.  Austin,  2  Cliff.  628.  Compare 
AVhitley  v.  Swayne,  4  Fish.  Pat.  Cas.  117  ;  Giant  Powder  Co.  v. 
California  Vigorit  Powder  Co.,  4  Fed.  Rep'r,  720  ;  6  Sawyer,  50S  ; 
18  Pat.  Of.  Gaz.  1339),  nor  as  to  the  reasonableness  of  the  delay. 
Wollensaic  v.  Ilecher,  115  CT:  ^.  96. 

The  correct  performance  of  all  those  ])relirainaries  on  which  the 
vali<Iity  of  a  reissued  patent  depends  is  always  examinable  in  the 
court  in  which  a  suit  for  its  violation  is  brought.  Odell  v.  Stout, 
22  Fed,  Rep'r,  169. 

The  general  rule  is  that  the  decision  of  commissioner  of  patents 
is  conclusive  in  a  suit  for  infringement,  unless  it  is  apparent  on  the 
face  of  the  patent  that  he  has  exceeded  his  authority.  Wells  v. 
Gill,  2  Pat.  Off.  Gaz.  590  ;  6  Fish.  Pat.  Cas.  89.  S.  P.,  American 
Nicolson  Pavement  Co.  v.  Elizabeth,  Id.  424;  Spaeth  v.  Barney, 
22  Fed.  RepW,  828  ;  30  Pat.  Off.  Gaz.  997. 

The  commissioner's  authority  being  limited  to  a  reissue  for  the 
same  invention,  the  two  patents  may  be  compared  to  determine  the 
identity  of  the  invention.  If  the  reissued  patent,  when  thus  com- 
pared, appears  on  its  face  to  be  for  a  different  invention,  it  is  void, 
the  commissioner  having  exceeded  his  authority  in  issuing  it. 
Russell  V,  Dodge,  93  U.  S.  4G0  ;  Sickles  v.  Evans,  2  Fish.  Pat. 
Cos.  417;  2  Cliff\  203;  Carhart  v.  Austin,  2  Fi^h.  Pat.  Cas.  543  ; 
Swift  V.  Whisen,  2  Pond,  115  ;  3  Fish.  Pat.  Cas.  343  ;  Goodyear 
V.  Berry,  Id.  189;  3  Fish.  Pat.  Cas.  439. 

The  decision  of  the  commissioner  can  only  be  impeached  in  the 
courts  on  the  ground  of,  1.  Fraud  or  collusion  between  the  com- 
missioner and  the  applicant ;  2.  An  excess  of  authority  on  the  part 
of  the  commissioner,  apparent  on  the  face  of  the  patents ;  or,  3.  A 
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clear  repugnance  between  the  new  and  old  patent.  House  t;. 
Yonng,  3  lilsh.  Pat.  Cos,  336;  Ilussey  v,  Bradley,  5  Blatchf.  131; 
2  Fish.  Fat.  Cos.  362;  Blake  v.  Stafford,  6  Blatchf.  195;  3  Fiah. 
Fat.  Cos.  294;  Swift  v.  Whisen,  2  Bond,  115;  3  Fish.  Fat. 
Cos.  343;  CromptoQ  v.  Belknap  Mills,  3  Fish.  Fat.  Cas.  536; 
Jordan  v.  Dobson,  2  Abb.  U.  S,  398;  7  Fhila.  533;  Stimpson  r. 
Westchester  R.  R.  Co.,  4  Hme.  380,  404;  Battin  v.  Taggart,  17 
How.  74;  Wood  worth  r.  Stone,  3  Story ,  749;  Reissiier  v.  Anness, 
13  Fat.  Off.  Gaz.  870;  Miller,  Ac.  Manuf.  Co.  v.  Du  Brul^  12  Fat. 
Off.  Gaz.  351;  2  Fann.  <t  A.  Fat.  Cas.  618;  Andrews  v.  Wright, 
0  Fep>,  193. 

Some  cases  hold  that  the  action  of  the  commissioner  is  conclu- 
sive against  a  charge  of  fraud  in  obtaining  the  reissue,  as  well  as 
all  other  objections,  unless  it  appears  upon  the  face  of  the  papers 
that  the  new  patent  is  not  for  the  same  invention  as  the  original. 
La  Baw  v.  Hawkins,  6  Fat.  Off.  Gaz.  724  ;  1  Fann.  cfc  A.  Fat.  Cas. 
428 ;  Miliigan,  Ac.  Glue  Co.  v.  Upton,  6  Fai.  Off.  Gaz.  837  ; 
Union  Paper  Collar  Co.  v.  White,  7  Fat.  Off.  Gaz.  698,  877.  To 
justify  the  rejection  of  a  reissue,  therefore,  on  the  ground  of  "  new 
matter, '^  it  must  clearly  appear  that  such  matter  has  been  intro- 
duced. Nothing  plainly  embraced  in  the  specifications,  model  or 
drawings  of  the  original,  is  '^new  matter."  Dederick  v.  Cassell, 
0  Fed.  Fep'r,  306  ;  27  IfU.  Fev.  Fee.  400  ;  20  Fat.  Off.  Gaz.  1233. 
Compare  Kells  v.  McKenzie,  9  Fed.  Rep'r,  284  ;  20  Fat.  Off.  Gas. 
1663. 

An  objection  to  the  validity  of  a  reissued  patent  that  the  sur- 
rendered patent  was  not  inoperative  by  reason  of  a  defective  spec- 
ification, on  which  ground  the  application  for  a  reissue  was  made, 
is  conclusively  decided  bjTthe  commissioner's  granting  the  reissue, 
and  will  not  be  reviewed  by  the  ciKcuit  court.  Selden  v.  Stock- 
well  Self-lighting  Gas-burner  Co.,  9  Fed.  Fep'r,  3t)0  ;  19  Blatchf. 
644;  20  Fat.  Off.  Gaz.  1377  ;  Kerosene  Lamp  Heater  Co,  t).  Littell, 
dBann.  <6  A.  Fat.  Cas.  312  ;  1  N.  J.  L.  195, 

When  the  commissioner  has  decided  that  an  applicant  for  a  re* 
issue  is  not  an  assignee  within  the  meaning  of  the  act  of  1836,  a 
man4,amus  will  not  lie  commanding  him  to  refer  the  application  to 
^'  the  proper  examiner,  or  otherwise  examine  or  cause  the  same  to 
be  examined  according  to  law;''  the  preliminary  question  was  with- 
in the  scope  of  his  authority.  Commissioner  of  Patents  v.  White- 
ley,  4  WaU.  522. 

The  granting  of  a  reissue  is  ^^^if^^ci  facie  evidence  of  inadver- 
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tence,  accident  or  mistake,  as  the  granting  of  original  letters  is 
prima  facie  evidence  of  invention.  Odell  v.  Stout,  22  Md,  Itep\ 
159. 

It  is  the  duty  of  the  commissioner  to  see  that  a  reissued  patent 
docs  not  cover  more  than  the  original  one  ;  and  the  presumption 
is,  until  the  contrary  appears,  that  it  does  not.  O'Reilly  v.  Morse, 
15  IIow.  62,  112.  Compare  Tathain  v.  Lowher,  Mir.  Pat  Off, 
146 ;  Stevens  t?.  Pritchard,  4  Cliff.  417  ;  10  Pat.  Off.  Qaz,  605  : 
3  Jiann.  cfc  A.  Pat.  Cos.  390  ;  Jordan  t>.  Dobson,  2  Ahh.  U.  S. 
308  ;  7  Phita.  533  ;  Guidet  v  Barber,  5  Pat.  Off.  Oaz.  149  ;  Mor- 
ris  V.  Royer,  2  Bondy  66  ;  Smith  «.  Whisen,  Id.  115  ;  3  Fish.  Pat. 
Cas,  343  ;  Bantz  v.  Elsas,  6  Fish.  Pat.Cas.  117  ;  Chicago  Fruit 
House  Co.  V.  Busch,  4  Fish.  Pat.  Cas.  395.  But  such  inference 
or  presumption  in  respect  to  identity  may  be  rebutted  by  evi- 
dence, which  should  be  submitted  to  the  jury.  Allen  v.  Blunt, 
2  Woodb.  <6  M.  121,  139. 

In  an  action  for  an  infringement,  the  duty  devolves  upon  the 
court  to  determine  whether  the  reissue  claims  more  than  the  origi- 
nal specification  shows  the  patentee  to  have  invented.  Woodward 
t>.  Dinsmore,  4  F\sh.  Pat.  Cas.  163.  Compare  Parham  v.  Machine 
Co.,  1  Zeg.    Gaz.  Rep.  145. 

When  as  a  defense  to  a  reissue  patent,  it  is  set  up  that  the  re- 
issue covers  more  than  was  embraced  in  the  original,  the  respond- 
ent must  introduce  in  evidence  the  original^  to  support  the  allega- 
tion ;  otherwise  it  will  be  assumed  that  the  invention  described  in 
the  reissue  is  the  same  as  that  secured  by  the  original.  Dolierty 
V.  Haynes,  4  Cliff.  291  ;  6  Pat.  Off.  Oaz.  118  ;  1  Ba7in.  ifc  A. 
Pat.  Cas.  289. 

Reissued  patent,  fidd  valid,  uotwiinstanding  errors  apparent 
on  its  face  in  stating  the  number  of  the  surrendered  patent  for 
which  it  was  re-issued,  and  in  expressing  the  claim.  Reed  v.  Street, 
34  Pat.    Off'.  Gaz.  339. 


148.   Validity  of  Reissued  Patents. 

A  reissue  can  only  be  impeached  for  fraud  by  a  bill  in  equity 
brought  for  the  purpose  by  the  government.  Birdsell  v.  McDonald, 
6  Pat.  Off.  Gaz.  682. 

The  fact  of  procuring  a  patent  for  a  machine  under  the  assump* 
tion  of  a  reissue,  which  was  not  useful  as  patented  in  the  surrendered 
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patent,  for  want  of  some  parts  used  in  the  reissued  patent,  would 
present  a  question  of  fraud  committed  on  the  public  by  the  patentee, 
by  giving  his  reissued  patent  date  as  an  original  discovery,  made 
at  the  time  of  the  original  patent,  and  thereby  overreaching  similar 
inventions  made  between  the  time  of  the  original  patent  and  the 
time  of  the  reissued  patent.     Brooks  v.  Fiske,  15  Sow,  212. 

A  reissued  patent  need  not  contain  any  recitals  that  the  pre- 
requisites to  the  grant  of  it, — as,  that  it  was  reissued  for  errors 
arising  not  from  inadvertency,  accident,  or,  mistake, — have  been 
duly  complied  with  ;  for  the  law  makes  the  presumption  that  they 
have  been.  Philadelphia  A  Trenton  R.  R.  Co.  v,  Stimpson,  14 
JPet  448,  458. 

A  reissued  patent  is  not  the  less  valid  because  it  contains  a  full 
account  of  processes,  which,  although  adverted  to  in  the  original, 
were  not  described  at  length,  because  they  were  well  known  in  the 
art.  Goodyear  Dental  Vulcanite  Co.  v.  Smith,  5  J^aL  Off.  Gaz. 
585;  1  Holmes^  354. 

Where  the  reissue  covers  only  claims  which  do  not  appear  on 
the  face  of  the  original,  it  is  invalid.  Singer  Manuf.  Co.  v.  Good- 
rich, 15  Fed.  Bep\  455. 

It  is  no  objection  to  the  validity  of  a  reissue,  that  the  object  of 
it  was  to  extend  the  monopoly  secured  by  the  patent  beyond  the 
limits  assigned  to  it  by  a  judicial  decision  upon  it  in  its  original 
form.  Poppenhusen  v.  Falke,  6  Blatchf.  46  ;  2  J^h.  Pat.  Can, 
213. 

A  reissue  is  not  invalidated  by  immaterial  difference  between  it 
and  the  original.  McCreary  v.  Pennsylvania  Canal  Co.,  26  Int. 
Rev.  Jtec.  379  ;  10  Ilep\  723  ;  S.  C,  auh  nam.  McCrary  v.  Penn- 
sylvania Canal  Co.,  5  Md.  Ilep\  367.  See,  also,  Smith  v.  Mercer, 
5  Pa.  L.  J.  529. 

A  reissue  of  a  patent  is  not  void  for  stating  modes  of  operating 
the  invention  not  stated  in  the  original,  the  invention  being  the 
apparatus  or  combination  of  parts  and  not  any  particular  instru- 
mentality by  which  it  is  operated.  Broadnax  v.  Central  Stock 
Yard,  Ac.  Co.,  5  Bann.  A  A.  Pat.  Caa.  609  ;  4  Ped.  Bep^r,  214  ; 
1 1  Bep'r,  6, 

A  reissued  patent  to  John  Detich field  is  not  void  because  the 
original  was  granted  to  John  Denchfield,  ^he  change  of  the  letter 
being  a  clerical  mistake.  Bignall  v.  Harvey,  4  Ped.  Bep'r,  834  ;  18 
BkUchf.  353  :  18  Pat.  Off.  Gaz.  1275 ;  5  Bann.  cfc  A.  Pat.  Cos. 
636. 
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A  reissued  patent  may  be  yalidy  notwithstanding  the  invalidity 
of  one  of  its  claims^  if  it  appears  that  sach  claim  was  made  in  good 
faith  by  the  inventor,  and  was  not  intended  to  broaden  the  original 
claims  for  the  purpose  of  covering  intermediate  inventions  or 
improvements.  Odell  v.  Stoat,  22  Md.  Hep'r,  159 ;  29  Pat.  Off, 
Gaz.  862. 

A  reissue  granted  on  an  application  made  after  unreasonable 
delay,  and  for  the  purpose  of  enlarging  the  specification  and  claims 
iu  order  to  bring  within  the  exclusive  privilege  an  invention^ 
patented  after  the  original  patent  was  granted,  is  void  as  to  the 
new  claims.     Torrent  Arms  Lumber  Co.  v.  Kodgers,  112  U.  S.  659. 

149.  Reissued  Patents  void  in  Part  only. 

Allhough  the  rcissae  of  a  patent  may  be  void  as  to  new  or 
expanded  claims,  it  may  be  good  as  to  claims  not  expanded  or 
which  do  not  show  a  different  invention  from  the  original  patent. 
A  patentee  may  recover  on  an  infringement  of  the  valid  claim. 
Ilaveraeyer  v.  Randall,  21  Fed,  RepW^  404  ;  Havenieycr  t?.  Bonnell. 
Id.  406  ;  Gage  ».  Herring,  107  U,  K  640  ;  2  Sup,  Ct.  Bep'r,  8M^  ; 
Worden  v.  Searls,  21  Fed.  Bep\  406;  Gould  v.  Spieer,  \r>  Fed, 
liep'r,  344  ;  Cote  v.  Motiitt,  Id,  345  ;  Starrett  v.  Athol  Machino 
Co.,  14  Fed,  Rep'r,  910  ;  23  Pat,  OJ.  Gaz,  1729  ;  Reay  t\  Raynor, 
19  Fed,  Rep'ty  308  ;  Dryfoos  u.  Wiesc,  Id.  315  ;  Wood  v.  Packer, 
17  Fed,  RepWy  650. 

When  a  patent  is  reissued  in  several  divisions,  no  one  of  them  is 
void  merely  because  they,  every  one,  describe  all  the  mechanism 
shown  in  the  original,  provided  the  claim  in  each  is  for  a  different 
device  which  is  alreadv  described,  and  there  is  no  conflict  between 
them.  Wheeler  v.  McCormick,  4  Pat.  Off.  Gaz.  692  ;  11  Blatchf. 
334  ;  6  Fish.  Pat.  Cas,  551. 

150.  Grounds  on  which  they  may  be  adjudged  Void. 

Reissued  patent  declared  invalid  because  the  affidavit  filed  to 
obtain  it  was  not  drawn  in  compliance  with  the  statute.  Poage  v. 
McGowan,  15  Fed.  Eev'r^  398. 

Whenever  the  power  of  reissue  has  been  fraudulently  or  cor- 
ruptly abused,  the  renewal  will  be  avoided.  Woodworth  v. 
Edwards,  3  Woodb.  <b  M.  120. 
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An  application  for  a  patent  was  rejected  because  of  want  of 
novelty,  on  reference  to  a  prior  invention  ;  bat  on  a  re-application 
it  was  granted  because  of  a  disclaimer  by  the  patentee  of  certain 
claims  made  on  the  prior  application  ;  it  was  heldy  that  a  reissue 
to  the  assignee  of  the  inventor^on  claims  including  those  disclaimed 
by  the  prior  paten  tec,  is  invalid  as  to  such  claims.  Putnam  t;. 
Hutchinson,  12  Ihd,  Rcp'r^  127;  11  BisB.  233;  28  Int.  Mev, 
Bec.MI. 

Where,  upon  the  application  for  a  patent  for  an  improvement  in 
cotton  presses,  a  claim  of  the  applicability  of  the  invention  to  a 
certain  class  of  presses  was  abandoned  ;  it  was  held^  that  a  reissue 
of  the  patent  by  which  the  invention  was  made  applicable  to  that 
class  of  presses  was  improper  and  void.  Wicks  v.  Stevens,  2  Wooda^ 
310  ;  2  Bonn.  c&  A,  Pat,   Cos.  318. 

On  an  application  by  J.,  as  assignee  of  a  patent,  for  a  re- 
issue, the  commissioner  declared  an  interference  between  it  and  a 
patent  previously  issued  to  S.,  and  rendered  his  decision  in  favor  of 
S.  On  appeal,  the  decision  of  the  commissioner  was  reversed  and  a 
reissue  ordered  to  J.  Before  the  reissue  was  granted,  the  owner 
of  a  patent  issued  to  W.,  prior  to  the  application  of  J.,  applied  to 
the  commissioner  to  declare  an  interference  between  it  and  the 
application  of  J.  The  interference  was  declared,  and  the  commis- 
sioner decided  in  favor  of  the  patent  to  W.  On  appeal  by  J.  from 
this  decision,  the  second  interference  was  held  to  have  been  wrong- 
fully declared,  on  the  ground  that  no  second  interference  could  be 
declared  under  the  statute  (act  of  18.*{6,  §  8),  and  the  reissue  to  J. 
was  peremptorily  ordered.  The  reissue  was  granted,  and  the 
owner  of  the  patent  to  W.  then  filed  a  bill  against  the  owners  of 
the  reissued  patent  to  J.,  to  have  that  patent  declared  void.  On 
an  application  for  a  preliminary  injunction, — it  was  held^  that  the 
order  declaring  the  second  interference  and  directing  the  reissue 
to  J.  was  a  nullity,  and  the  reissued  patent  void  ;  and  the  injunc- 
^on  was  granted.     Potter  v.  Dixon,  5  Blatchf,  160. 

151.  Construction  and  Effect  of  reissued  Patents, 

A  reissued  patent  has  the  same  effect  and  operation  in  law  as 
though  it  had  been  originally  filed  in  the  corrected  form,  only  on 
the  trial  of  actions  brought  on  it  for  causes  thereafter  arising,  and 
has  no  such  effect  in  any  other  case,  or  for  any  other  purpose. 
United  States  Stamping  Co.   v.  King,    7   Fed,   Bep\   880  ;  17 
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JBlatchf.  66  ;  17  Pat.  Off.  Oaz.  1399 ;  4  Bann.  db  A.  Pat.  Cos. 
469. 

The  correction  of  tbo  patent  by  reissue  relates  back,  and,  except 
as  to  suits  for  infringements  before  the  reissue,  it  operates  from 
the  date  of  the  original.  Wood  worth  v.  Hall,  1  Woodb.  db  M. 
248  ;  0  Pa.  L.  J.  178  ;  Stanley  «.  Whipple,  2  McLean,  35;  Smith 
V.  Pearce,  Id.  176;  Bloomer  v.  Stolley,  6  McLean,  168;  8 
West.  L.  J.  168  ;  Grant  v.  Raymond,  6  Pet.  218.  And  being  only 
a  continuation  of  the  first  one,  the  rights  of  the  patentee  arc  to  be 
ascertained  by  the  law  under  which  the  original  application  was 
made.     Shaw  v.  Cooper,  *J  Pet.  292,  315. 

Where  in  the  case  of  a  reissued  patent,  the  complainants  had 
adopted  the  surrender  and  accepted  the  new  patent,  it  was  held^ 
that  they  were  estopped  from  denying  either  the  authority  of  the 
applicant,  or  that  of  the  commissioner.  Dental  Vulcanite  Co.  v. 
Wetherbee,  2  Cliff.  656  ;  3  Fish.  Pat.  Cae.  87. 

Where  one  paragraph  in  a  reissue  specification  would  seem  to 
L^ad  to  a  construction  which  would  make  void  the  reissue,  explana- 
tion of  its  meaning  may  be  sought  in  a  succeeding  one.  Carew  v. 
Boston  Elastic  Fabric  Co.,  3  Cliff.  356 ;  1  Pat.  Off.  Gaz.  91  ;  6 
FUh.  Pat.  Cos.  90. 

Where  the  process  and  purpose  are  plainly  suggested  and  under* 
stood,  and  the  language  in  an  original  specification  is  suggestive  of 
new  terms  and  names  used  in  the  reissue,  such  new  names  and 
terms  do  not  show  that  the  reissue  is  descriptive  of  an  invention 
different  from  that  set  out  in  the  original.    lb. 

If  a  patentee  uses  certain  words  in  his  first  specification  and 
afterwards  withdraws  them  in  his  amended  specification  in  a  re- 
issued patent,  he  is  not  estopped  by  the  words  which  have  been  so 
withdrawn  and  canceled.    Allen  v.  Blunt,  2  Woodb.  <£  JIf.  12),  143. 

Reissuing  a  patent  which  has  been  adjudged  void  for  want  of 
novelty  cannot  give  it  validity.  Jones  v.  McMurray,  2  Hughes^ 
627  ;  3  Bann.  <b  A.  Pat.  Cas.  130.  Nor  will  the  invalidity  of  a 
claim  in  a  reissue  impair  the  validity  of  a  claim  in  the  original 
patent  which  is  repeated  and  separately  stated  in  the  reissue. 
Schillinger  v.  Green  way  Brewing  Co.,  17  JFhd.  Pep*r,  244  ;  24  Pat. 
Off.  Gaz.  495  ;  Fetter  v.  Newhall,  17  Ped.  Bep\  841  ;  25  Pat. 
Off.  Gaz.  602  ;  16  Eep\  860. 

The  novelty  of  a  patented  invention  is  not  impeached  by  a  prior 
patent  which  did  not  originally  describe  the  invention,  but  has  since 
been  enlarged  by  reissue  so  as  to  include  it.     Yoglcr  v.  Semple,  7 
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Bis8.  382;  11  Pat  Off.  Gaz.  023;  23  Int.  JRev.  JRec.  112  ;  2  Bann. 
4t  A.  Pat.  Gaz.  556. 

Where,  by  a  prior  decision  of  a  case  involving  the  validity  of  a 
patent,  it  was  decided  that  the  present  reissue  was  not  patentable 
by  reason  of  an  earlier  patent,  argument  against  the  propriety  of 
such  decision  will  not  be  entertained.  Meyer  v.  Goodyear  India- 
Uubber  Manuf.  Co.,  11  Plid.  Bep'r,  891 ;  20  Blatehf.  91. 

Features  of  an  invention  which  have  been  disclaimed  by  the 
patentee  on  applying  for  and  obtaining  a  patent  cannot  be  after- 
ward secured  by  surrendering  the  patent  and  taking  a  reissue 
embracing  them.  If  such  reissued  patent  is  erroneously  granted 
by  the  commissioner,  it  will  not  sustain  a  suit  for  infringement  of 
the  parts  of  the  invention  originally  disclaimed.  Leggett  v.  Avery, 
101  U.  S.  256. 

Where  an  inventor  inserts  a  description  of  a  modified  or 
improved  form  in  an  application  for  reissue,  and  is  required,  by  the 
commissioner  of  patents,  to  disclaim  this  description  as  a  condition 
precedent  to  granting  of  the  reissue,  he  is  not  estopped  from  enjoin- 
ing the  use  of  machines  containing  such  modification  or  improve- 
ment. The  admission  or  disclaimer  is  not  of  a  fact  of  invention, 
but  of  the  propriety  of  inserting  a  certain  clause  in  the  descriptive 
part  of  the  specification.  If  the  patentee's  invention  and  his  patent 
rightly  included  a  certain  form  as  an  equivalent,  it  was  a  mere 
nullity  to  confess  that  it  did  not  include  it.  Union  Metallic  Cart- 
ridge Co.  V.  United  States  Cartridge  Co.,  1  Fed.  Bep\  344. 

Where  a  patentee  invented  an  apparatus  for  breaking  coal,  and 
combined  it  with  an  apparatus  for  screening  coal,  which  he  did  not 
invent,  and  took  a  patent  for  the  combination  only,  and  afterward 
took  a  patent  for  the  breaking  apparatus,  and  then  surrendered  both 
patents  and  took  one  for  the  breaking  apparatus  alone  ;  it  was  ?uld^ 
that  his  describing  and  not  claiming  the  breaking  apparatus  in  hiF 
first  patent  and  the  surrender  and  cancellation  of  the  second  did 
not  deprive  him  of  his  right  to  a  patent  for  the  breaking  apparatus. 
Battin  v.  Taggart,  17  IIovo.  74.    And  see  2  Wall.  Jr.  101.  . 
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XII.  DISCLAIMERS.    INTEEFEEENCE  SUITS. 

152.  Disclaimers  authorized. 

Whenever,  through  inadvertence,  accident,  or  mistake, 
and  without  any  fraudulent  or  deceptive  intention,  a 
patentee  has  claimed  more  that  that  of  which  he  was  the 
original  or  first  inventor  or  discoverer,  his  patent  shall  be 
valid  for  all  that  part  which  is  truly  and  justly  his  own, 
provided  the  same  is  a  material  or  substantial  part  of  the 
thing  patented  ;  and  any  such  patentee,  his  heirs  or  assigns, 
whether  of  the  whole  or  any  sectional  interest  therein,  may, 
on  payment  of  the  fee  required  by  law,  make  disclaimer 
of  such  parts  of  the  thing  patented  as  he  shall  not  choose 
to  claim  or  to  hold  by  virtue  of  the  patent  or  assignment, 
stating  therein  the  extent  of  his  interest  in  such  patent. 
Such  disclaimer  shall  be  in  writing,  attested  by  one  or  more 
witnesses,  and  recorded  in  the  patent- office ;  and  it  shall 
thereafter  be  considered  as  part  of  the  original  specification 
to  the  extent  of  the  interest  possessed  by  the  claimant  and 
by  those  claiming  under  him  after  the  record  thei  eof .  But 
no  such  disclaimer  shall  affect  any  action  pending  at  the 
time  of  its  being  filed,  except  so  far  as  may  relate  to  the 
question  of  unreasonable  neglect  or  delay  in  filing  it.  Rev, 
Stat,  §  4917. 

See  also  Hev.  Stat.  §  4922  ;  which  is  as  follows  : 
Whenever,  through  inadvertence,  accident,  or  mistake,  and 
without  any  willf al  default  or  intent  to  defraud  or  mislead  the 
public,  a  patentee  has,  in  his  specification,  claimed  to  be  the  original 
and  first  inventor  or  discoverer  of  any  material  or  substantial  part 
of  the  thing  patented,  of  which  he  was  not  the  original  and  first 
inventor  or  discoverer,  every  such  patentee,  his  executors,  adminis- 
trators, and  assigns,  whether  of  the  whole  or  any  sectional  interest 
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in  the  patent,  may  maintain  a  suit  at  law  or  in  eqnity,  for  the 
infringement  of  any  part  thereof,  which  was  bona  fide  his  own,  if 
it  is  a  material  and  sabstantial  part  of  the  thing  patented,  and  defi- 
nitely distinguishable  from  the  parts  claimed  without  right,  not- 
withstanding the  specifications  may  embrace  more  than  that  of 
which  the  patentee  was  the  first  inventor  or  discoverer.  But  in 
every  such  case  in  which  a  judgment  or  decree  shall  be  rendered 
for  the  plaintiff  no  costs  shall  be  recovered  unless  the  proper  dis- 
claimer has  been  entered  at  the  patent-office  before  the  commence- 
ment of  the  suit.  But  no  patentee  shall  be  entitled  to  the  benefits 
of  this  section  if  he  has  unreasonably  neglected  or  delayed  to  entei 
a  disclaimer. 

Mev.  Stat.  §  973  also  provides  : 

When  judgment  or  decree  is  rendered  for  the  plaintiff  or  com- 
•|)lainant,  in  any  suit  at  law  or  in  equity,  for  the  infringement  of  a 
part  of  a  patent,  in  which  it  appears  that  the  patentee,  in  his  speci- 
fication, claimed  to  be  the  original  and  first  inventor  or  discoverer 
of  any  material  or  substantial  part  of  the  thing  patented,  of 
w'hicli  he  was  not  the  original  and  first  inventor,  no  costs  shall  be 
recovered,  unless  the  proper  disclaimer,  as  provided  by  the 
patent  laws,  has  been  entered  at  the  patent  office  before  the  suit 
was  brought. 


153.  Nature  and  Uses  of  a  Disclaimer. 

The  disclaimers  mentioned  in  section  4917  must  be  distinguished 
from  those  which  are  embodied  in  original  or  reissue  applications,  as 
at  first  filed  or  subsequently  amended,  referring  to  matter  shown  or 
described,  but  to  which  the  disclaimant  does  not  choose  to  claim 
title  ;  and  also  from  those  made  to  avoid  the  continuance  of  inter- 
ferences, which  require  no  fee,  but  must,  like  all  other  disclaimers, 
be  signed  by  the  applicants  in  person  and  duly  witnessed.  JRules 
of  Prac.  No.  168. 

When  an  applicant  makes  two  or  more  applications  relating  to 
the  same  subject  matter  of  invention,  all  showing,  but  only  one 
claiming,  the  same  thing,  those  not  claiming  it  must  contain  dis- 
claimers thereof,  with  references  to  the  application  claiming  it. 

The  law  requiring  and  permitting  a  patentee  to  disclaim  is  not 
penal,  but  remedial.  It  is  intended  for  the  protection  of  the 
patentee  as  well  as  the  public,  and  should  not  receive  a  construction 
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that  would  restrict  its  operation  witbin  narrower  limits  than  the 
words  of  the  law  fairly  import.  Whether  a  patent  is  illegal  in  part 
because  of  claiming  more  than  the  inventor  has  described,  or  more 
than  he  has  invented,  the  patentee  mast  in  either  case  disclaim  in 
order  to  save  the  portion  to  which  he  is  entitled  ;  and  he  is  allowed 
to  do  this  when  the  error  was  committed  by  mistake.  O^Reilly  v. 
Morse,  16  Hmo.  61,  121. 

Where,  in  a  disclaimer,  the  party  states  that  he  was  the  patentee, 
and  nothing  is  said  in  respect  to  a  transfer  of  any  interest,  the  fair 
presamption  is,  that  he  still  owns  the  whole  ;  and  it  is  a  sufficient 
compliance  with  the  requirement  of  the  act  of  1837, — that  the 
party  making  a  disclaimer  should  state  the  extent  of  his  interest  in 
the  patent, — to  say  *'  that  such  disclaimer  is  to  operate  .  to  the 
extent  of  his  interest  therein."  Silsby  v.  Foote,  14  JSow,  218  ; 
aflTg  1  JBlatchf.  445. 

It  is  not  competent  for  a  patentee  who  has  surrendered  his 
lettera-patent  and  made  oath  that  he  believes  that  by  reason  of  an 
insufficient  or  defective  specification  the  surrendered  letters  are 
inoperative  and  void,  and  has  taken  out  reissued  letters  on  a  new 
specification  and  for  new  claims,  to  abandon  the  reissue  and  resume 
the  original  patent  by  a  disclaimer.  McMurray  v,  Mallory,  111  Ul 
S.  97. 

Where  a  patent  for  the  infringement  of  which  suit  is  brought, 
appears  to  cover  separate  and  distinct  inventions,  without  connection 
between  them,  either  in  purpose,  design  or  operation,  other  than 
that  all  are  designed  for  use  upon  the  same  article,  each  being  a 
distinct  improvement,  the  court  may,  as  a  condition  of  granting  the 
relief  sought,  require  the  complainants  to  file  in  the  patent-office  a 
disclaimer  of  all  the  claims  except  that  alleged  to  be  infringed. 
Sessions  v.  Romadka,  21  JFhd.  Iiep\  124. 

An  acquiescence  in  a  decision  requiring  a  disclaimer  as  a  con- 
dition precedent  to  granting  a  patent  (here,  an  extension)  and  filing 
a  disclaimer  pursuant  to  it,  are  as  operative  to  estop  the  disclaimant 
from  afterward  recovering  on  the  invention  disclaimed  as  from 
claiming  it  on  a  subsequent  reissue.  Cartridge  Co.  v.  Cartridge 
Co.,  112  IT.  S.  624,  644. 

Justice  Blatchfobd  suggests  that  '^  the  word  '  claimant '  is  an 
evident  error*  for  disclaimant."    lb, 

*  As  one  of  tbe  fate  commissioners  to  discussion  over  the  word  '*  claimant "  in 
revise  the  statutes,  I  will  sa J  that  I  do  not  this  secUon;  but  I  think  it  is  correct, 
remember  whether  the  board  had  special     The  sense  is,  the  perton  claiming  (he  invenr 
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What  persons,  under  act  of  1870,  c.  230,  §  64  (Stat.)  205, 
might  make  a  disclaimer,  of  what,  and  its  effect,  explained.     lb. 

Limitations  and  provisos  introduced  by  an  inventor  into  his 
application,  especially  if  it  has  been  rejected,  must  be  deemed 
equivalent  to  disclaimers.  Sargent  v.  Hall  Safe  and  Lock  Co.,  114 
U,  S.  63. 

If  the  patentee  has  assigned  his  patent  in  part,  and  a  joint  suit 
is  brought  in  equity  for  a  perpetual  injunction,  a  disclaimer  by  the 
patentee  alone  without  the  assignee's  uniting  in  it  will  not  entitle 
the  part'es  to  the  benefit  of  the  act  of  1837,  §§  7  and  9.  Wyeth  i\ 
Stone,  1  Stonj,  273  ;  4  X.  Rep'r^  54. 

Where  the  thing  claimed  without  right  is  a  part  of  a  machine, 
if  it  is  not  an  essential  part  and  was  not  introduced  into  the  patent 
through  the  willful  default  of  the  patentee,  or  with  intent  to  defraud 
or  mislead  the  public,  the  want  of  a  disclaimer  in  regard  to  it 
affords  no  ground  for  invalidating  the  patent.  Hall  v.  Miles,  2 
Blatchf.  194. 

A  disclaimer  may  embrace  subject-matter  set  up  for  the  first 
time  without  right  in  the  reissue  patent ;  and  it  may  apply  not 
only  to  the  invalid  claim,  but  to  statements  in  the  body  of  the  spec- 
ification upon  which  the  invalid  claim  or  part  of  claim  is  founded. 
The  reissue  specification  is  to  be  thereafter  read  as  if  the  disclaimer 
were  incorporated  in  it.  Schillinger  v,  Gunther,  17  Blatchf,  66  ; 
16  Fat.  Off,  Gaz,  905  ;  4  Bann.  db  A.  Pat,  Cos.  479.  Where  the 
statements  in  the  specification  and  claim  of  the  reissue  patent, 
which  the  dischiimer  seeks  to  modify,  were  mistakes  in  fact  and 
were  founded  upon  experiments  made  after  the  date  of  the  original 
patent,  it  was  held^  that  the  disclaimer  was  lawful  both  to  remedy 
the  misstatements  and  to  save  the  reissue  from  impeachment  as  for 
a  different  invention,  it  appearing  that  the  inventor  had  acted, 
throughout,  in  good  faith,     lb. 


Hon.  In  the  preceding  sentences  the  stat- 
ute is  speaking  of  the  person  filing  the 
disclaimer,  and  disclnimant  is  used,  prop- 
erly. In  this  sentence  the  sen^o  changes 
to  that  of  the  person  who  in  the  ^*  origi- 
nal  specification ''  laid  claim  to  the  in- 
vention. Were  "  disclainiant  *'  substitu* 
ted  for  "  claimant,"  in  this  sentence,  what 
would  be  the  force  of  the  clause  '^  to  the 
interest  possessed  by  the  disclniniRut  ?'* 

Vol.  n.— 14 


How  can  a  disclaimant,  strictly  as  such, 
possess  an  interest  ?  In  so  far  as  he  is  a 
disclaimant  he  disavows  interest  Take, 
also,  the  words  next  following :  **  and  by 
those  claiming  under  him.*'  How  can 
persons  be  said  to  **  claim  under  '*  a  dts- 
claimant,  as  contrasted  with  a  claimant  T 
The  change  of  term  corresponds  tq  tha 
change  of  sense.    B.  Y.'  A. 
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Where  parts  of  the  thing  patented  in  claims  which  had  been 
infringed  were  definitely  distinguishable  from  parts  claimed  in  other 
claims  made  by  mistake,  without  any  w^illful  default,  or  ii.teut  to 
defraud  or  mislead  the  public,  and  the  complainant  had  not  been 
unreasonably  negligent  in  not  entering  a  disclaimer, — helcly  that 
he  might,  on  entering  a  disclaimer,  maintain  the  suit  brouglit  for 
infringement,  but  witliout  costs.  Matthew  v.  Spangenborg,  19  Fc" 
BepW,  823  ;  20  Bhitchf,  482. 

A  disclaimer  limiting  the  actual   invention  of  the  patentee,  the 

result  of  an  error  or  mistake  on  the  part  of  the  patent -oftiee,  i.iay 

be  omitted  in  a  reissue.     American   Shoe  Tip  Co.  v.  National  Shoe 

Toe  Protecting  Co.,  11  Pat  Off,  Gaz,  740  ;    2  Bann.  <lb  A.  Bat. 

Cos.  661. 

Where  on  application  for  a  patent,  the  specification,  as  filed,  dis- 
claims a  certain  principle,  the  generality  of  such  disclaimer  will  be 
restricted  to  the  purpose  for  which  it  is  used,  as  intended  to  be  con- 
sidered upon  that  application  ;  it  will  not  estop  the  applicant  from 
subsequently  claiming,  in  another  application,  the  invention  so  dis- 
claimed.    Hill  V,  Dunklee,  1  MacArthur  Bat  Gas.  476. 


154.  Effect 

Where,  upon  the  purchase  of  a  patent,  the  purchaser  in  a  reissue 
of  such  patent  disclaims  a  portion  of.  the  mechanism  as  insufi^cient 
to  produce  the  desired  result,  a  third  person  has  the  right  to  im- 
prove such  part  of  the  machine  by  changing  its  internal  form  so  as 
to  effect  a  result  which  the  purchaser  of  the  patent,  in  his  reissue, 
disclaims  for  it.     Hatch  v.  Moffitt,  15  Fed.  BepW^  252. 

Where  a  patentee  has  defectively  or  insufficiently  described  his 
invention,  and  claimed  more  than  he  has  a  right  to  claim  as  new, 
he  is  entitled  to  a  reissue  of  his  patent  upon  his  surrender  of  the 
original ;  but  it  is  not  the  oflice  of  a  disclaimer  to  reform  or  alter 
the  description  of  an  invention.  Hailes  v,  Albany  Stove  Co.,  16 
Fed,  Bep'r,  240  ;  24  Bat,  Off.  Gaz.  391  ;  16  Bep'r,  65. 

Where  there  are  several  claims,  some  of  which  he  is  entitled  to, 
and  the  part  of  the  invention  which  is  his  own  can  be  definitely 
distinguished  from  that  which  is  not  his  own,  a  disclaimer  before 
suit  brought  will  put  him  right,  and  enable  him  to  recover  upon  his 
patent  as  though  it  had  originally  been  confined  to  the  proper 
claims  ;  but  he  cannot  convert  a  claim  for  one  thing  into  a  claim 
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for  something  else,  and  amend  the  description  to  efPectaate  such 
•elaim.     lb, 

A  disclaimer  can  add  nothing  to  the  patent.  It  can  take  away 
from  what  was  described  as  the  invention  and  claimed  as  such,  so 
as  to  be  covered  by  the  grant  of  the  patent,  but  it  has  no  office  to 
make  the  patent  cover  any  thing,  however  clearly  shown  in  the 
patent,  not  described  and  claimed  as  a  part  of  the  invention. 
White  V,  E.  P.  Gleason  Manuf.  Co.,  11  Fed.  Bep\  159  ;  24  Pat. 
Of,  Gaz,  205. 

If  inventions  not  new  or  original  with  the  patentee  are  included 
in  the  specification  by  mistake,  accident,  or  inadvertence,  or  with- 
out willful  defraud  or  intent  to  defraud  or  mislead  the  public,  the 
patent  is  good  and  valid  for  so  much  of  the  invention  or  discovery 
as  is  truly  and  bona  fide  the  invention  of  the  patentee.  But  if  no 
disclaimer  be  entered  in  the  patent-office  before  suit  is  brought,  the 
plaintiff  cannot  recover  costs  against  the  defendant,  although 
infringement  of  the  valid  claim  be  proved.  But  if,  when  the  pat- 
entee applied  for  a  reissue  of  his  original  patent,  he  well  knew  he 
was  not  the  first  inventor  of  the  invention  mentioned  in  any  of  his 
claims,  then  his  patent  is  void,  and  no  recovery  can  be  had  theroon. 
Singer  v,  Walmsley,   1  Fish.  Pat,    Cas.  558. 

A  disclaimer  of  part  of  an  invention  cannot  affect  a  prior  gran- 
tee under  the  patent,  unless  he  accepts  it ;  he  may  refuse  to  be 
affected  by  it.     Smith  v.  Mercer,  5  Pa,  JL,  J,  529. 

A  motion  for  a  preliminary  injunction  in  a  suit  for  infringement 
may  be  granted,  notwithstanding  the  filing  by  plaintiffs  of  a  dis- 
claimer after  suit  was  brought,  if  the  defendants'  rights  have  not 
been  in  any  degree,  prejudiced  by  the  disclaimer.  Libbey  v. 
Mt.  Washington  Glass  Co.,  26  Fed.  Eep%  151, 


155.  Neglect  or  Delay  in  filing. 

A  disclaimer  may  be  made  after  as  well  as  before  a  suit  for 

infringement  ;  but  the  court  has  power  to  protect  the  defendant 

from  surprise,  &c.,  and  to  take  into  consideration  the  fact  of  delay. 

Smith  V.  Nichols,  21  Wall.  112  ;  aff'g  1  Molmes,  172  ;  2  Pat,  Off. 

Oaz,  649  ;  6  Fish.  Pat,  Cas.  61. 

The  disclaimer,  to  be  effectual  under  the  act  of  1837,  §§  6,  7 
(now  Rev.  Stat.  §  4922),  must  be  filed  in  the  patent-office  before 
«ttit  is  brought.     If  it  is  filed  during  the  pendency  of  the  suit,  the 
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plaintiff  will  not  be  entitled  to  the  benefit  thereof  in  that  8ait«. 
Unless  it  is  so  filed,  the  plaintiff  will  not  be  entitled  to  recover  coBt» 
in  such  suit,  even  if  he  should  establish  at  the  trial  that  a  part  of 
the  invention  not  disclaimed  has  been  infringed  by  the  defendant. 
But  whether  filed  before  or  after  suit  brought,  the  plaintiff  will  not 
be  entitled  to  the  benefit  of  a  disclaimer  if  he  has  unreasonably  neg 
lected  and  delayed  to  file  it.  Such  neglect  or  delay  is  a  good 
defense  to  the  suit.     Reed  v.  Cutter,  1  Story ^  690 

Section  7  of  the  act  of  1837  (5  Stat.  193), — providing  for  the 
making  of  a  disclaimer  when  a  claim  to  a  patent  is  too  broad, — 
does  not  affect  a  suit  pending  when  the  disclaimer  is  filed,  so  as  ta 
prevent  the  plaintiff  from  recovering  in  it,  unless  there  was  unrea- 
sonable neglect  or  delay  in  filing  the  disclaimer.  Tuck  v,  Bram- 
hill,  6  JBlatchf.  95  ;  3  FisK  Fat,  Cas.  400. 

Where,  on  the  hearing  of  a  bill  to  enjoin  infringement  of  a 
patent,  the  claim  appears  too  broad,  but  the  complainant  offers  ta 
disclaim  the  excess,  there  may  be  a  decree  for  an  injunction  with- 
out waiting  for  filing  an  actual  disclaimer  in  the  patent-oftice  ;  but 
the  complainant  cannot  have  costs.  Aiken  v,  Dolan,  3  Fish,  Fat. 
Caa.  196. 

It  is  not  a  good  objection  to  the  grant  of  a  preliminary  injunc- 
tion under  a  valid  claim,  that  a  disclaimer  was  not  filed  as  to  other 
claims  before  suit  was  brought.  Such  claims  having  the  sanction 
of  the  commissioner,  and  the  question  of  their  validity  being  one 
of  law,  to  be  ultimately  decided  by  the  courts,  it  cannot  be  said 
that  the  plaintiffs  have  unreasonably  neglected  or  delayed  to  enter 
a  disclaimer.     Duff  v.  Calkins,  25  Fat,  Off.  Gaz,  601. 

A  disclaimer  in  a  suit  on  a  patent,  under  Kev.  Stat.  §  4922,  need 
not  be  filed,  except  where  costs  are  soifght,  until  the  court  has 
passed  upon  the  contested  claims  alleged  to  contain  that  of  whicli 
the  patentee  was  not  the  inventor.  Stutz  v,  Armstrong,  20  Fed. 
EepW,  843. 

What  amounts  to  unreasonable  delay  or  neglect  in  filing  a  dis- 
claimer. Silsby  V,  Foote,  20  How.  378  ;  modifying  2  Blatcbf. 
278  ;  Seymour  v,  McCormick,  19  How,  96  ;  aff'g  3  Blatchf,  209  \ 
O'Reilly  v,  Morse,  15  How,  62. 

As  to  effect  upon  right  to  costs,  under  Rev.  Stat,  §  4922,  of 
failure  to  file  disclaimer  before  bringing  suit  for  infringement, — 
see  Elastic  Fabrics  Co.  v.  Smith,  100  JZ  ^.  110;  aff'g  1  Holmes^ 
840  ;  5  Fat,   Off.  Qaz.  329;  1  Bann.  <fc  A,  Fat.  Caa.  68  ;  Reed  v. 
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Cutter,  1  Story ^  690  ;  Hall  v.  Wiles,  2  Blatchf,  194;  Aiken  v,  Dolan, 
ZFish.  Pat.  Cos.  197;  Stutz  v,  Armstrong,  20  Fed,Rep\^  843. 


156.  Suits  touching  interfering  Patents. 

Whenever  there  are  interfering  patents,  any  person  in- 
terested in  any  one  of  them,  or  in  the  working  of  the  inven- 
tion claimed  under  either  of  them,  may  have  relief  against 
the  interfering  patentee,  and  all  parties  interested  under 
him,  by  suit  in  equity  against  the  owners  of  the  interfering 
patent ;  and  the  court,  on  notice  to  adverse  parties,  and 
other  due  proceedings  had  according  to  the  course  of  equity, 
may  adjudge  and  declare  either  of  the  patents  void  in  whole 
or  in  part,  or  inoperative,  or  invahd  in  any  particular  part 
of  the  United  States,  according  to  the  interest  of  the  parties 
in  the  patent  or  the  invention  patented.  But  no  such  judg- 
ment or  adjudication  shall  affect  the  right  of  any  person 
except  the  parties  to  the  suit  and  those  deriving  title  imder 
them  subsequent  to  the  rendition  of  such  judgment.  Rev. 
Stat.  §4918. 

Where  two  patents  bave  been  issued,  each  claiming,  broadly,  the 
same  invention,  and  the  earlier  patentee  is  held  to  be  the  first 
inventor,  the  claim  in  the  second  patent  must  be  restricted  to  ilie 
parti'*ular  devices  specially  described.  Richardson  v.  Noyes,  10 
Put.  Of.  Gaz.  507;  2  Bann.  S  A.  Pat.  Cos.  398. 

It  is  not  material  to  the  patentee's  right  that  in  the  interval  of 
delay,  other  inventors  have  devised  and  patented  the  same  thing, 
tf  this  was  wholly  without  the  knowledge  or  acquiescence  of  the 
first  inventor.  Sprague  v.  Adriance,  14  Pat.  Off.  Gaz.  308  ;  3 
JJann.  &  A.  Pat.  Gas,  124. 

In  an  action  under  Rev.  Stat.  §  4918,  where  the  plaintiff  seeks 
to  have  the  defendant's  patent  declared  void  on  the  ground  tliat  it 
is  for  the  same  invention  as,  and  subsequent  to,  the  plaintiff's 
patent,  a  plea  in  bar  which  admits  the  priority  of  the  plaintiff's 
•patent  for  the  same  invention,  but  sets  out  a  fact  which  would  rou- 
ter the  plaintiff's  patent  void  for  want  of  novelty,  must  be  over- 
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mled,  because  the  fact  is  immaterial  in  sncb  proceeding.  Pentlarge 
V.  Pentlarge,  19  led.  RepW^   817. 

Where  a  patentee  has  been  defeated  in  an  interference  proceed- 
ing and  a  patent  has  been  granted  to  the  other  party  on  the  ground 
that  he  was  the  prior  inventor,  the  defeated  party  will  not  be  allowed 
to  plead,  in  an  action  against  him  for  the  continued  use  of  the  in- 
vention, that  neither  party  was  in  fact  the  first  inventor,  if  he  acted 
in  bad  faith.  Greenwood  v.  Bracher,  5  Bann,  cfc  A.  Pat.  Cos.  302; 
1  Fed.  Rep.  856;  17  Fat.  Off.  Gaz.  1151. 

In  a  suit  against  an  interfering  patentee  under  Rev.  Stat.  §4918, 
the  defendant  need  not  file  a  cross- bill  to  obtain  affirmative  relief. 
Lockwood  V.  Cleaveland,  6  Fed.  Fep'r,  721;  11  T^^y/r,  557. 

The  sole  question  that  can  be  litigated  under  Rev.  Stat.  §  4918, 
is  the  question  of  priority  between  two  interfering  patents.  Lock- 
wook  V.  Cleaveland,  20  Fed.  Rep'r^  164. 

Under  the  provisions  of  Rev.  Stat.  §  4918, — in  respect  to  inter- 
fering patents, — the  circuit  court  has  authority  to  adjudge  either  of 
the  interfering  patents  void  in  whole  or  in  part,  and,  upon  proper 
issues  and  proof,  to  authorize  a  decree  that  both  patents  are  void. 
Foster  v.  Lindsay,  3  Dill.  126  ;  2  Bann.  cfc  A.  Fat.  Cas.  172. 

There  is  no  provision  of  law  whereby  in  proceedings  for  relief 
against  owners  of  an  interfering  patent,  under  Rev.  Stat.  §  4918, 
persons  who  are  not  inhabitants  of  and  cannot  be  served  in  the  dis- 
trict, can  be  brought  in  as  defendants  ;  a  service  of  a  mere  notice 
that  the  suit  is  pending  is  inoperative.  Liggett,  &c.  Tobacco  Co. 
».  Miller,  1  Fed.  Rep'r,  203;  1  McCrary,  31;  17  Fat.  Off.  Oaz. 
798  :  5  Bann.  cfc  A.  Fat.  Cas.  237. 


XIII.  INFRINGEMENT. 

157.  Nature  of  the  Right  which  must  not  he  infringed. 

The  invention  itself,  before  the  patent  is  issued,  is  "  property  ^ 
in  the  inventor,  and  continues  to  be  such,  without  the  protection  of 
a  patent,  until  he  abandons  the  same  to  the  public,  unless  he  suflFers- 
the  patented  product  to  be  in  public  use  or  on  sale,  with  his  consent 
and  allowance,  for  more  than  two  years  before  he  files  his  applica^ 
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tion  for  a  patent.     Jones  v.  Sewell,  6  Fish.  Pat.  Cas,  343  ;  3  Cliff. 
563;  3  Fat.  Off.  Gaz.  630. 

But  the  right  which  an  inventor  has  to  control  the  exclusive  use 
of  his  invention  after  he  has  suffered  it  to  be  used  in  public,  is  the 
creature  of  the  statute  ;  the  supreme  court  has  always  held  that  he 
has  no  right  upon  which  he  can  maintain  suit,  unless  he  obtains 
letters  patent  according  to  the  statute  ;  and  his  right  is  regulated 
and  measured  by  the  provisions  of  the  act,  and  cannot  go  beyond 
Ihem.  Brown  v.  Duchesne,  19  How.  183  ;  aff'g  2  Curt.  371.  S. 
P.,  Morton  v.  New  York  Eye  Infirmary,  6  Blatchf,  110  ;  2  Am,.  L. 
Beg.  N.  8.  672  ;  2  Fish.  Fat.  Caa.  320  ;  Waterbury  Brass  Co.  v. 
Miller,  9  Blatchf.  77  ;  6  Fish.  Fat.  Caa.  48  ;  Sisson  v.  Gilbert,  Id. 
109  ;  9  Blatchf.  185  ;  J?e  Brosnahan,  18  Fed.  Bep\  62.  The  exclu- 
sive right  does  not  rest  alone  upon  the  discovery,  but  also  upon  the 
legal  sanctions  which  have  been  given  to  it,  and  the  forms  of  law 
with  whicli  it  has  been  clothed.      Shaw  v.  Cooper,  7  Fet.  292,  320. 

The  applicant  must  bring  himself  within  the  terms  of  the  law 
before  he  can  derive  any  title  to  demand  or  hold  a  patent.  Pen- 
nock  V.  Dialogue,  2  Fet.  1,  18  ;  aff'g  4  Wash.  359. 

But  (in  this  country)  it  is  a  matter  of  right,  on  complying  with 
the  conditions  prescribed  by  law.  Whitney  v.  Eraniett,  Baldw. 
303.  It  is  not  a  "  monoply,"  but  resembles  a  contract  between  the 
government  and  the  inventor,  securing  toTiim,  for  a  limited  time, 
the  exclusive  enjoyment  of  the  practice  of  his  invention,  in  con- 
siderjition  of  his  disclosure  of  the  secret  to  the  public,  and  his 
relinquishment  cf  his  invention  to  the  public  at  the  end  of  the  term 
(Attorney-General?;.  Rumford  Chemical  Works,  9  Fat.  Off. Gaz. 
1002  ;  McKoever  v.  United  States,  14  Ct.  of  Cl.  396  ;  T>\  Fat.  Off. 
Gaz.  1525;  Ames  v.  Howard,  1  Sumn.A^I  ;  Blanchard  v.  Sprague, 
3  i<ii)nn.  5:^5;  2  Storj/^  1^>-^);  though  it  is  a  contract  only  as  between 
the  parties  to  it,  namely,  the  United  States  on  one  side  and  the 
patentee  on   the  other.     Re  Brosnahan,  18  Fed,  Bep\  62. 

No  right  of  })roperty  vests  in  the  public,  in  the  sense  of  the  5th 
ain<  ndment  of  the  Constitution,  because  of  the  consent  of  the  inven- 
tor to  the  public  use  of  his  invention,  such  as  will  prevent  the  sub- 
sequent allowance,  by  act  of  Congress,  of  a  patent  for  such  inven- 
tion, unless  there  was,  in  a  particular  ease,  a  reduction  of  the  inven- 
tion to  use  and  practice,  by  its  embodiment  in  some  apparatus^ 
prior  to  the  issue  of  such  patent.  Page  v.  Holmes  Burglar  Alarm 
Co.,  1  Fed.  RepWy  304  ;  17  Blatchf.  484  ;  17  Fat.  Off.  Gaz.  737  ; 
6  Bafin.  <fc  A.  Fat.  Cas.  165. 
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Bat  a  patent  if  valid,  gives  to  the  patentee  a  right  of  property 
in  the  thing  patented,  which  is  entitled  to  full  protection  in  the 
conrts.  Whitney  v,  Emmett,  JBcUdw.  303.  And  see  Kittle  v.  Mer- 
rianiy  2  Curt.  475  ;  Smith  v.  Pearce,  2  McLean,  176. 

Although  a  patentee  was  the  first  to  conceive  of  the  convenience 
and  utility  of  the  mechanism  patented  by  him,  his  right  to  a  patent 
rests  upon  the  novelty  of  the  means  he  contrives  to  carry  his  idea 
into  practical  application.  Changes  in  old  instrumentalities,  made 
to  adapt  them  to  a  use  for  which  they  were  not  originally  intended, 
which  involve  only  the  exercise  of  ordinary  mechanical  skill,  do  not 
sanction  the  patent.  Aron  v.  Manhattan  R.  Co.,  26  J^ed,  Hep'r, 
S14  ;  34  Pat.  Off.  Oaz.  1508. 

As  invention  is  an  intellectual  process  or  conception,  he  who 
first  makes  an  invention  known  sufficiently,  by  describing  it  in 
words  or  drawings,  will  be  considered  to  be  the  first  discoverer,  and 
vested  with  an  inchoate  right  to  its  exclusive  use,  which  he  may 
embody,  perfect  and  make  absolute,  by  proceeding  to  mature  it  in 
the  manner  which  the  law  requires.  Delay  in  so  doing,  caused  by 
poverty  of  the  inventor  and  his  inability  to  engage  in  the  manufac- 
ture of  the  invention,  does  not  prejudice  his  rights.  Hill  v.  Dunk- 
lee,  1  MacArthur  Pat.  Cas.  475. 

With  respect  to  cases  where  one  person  conceives  a  new  and 
useful  idea,  which  others  co-operate  with  him  in  developing,  the 
general  rule  is  that  the  invention  and  the  patent  belong  to  him 
who  forms  the  conception,  especially  if  he  employs  them  to  assist 
him,  pays  their  wages,  and,  generally,  furnishes  means  for  carrying 
on  the  necessary  experiments.      McClurg  v.  Kingsland,   1   How. 
202  ;  Worley  v.  Tobacco  Co.,  104    U.  S.  340  ;  Sparkman  v.  Ilig- 
gins,  1  Blatchf.  205  ;    b  N.   Y.  Leg.  Obs.  122  ;  6  Pa.  La.  J.   344  ; 
Soder  v.  Mills,  25  Fed.  RepW^  321.      Employes  may   make  and 
patent  independent  inventions,  even  though  improvements  in  the 
machinery  used  i^  the   employer's  business  (Hapgood  v.  Hewitt, 
11   Bis8.  184;  21  Pat.   Off.    Gaz.    1786;    11   Fed.    RepW,   422; 
Berdan  Fire  Arms  Manuf.  Co.  v.  Remington,  3  Pat.  Off.  Gaz,  688; 
Damon  v.  Eastwick,   14  Fed.  Bep'r,  40  ;  14  Bep'r,  644  ;  22  Pat. 
Off.  Gaz.  1709);  but  assistance  rendered  to  an  employer  in  devel- 
opment of  his  conceptions  ;  and  suggestions  and  advice,  incidental 
thereto,  do  not,  in  general,  give  a  right  under  the  patent  laws* 
Agawam  Co.  v.  Jordan,   7    WaU.  583  ;    Pennock  v.  Dialogne,  4 
Wash.  538  ;  aff'd,  2  Pet.  2. ;  Watson  v.  liladen,  4  Wash.  580. 
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158.  Its  Scope  and  Extent. 

Not  only  is  a  patentee's  right  bounded  by  the  law,  it  is  limited 
"by  the  patent  even  though  the  patent  is  not  as  broad  as  the  law 
under  which  it  is  issued,  yet  the  right  is  under  the  patent,  and  not 
finder  the  law.  See  Evans  v.  Eaton,  Fet.  C,  Gt.  3*22,  340.  See 
reversal,  3  Wheat.  454. 

An  inventor  must  be  assumed  to  know  of  what  his  invention 
consists,  and  his  patent  does  not  secure  him  the  exclusive  right  in 
anything  more  than  he  claims  to  have  invented.  Rich  v.  Close,  8 
Blatchf.  41  ;  4  FUh,  Pat.  Gas,  279. 

The  grant  of  a  patent  gives  an  exclusive  right  to  the  patented 
invention  for  all  uses  to  which  it  can  be  put,  whether  contemplated 
by  the  inventor  or  not.  But  the  invention  must  in  some  way  be 
covered  by  the  patent  before  he  can  acquire  an  exclusive  right  to  it 
for  any  purpose.  Tinker  v,  Wilber  Eureka  Mower,  &c.  Co.,  1  Fed. 
Rep'Ty  273  ;  5  Bann.  cfc  A,  Pat.  Gas,  «2. 

A  patentee  is  entitled  to  all  benefits  which  result  from  his 
invention,  whether  he  has  specified  all  the  benefits  in  his  patents  or 
not.  California  Artificial  Stone  Paving  Co.  v.  Ferine,  8  Fed.  Bep^r, 
821  ;  7  Sawyer,  190  ;  20  Pat.  Off.  Gaz.  813. 

In  reducing  his  patent  to  practical  application  a  patentee  is  not 
held  to  strictly  and  entirely  follow  the  mere  mechanical  device 
shown  in  his  drawings,  but  he  may  deviate  so  long  as  he  does  not 
violate  the  principle  involved  in  his  patent.  Weir  v.  North  Chicago 
Rolling  Mill  Co.,  23  Pat.  Off.  Gaz.  191  ;  14  Fed.Rcp\  42  ;  9  Bis8. 
608. 

A  patentee  is  not  generally  limited  by  the  literal  import  of  his 
description  of  his  invention,  but  may,  in.  construction,  make  such 
modifications  of  it  as  do  not  involve  a  departure  from  its  principle, 
or  a  material  change  in  its  mode  of  operation.  Grier  v.  Castle,  17 
Fed.  Rep\  633  ;  24  Pat.  Off.  Gaz.  1176. 

A  naked  principle  is  not  patentable  ;  nor  is  the  application  of 
the  effect  of  a  principle  ;  the  same  effect  may  therefore  be  produced 
by  various  persons  by  different  means  without  infringement.  Bain 
^.  Morse,  1  Mac  Arthur  Pat.  Gas.  90  ;  Be  Ilalsey,  Id.   459. 

A  patentee  has  the  right  to  grant  the  right  to  make  and  sell  the 
patented  invention  within  specified  territory,  and  to  make  that 
right  exclusive  in  the  grantee,  and  yet  limit  the  use  of  the  thing  so 
made  and  sold,  within  specified  limits;  or,  while  granting  to  another 
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a  right  to  make  or  to  make  and  sell,  he  may  retain  to  himself  the 
exclasive  right  to  make  and  sell  for  export  or  use  in  other  ooantriea. 
Dorsey,  Ac.  Rake  Co.  v.  Bradley  Manuf.  Co.,  12  JBkOchf.  202. 

The  owner  of  a  useful  invention  has  the  right  to  sell  it  to  all 
who  will  purchase,  subject  only  to  restraint  from  some  party  having 
a  conflicting  patent.  He  holds  the  right  from  the  general  law  oi 
the  land,  and  needs  no  act  of  Congress  to  enable  him  to  make  of 
vend  his  article,  and  obtains  no  such  right  from  Congress.  He- 
obtains  from  the  patent  laws  only  the  power  to  restrain  another 
from  unlawfully  making,  using  or  vending  bis  invention.  Celluloid 
Manuf.  Co.  v.  Goodyear  Dental  Vulcanite  Co.,  ]3  JBkUchf,  ;V/6  ;  10- 
Pat  Of.  Gaz.  41  ;  2  JSami.  d  A.  Fat.  Cos.  334. 

The  sole  object  and  purpose  of  the  patent  laws  is  to  give  to  the 
inventor  a  monopoly  of  what  he  has  discovered.  What  is  granted 
to  him  is  the  exclusive  right ;  not  the  abstract  right,  but  the  right 
in  him  to  the  exclusion  of  everybody  else.  He  is  not  authorized  by 
the  patent  laws  to  manufacture  and  sell  the  patented  article  in 
violation  of  the  laws  of  the  state.  His  enjoyment  of  the  right  may 
be  modified  by  the  exigencies  of  the  community  to  which  he  belongs, 
and  regulated  by  laws  which  render  it  subservient  to  the  general 
welfare,  if  held  subject  to  State  control.  He  Brosnahan,  18  J^ed^ 
Bep\  62. 

One  who  invents  a  new  machine  never  used  before,  and  procures 
letters  patent  therefor,  acquires  a  monopoly  as  against  all  merely 
formal  variations  thereof  ;  but  if  the  advance  toward  the  thing 
desired  is  gradual,  and  proceeds  step  by  step,  so  that  no  one  can 
claim  the  complete  thing,  each  inventor  is  entitled  only  to  his  own 
specific  form  of  device.     Railway  Co.  v.  Sayles,  97  U.  S.  654. 

When  an  invention  is  simply  an  improvement  on  a  known 
machine,  by  a  mere  change  of  form  or  of  combination  of  parts,  the 
inventor  is  entitled  only  to  the  specific  form  of  device  which  he  has 
produced  ;  and  he  cannot  invoke  the  doctrine  of  equivalents  to  sup- 
press other  improvements  except  such  as  are  mere  colorable  inva- 
sions of  his  own.  But  where  an  inventor  precedes  others,  and  his 
machine  performs  a  function  never  performed  by  any  earlier 
machine,  the  court  will  treat  as  infringers  all  who  accomplish  the 
same  result  by  substantially  the  same  or  substantially  equivalent 
means.  Morley  Sewing  Machine  Co.  v.  Lancaster,  23  JFed.  Hejy^ry 
844. 

An  inventor  who  first  applies  an  old  device  to  a  new  use  is  not 
entitled  to  the  exclusive  use  of  such  device  when  applied  in  other 
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mechanisms  not  analogous  to  produce  a  new  effect.  Jndd  v.  Bab- 
cock,  8  Md.  RepW,  006  ;  23  Pat.  Off.  Gaz.  92. 

Where  a  patent  clearly  shows  and  describes  a  machine  whose 
use  necessarily  involves  the  production  of  a  certain  process,  no 
other  person  can  afterwards  patent  that  process.  The  patentee  is 
entitled  to  his  mechanism  for  every  use  of  which  it  is  capable,  and 
there  is  no  invention  in  the  use  of  an  old  machine  for  a  new  pur- 
pose. New  Process  Fermentation  Co.  v.  Koch,  21  Fed,  RepWy  680; 
29  Pat.  Off.  Gaz.  635. 

Although  an  invention  be  a  primary  one  and  the  machine  inven- 
ted be  the  first  practical  one  for  accomplishing  the  result,  and 
although  the  patent  for  it  declares  that  the  machine  described  is 
only  one  of  different  mechanisms  contemplated  by  the  patentee 
which  may  be  effectually  employed  for  carrying  out  the  main  fea- 
ture of  his  invention,  he  ie  entitled  only  to  the  exclusive  use  of  the 
particular  contrivance  to  make  the  idea  practically  useful ;  the  patent 
does  not  give  an  exclusive  right  to  the  principle,  or  to  groups  of 
instrumentalities,  independent  of  the  mechanism  desired.  Morley 
Sewing  Machine  Co.  v.  Lancaster,  23  Fed.  Pep\  344. 


159.  How  long  it  endures. 

Congress  having  power  to  secure,  "  for  limited  times,"  to  inven- 
tors, the  exclasive  right  to  their  discoveries,  in  consideration  of  the 
benefit  which  the  public  will  derive  from  the  invention  after  the 
expiration  of  the  term,  whatever  was  patented  to  the  inventor  and 
enjoyed  by  the  inventor  and  those  operating  in  any  way  under  him 
during  the  term,  belongs  to  the  public  and  is  free  to  all  at  the 
expiration  of  the  term.  Wilcox,  Ac.  Sewing  Machine  Co.  v.  The 
Gibbons  Frame,  \1  Fed.  Rep'r,  623  ;  21  Blatchf.  431  ;  24  Pat.  Off. 
Oaz.  1272  ;  McCormick  v.  Manny,  6  ^fcLeaUy  5'S9  ;  4  Am.  L.  ll^g, 
277.  The  patentee  cannot  claim  to  continue  the  exclusive  use  on 
the  ground  that  the  shape,  name,  design,  etc.,  under  which  he  has 
been  accustomed  to  sell  the  invention  has  become  a  trademark, 
Wilcox,  &c.  Sewing  Machine  Co.  v.  The  Gibbons  Frame,  supra  ; 
Fairbanks  v.  Jacobus,  14  Blatchf.  ?37  ;  Consolidated  Fruit  Jar 
Co.  «.  Dorflinger,  2  Am.  L.  T.  N.  8.  571  ;  Singer  Manuf.  Co.  v. 
Stanage,  6  Fe4.  Bep'r,  279  ;  2  McCrary^  612  ;  11  Repr^  661  ;  Same 
t>.  Riley,  11  Fed.  RepWy  706  ;  Singer  Manuf.  Co.  v.  Larson,  8  Risa. 
161;  8  Bann.  S  A.  Pat.  Ccu.  246  ;  Tucker  Manuf.  Co.  v.  Boying- 
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ton,  9  Pat,  Off.  Gaz,  455  ;  Leclancha  Battery  Co.  v.  Western 
Electric  Co.,  21  Md.  Rep'r^  638.  But  see  Lorillard  «.  Wight,  15 
Fed,  Rep^r,  883. 

Devices  made  according  to  a  patent,  but  which  have  been  made 
and  combined  since  the  expiration  of  the  patent,  are  not  an  infringe- 
ment of  the  patent,  or  violative  of  an  injunction  order  restrain in<2 
infringements  daring  the  term  of  the  patent.  American  Diamond 
Rock-Boring  Co.  v.  Sutherhmd  Falls  Marble  Co.,  2  Fed.  Rep'r^ 
353;    18  Blatchf.  148;  10  Rep'r,  9  ;  5  Bfinn.  tO  .4.  Rat,  dis.  ;U7. 

A  patent,  bearing  date  May  15,  1855,  does  not  expire  until  the 
last  hour  of  May  15,  1869.  Johnston  v,  !McCullough,  4  F^sh.  Rat. 
Cas.  170. 

Where,  under  the  acts  of  July  4,  1836,  and  March  3,  1839,  a 
patent  was  taken  out  for  a  machine  for  the  manufaL-turc*  of  a  speci- 
fic article,  and  subsequently,  and  within  two  years,  patents  were 
granted  for  the  process  of  manufacturing  such  article,  and  alsojfor 
the  product  of  such  process  as  a  new  article  of  m;inufacture, — it  was 
held,  that  the  patents  for  the  process  and  product  did  not  terminate 
with  the  expiration  of  the  patent  for  the  mechanism,  although  it 
might  be  of  no  value  except  to  carry  on  such  patent  process  and 
manufacture  such  patent  product.  McKay  v,  Dibert,  6  Red,  RepWy 
687  ;  19  Rat,  Off,  Gaz,  135  i  ;   II  Rqy'r,  386. 

The  burden  of  proof  is  on  a  party  seeking  to  limit  the  duration 
of  a  patent,  to  show  the  facts  which  limit  it.  American  Diamond 
Rock-Boring  Co.  v.  Sheldon,  17  Blatchf,  303  ;  4  Rann,  d)  A.  Rat. 
Cas,  603. 

The  intent  of  the  act  of  1861,  declaring  that  all  patents  here- 
after issued  shall  remain  in  force  for  seventeen  years,  and  repealing 
inconsistent  acts,  was  simply  to  increase  the  duration  of  all  patents 
•thereafter  issued,  giving  to  each  an  additional  period  of  three  yeai*s. 
Siemens  v.  Sellers,  23  Rat,  Off,  Gaz.  2234  ;  16  Fed.  Rep\  856. 

For  the  statute  and  decisions  limiting  patents  for  inventions 
patented  abroad,  see  Rev.  Stat.  §  4887  ;  a/ite,  pp.  60-65. 

160.  General  Rules  for  Construction  of  Patents. 

A  patent  must  be  construed  and  passed  upon  according  to  the 
laws  in  force  at  the  time  of  granting  it ;  the  repeal  of  such  acts 
cannot  impair  the  nght  of  property  existing  in  a  patentee.  Mc- 
Clurg  V,  Kingsland,  1  How.  202  ;  Hogg  v.  Emerson,  6  How.  437, 
479  ;  aff'g  2  Blatchf.  1. 
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Patents  are  to  be  construed  in  a  liberal  manner,  so  as  to  give 
them  effect,  and  to  secure  the  rights  of  the  patentees.  Grant  v, 
Raymond,  6  JPet.  218  ;  Simpson  v,  Wilson,  4  How.  V09  ;  Turrill 
V.  Michigan  Southera,  &c.  R.  R.  Co.,  1  WalL  491  ;  Ames  v. 
Howard,  1  Sumn.  482  ;  Blanchard  v,  Spraguo,  8  Sumn,  535;  2  Story y 
264;  Ryan  v.  Goodwin,  Id,  514;  3  L.  Bep\  220;  DavoU 
V,  Brown,  1  Woodb,  cfc  M.  63  ;  Carew  t\  Boston  Elastic  Fabric 
Co.,  3  Cliff,  356;  5  Fish.  Pat.  Cas.  90;  1  Pat.  Off.  Gaz.  91  ; 
Goodyear  Dental  Vulcanite  Co.  v.  Gardiner,  3  Cliff\  408 ;  5 
Pat.  Off,  Gaz.  686  ;  4  Fish.  Pat.  Cas.  224  ;  Goodyear  v.  Railroad, 
2  Wall.  Jr.  356  ;  I  Pish.  Pat.  Cas.  626  ;  Davis  j.  Palmer,  2  Prock. 
Marsh.  298  ;  Bloomer  v.  Stolley,  5  McLeaVy  168  ;  8  West.  L.  J. 
158 ;  Allen  v.  Hunter,  6  McLean^  303  ;  Latla  v.  Shawk,  1  Fish. 
Pat.   Cas.  465  ;  1  Bo7id,  259. 

That  they  should  be  construed  strictly,  because  in  derogation 
of  common  right,  see  Pe  Kemper,  MacArthur  Pat.  Cas.  1. 

The  true  rule  of  construction  is  to  apply  plain  and  ordinary- 
principles,  and  not  to  yield  to  subtleties  and  technicalities  unsuitc^d 
to  the  subject,  and  not  in  keeping  with  the  liberal  spirit  of  the  age, 
and  likely  to  prove  ruinous  to  a  class  of  the  community  so  incon- 
siderate and  unskilled  in  business  as  men  of  genius  and  inventors 
usually  are.  Hogg  v.  Emerson,  6  How.  437,  485.  See  also,  Davoll 
V.  Brown,  1  Woodb.  db  M.  53  ;  Wood  worth  v.  Hall,  Id,  24S  ;  6  Pa. 
L.  J.  178  ;  Winans  v.  Denmead,  16  How.  332  ;  Imlay  v.  Norwich 
A  Worcester  R.  R.  Co.,  4  Blatchf.  227  ;  1  Fish.  Pat,  Cas.  340  ; 
Henderson  v.  Cleveland  Co-operative  Stove  Co.,  2  Bann.  &  A,  Pat. 
Cas.  604. 

The  rule  that  patents  are  to  be  construed  liberally,  so  as,  if  pos- 
sible, to  carry  out  the  construction  claimed  by  the  patentee,  and 
sustain  the  patent,  applies  to  a  reissue  as  well  as  an  original  patent; 
thus,  where  the  meaning  of  the  specification  and  claim  in  thu 
reissue  is  not  perfectly  clear,  they  may  be  read  by  the  light  of  the 
specification  and  claim  of  the  original  patent,  and,  if  consistent 
with  the  language  there  used,  be  sustained  by  them.  Klein  v. 
Russell,  19  WaXL  433.  See,  also,  Bussey  v.  Wager,  9  Pat.  Off. 
Gaz.  ZOO. 

In  patents  for  combinations  of  mechanism,  limitations  and  pro- 
visos imposed  by  the  inventor,  especially  such  as  were  introduced 
into  an  application  after  it  had  been  persistently  rejected,  must  be 
strictly  construed,  against  the  inventor.  Sargent  v.  Hall  Safe  &> 
Lock  Co.,  114  m  S.  63,  29. 
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In  construing  a  patent,  the  court  looks  through  the  whole  p? t- 
eut  and  specification,  in  order  to  ascertain  what  is  the  thing 
claimed  and  patented  in  it.  There  is  no  artificial  or  universal  rule 
of  interpretation  of  such  an  instrument  beyond  that  which  common 
sense  furnishes,  which  is,  to  construe  the  instrument  as  a  whole, 
and  extract  from  the  descriptive  words  and  the  claim  wliat  tiie 
invention  is  which  is  intended  to  be  patented,  and  how  far  it  is 
capable  of  exact  ascertainment,  and  how  far  it  is  maintainable  in 
point  of  law,  supposing  it  clear  from  all  ambiguity.  Carver  v. 
Braintree  Manuf.  Co.,  2  Story^  432,  446.  S.  P.,  Pitts  v.  Whitman, 
1*  Story,  609  ;  Carew  v.  Boston  Elastic  Fabric  Co.,  3  Cliff.  356  ;  1 
Pat.  Off.  Gaz.  91  ;  5  Fish.  Pat.  Cos.  90  ;  Sullivan  v.  Rtdfield,  1 
Paine,  441  ;  Goodyear  v.  Railroad,  2  Wall.  Jr.  356  ;  1  Fish.  Pat. 
Cas.  626  ;  National  Car  Brake  Shoe  Co.  v.  L.  S.  &  M.  S.  Ry.  Co., 
4  Fed.  Pep\  219  ;  9  JJiss.  503  ;  18  Pat.  Off.  Gaz.  1179. 

In  deciding  on  the  sufficiency  of  a  patent,  the  court  inspects  the 
whole  description  as  one  paper,  which  they  assume  to  be  true  in 
fact ;  and  if  found  to  be  in  conformity  with  the  requisitions  of  the 
law,  so  that  it  appears  with  reasonable  certainty,  either  from  the 
words  used  or  by  necessary  implication,  in  what  the  invention  con- 
sists, though  the  description  may  be  somewh:;t  obscure,  or  imper- 
fect, or  defective,  in  form  or  mode  of  explanation,  as  claimed  by 
the  patentee,  it  will  be  adjudged  sufficient.  Carver  v.  Braintree 
Manuf.  Co.,  2  Story ^  432  ;  Whitney  v.  Emmett,  Baldw.  303. 

The  power  to  correct  mistakes  in  letters  patent  does  not  belong 
to  the  courts,  but  it  is  confided  to  the  commissioner.  The  court 
can  only  construe  the  specification  and  claim  as  they  stand,  and 
determine  the  legal  effect  of  the  claim.  Kittle  v.  Merriam,  2  Curt. 
475. 

A  patent,  being  a  pioneer  and  foundation  patent,  both  as  to  pro- 
cess and  machine,  is  not  to  be  construed  as  confined  to  sj)ecilic 
details,  if  it  fairly  admits  of  the  liberal  construction  to  which  su-li 
A  patent  is  entitled.  Hammerschlag  v.  Scamoni,  7  Fed.  liep^r,  584; 
2t  Pat.  Off.  Gaz.  75. 

In  the  construction  of  letters  patent,  reference  will  be  made  to 
the  existing  state  of  the  art  at  the  time  of  the  invention.  Wollen- 
fiak  V.  Reiher,  115  W.  S,  87,  29.  Patents  are  to  be  construed  in 
the  light  of  what  was  before  known  to  persons  skilled  in  the  art  to 
which  they  relate,  in  order  to  give  effect  to  the  true  meaning  of 
what  is  there  described.  Webster  Loom  Oo.  v.  EQggins,  16  Pat. 
Off.  Gaz.  676. 
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Decisions  and  opinions  as  to  the  validity  of  a  patent  are  author- 
-ities  in  all  similar  cases,  but  not  estoppels  in  any,  except  such  as 
may  arise  between  those  very  parties,  or  others  claiming  under 
them.  But  where  there  was  no  prima  facie  evidence  to  impeach  the 
validity  of  a  patent  sustained  in  previous  cases,  it  was  construed 
with  reference  to  prior  existing  devices  to  ascertain  its  scope.  Day 
V.  Combination  Rubber  Co.,  2  Fed.  Rep'r,  570  ;  17  Pa4i.  Off.  Gaz. 
1347  ;  6  Bann.  <k  A.  Pat,  Gas.  385. 

An  inventor  is  supposed  to  describe  in  his  patent  the  best  mode 
of  practicing  his  invention  ;  but  it  is  not  necessarily  limited  to  the 
precise  constructions  shown,  so  as  to  exclude  a  method  differing 
from  it  only  in  a  single  detail,  but  producing  the  same  result. 
Lorillard  v,  McDowell,  11  Pat.  Off.  Gaz.  640  ;  23  J?it.  Pev.  Pec. 
90 ;  13  Phlla.  461  ;  2  Bann.  <t  A.  Pat.  Gas.  531. 

Whetiier  two  patents  cover  the  same  invention  must  be  deter- 
mined by  the  tenor  and  scope  of  their  claims,  not  by  the  description 
in  the  patent.  McMillan  v.  Rees,  1  Fed.  Rep'r,  722  ;  17  Pat.  Off. 
Gaz.  1222  ;  9  Rep'r,  544  ;  5  Bann.  <b  A.  Pat.  Gas.  269. 

The  court  should  sustain  the  interpretation  of  a  patent  claimed 
for  it  by  the  patentee,  if  this  can  be  done  consistently  with  the 
language  he  has  employed.  Bradley  v.  Dull,  19  Fed.  iJejoV,  913  ; 
27  Pat.  Off.  Gaz.  625. 

A  construction  of  a  patent  which  would  render  a  disclaimer 
altogether  nugatory  should  not  be  adopted.  Atlantic  Giant  Powder 
Co.  V.  Hulings,  21  Fed.  72e/>V,  519. 

Though  the  construction  of  the  patent  must  certainly  depend 
on  the  words  of  the  instrument,  where  the  words  are  ambiguous, 
there  may  bo  circumstances  which  ought  to  have  great  influence  in 
expounding  them.  The  intention  of  the  parties,  if  that  intention 
can  be  collected  from  sources  which  the  principles  of  law  permit 
the  courts  to  explore,  are  entitled  to  great  consideration.  There- 
fore, a  special  act  may  be  referred  to,  as  well  as  the  patentee's 
petition,  and  such  construction  should  be  given  to  the  grant  as  will 
make  it,  with  such  documents  forming  a  part  of  it,  not  contradic- 
tory with.itself.  Evans  v.  Eaton,  3  Wheat.  454,  506 ;  rev'g  Pet. 
G.  Gt.  322. 

Declarations  of  a  patentee  and  former  owner  of  a  patent,  under- 
taking to  restrict  the  invention  within  a  narrower  compass  than 
that  stated  in  bis  specification,  will  not  be  allowed  to  vary  the  con* 
utraotion  which  would  otherwise  be  given  to  the  patent.    Union 
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Paper  Bag  Machine  Co.  v.  Pultz,  &c.   Co.,  15  JBlatchf.  160  ;  IS 
I^ae.  Of.  Gazi  423  ;  3  Bann.  <*  A.  Pat,  Cos.  403. 


161.  Of  Specifications. 

The  schedule  or  specification  annexed  to  the  letters-patent  is,, 
under  our  laws  and  practice,  to  be  regarded  as  a  competent  part  of 
the  letters-patent,  and  may  be  referred  to  explain  or  add  to  the 
title  of  the  patent.  Hogg  v.  Emerson,  6  How,  437,  478  ;  aff'g  2 
Blatchf.  1.     See  Evans  v.  Eaton,  Pet.  C.  Ct.  322. 

The  patent  and  specification  are  connected  together  and  depend- 
ent upon  each  other  for  support.  The  specification  should  maintain 
the  title  of  tlie  patent  ;  the  latter  should  not  indicate  one  thing, 
and  the  former  describe  another,  as  to  the  subject  of  the  grant. 
Sullivan  v.  Redfield,  1  Paine,  441  ;  Goodyear  v.  Railroad,  2  WaU^ 
Jr.  356  ;   I  Fish.  Pat.  Cas.  626. 

Sometimes -the  preamble,  even,  may  be  resorted  to  for  ascer- 
taining the  object  of  the  specification,  sometimes  the  body  of  the 
specification,  sometimes  the  summing  up,  and  sometimes  the  formal 
clause*  at  the  end  of  the  specification.  Generally,  all  of  them  are 
examined  together,  unless  the  formal  clause  seems  explicitly  to 
exclude  the  rest.     Davoll  v.  Brown,  1   Woodb.  ib  M.  53. 

If  the  specification  of  a  patent,  taken  as  a  whole,  leaves  no 
reasonable  doubt  concerning  the  intention  of  the  patentee  to  include 
in  his  claim  a  certain  part  of  a  combination,  though  there  may  be 
an  error  in  describing  it,  it  will  be  considered  as  included.  Kittle 
V.  Merriam,  2  Curt.  475. 

If  the  specification  is  wholly  ambiguous  and  uncertain,  so 
loosely  defined  and  so  inaccurately  expressed,  that  the  court  cannot^ 
npon  fair  interpretation  of  the  words,  and  without  vague  conjec- 
ture of  intention,  gather  what  it  is,  the  patent  is  void  for  such 
defect.  But  if  the  court  can  fairly  see,  by  a  reasonable  use  of 
the  means  of  interpretation  of  the  language  used,  taking  the  whole 
into  connection,  what  is  the  nature  and  extent  of  the  claim,  then 
the  plaintiff  is  entitled  to  the  benefits  of  it,  however  imperfectly 
and  inartificially  he  may  have  expressed  himself.  Ames  v.  Howard^ 
1  Sumn.  482.  S.  P.,  Ryan  v.  Goodwin,  3  Sumn.  514  ;  3  i. 
RepWy  220  ;  Emerson  v.  Hogg,  2  Blatchf.  1.  See  afiirmanoe,  d 
Row.  437  ;  Parker  w.  Stiles,  6  McLean^  44,  67  ;  7  West.  L.  J.  168, 
Such  a  construction  as  will  allow  an  inventor  to  couch  his  specifi- 
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cation  in  such  ambiguous  terms  that  its  claims  may  be  expanded 
or  contracted  to  suit  the  emergency  should  not  be  allowed.  Det- 
mold  V.  Reeves,  5  Pa.  i.  J,  Rep  99. 

The  words  of  the  specification  are  to  be  taken  together,  an»l 
they  are  to  be  so  construed  as  to  give  effect  to  the  meaning  an<I 
intention  of  the  persons  using  them.  Words  are  not  to  be  distorlt^d 
so  as  to  effect  what  may  be  supposed  to  have  been  the  intention  c»t" 
the  one  using  them  ;  but  they  are  to  have  a  reasonable  constrnctioii, 
as  connected  with  the  sentence  in  which  used.  Allen  v»  Hunter,  (5 
McLean^  303. 

A  general  description  of  the  nature  of  the  invention  at  the 
beginning  of  a  specification,  is  not  to  be  taken  alone,  in  determining 
what  is  covered  by  the  patent,  but  should  be  construed  with  a  des- 
cription of  the  invention  itself,  also  contained  in  the  specification, 
which  gives  instructions  as  to  how  the  patented  device  is  made,  and 
specific  directions  as  to  characteristics  which  it  must  possess.  ITolt 
Vi  Kendall,  26  Fed.  Eep'r,  622 

162.  Claims 

In  general,  when  a  patentee  describes  a  machine  and  then  claims 
it  as  described,  be  is  understood  to  intend  to  claim,  and  by  law- 
does  actually  cover,  not  only  the  precise  forms  he  has  descrilied, 
but  all  other  forms  which  embody  his  invention.  Winans  v.  Den 
mead,  16  How,  342.  Followed,  Grier  r.  Castle,  17  Fed,  MepWy 
523  ;  24  Fat.    Off.  Gaz.  11T6. 

Where  the  "claim"  immediately  follows  the  description,  it  may 
be  construed  in  connection  with  the  explanations  contained  in  the 
specification  ;  and  be  restricted  accordingly.  Turrill  v.  Michigan 
Southern,  &c.  R.  R.  Co.,  1  Wall.  491.  See,  also,  Ilovey  u.  Stevens, 
3  "Woodh.  A  M.\1  \  Winans  v.  Denmead,  15  Uow.  330  ;  Mattiiews 
V.  Shoneberger,  4  Fed.  Fep'r,  635  ;  18  Blatchf.  367  ;  18  Fat.  Off. 
Gaz.  1464  ;  Roberts  v.  Dickey,  4  BrewB.  260  ;  3  Fittsh.  352  ;  I 
Fat.  Off.  Gaz.  4  ;  4  Fish.  Fat.  Gas.  632  ;  McMillin  v.  Rees,  5  Bonn. 
Jb  A.  Fat.  Cos.  269. 

A  claim  for  a  combination  of  several  devices,  so  combined 
together  as  to  produce  a  particular  result,  is  not  good  as  a  claim 
for  "  any  mode  of  combining  those  devices  which  would  produce 
that  result,"  and  can  only  be  sustained  as  a  valid  claim  for  the 
peculiar  combination  of  devices  invented  and  described.  Case  v. 
Brown,  2  Wall.  320  ;  aff'g  2  Fish.  Fat.   Cos.  268. 

IL— 15 
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The  oourts  of  this* country  cannot  always  indulge  the  same  lati- 
tude which  is  exercisod  by  EngliAh  judges  in  determining  what 
parts  of  a  machine  are  or  are  not  material.  Our  law  requires  the 
patentee  to  specify  particularly  what  he  claims  to  be  new,  and  if 
he  claims  a  combination  of  certain  elementi»  or  parts,  the  court  can- 
not declare  that  any  one  of  these  elements  is  immaterial.  The  pat- 
entee makes  them  all  material  by  the  restricted  form  of  his  claim. 
The  courts  can  only  deci<le  wlietlier  any  part  omitted  by  an  alleged 
infringer  is  applied  by  some  otiier  device  or  instrumentality  which 
is  its  equivalent.  Water  Meter  Co.  v.  Desper,  101  17.  A  332.  And 
see  Lefever  v.  Remington,  22  J\ft,  Off.  Gaz.  1537. 

The  courts  should  be  careful  not  to  enlarge,  by  construction, 
the  ''  claim  "  which  the  patent-office  has  admitted,  and  which  the 
patentee  has  acquiesced  in,  beyond  the  fair  interpretation  of  it? 
terms.     Burns  v.  Meyer,  100  U.  S.  671. 

The  scope  of  letters  patent  should  be  limited  to  the  invention 
covered  by  the  claim,  and  this  cannot  be  enlarged  by  the  language 
in  other  parts  of  the  specitication.  Western  Electric  Manuf.  Co. 
V.  Ansonia  Brass   &  Copper  Co.,  \\^  U.  S,  447,  29. 

Where,  after  an  application  for  a  patent  for  combination  is 
rejected,  the  applicant,  in  order  to  obtain  a  patent,  upon  a  new 
application,  narrows  his  claim  by  the  introduction  of  a  new  element, 
and  a  patent  is  thereupon  issued  to  and  accepted  by  him,  he  canui>t 
afterwards,  in  a  suit  for  infringement,  enlarge  the  patent  by  con- 
struction so  as  to  cover  elements  not  falling  within  its  terms  and 
which  he  had  explicitly  abandoned.  Shepard  v.  Carrigan,  110  U, 
8.  693. 

Where  a  wholly  new  method  or  art  has  been  discovered  by  a 
patentee,  the  courts  will  construe  the  claims  of  his  patent  broadly, 
and  so  as  to  cover  all  such  mechanical  means  as  embody  the  real 
invention.  Standard  Measuring  Machine  Co.  v.  Teague,  15  Ftd. 
RepW,  390.     S.  P.,  Kimball  v.  Hess,  Id.  393  ;  15  iJepV,  683. 

Where  two  patents  have  been  issued,  each  claiming,  broadly, 
the  same  invention,  and  the  earlier  patentee  is  held  to  be  the  first 
inventor,  the  claim  in  the  second  patent  must  be  restricted  to  the 
particular  devices  there  specially  described.  Richardson  i7.  Noyes, 
10  Pat.  Off.  Gaz.  60V  ;  2  Bann.  <£?  A.  Pat.  Cos.  398. 

The  technical  claims  in  a  patent  are  to  be  construed  with  ref- 
erence to  the  state  of  the  art,  so  as  to  limit  the  patentee  to,  and 
give  him  the  full  benefit  of,  the  invention  he  has  made.  EstabrooK 
V.  Dunbar,  19  Pat.  Off.  Gaz.  909  ;  2  Bann.  <t  A.  Pat.  Cos.  427. 


^ 
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Althoagh  it  is  true  that  in  the  construction  of  a  claim,  reference 
may  be  had  to  the  specification,  to  ascertain  the  true  interpretation 
of  the  claim,  yet,  where  the  claim  is  such  as  to  leave  no  room  for 
construction,  where  it  is  clear  and  explicit,  and  especially,  where 
there  is  nothing  in  the  specification  which  shows  that  the  patentee 
did  not  mean  just  what  the  phiin  language  of  the  claim  imports,  the 
court  is  not  aided  by,  and  has  no  need  of  aid  from,  such  specifica- 
tion.    Rich  V.  Close,  8  Blatchf,  41  ;  4  Fish,  Pat,  Cas.  279. 

A  patent  covers  only  the  devices  which  are  claimed,  although 
others  are  described  by  way  of  explaining  them  or  illustrating  the 
way  in  which  th«*y  operate.  Wheeler  v.  McCormick,  4  Pat.  Off. 
Gaz,  692  ;  11  Blatchf,  334  ;  6  Fish.  Pat.  Cas.  651.  S.  P.,  Couse  v. 
Johnson,  16  Pat.  Off.  Gaz.  719  ;  4  Bann.  <b  A.  Pat.  Cas.  500. 

Where  a  claim  is  not  limited  to  a  particular  form  of  construc- 
tion of  device,  and  the  specification  does  not  assign  as  a  peculiar 
merit  or  claim,  any  new  result  of  a  product  of  its  conformation, 
such  form  cannot  be  considered  as  an  essential  part  of  the  inven- 
tion.   Couse  V.  Johnson,  supra. 

Where  a  claim  of  the  patent  appears  to  be  for  a  result,  produced 
substantially  ^'  in  the  manner  and  for  the  purposes  '^  described,  the 
claim  will  be  construed  to  be  for  the  mechanism  set  forth  in 
the  specifications,  by  which  the  result  is  produced,  and  not  for  the 
result  itself.  The  principle,  of  construing  a  claim  for  a  result  to 
be  a  claim  for  the  means  by  which  the  result  is  produced,  is  applied 
to  all  cases  where  a  result  is  claimed,  whether  there  is  any  reference 
to  the  specifications  in  the  claim  or  not.  Henderson  v.  Cleveland 
Co-operative  Stove  Co.,  2  Bann.  db  A,  Pat.  Cas.  604. 

Where  a  particular  result  is  claimed  by  an  inventor  of  an 
improvement,  the  patent  protects  only  such  result  as  a  whole  ;  not 
each  particular  entering  into  it.  Huggins  v.  Hubby,  3  West.  L. 
Month.  347. 

A  patent  claim  must  be  construed  in  the  light  of  the  specifica- 
tions ;  and  where  the  specifications  describe  the  entire  article,  parts 
of  the  description  cannot  be  separately  considered,  to  show  an 
infringement  of  one  of  the  parts.  Evans  v.  Kelly,  13  Fed.  Rep^)\ 
903  ;  9  Biss.  251  ;  26  Int.  Rev.  Bee.  349  ;  23  Pat.  Off.  Gaz.  192  ; 
5  Bann.  db  A.  Pat.  Cas.  71.  See  Haselden  v.  Ogden,  3  Fish.  Pat. 
Cas.  378. 

Where  there  is  a  slight  change  in  a  machine,  by  which  a  new 
result  is  brought  about,  and  which  might  be  the  subject  of  a  patent, 
courts  do  not  feel  inclined  to  extend  the  invention  beyond  the  mero 


828  UNITED  STATES  LAWS 

change,  although  they  may  be  inclined  to  sustain  the  patent ;  bat 
where  something  elementary  has  been  discovered  and  constitutes 
fairly  a  part  of  the  invention  of  the  patentee,  no  other  inventor  or 
manufacturer  ought  to  be  permitted  to  use  that  elementary  part 
without  paying  tribute  to  the  first  inventor  or  originator.  Cornell 
V.  Downer,  &c.  Brewing  Co.,  7  Biss.  346  ;  11  JPat,  Off.  Gaz.  831  ; 
2  Bann,  &  A,  Pat.  Cos.  514. 

The  claim  in  a  patent  cannot  be  enlarged  by  construction,  even 
though  it  might  have  been  made  broader,  in  view  of  the  invention 
described  in  the  specifications  and  drawings.  Becker  v,  Hastings, 
22  Fed.  Bep'r,  827  ;  28  Pat.  Off.  Gaz.  98.  S.  P.,  Wyeth  v.  Stone, 
1  Story,  274. 

A  claim,  in  a  patent  for  a  new  manufacture,  of  a  coloring  matter 
obtained  '^  substantja.lly  in  the  manner  set  forth,  or  by  any  other 
method  which  will  produce  a  like  result,"  was  construed  as  covering 
any  method  of  treatment  the  equivalent  of  the  process  described, 
producing  like  results ;  and  chemical  identity  of  an  article  pro- 
duced by  alleged  infringers,  heldy  prima  facie  sufficient  proof  of 
infringement  .by  them.  Pickhardt  v.  Packard,  22  Plsd.  RepW, 
630  ;  29  Pat.  Off.  Gaz.  179.  See  Knox  v.  Murtha,  9  Blatchf.  205; 
6  Fish.  176. 

In  the  construction  of  claims  in  a  patent,  however  careful  the 
courts  should  be  not  to  enlarge  a  claim,  they  may  apply  intelligently 
and  fairly,  for  the  purpose  of  ascertaining  the  actual  meaning,  every 
part,  of  the  specification  to  which  it  refers  ;  and  may  consider  as 
embodied  in  the  claim,  whateverby  fair  interpretation  is  drawn  into 
it  from  the  oth<fr  parts.  Thus,  where  the  form  and  proportions  and 
arrangement  and  position  of  the  elements  of  a  combination  are 
mentioned  in  the  claim,  it  may  be  understood  as  referring  to  a  com- 
bination of  those  elements  when  they  are  formed  or  proportioned 
or  placed  substantially  as  there  described,  and  for  the  purpose  there 
stated.     Fisk  v.  Hollander,  MacArthur  ib  M.  355. 


163.  Drawings,  Models,  &c. 

Models  and  drawings  are  a  part  of  the  letters-patent,  and  may 
be  resorted  to  for  clearer  information  respecting  the  invention 
described  in  the  specification.  Hogg  v.  Emerson,  6  How.  437,  485  ; 
aff'g  2  Blatchf.  1.     Compare  Grant  y.  Mason,  1  L.  Int.  €Jb  Ilec.  22. 

Drawings  annexed  and  referred  to  in  the  specification  constitute 
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a  part  thereof  ;  and  they  may  be  resorted  to  to  aid  the  description, 
and  to  distinguish  the  thing  patented  from  other  things  known 
before.  Earle  v.  Sawyer,  4  Mas,  1  ;  Washburn  v,  Gould,  3  Story, 
122  ;  1  West.  L.  J.  465  ;  7  i.  Rep'r^  276  ;  Knight  v.  Gavit,  Mir. 
Fat.  Off.  183.  S.  P.,  Hogg  V.  Emerson,  11  How.  5S7,  606  ;  2 
BUjAchf.  1  ;  Howes  v.  Nute,  4  JB\sh.  Pat.  Cos.  263  ;  Heinrich  y. 
Luther,  6  McLean^  346. 

The  question  as  to  the  sufficiency  of  a  description  must  be  deter- 
mined, like  a  question  of  construction,  from  what  is  written,  aided 
by  the  drawings,  and,  if  need  be,  by  the  patent-office  model.  Partic- 
ular passages  in  a  description  must  not  be  separated  from  what 
precedes  or  follows  them  in  the  same  connection  ;  but  one  part  of 
the  instrument  must  be  compared  with  another,  and  the  whole  con- 
sidered together,  in  order  to  determine  whether  it  is  incomplete  and 
ambiguous,  or  sufficient  to  uphold  the  claim.  If  the  drawings  are 
clear,  reference  to  them  may  be  made  in  the  written  description,  to 
aid  in  an  understanding  of  the  nature  of  the  invention.  Howes  v. 
Nute,  4  Cliff.  173.     See  Seymour  v.  Osborne,  \\  Wall.  516. 

The  drawing  may  be  examined  by  the  court  in  an  infringement 
case  to  explain  an  ambiguity  in  the  specification,  but  not  to  supply 
a  part  lacking.  Tinker  v.  Wilbers  Eureka  Mower,  &c.  Manuf.  Co., 
5  Bann.  db  A.  Pat.  Cas.  92  ;  1  Md.  Pep'r^  138  ;  9  Bep'r,  273  ; 
Banker  v.  Bostwick,  6  Bann.  cfc  A.  Pat.  Cas.  463. 

When  the  invention  patented  consists  of  a  combination  of  old 
elements  to  produce  a  new  result,  mere  matters  of  adjustment  of 
the  individual  elements  are  not  limited  or  controlled  by  the  draw- 
ings, unless,  1.  They  are  expressly  so  limited  by  the  specifications 
as  well  ;  or,  2.  Such  limitation  and  control  are  essential  to  produce 
the  result  claimed.  Hamilton  v.  Ives,  3  Pat.  Off.  Gaz.  30  ;  6  Msh. 
Pat.  Cas.  244. 

For  the  weight  to  be  given  to  drawings  filed  with  a  patent 
issued  prior  to  December  15,  1836,  by  virtue  of  the  act  of  March, 
1837,  §  1  (o  Stat.  191),  see  Emerson  v.  Hogg,  2  Blatchf.  1  ;  and 
affirmance,  6  JJoto.  437  ;  Winans  v.  Schenectady  &  Troy  R.  R.  Co., 
2  Blatchf.  279,  298. 

164.  Referring  to  Application,  (Stc 

The  original  application  for  letters-patont  (with  its  accompany- 
ing drawings  and  nio(kl),  tiled  by  an  inventor,  should  possess  great 
weight  in  showing  what  his  invention  really  was,  especially  where 
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it  remains  unchanged  for  a  considerable  period,  and  is  afterward 
amended  so  as  to  have  a  broader  scope.  But  amendments  embrac- 
ing any  material  variation  from  the  original  application  cannot  be 
sustained  on  the  original  application,  and  should  not  be  allowed  ; 
if  they  were,  great  injustice  might  be  done  to  others  who  may  have 
invented  or  used  the  same  things  in  the  meantime.  Railway  Co.  v. 
Sayles,  97  IT,  S.  554. 

Neither  the  correspondence  between  the  commissioner  of  patents 
and  the  applicant  nor  the  proceedings  in  the  patent-office,  pending 
an  application,  are  admissible  as  evidence  to  enlarge,  diminish,  or 
vary  the  language  of  the  claim  of  a  patent.  Goodyear  Dental 
Vulcanite  Co.  v.  Gardiner,  3  Cliff.  408  ;  5  JPat.  Off.  Gaz.  686  ;  4 
Msh.  Pat.  Cits.  224. 

In  an  action  for  infringement  of  a  patent,  lettei-s  of  the  plaintiff 
to  the  patent-office,  containing  his  application  for  a  patent,  and  in- 
closing a  specification  substantially  agreeing  with  his  patent  after- 
ward issued,  and  asserting  his  claim  as  inventor  to  the  invention 
described,  are  properly  admissible  in  evidence  to  show  the  existence 
of  such  facts.  Pettibone  t*.  Derringer,  4  Wash.  215.  Ambiguity 
in  a  patent  and  specification  may  be  explained  by  the  affidavit 
annexed  to  the  specification.     Id, 

In  interpreting  the  language  of  a  patent,  in  order  to  know  what 
i^onstruction  the  patentee  himself  placed  upon  it,  recourse  may  be 
had  to  the  files  of  the  application,  to  ascertain  wbat  changes  were 
made  in  the  original  specification  and  claims,  and  the  significance  of 
those  changes  as  revealed  by  the  history  of  the  case.  Trader  v. 
MeKsmore,  7  Fat.  Off\  Gaz.  385  ;  1  Bann.  <&  A.  Pat.  Cos.  639. 

If  the  field  of  invention  be  bounded  by  prior  patents,  though 
referring  to  the  objects  of  the  patent  in  issue  only  by  general  terms 
known  in  the  art  to  which  they  belong,  to  include  tiiem,  the  des- 
cription of  what  the  inventor  undertook  to  cover  must  be  construed 
in  the  liglit  of  tlieir  existence.  Parsons  v.  Colgate,  15  Fed.  MepW^ 
600  ;  24  Pat.  Off.  Gaz.  203. 


165.  Consulting  Experts  on  Questions  of  Construction. 

The  opinion  of  experts  cannot  be  received  as  to  the  construction 
of  a  patent.  Experts  may  be  examined  as  to  the  meaning  of  terms 
of  art,  on  the  principle  of  cinque  in  sua  arte  credenduTii  *  but  not 

to  the  construction  of  written  instruments.     Corning  v.  Burden, 
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15  How.  262,  2iO  ;  Winans  w.  New  York  &  Erie  R  R.  Co,^  21  How, 
88,  100. 

The  establisliod  practice  of  taking  testimony  of  experts  on  the 
diversity  of  tlie  inventions  embraced  in  two  different  patents, 
instead  of  nM|iiiriiig  courts  to  compare  the  npecitications  and  givi 
the  jury  inslructions  on  the  queHtion  as  one  of  law,  does  not  trench 
upon  the  doclriiur  thai  the  construction  of  written  instruments  is 
the  province  of  the  court  alone  :  for  it  is  not  the  construclion  of 
the  instrument,  but  tho  character  of  the  thing  invented,  wiiich  is 
sought  in  questions  of  identity  and  diversity  of  inventions.  Biscliot! 
V.  Wethered,  9  WalL  812.  ^ 

Whether  a  patent  is  void  for  uncertainty  or  ambiguity  in  the 
description,  is  a  matter  of  fact  to  be  decided  upon  the  evidence  of 
experts.  Washburn  v.  Gould,  3  Story^  122,  138  ;  7  X.  RepW^  276; 
1   WesU  X.  J,  465 

Two  different  translations  of  a  phrase  in  a  French  patent  for  a 
firearm,  equivalent  to"  breech-loading,"  were  urg«'d  upon  the  court, 
supported  by  testimony  of  experts.  The  court  adopted  that  which 
was  more  literal,  which  better  accorded  with  the  other  parts  of  the 
instrument  not  involved  in  doubt,  and  was  germane  to  the  inven- 
tion and  more  in  harmony  with  the  other  language  of  the  patent. 
White  V.  Allen,  2  Cliff,   224  ;  2  Flah,  Vat,  Cos,  44U. 

The  mere  opinion  of  an  expert,  that  two  pieces  of  machinery 
constructed  to  produce  the  same  results  and  working  out  those 
results  by  means  so  nearly  identical  as  to  create  a  strong  presump- 
tion of  a  common  origin,  are  essentially  different  in  mechanical 
structure  and  mode  of  operation,  when  he  does  not  point  out  the 
particular  differences  or  concidences  between  the  two,  is  not  enough 
to  determine  the  right  to  a  preliminary  injunction.  United  State»< 
Annunciator,  &c.  Manuf.  Co.  v,  Sanderson,  3  Bkttchf,  184. 


166.  Application  of  Rules  of  Construction  in  peculiar 

cases. 

Patent  granted  to  Goodwin,  in  1876,  for  improvements  in  h:n- 
vesters,  was  construed,  as  to  its  claim  of  a  pivotal  rock-shaft,  and 
Iield  to  be  restricted  to  the  specific  device  claimed,  and  therefore  not 
infringed  by  a  different,  although  perhaps  substantially  eqnivalei.t 
device.     Goodwin  v.  Randolph,  21  J^ed.  RejfV,  675. 

Patent  granted  to  Lull  anil  Porter,  in  1854.-  for  an  improvement 
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in  shutter  hinges,  was  construed,  and  held  to  include  in  its  claim,  suh- 
stantially  two  claims  ;  one  for  such  of  the  described  mechanism  as 
is  necessary  to  secure  the  described  swinging  and  locking  of  the 
shutter,  and  the  other  for  such  of  the  described  mechanism  as  is 
iiocessary  to  secure  the  result  deKcribed  as  to  strain  on  the  spindle. 
The  former  claim  was  held  infringed  by  a  device  which  was  a^  mere 
formal  variation  therefrom,  having  the  same  mode  of  operation. 
Lull  V,  Clark,  21  Blatchf,  95. 

Patent  granted  to  Adams,  in  1869,  for  an  improvement  in  the 
electro-deposition  of  nickel,  was  construed,  with  regard  to  the  valid- 
ity and  extent  of  its^claims,  and  Jield  infringed  by  the  use  of  a  solu 
tion  which,  though  not  the  same  as  that  described  by  Adams,  accom- 
plished the  same  results  by  the  same  electro-chemical  mode  of  opera- 
tion, by  the  same  process,  with  the  absence  of  the  same  injurious 
elements.     United  Nickel  Co.  v.  Pendleton,  21  Blatchf,  226. 

A  claim  in  a  patent  for  a  combination,  the  elements  or  parts  of 
which  were  oltl,  was  construed,  in  connection  with  the  state  of  the 
art,  ai)  limited  substantially  to  the  special  character  of  parts  and 
the  particular  organization  described  ;  and  hM.^  not  infringed  by  a 
machine  differing  from  that  described  in  the  specifications  in  con- 
struction and  organization,  and  also  in  mode  of  operation  and  the 
result  produced.  Buzzell  v,  Andrews,  25  Fed.  RepWy  822  ;  34  Pat. 
Off.    Gaz.  830. 

Patent  granted  to  Clark  in  1877,  for  an  improvement  in  lubri- 
cators, construed,  and  compared  with  the  device  for  which  a  patent 
was  granted  to  Swift,  in  1884.  That  device  was  held  not  an 
infringement  of  the  patent  to  Clark  ;  the  doctrine  of  equivalents 
not  being  applicable  to  the  case,  and  the  difference  in  details  of 
construction  of  the  Swift  device,  from  the  earlier  patents,  appearing 
to  be  so  great  that  it  might  fairly  be  deemed  a  patentable  inven- 
tion.    Jenks  V.  Swift,  25  Fed,  Itep'r,  722  ;  34   Pat,  Off.   Gaz,  699. 

The  claim  of  the  original  patent  granted  to  Garner,  in  1869, 
to  a  circular-shaped  harrow  tooth  "constructed  and  used  in  the 
manner  and  for  the  purposes  herein  specified,"  construed,  with  the 
drawings  and  specifications  referred  to,  and  held  to  include  within 
its  grant  the  exclusive  right  not  only  to  harrow  teeth  made  literally 
according  to  the  drawings  and  descriptions  of  the  specifications, 
but  also  all  similar  harrow  teeth  fastened  at  one  end  to  the  bars  or 
frame  of  the  harrow,  and  curved  so  as  to  form  an  arch,  above  the 
nlane  of  the  bars  or  frame  of  the  harrow,  and  descend  between  the 
bars,  in  a  curve,  to  the  ground,  their  points  inclining  forward;  and 


INFRINGEMENT.  238 

therefore  to  cover  everythiog  embraced  in  the  seven  claims  of  the 
reissued  patent  for  the  same  invention  granted  in  1880.  Reed  v. 
Chase,  25  I'ed.  ItepW,  94  ;  33  Pat.  Off.  Gaz.  996. 

Patents  issued  to  Black,  in  1870,  and  to  Garland  in  1871,  for 
improvements  in  automatic  relief  valves,  were  construed,  with  ref- 
erence to  prior  inventions,  and  field  to  be  limited  to  the  specific 
mechanisms  described  in  the  patents,  or  their  equivalents  ;  and 
that,  so  limited,  neither  patent  was  infringed  by  mechanism  sub- 
stantially different  from  that  described  in  it.  Shaw  Relief  Co.  v. 
City  of  New  Bedford,  26  Fed.  Eep'r,  331. 

Patent  issued  to  Martin,  in  1877,  for  improvement  in  furniture 
casters,  was  construed,  with  reference  to  the  prior  state  of  the  art.  It 
was  held  to  be  limited  to  certain  details  of  construction,  and  there- 
fore was  not  infringed  in  the  particular  case.  It  appeared  that  the 
combination  patented  accomplished  no  new  result  in  mechanics, 
and  differed  from  previous  known  combinations  designed  for  the 
same  and  similar  purposes,  only  in  the  construction  of  one  or  two 
of  the  parts-,  whereby  perhaps  a  better  but  certainly  not  a  different 
kind  of  result  was  accomplished  than  had  been  before  effected. 
PboBuix  Caster  Co.  v.  Spiegel,  26  Fed.  RepW^  272. 

A  patentee  who  accepts  a  narrow  claim  can  not  be  allowed  to 
extend  it  by  construction  so  as  to  cover  devices  not  within  its  terms. 
Roemer  v.  Peddie,  27  Fed.  liepW^  702. 

167.  What  constitutes  Infringement^  generally. 

Inventions  pertaining  to  machines  may  be  divided  into  four 
classes.  1.  Where  the  invention  embraces  the  entire  machine.  2. 
Where  the  invention  embraces  one  or  more  of  the  elements  of  the 
machine,  but  not  the  entire  machine.  3.  Where  the  invention  em- 
braces both  a  new  element  and  a  combination  of  elements  previously 
known.  4.  Where  all  the  elements  are  old,  and  a  new  combination, 
producing  a  new  result,  is  made  out  of  them.  Union  Sugar  Refin- 
ery V.  Mathiessen,  3  Cli.  639  ;  2  Fish.  Pat.  Gas.  600  ;  Sanford, 
V.  Merrimac  Hat  Co.,  10  Pat.  Off.  Gaz.  466. 

A  person  is  an  infringer  of  a  patent  of  the  first  class  who, 
without  license,  makes  any  portion  of  the  machine  ;  of  the  second 
when  the  part  new  and  patented  is  made  or  used  ;  of  the  third, 
when  the  new  element  or  new  combination  is  used  ;  of  the  fourth, 
when  the  patented,  combination  is  pirated.     Union  Sugar  Refinery 
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V.  Mathiessen,  eupra.  See  Haseldean  v.  Ogden,  3  JB'ish.  Pat,  Cos. 
378. 

There  may  be  an  infringement  by  the  use  of  the  patented  article 
for  a  purpose  not  mentioned  in  the  patent  and  for  which  it  was  not 
intended.     Zinn  v.  Weiss,  7  ^^ed,  Jiep\  914. 

A  change  in  the  mode  of  a  device,  where  all  its  benefits  are 
Becared  thereby,  is  an  infringement.  Union  Paper  Bag  Co.  v.  Nix- 
on, 9  JPat.  Of.  Gaz.  691  ;  1  FUppin,  491  ;  2  Bann,  <&  A.  Pat.  Cos. 
240. 

Every  manufacture  for  sale  abroad,  followed  by  actual  sale,  of 
a  machine  on  which  an  American  patent  has  been  issued,  is  an 
infringement  of  the  American  patentee's  rights  of  ])roperty  and 
exclusive  use.  Ketch um  Harvester  Co.  v.  Jolinson  Harvester  Co., 
8  i'ed.  JRep'r,  686  ;   19  Blatchf.  867  ;   12  Rep'r,  553. 

If  a  machine  is  so  constructed  as  to  conform  to  the  description 
in  the  patent  except  as  to  one  |;articular,  but  with  the  design  that 
this  effect  shalJ  be  attained  by  the  action  or  wearing  of  the  parts 
in  use,  there  is  an  infringement.  American  Diamond  Rock  boring 
Co.  V.  Sullivan  Machine  Co.,  14  Blatchf.  119  ;  2  Bann.  cfe  A.  Pat. 
Cos.  622. 

Where  a  party  sells  an  article  to  persons  who  intend  to  use  it  in 
the  combination  claimed  in  the  patent,  and  it  is  advertised  and  sold 
for  that  very  purpose,  such  sale  is  an  infringement,  although  the 
manufacture  and  sale  would  not,  per  se,  be  an  infringement.  Bow- 
ker  V.  Dows,  15  Pat.  Of.  Gaz.  510  ;  3  Ban?i.  <k  A.  Pat.  Cas.  5\f^. 
Thus  the  making  and  sale  by  defendants  of  an  article,  which,  of 
necessity,  to  their  knowledge,  was  to  be  used  for  the  purpose  of 
infringing  the  complainant's  patent  was  held  to  render  tnoiu  liable 
as  infringers.     Travers  v.  Beyer,  26  Phd.  Bep\  450. 

It  is  not  necessary  to  constitute  an  infringement  that  a  man 
should  work  by  the  specification  contained  in  the  patent.  He  might 
not  even  know  that  there  was  such  a  patent,  and  still  infringe  it. 
Matthews  v.  Skates,  I  Ptsh.  Pat,  Ca^.  602  ;  Parker  v.  Haworth,  14 
McLeaUy  370. 

Infringement  of  a  patent  can  occur  only  by  actually  making, 
using  or  selling  the  patented  device.  Advertising  it  for  sale, 
though  not  of  itself  a  violation  of  an  injunction  restraining  sales, 
is  yet  strong  evidence  of  an  intent  to  violate  ;  but  to  warrant  con- 
victing a  defendant  of  selling  in  contempt  of  court,  a  clour"  case 
must  be  made  out.     Allis  v.  Stowell,  19  Pat.  Off,  Gaz,  "I'll, 

A  machine  is  not  infringed  if  tlie  same  result  is  produced  b} 
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the  diefendant  by  instrumentalities  other  than  those  which  were 
claimed  in  the  patent.  Toohey  v.  Harding,  I  jFed.  Ilep'*r,  174  ;  4 
HugheSy  253  ;  6  Bann,  <fc  A,  Put,  Cas.  195  ;  Dittmar  v.  Rix,  1 
IWl.  Rep\y  342  ;  IV  Pat,  Off,  Gaz,  073  ;  5  Bann,  &  A,  Pat.  Cas, 
240  ;  Hall  v.  Stem,  16  Fed,  EepW,  463  ;  25  Pat,  Off,  Gaz.  20b  ; 
Rich  V.  Lippincott,  2  Pittsb,  38. 

Use  of  old  devices  is  not  an  infringement,  although  they  are 
equivalents  for  those  in  the  patent.  Dennis  v.  Cross,  6  Fish.  Pat. 
Cas.  138  ;  3  Biss.  389. 

The  fact  that  the  infringement  is  not  perfect  because  the  ma- 
chine is  imperfect  does  not  exonerate  defendant ;  it  is  Btill  an 
infringement.  Union  Paper  Box  Co.  v.  Binney,  5  Fish.  Pat.  Cas, 
106. 

If  changes  of  form  or  arrangement  introduce  a  new  principle, 
power,  or  mode  of  operation  producing  a  new  kind  of  result,  the 
patent  is  not  infringed.     Many  v.  Sizer,  1  Fish,  Pat.  Cas.  17. 

Dividing  an  invention  and  making  two  operations  where  only 
one  is  necessary  is  an  infringement.  Baldwin  v.  Bernard,  5  Fish, 
Pat,  Cas.  75  ;  9  Blatchf.  509  n.;  2  Pat.  Off.  Gaz.  320. 

Where  a  plaintiff  claims  several  distinct  and  independent 
improvements  in  the  same  machine,  and  procures  a  patent  for  them 
ill  the  aggregate,  he  is  entitled  to  recover  against  any  person  who 
Bhall  use  any  one  of  the  improvements  so  patented,  notwithstanding 
there  has  been  no  violation  of  the  other  improvements.  Moody  v. 
Fiske,  2  Mas.  112. 

A  party  may  sue  for  an  infringement  of  any  one  of  the  separate 
and  distinct  inventions  that  may  be  covered  by  his  patent.  Mc- 
Comb  v.  Ernest,  1   V/oods^  195. 

If  a  patent  is  for  two  distinct  machines  conducing  to  a  common 
end,  to  use  either  one  is  an  infringement.  Wyeth  v.  Stone,  1  Story^ 
273  ;  4  L,  Rep*ry  54  ;  Emerson  v,  Hogg,  2  Blatchf,  1  ;  and  see 
affirmance,  6  How,  437,  485. 

It  is  no  infringement  of  a  patent  embracing  an  old  invention,  to 
imitate  the  old  part,  so  long  as  there  is  no  interference  with  the 
new.     Simon  v.  Neumann,  20  Fed.  7?<?/?V,  196. 

Where  the  machine  described  and  claimed  in  complainant's 
patent,  and  respondents'  machines,  each  contained  four  elements 
operating  together  to  produce  the  same  result,  silthough  formal 
differences  existed  between  certain  of  the  elements  of  the  two,  yet, 
the  same  not  being  substantially  different  in  object  or  operation,  it 
was  held  that  the  respondents'  machine  was  an  infringement  of 
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corapIainant^B  patent.     Storrs  v.  Howe,  4  Cliffy.  388  ;  10  PcU,    Off, 
Gaz.  421  ;  2  Bann.  &  A.  Pat.  Ca%.  420. 

Where  a  portion  of  the  stractare  was  useless  ;  was  not  sold  to 
be  Qsedy  and  was  not  used  in  any  infringing  stractare,  the  patent  is 
not  infringed  in.  making  and  selling  it;  an  article  is  not  an  infringe- 
ment, unless  it  is  to  be  used  in  the  manner  pointed  out  in  the  patent. 
Campbell  v.  Kavanaugh,  11  Fed,  Rep\  83  ;  20  Blatchf,  2bQ. 

Where  a  patentee  claims  three  distinct  improvements  in  the 
same  patent,  he  must  show  himself  entitled  to  each,  to  sustain  an 
action  for  an  infringement.      Heinrich  v,  Luther,  6  McLean^  345. 

If  a  machine  in  its  mechanical  operation  and  effect  is  the  same 
as  the  patentee's,  a  difference  in  cost,  adjustability  or  other  peculiar- 
ity in  construction,  will  not  prevent  its  being  an  infringement. 
Foss  V,  Hubert,  2  Fish.  Pat.  Gas,  31  ;  1  Bis8.  21. 

If  the  result  is  the  same  in  kind  it  is  not  necessary,  that  it  be 
the  same  in  degree.  Whipple  v.  Middlesex  Co.,  4  Fish.  Pat, 
Cas.  41. 

A  substitute  for  the  original  invention,  or  an  old  instrument 
used  to  accomplish  a  new  result,  is  no  infringement,  unless  the 
defendant  uses  substantially  the  same  instrument  in  substantially 
the  same  manner  as  that  set  forth  in  the  patent.  Johnson  v.  Root, 
1  Fish.  Pat.  Cas.  351. 

A  patent  depending  on  a  novel  use  of  water  is  infringed  by  a 
similar  use  of  water  in  less  quantity.  Roberts  v,  Roter,  5  Fish. 
Pat.  Cas.  529. 

Two  patents  may  both  be  valid  where  the  second  is  an  improve- 
ment on  the  first  ;  and,  if  the  second  includes  the  first,  neither  of 
the  two  owners  can  lawfully  use  the  invention  of  the  other  .without 
such  other's  consent.  Star  Salt  Castor  Co.  v.  Crossman,  4  Cliff. 
568  ;  3  Bann.  <fc  A.  Pat.  Cas.  281. 

The  use  of  all  the  elements  of  a  patented  improvement,  with  an 
addition  which  does  not  take  the  place  of  the  device  patented,  is  as 
much  an  infringement  as  the  use  without  such  addition.  Roemer 
V.  Simon,  28  Pat.  Off.  Gaz.  194.  And  see  Williams  v.  B.  So  O.  R. 
R.  Co.,  16  Pat.  Off.  Gaz.  906  ;  17  Blatchf.  21  ;  4  Bann.  cfc  A.  Pat. 
Cas.  441. 

Embodying  a  patentee's  invention  in  defendant's  machinery, 
however  it  may  be  combined  with  other  machinery,  is  an  appropria- 
tion, the  same  as  if  it  were  used  alone  and  separate  from  those  con- 
nections. Sickels  V.  Borden,  3  Blatchf.  535  ;  Pitts  v.  Wemple,  6 
McLean^  658  ;  Foster  v.  Moore,  1  Curt.  279  ;  Johnson  v.  Root,  1 
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lish.  Fat.  Cos.  351  ;  Mallory  v.  White,  4  Msh.  628  ;  8  Blatchf. 
652;  Hoffheins  v.  Brandt,  3  Fi%K  Pat.  Gas.  218;  Waterbury 
Brass  Co.  v.  N.  Y.  Brass  Co.,  3  Fish.  Fat.  Gas.  43  ;  Flint  v. 
Roberts,  4  Bann.  &  A.  Fat.  Gas.  165. 

The  general  principle  is  that,  where  the  claim  of  a  patent  is 
limited  to  a  particular  product  when  produced  in  a  particular  way, 
there  is  no  infringement  unless  the  article  described  is  produced, 
by  employment  of  substantially  the  same  means  to  accomplish  the 
result.  This  principle  was  applied,  in  a  case  of  a  new  article  of 
manufacture  in  the  form  of  a  cast  copper  tube  or  cylinder  free 
from  blow-holes  and  other  similar  defects.  Adams  v.  Bridge  water 
Iron  Co.,  26  Fed.  Rep'r,  324  ;  34  Fat,  Off.  Gaz.  1045. 

Where  a  modification  displaces  and  supersedes  the  patented 
invention  it  is  not  an  infringement.  Whipple  v.  Middlesex  Co., 
4  Fish.  Fat.  Gas.  41. 

Unless  the  same  result  is  produced  by  the  same  means,  there  is 
no  infringement  of  the  invention  ;  hence  in  an  action  for  infringe- 
ment on  letters  patent  for  a  lock,  where  the  defendant  does  not  use 
the  same  combination,  and  employs  no  device  as  an  equivalent  and 
substitute  for  the  omitted  element,  he  will  not  be  liable  as  an  in- 
fringer.    Yale  Lock  Manuf.  Co.  v.  Sargent,  117  V.  S.  373. 

An  improvement  on  a  patent  may  infringe  the  original  patent. 
Tate  V.  Thomas,  27  Fed.  Rep\  306. 

Where  a  patentable  improvement  on  a  device  contains  all  the 
essentials  of  the  original  patent,  it  infringes.  Hoff  v.  Iron-Clad 
Manuf.  Co.,  27  Fed.  Rep%  307. 

Results  the  same  in  kind,  though  not  the  same  in  degree,  con- 
stitute an  infringement.  May  v.  County  of  Fond  du  Lac,  27  Fed. 
BepW,  691. 

Embodiments  of  the  new  idea  and  similarity  of  mechanical  con- 
struction are  what  constitutes  infringement.  May  v.  County  of 
Fond  du  Lac,  27  Fed.  R€p\  691. 

Where  a  party  avails  himself  of  the  invention  of  another  with- 
out such  variation  as  constitutes  a  discovery,  there  is  an  infringe- 
ment.   Mav  v.  County  of  Fond  du  Lao,  27  Md.  BepWy  691. 


168.  Motive. 

To  constitute  an  infringement  for  which  an  action  will  lie,  the 
making  of  a  machine  must  be  with  intent  to  infringe  the  patent 
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right,  and  deprive  the  owner  of  the  lawful  rewards  of  his  discovery. 
Sawin  v.  Guild,  1  Gall.  485. 

The  question  of  infringement  is  one  irrespective  of  motive.  I'he 
defendant  may  have  infringed  without  intending,  or  even  knowing 
it ;  but  he  is  no  less  the  infringer.  Parker  v.  Hulme,  1  JFish,  Pat, 
Ca^.  44;  1  West.  Z.  J.  417. 

The  making  of  a  patented  machine,  fit  for  use,  and  with  a  design 
to  use  it  for  profit,  in  violation  of  the  patent  riglit,  is  an  infringe- 
ment. Whitteraore  v.  Cutter,  1  Gall.  429 ;  1  JRobb,  28  ;  Bloomer 
V,  Gilpin,  4  Fish.  Pat.  Cas.  50. 

The  making  of  a  patented  machine  merely  for  philosophic  ex- 
periments, or  for  the  purpose  of  ascertaining  the  sufficiency  of  the 
machine  to  produce  its  described  effects,  is  not  an  infringement 
of  the  right.  Whittemore  v.  Cutter,  1  Gall.  429  ;  Poppenhusen  v. 
Falke,  2  Fish.  Pat.   Cas.  181  ;  5  Blatchf.   493. 

Whoever  erects  or  uses  a  patented  machine  does  it  at  his  peril. 
He  takes  upon  himself  all  the  chances  of  the  patent  being  originally 
valid  ;  or  being  afterward  made  so  by  a  surrender  and  the  grant 
of  a  new  one,  which  may  cure  all  defects.  Ames  v.  Howard,  1 
Sunvi.  482.  And  see  Evans  v.  Weiss,  2  Wash.  342  ;  3  Am.  L.  J. 
180  ;  McClurg  y.  Kingsland,  1  Hoio.  202  ;  17  Pet.  228  ;  Stimpscn 
'G.  Westchester  R.  R.  Co.,  4  IIoxo.  380  ;  Simpson  v.  Mad  River 
R.  R.  Co.,  6  McLean^  603. 

The  keeper  of  a  hotel  who  uses  a  patented  hotel  register  Vv'ith- 
out  right,  is  liable  as  an  infringer,  and  not  the  less  so  because  he 
did  not  intend  to  violate  the  rights  of  the  patentee,  and  desisted 
when  notified.     Hawes  v.  Washburne,  5  Pat.  Off.    Gaz.  491. 

One  selling  a  machine  to  be  used  for  the  purpo»e  of  infringing 
a  patented  combination  is  liable  as  an  infringer  himself.  Holly  v. 
Vergennes  Machine  Co.,  4  Fed.  RepW,  74  ;  18  Blatchf.  327  ;  18 
Pat.  Off.  Gaz.  1177. 


169.  Identity  of  Devices. 

To  constitute  identity  of  invention,  and  therefore  infringement, 
not  only  must  the  result  obtained  be  the  same,  but  in  case  of  a  com- 
bination of  known  elements,  the  elements  combined  must  be  the 
same,  and  combined  in  the  same  way,  so  that  each  element  shall 
perform  the  same  function  ;  provided,  however,  that  the  differencoF 
alleged  are  not  merely  colorabl'%  according  to  the  rule  forbidding 
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the  use  of  known  equivalents.     Electric  R.  Signal  Co.  v.  Hall  li 
Signal  Co.,  114  ^   *S.  87. 

If  two  machines,  having  tlie  same  mode  of  operation,  do  the 
same  work  in  substantially  the  same  way  and  accomplish  substan- 
lially  the  same  result,  they  are  the  same,  though  differing  in  form, 
sli.ipe,  or  name.  Union  Sugar  Refinery  v,  Mathiesen,  3  Cliff'\  639; 
2  Fiah.  Feet,  Cas,  600.  S.  P.,  Alden  v.  Dewey,  I  Story,  336  ;  3  Z. 
llcpW,  383  ;  Dixon  v.  Moyer,  4  Wash,  68  ;  Rich  v.  Lippincott,  1 
J^iUsh.  81  ;  2  Fish,  Pat,  Cas,  I  ;  Springs.  Domestic  Sewing  Ma- 
chine Co.,  9  Fed.  Eejj'r,  505  ;  21  Pat,  Off.  Gaz,  033. 

Where  the  end  to  be  accomplished  by  two  devices  is  the  same, 
and  the  substantial  means  to  accomplish  the  end  are  the  same,  the 
t*.vo  devices  are  identical,  though  one  may  accomplish  the  end 
more  effectually  than  the  other.  Imlay  v,  Norwich  &  Worcester 
K.  R.  Co.,  4  Blatchf.  227  ;  1  Fish.  Pat.  Cas,  340. 

If  there  is  infringement,  a  person  of  competent  skill  will  be  able 
to  make  a  machine  like  defendants  from  the  description  given  in 
l>l:iintiff's  patent.  Schneider  v.  Lovell,  22  Pat.  Off.  6ra2.  499  ;  10 
Fed.  /iV^?V,  666  ;  Many  v.  Sizer,  1  Fish,  Pat.  Cas.  17. 

If  mechanical  differences  exist,  but  the  two  products  and  the 
general  mode  of  construction  are  the  same,  as  would  appear  by  a 
comparison  of  the  two  manufactures,  the  court  will  hold  that 
infringement's  proved.  This  doctrine  apj>lied  in  a  suit  for  infringe- 
ment of  patent  for  improvement  in  billiard  tables.  Collender  v. 
Came,  4  Cliff.  393  ;  10  Pat.  Off\  Gaz.  467  ;  2  Barm,  it  A.  Pat. 
Cas.  412.  .  ' 

Where,  in  mechanics,  one  device  does  a  particular  thing,  or 
accom|)lislie8  a  particular  result,  every  other  known  device  which 
skilled  worknien  know  will  do  the  same  thing  or  produce  the  same 
result  is  a  known  mechanical  substitute  (Carter t>.  Baker,  I  Sawyer, 
512  ;  4  Fish.  Pat.  Cas.  404);  e.g.,  a  handle  used  in  place  of  a  lever 
to  produce  the  same  result.  Brown  v.  Guild,  23  Wall.  181.  See 
also  Caiioon  v.  Ring,  I  Fish.  Pat.  Cas.  397  ;  1  CUff\  592  ;  Smith 
V.  Downing,  1  Fish.  Pat.  Cas.  64  ;  Johnson  v.  Root,  1  Fish,  Pat. 
Cas,  351  ;  Burden  v.  Corning,  2  Fish.  Pat.  Cas.  477.  Mechanical 
etpiivalents  are  not  those  merely  which  produce  the  same  result. 
Smith  V,  Marshall,  10  Pat.  Off.  Gaz,  375  ;  2  Bann.  <fc  Ard.  371. 

A  person,  to  invoke  the  doctrine  of  equivalents,  must  be  the  first 
inventor  of  the  ]»rinciple  and  not  only  of  the  machine  which  carries 
it  out.  Singnr  v.  Walmslc^y,  1  Fish.  Pat.  Cas.  558.  As  to  the  term 
equivalents  in  chemicals,  see  Tyler  y.  Boston,  7  Wall.  32V.    Known 
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equivalents  to  ingredients  in  a  composition  are  covered  by  a  patent 

for  such  composition.     Matthews  v.  Skates,  1  Fish.  Pat.  Cas.  602; 

Woodward  v,  Morrison,  5  I^lsh,  Fat,  Caa.  857  ;  1  Holmes^  124  ;  2 

Fat.  Off.  Gaz,  120. 

It  is  an  infringement  of  a  patented  machine  to  make  and  use  a 

machine  wliich  operates,  or  may  operate  if  the  owner  is  disposed  to 

use  it  BO,  in  the  manner  pointed  out  by  the  patent.     Holbrook  v. 

Small,  10  Fat.  Off\  Gaz.  508. 

Where  a  device  effects  the  same  results  in  substantially  the  same 

way,  it  is  an  infringement  on  plaintiff's  patent,  although  it  presents 

great  simplicity  and  cheapness  as  compared  to  complainant's  patei.t. 

Evory  v.  Burt,  16  Fed.  Rep'r,  112  ;  23  Fat.  Off.  Gaz.  312.     That 

it  was  not  known  at  the  date  of  plaintiff's   invention,  is  immaterial. 

Potter  V.  Stewart,  18  Blatchf.  561  ;  19  Fat.  Off.  Gaz.  997  ;  7  Fed. 

Fep'r,  215. 

Where  a  greater  Tiumber  of  persons  have  to  be  employed  in  the 

operation  of  a  machine  formerly  in  use  than  in  a  patented  machine, 
this  tends  to  prove  that  the  machines  are  not  alike.  Coupe  v. 
Weatherhead,  16  Fed.  Rep'r,  673  ;  28  Fat.  Off.  Gaz.  1927. 

It  is  not  necessary,  to  continue  an  infringement,  that  the  whole 
invention  be  taken.  Fetter  v.  Newhall,  17  Fed.  Rep\  841  ;  26 
Fat.  Off.  Gaz.  502  ;   16  Rep\  300  ;  21  Blatchf.  445. 

Where  a  patented  machine  is  capable  of  performing  several 
functions,  as  Blanchard's  machine  for  turning  irregular  forms,  and 
a  person  constructs  a  machine  to  perform  but  one  of  such  functions, 
as  the  turning  of  wagon  spokes,  it  is  an  infringement.  Blanchard 
V,  Beers,  2  Blatchf.  411. 

In  order  to  constitute  an  infringement,  it  is  not  necessary  that 
the  arrangement  and  combination  of  the  party  charged  with  tbo 
infringement  should  be  the  same  to  the  eye  as  the  patented  inven- 
tion. If  they  embody  the  ideas  of  the  patentee,  and  the  machinery 
of  the  defendant  operates  by  such  adoption  and  appropriation,  then, 
though  the  arrangement  may  be  apparently  different,  in  reality  and 
in  judgment  of  law  an  infringement  exists.  Smith  v.  Higgins,  1 
Fish.  Fat.  Cas.  637. 

Where  the  defendant  in  an  action  for  infringement  uses  sub- 
stantially the  same  devices  as  plaintiff,  and  produces  the  same 
result  and  certain  other  results  differing  from  those  produced  by 
plaintiff,  it  will  still  be  considered  that  the  patent  of  plaintiff  has 
been  infringed  and  that  defendant  appropriates  the  invention  of 
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complainant.    New  York  Rubber  Co.  t;.  Chaskel,  0  Pat,  Off,  €ha. 
023. 

The  true  test  of  identity  between  two  designs  is  their  samenesv 
of  effect  upon  the  eye  of  an  ordinary  observer,  bringing  to  the  ex- 
amination of  the  designs  that  degree  of  observation  which  men  of 
ordinary  intelligence  give.  In  what  cases  the  court  may  make  the 
comparison.  Jennings  v.  Kibbe,- 10  Fed,  RepW,  669  ;  20  BlcUchf,. 
363  ;  22  Pat.  Off,  Gaz.  331. 

To  constitute  an  infringement  there  must  be  similarity  of  design, 
and  substantial  identity  of  purpose  and  result.  Where  similarity 
of  design  exists  and  a  similar  result  is  attained,  in  substantially  the 
same  way,  by  the  use  of  a  device  which,  although  intended  to 
operate  in  a  different  way,  did  not  so  operate,  such  use  will  never- 
theless be  an  infringement.  Henderson  v.  Co-operative  Stove  Co., 
2  Bann,  <t  A,  Pat,  Cas,  604. 

It  must  always  be  very  much  a  matter  of  judgment  to  the  eye, 
in  the  examination  of  two  machines,  and  in  observing  their  modo 
of  operation,  whether  the  one,  in  the  whole,  or  in  any  of  its  parts, 
is  a  mere  colorable  or  formal  alteration  of  the  other.  If  a  patentee 
has  invented  a  combination  of  two  or  more  old  things,  so  as  to 
produce  a  new  and  useful  result,  he  has  a  right  to  treat  as  infring- 
ers all  who  have  used  his  invention,  in  order  to  accomplish  some- 
thing more  or  better,  when,  without  the  aid  of  such  invention,  it 
could  not  be  effected.  Sayles  u.  Chicago  &  North-western  R.  R^ 
Co.,  4  Fish.  Pat.  Cas.  5Si;  but  see  reversal,  97  U,  S.  664. 

A  patent  cannot  be  defeated  by  dividing  a  patented  device  into 
two  pjiris,  which,  when  combined,  produce  the  same  result  in  sub- 
stantially the  same  way.  JStrobridge  v.  Lindsay,  6  Fed,  Pep\  610  ; 
19  Pat.   Off.   Gaz.  1285  ;  11  Pep'r,  734. 

A  patent  for  the  application  of  heat  to  a  particular  purpose  is 
infringed  by  the  use  of  the  same  process  for  the  same  purpose,  and 
wilh  the  same  result,  although  a  higher  degree  of  heat  is  used. 
Gary  v.  Wolff,  24  Fed.  llepW,  139  ;  32  Pat.  Off.  Gaz.  2o7  ;  Cary 
y.  Lovell  Manuf.  Co.,  24  Fed.  Eep'r,  141  ;  32  Pat.  Off,  Gaz,  1009  ; 
Uary  v.  Domestic  Spring  Bed  Co.,  34  Pat.  Off.  Gaz.  1158. 

A  patent  for  a  fabric  is  infringed  by  the  use,  without  license,  of 
ihe  fabric,  although  less  is  used  than  the  patentee  uses  in  the  man- 
ufacture of  similar  articles.  Celluloid  Manuf.  Co.  v.  Chrolithion 
Collar,  Ac.  Co.,  23  Fed.  Rep\  397  ;  31  Pat.  Off.  Gaz.  619. 
Adhered  to  on  rehearing,  26  Id.  482. 

Where  contrivances  or  devices  are  substantially  identical,  there 
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is  an  infringemert     Yale  Lock  Manaf.  Co.  v.  Sargent,  117  Z7I  & 
636. 

170.  Identity  in  Principle^  sufficient. 

^    A  difference  in  mechanism,  such  that  the  same  result  is  pro- 
duced in  a  different  way,  is  a  difference  in  principle.     Silsby  r 
Foote,  14  Ubto.  218  ;  1  Blatchf,  445. 

To  constitute  an  infringement,  the  thing  used  by  the  defetidant 
must  be  such  as  substantially  to  embody  the  patentee's  mode  of 
operation,  and  thereby  attain  the  same  kind  of  result  as  was 
reached  by  his  invention.  It  is  not  necessary  that  the  defendant 
should  employ  the  plaintiff's  invention  to  as  good  advantage  as  Iiq 
employed  it,  or  that  the  result  should  be  precisely  the  same  in 
degree  ;  but  it  must  be  the  same  in  kind.  But,  generally,  where  a 
patentee  describes  a  machine,  and  then  claims  it  as  described,  to 
copy  the  principle,  or  mode  of  operation  described,  is  an  infringe- 
ment,  however  unlike  the  original  the  copy  may  be.  Winans  v. 
Denmead,  15  How.  330. 

That  is  a  substantial  identity  which  comprehends  the  applica- 
tion of  the  principle  of  the  invention.  If  a  defendant's* device 
merely  adopts  a  different  mode  of  carrying  the  same  principle  into 
effect,  and  the  principle  admits  a  variety  of  forms,  there  is  an 
identity  of  principle,  although  not  an  identity  of  mode.  Page  v. 
Ferry,  1  Fish,  Fat.  Ca^,  298. 

An  improvement  in  the  principle  of  a  machine  is  no  invasion  of 
the  rights  of  the  inventor  and  patentee  of  such  machine.  The  rule 
is  otherwise  when  it  is  only  an  improvement  in  the  form.  Reutgen 
V.  Kanowrs,  1  Wash.  168  ;  Park  v.  Little,  3  Wash.  196  ;  Smith  v. 
Pearce,  2  McLean^  176. 

It  is  generally  true  that  when  a  patentee  describes  a  machine, 
^nd  then  claims  it  as  described,  he  covers  not  only  the  precise  forms 
he  has  described,  but  all  other  forms  which  embody  his  invention  ; 
and  to  copy  a  principle  or  mode  of  operation  described,  is  an  in- 
fringement, although  such  copy  is  totally  unlike  the  original  inform 
or  proportions.  Grier  v.  Castle,  17  Fei}.  Fep%  623  ;  24  Fat.  Off. 
Gaz.  1176. 

It  is  no  defense  to  an  infringement  that  the  machine  or  product 
is  not  as  good  as  the  patentee's,  if  it  operates  or  is  produced  in  sub- 
stantially the  same  way  (Roberts  v.  Harnden,  2  Cliff.  500);  not 
<that  defendant's  machine  is  superior  to  the  patentee's,  unless  it  is 
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«hown  that  there  is  a  substantial  difference.     Alden  v.  Dewey,  1 
Stori/y  336  ;  3  Z.  Rep\  383. 

If  the  principle  on  which  the  machinery  works  is  the  same,  and 
the  effect  is  similar  in  both,  the  machines  are  identical  in  law. 
Brooks  V.  Bicknell,  3  McLean,  *250  ;  1  West.  L.  J.  160. 

To  establish  an  infringement,  it  is  not  necessary  that  the  struc- 
ture or  machine  used  by  the  defendant  should  be  the  same  in 
Appearance,  form  or  proportions,  as  that  invented  and  patented  by 
the  plaintiff.  If  the  operative  principles  of  the  two  machines  be 
the  same,  the  substantial  identity  contemplated  by  the  patent  law 
is  established.  Parker  v.  Stiles,  5  McLean,  44  ;  7  West,  L.  J, 
168. 

A  well  known  principle  or  truth  of  natural  science,  as  well  as  a 
newly  discovered  one,  is  patentable  to  the  first  applicant  of  it  in  the 
useful  arts  ;  but  having  once  been  made  known  and  applied,  any 
subsequent  application  must,  to  insure  a  patent,  rest  upon  new 
machinery  or  combination  of  machinery,  and  not  upon  the  principle 
the  novelty  of  which  has  been  exhausted.  Even  though  the  appli- 
cation of  the  principle,  in  prior  patents,  was  not  so  perfectly  made 
its  it  might  have  been  or  as  it  would  be  made  by  using  the  forms 
of  machinery  suggested  in  the  specifications  of  an  applicant  for  a 
new  patent,  this  does  not  entitle  the  latter  to  a  patent  for  the  prin- 
ciple.    Me  Henry,  1  MacArthur  Pat.  Cos,  467. 

Patent  issued  to  Nobel,  in  1865,  relating  to  use  of  nitro-glycerine 
as  a  substitute  for  gunpowder,  was  held  pot  to  cover  the  use  of  a 
•capsule  or  percussion  cap,  operating  by  its  detonation,  as  a  means 
of  exploding  nitro-glycerine ;  the  principle  of  the  patent  being 
explosion  effected  by  heat  and  pressure.  Atlantic  Giant  Powder 
Co.  t?.  Hulings,  21  Fed.  Rep^r,  619. 

Two  devices  or  inventions  infringe  if  they  are  substantially 
alike.  In  determining  the  question  of  infringement,  the  court  or 
jury  are  not  to  judge  about  similarities  or  differences  by  the  names 
of  things,  but  are  to  look  at  the  machines  or  their  several  devices 
or  elements  in  the  light  of  what  they  do  or  what  office  or  function 
they  perform,  and  to  find  that  one  thing  is  substantially  the  same 
as  the  other,  if  it  performs  substantially  the  same  function  in  sub* 
stantially  the  same  way,  to  obtain  the  same  result ;  and  should 
always  bear  in  mind  that  devices  in  a  patented  machine  are  ''  differ- 
ent^ in  the  sense  of  the  patent  law  when  they  perform  different 
functions,  or  in  a  different  way,  or  produce  a  substantially  dif- 
«rent  result.    Cantrell  v.  Walliok,  117  U.  S.  689. 
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171.  What  is  the  "  Prindple"  of  a  Mou^ine. 

In  an  action  for  an  infringement,  tbe  first  question  for  consid* 
eration  is  whether  the  machine  used  by  the  defendant  is  substan- 
tially,  in  its  principles  and  mode  of  operation,  like  the  plain tifiPs* 
If  so,  it  is  an  infringement  to  use  it.  Odiome  v.  Winkley,  2  Oallm 
51  ;  Howe  t;.  Abbott,  2  Stoiy,  190  ;  Grant  v.  Mason,  1  L.  Int.  S 
Hev,  22  ;  Parker  v.  Haworth,  4  McLean^  370. 

What  constitutes  form,  and  what  principle,  is  often  a  nice  ques* 
tion  to  decide.  The  safest  guide  to  accuracy  in  making  the  dis- 
tinction is  to  ascertam  what  is  the  result  to  be  obtained  by  the  dis* 
covery  ;  and  whatever  is  essential  to  that  object,  independent  of 
the  mere  form  and  proportions  of  the  thing  used  for  the  purpose, 
may  generally,  if  not  universally,  be  considered  as  the  principle  of 
the  invention.  Tread  well  v,  Bladen,  4  Wash,  703,  700  ;  Gray  v, 
James,  Pet,  C,  Ct,  894  ;  Olcott  v.  Hawkins,  2  Am,  L.  J.  N,  8. 
319  ;  Imlay  v.  Railroad  Co.,  1  Fish.  Fat.  Cos.  840  ;  4  Blatchf. 
227. 

Principle,  in  machines,  is  not  a  new  mechanical  power — ^none 
such  have  been  discovered  for  centuries.  That  is  a  principle  which 
applies,  modifies  or  combines  mechanical  powers  to  produce  a  cer- 
tain result.     Smith  v,  Pearce,  2  JHcLean,  176. 

Where  two  machines  or  things  are  made  to  operate  substantially 
in  the  same  way,  so  as  to  produce  the  same  result,  they  are  con- 
sidered the  same  in  principle.  Thus,  where  any  of  tbe  mechanical 
powers,  the  lever,  screw,  wheel,  &c.,  are  used  to  accomplish  certain 
purposes,  the  same  powers  being  used,  the  fact  that  they  are  used 
ill  a  somewhat  different  form,  to  do  the  same  thing,  will  not  con- 
stitute a  difference  in  principle.  Whether  the  mechanical  instru- 
ments be  larger  or  smaller,  whether  their  action  be  horizontal  or 
vertical,  the  principle  is  the  same.  Roberts  v.  Ward,  4  McLean^ 
665. 

The  principle  of  a  machine  is  the  particular  means  of  producing 
s  given  result  by  a  mechanical  contrivance  (Parker  v.  Stiles,  5 
McJOean,  44,  63  ;  7  West,  L,  J,  168  ;  Brooks  v.  Jenkins,  3  McLean^ 
4a2;  2  West,  L,  J,  11),  independent  of  mere  form.  Olcott  «. 
Hawkins,  2  Am,  L.  J,  N'.  tS,  317.  And  see  Le  Roy  v.  Tatham,  22 
How.  132  ;  Tatham  v.  LeRoy,  2  Blatchf.  474  ;  7  West,  L.  J.  431. 

The  machinery  or  apparatus  by  which  a  principle  is  applied  to 
practical  uses  is  not  of  the  essence  of  the  invention,  when  a  patent 
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ia  sought  for  the  process  ;  and  lack  of  novelty  or  utility  in  the  mere 
arrangement  of  machinery  described  in  the  specification  is  noobjeo 
tion  to  such  an  application.      Me  Henry,  1   Mac  Arthur  Pat,   Caa 
467. 

172.  Formal  Changes. 

A  change  in  or  variation  from  the  plaintiff's  machine,  iiv'hich 
affects  merely  its  form  or  proportions,  &c.,  or  involves  merely  the 
substitution  of  one  mechanical  equivalent  for  another,  does  not  con* 
fltitute  Huch  a  change  as  will  relieve  the  defendant  from  the  charge 
of  infringement.  Winans  t?.  Denmead,  \b  How,  330,  342;  Wyeth 
V,  Stone,  1  Stort/y  273  ;  4  X.  Itep*r^  54  ;  Gorham  v,  Mixter,  1 
Am,  L,  J,  N,  S.  543;  19  Hunt  Mer.  Mag.  296  ;  5  West.  L.  J. 
^25  ;  Sargent  v,  Larned,  2  Curt,  340  ;  Mi llei-^s  Falls  Co.  v.  Backus, 
17  Pat.  Off,  Gaz.  H52  ;  5  Ba7m,  <fc  A.  Pat.  Caa.  53  ;  MoWil- 
Jiams  Manuf.  Co.  v.  Blundell,  11  Fed.  Rep'r,  419  ;  22  Pat.  Off. 
Gaz,  177  ;  Blauchard  v.  Beers,  2  Blatchf.  411  ;  American  Pin  Co. 
V.  Oakville  Co.,  3  Blatchf,  190  ;  3  Am,  L,  Reg.  136;  Sickels  v. 
Borden,  3  Blatchf,  535  ;  Poppenhusen  v,  Falke,  5  Wash,  46  ;  Dixon 
V.  Moyer,  4  Wash.  68. 

Where  one  particular  geometrical  form  alone  is  capable  of  em- 
bodying the  invention,  that  form  must  be  used,  to  amount  to  an 
infringement.  Otherwise,  where  that  form  is  the  best,  but  other 
forms  may  and  do  embody  the  invention.  Winans  v.  Denmead,  16 
How.  330. 

Form,  when  of  the  essence  of  an  invention,  is  necessarily  ma- 
terial ;  and,  if  it  be  inseparable  from  the  successful  operation  of 
the  machine,  the  attainment  of  the  same  object  by  a  machine  differ- 
ent in  form  is  not  an  infringement.  Werner  v.  King,  96  V.  S. 
219. 

Patent  issued  to  Tate,  in  1871,  for  an  improvement  in  quilting 
machines,  was  held  to  be  infringed  by  a  machine  involving  a  change 
by  which  no  new  result  was  obtained,  although  an  aggregation  of 
results  was  accomplished.  Tate  v.  Thomas,  22  Fed.  Iiep*r,  660  ; 
30  Pat.  Off,  Gaz.  845. 

Except  where  form  is  of  the  essence  of  the  invention,  it  has 
but  little  weight  in  the  decision  of  an  issue  whether  two  patents 
have  been  issued  for  the  same  invention.  The  correct  rule  is,  that 
in  determining  the  question  of  infringement,  the  court  or  jury,  as 
the  casp  may  be,  are  not  to  judge  about  similarities  or  differences 
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by  the  name  of  things^  bnt  are  to  look  at  the  machines  or  their 
several  devices  or  elements  in  the  light  of  what  they  do,  or  what 
office  or  function  they  perform,  and  how  they  perform  it«  and  to- 
find  that  one  thing  is  substantially  the  same  as  another,  if  it  per- 
forms substantially  the  same  function  in  substantially  the  same 
way,  to  obtain  the  same  result  ;  always  bearing  in  mind  that  devices 
in  a  patented  machine  are  *'  different  "  in  the  sense  of  the  patent 
law  when  they  perform  different  functions,  or  in  a  different  way, 
or  produce  a  eubstantially  different  result.  Machine  Co.  v.  Mur- 
phy, 97  IT.  S.  120. 

A  formal  change  in  an  important  part  of  a  machine,  requiring 
a  modification  of  other  parts  to  meet  the  change,  is  an  infringement. 
Union  P.  B.  M.  Co.  v.  P.  &  U.  Co.,  15  Fat.  Of.  Gaz.  423  ;  1& 
Blatchf.  160  ;  3  Bann.  db  A.  Pat.  Cas,  403. 

Where  a  patent  extends  only  to  the  form  or  parts  of  the  ma- 
chine as  set  out,  and  made  of  any  kind  of  materials,  or  saying  noth- 
ing as  to  materials,  the  right  would  be  violated  by  a  machine  of 
like  form,  as  the  form  would  be  the  only  matter  patented.  But  if 
the  patentee  chooses  to  go  further,  and  cover  the  material  of  which 
a  part  of  his  machine  is  made,  he  entirely  endangers  his  right  U> 
prosecute  when  a  different  and  inferior  material  is  employed,  and 
especially  one  rejected  by  himself.  Aiken  v.  Bemis,  3  Woodb.  <k 
M.  348. 

Though,  as  a  general  rule,  a  patent  only  covers  the  improvement 
precisely  described,  and  is  not  violated  unless  the  defendant  make 
use  of  the  precise  thing  described  in  the  patent,  yet  if  the  imitation 
be  so  nearly  exact  as  to  satisfy  the  jury  that  the  imitator  attempted 
to  copy  the  model,  and  to  make  some  almost  imperceptible  varia- 
tion for  the  purpose  of  evading  the  right  of  the  patentee,  this  will 
be  considered  a  fraud  upon  the  law,  and  such  slight  variation  will- 
be  disregarded.     Davis  v.  Palmer,  2  Brock.  Manh.  298. 

Where  the  differences  are  merely  in  the  form  and  not  in  the 
substance,  and  defendant's  machine  really  shows  the  various  parts^ 
described  in  the  complainant*s  patent ;  or  where  the  various  parts 
of  defendant's  machine  exhibit  mechanical  parts  equivalent  to  those 
in  complainant's  machine,  and  producing  the  same  result,  aa 
infringement  is  established.  Graham  v.  Geneva  Lake  Crawford 
Manuf.  Co.,  11  F&d.  Refr,  138  ;  21  Fat.  Off.  Oaz.  1636. 

The  use  of  a  patented  device,  with  all  its  beneficial  results,  isai^ 
infringement  of  the  patent,  notwithstanding  a  mechanical  change 
in  the  form  and  arrangement  of  the  parts,  by  which  an  effect  addi- 
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tioDal  to  the  one  previously  produced  is  obtained.  H&rtford  Wo- 
Ten  Wire-Mattress  Co.  v.  Peerless  Wire-Mattress  Co.,  23  JFbd. 
Bep^T,  587. 

A  patent  for  a  machine  is  infringed  by  another  machine  which 
does  the  same  work,  in  the  same  manner,  and  by  the  same  means, 
although  there  are  structural  differences  in  parts  of  the  infringing 
machine,  and  the  manner  of  using  it  is  different.  Sewing  Machine 
Co.  V.  Frame,  24  Fed.  Rep^^  696 ;  28  Pat.  Off.  Gaz.  96. 

A  patent  for  a  new  manufacture  was  hdd  to  be  infringed  by 
manufacturing  a  similar  article  with  a  change  in  the  method  em- 
ployed, which,  while  it  might  be  an  improvement  upon  the  patent 
or  upon  the  specific  arrangements  therein  detailed,  was  merely  a 
change  in  construction.     Reed  v.  Street,  34  Pat.  Off.  Gaz.  339. 

A  patent  for  an  improvement  in  apple-paring  machines  consisted 
in  so  attaching  the  knife-block  to  the  rod  which  moved  it  as  to 
allow  the  knife-block  to  rotate  round  the  rod  at  right  angles,  to 
accommodate  itself  to  any  irregularities  in  the  surface  of  the  fruit. 
The  defendants,  instead  of  making  the  knife  movable  in  the  rod, 
made  the  rod  movable  in  its  socket,  but  the  knife-block  had  the 
same  motion.  This  was  field  only  a  change  of  form,  and  therefore 
an  infringement.     Sargent  y.  Larned,  2  Curt.  340. 

A  change  in  the  size  of  a  machine,  making  it  larger  or  smaller, 
while  its  mode  of  operation  is  not  improved  or  affected,  is  not  a 
patentable  change  ;  and  when  there  is  nothing  in  the  patent  as  to 
the  size  of  the  machines  to  be  made  under  it,  the  patentee  has  a 
right  to  make  a  machine  just  as  large  or  just  as  small  as  he  chooses 
under  the  specification  of  his  patent.  Montross  v.  Bullard,  27 
Fed.  Rep\  G4. 

Simple  difference  in  size,  form  and  degree  does  not  escape  the 
charge  of  infringement.     Armus  v.  Alden,  27  Fed.   Jiep^r^  684. 

Where  two  devices  are  essentially  similar  in  construction  of  a 
particular  element  thereof,  with  a  slight  and  immaterial  variation 
in  the  method  of  attachment,  but  perform  the  same  functions  in 
each,  there  is  an  infringement.  Thayer  w.  Spaulding,  27  Fed. 
RepWy  66. 

173.   Nature  and  Measure  of  the  Protection  accorded  to 

patented  Process  or  Product, 

A  person  who,  after  a  patent  issued  for  a  process,  discovers  a 
new  mode  of  carrying  out  the  process,  and  obtains  letters  patent 
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therefor,  is  not  entitled  to  use  the  process  without  the  consent  of 
the  pr;ior  patentee.    Tilghman  v.  Proctor,  102  V,  3,  707. 

Unauthorized  making  an  article  according  to  a  patented  process, 
or  selling  it,  is  an  infringement.  Bridgeport  Wood  Finishing  Co. 
V.  Hooper,  6  Ikd.  Bep'r,  63  ;  18  BkUchf.  459  ;  20  Pat.  Qff.  Gaz. 
166. 

A  patent  for  a  new  manufactare  is  infringed  by  the  manufac*- 
ture  of  the  new  product  by  any  process  whatever.  Badiscbe  Ani- 
lin,  &c.  Fabrik  t?.  Hamilton  Manuf.  Co.,  18  Pat.  Off.  Oaz.  273  ; 
5  Bann.  A  A.  Pat.  Caa.  236. 

A  patent  for  '*  ornamenting  bracelets  and  other  articles  of  jew- 
elry "  was  held  to  be  infringed  by  using  the  process  on  buttons. 
Royce  v.  Fifield,  18  Fed.  Rep\  262. 

A  patent  containing  two  claims, — one  for  a  certain  process  set 
forth  and  the  other  for  the  compound  made  by  the  process, — is  not 
infringed  by  the  manufacture  of  a  similar  compound  not  made  by 
the  patented  process.  Dittmar  «.  Rix,  I  Fed.  Rep^r^  342  ;  17  PaJt. 
Off.  Gaz.  973  ;  5  Bann.  <b  A.  Pat.  Cos.  240. 

In  a  patent  for  a  process,  every  successive  step  enumerated  in 
the  claim  must  be  regarded  as  an  essential  part,  and  must  be  em- 
ployed by  defendants  in  order  to  render  them  liable  to  the  charge 
of  infringement.  Hammerschlag  v.  Garrett,  10  Fed  Bep*r,  479  ; 
28  Int.  Rev.  Reo.  40. 

Where  a  patent  process  consists  of  a  number  of  steps,  all  well 
known  except  the  first  and  last,  the  use  of  all  except  the  first  and 
last  steps  will  not  infringe  the  patent.  Heller  v.  Bauer,  19  Fed, 
Rep'r,  96. 

To  constitute  an  infringement  of  a  patented  process,  the  process 
must  be  substantially  followed.  Royer  v.  Chicago  Manuf.  Co.,  20 
Fed.  Rep'Ty  863. 

If  the  patent  does  not  fully  describe  everything  essential  to  the 
making  of  the  thing  patented,  there  will  be  no  infringement  by  the 
invention  of  processes  which  the  patentee  has  withheld  from  the 
public.  An  infringement  will  not  take  place  unless  the  invention 
can  be  practiced  completely  by  following  the  specifications.  Page 
V.  Ferry,  1  Fish.  Pat.  Caa.  298. 

Difference  in  degree  of  the  process  by  which  an  end  or  result  is 
attained  is  not  a  new  or  different  process.  Commercial  Manuf. 
Co.  V.  Fairbank  Canning  Co.,  27  Fed.  Rep\  7fiL 

It  being  known  to  an  art  that  a  certain  process  will  accomplish 
a  certain  result,  the  diHcovcrv  tiiat  a  liettor  result  may  be  obtained 
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l>y  parsuing  the  process  farther  is  not  a  patentable  disoovery. 
Smith  V.  Murray,  27  Md.  Iiep\  69. 

A  process  the  exact  equivalent  of  an  earlier  patented  process  is 
an  infringement.     Hobble  v.  Smith,  27  Fed.  Hep^r,  656. 


174.  Protection  accorded  to  an  Improvement  of  a  Device 

already  patented. 

If  improvements  be  made  upon  an  invention  which  has  been 
patented,  by  any  person  other  than  the  inventor  or  patentee,  the 
inventor  of  the  original  thing  and  those  claiming  under  him  have 
no  right  to  use  the  improvements  without  a  license  from  the  inven- 
tor thereof  ;  nor  can  the  inventor  of  such  improvements  or  any  other 
person  lawfully  use  the  principal  machine  without  the  license  of 
the  inventor  thereof.  Gray  v.  James,  Pet,  C.  Ct,  394  ;  Washburn 
V.  Gould,  3  Story^  122  ;  1  West.  L,  e/;  405  ;  7  L.  Rep'r,  276.  S.  P., 
Ooodyear  v.  Railroad,  2  Wall.  Jr.  356  ;  1  Fish.  Pat.  Cas.  626  ; 
Filley  v.  Littlefield,  26  Fed.  Rep'r,  282  ;  Pitts  v.  Wemple,  6 
McLean^  558 ;  Whipple  v.  Baldwin  Manuf.  Co.,  4  Fish.  Pat. 
-Gas.  29. 

The  fact  that  defendant  has  made  improvements  upon,  or  addi- 
tions to,  the  invention  patented  by  plaintiff,  gives  him  no  right  to 
use  the  plaintiff's  invention.  Alden  v.  Dewey,  1  Story,  336  ;  3  X. 
-R^V,  383  ;  Wood  worth  v.  Rogers,  3  Woodb.  AM.  135  ;  Gorham 
©.  Mixter,  1  Am.  L.  J.  N.  8.  h^%  \  19  Hiutt  Mer.  Mag.  296  ;  6 
West.  L.  J.  526  ;  Foster  v.  Moore,  1  Curt.  279  ;  Howe  v.  Morton, 
13  L.  BepW,  K  S.  70  ;  Howes  d.  Nute,  4  Cliff.  173  ;  White  v. 
Heath,  10  Fed.  liep'r,  291  ;  22  Pat.Off.  Gaz.  500  ;  Parkhurst  v. 
Kinsman,  1  Blatchf.  488  \  ^  N.  Y.  Leg.  Obs.  146  ;  Howes  «. 
McNeal,  15  Pat.  Off.  Gaz.  608;  15  Blotch/.  103  ;  3  Barm.  <b  A. 
Pat.  Cas.  376  ;  La  Baw  v.  Hawkins,  6  Pat.  Off.  Gaz.  724  ;  1 
Bann.  <b  A.  Pat.  Cas.  428;  Union  Stone  Co.  v.  Allen,  14  Fed. 
Bep^r^  353  :  Westinghouse  v.  Gardner,  &c.  Air  Brake  Co.,  9  Pat. 
Off.  Gaz.  638  ;  2  Bann.  <fc  A.  Pat.  Cas.  66  ;  Foye  v.  Nichols,  );i 
Fed.  Bep'r,  126  ;  8  Sawyer,  201  ;  22  Pat.  Off.  Gaz.  2243  ;  13  Fed. 
RepW,  125. 

Any  person  may  improve  a  patented  invention,  but  all  that  he 
•can  patent  is  his  improvement.  Colt  v.  Mass.  Arms  Co.,  1  FisK 
Pat.  Cas.  108. 

A  mere  change  of  form  in  arrangement  of  parts  does  not  enable 
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him  who  has  devised  it  to  treat  as  an  infringer  one  who  improyei^ 
the  form  or  combination.  Otherwise  when  something  elemen- 
tary  is  newly  discovered  which  fairly  constitutes  a  part  of  the 
invention.  Taylor  v.  Garretson,  5  i^A.  Pat.  Cos.  116;  9  Blatchf, 
156  ;  Merriam  v.  Van  Nest,  18  Pat.  Off.  Qaz.  697  ;  Cornell  v. 
D.  A  B.  Brewing  Co.,  11  Pat.  Off.  Qaz.  331  ;  7  Bias.  846  ;  2 
Bann,  <i  A.  Pat.  Cos.  514. 

A  patent  for  an  improvement  embraces  nothing  more  than  the 
improvement  described  and  claimed  as  new  ;  any  one  who  after- 
ward  discovers  a  method  of  accomplishing  the  same  object,  sub- 
stantially and  essentially  differing  from  the  one  described,  has  a 
right  to  use  it.     O'Reilly  v.  Morse,  15  How.  62,  119. 

If  an  invention  is  only  an  improvement  on  a  known  machine,  the 
patentee  cannot  treat  another  as  an  infringer  who  has  improved  the 
original  machine  by  using  a  different  form  or  combination  perform- 
ing the  same  functions.     McCormick  v,  Talcott,  20  Hov).  403. 

Where  a  party  having  made  application  for  a  p2»tent  for  certain- 
improvements,  afterward,  with  his  claim  still  on  file,  makes  appli- 
cation for  another  but  distinct  improvement,  but  does  not  in  such 
second  application  claim  it  as  original,  the  description  in  such  sec- 
ond application,  and  non-claim  of  it  there,  is  not  a  dedication  of  the- 
first  invention  to  the  public.  Suffolk  County  v.  Hayden,  3  Wall. 
3J5. 

When  several  patents  are  issued  for  improvements  upon  the 
same  general  structure,  each  patentee  is  liable  to  all  prior  patentees 
to  the  extent  to  which  he  adopts  their  improvements.  Warth  v. 
Browning,  17  Pat.  Off.   Gaz,  624;  5  Bann,  A  A.  Pat.  Cas.  341. 

Although  improvements  ma]|^  be  made  in  the  separate  devices 
constituting  a  combination,  which  improvements  may  be  the  proper 
subject  of  a  patent,  yet  if  the  combination  made  by  the  defendant 
embraces  and  shows  the  elements  of  the  plaintiff's  invention,  oper- 
ating substantially  in  the  same  manner  to  produce  the  same  results, 
it  must  be  treated  as  an  infringement.  Hartshorn  v.  Shorey,  9 
Pat.   Off.   Gaz.  595. 

An  improvement  in  the  construction  of  a  portion  of  a  patented 
mechanism,  by  which  it  performs  an  additional  function  to  that  in* 
tho  original  invention,  does  not  justify  the  use  of  the  original  inven- 
tion. Nor  does  the  fact  that  some  of  the  devices  of  the  combina- 
tion are  old  defeat  the  validity  of  ^he  patent.  Strobridge  v.  Lind- 
say, 2  jPfeA  Rep'r,  692  ;  18  Pat  Off,  Gaz  62  ;  Bann.  A  A.  PaL 
Cob.  411. 
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A  patent  for  a  mere  improvement  if  limited  in  its  scope  to  the 
method  of  arrangement  of  devices  described  and  claimed  in  it  as 
new,  is  not  infringed  by  the  use  of  substituted  devices,  different  in 
character  and  dissimilar  in  form,  although  they  may  perform  some 
of  the  functions  of  the  patented  devices,  or  may  effect  the  same 
general  result.  Dyert?.  National  Hod  Elevating  Co.,  24  Fed.  jRep*r, 
182. 

Letters  patent  for  an  improvement  on  a  patented  invention  can- 
not be  declared  void  because  they  include  such  patented  invention. 
And  a  party  who  is  infringing  both  the  improvement  and  the  origi- 
nal invention  cannot  set  up  the  existence  of  the  first  patent  as  an 
excuse  for  infringing  the  improvement.  Cantrell  v,  Wallick,  117 
U,  S.  689. 

A  patent  for  an  improvement  can  not  be  so  extended  as  to  in- 
clude the  older  process  of  tbe  art  of  the  process  or  science.  Globe 
Nail  Co.  V.  Superior  Nail  Co.,  27  Fed,  MepW,  460. 

Where  there  are  a  number  of  devices,  all  acting  substantially 
upon  the  same  principle,  and  a  patent  is  granted  for  a  device  which 
has,  in  addition  to  the  elements  common  to  all,  a  special  feature 
possessed  by  it  alone,  the  patent  can  be  upheld  so  as  to  protect  such 
Hpecial  feature  ;  but  it  cannot  be  so  construed  as  to  include  other 
machines  which  are  mere  adaptations  or  simplifications  of  other 
older  devices.     Montross  v,  BuUard,  27  Fed.  JRep'ry  64. 


176.  To  a  Combination. 

To  constitute  an  infringement  of  a  patent  for  a  combination  of 
•several  elements,  the  defendant  must  have  used  all  the  elements  of 
the  combination.  If  he  has  used  some  of  them  only,  omitting  one 
or  more,  without  substituting  any  equivalent  therefor,  there  is  no 
infringement.  Prouty  v.  Ruggles,  16  Pet,  336  ;  aff'g  1  Story y 
568  ;  Stimpson  v,  Baltimore  &  Susquehanna  R.  R.  Co.,  10  Ilotri, 
329;  Brooks  v,  Fiske,  15  IIoic,  210:  McCormick  v.  Talcoti,  20 
How.  402  ;  Eames  v.  Godfrey,  1  Wall.  78  ;  Barrett  v.  Hall,  1 
Mas.  447  ;  Moody  v.  Fiske,  2  Mas.  112  ;  Howet?.  Abbott,  2  Story ^ 
190  ;  Aiken  v.  Bemis,  3  Woodb.  cfc  M,  348  ;  Gorham  r.  Mixter,  1 
Am,  Z.  J.  Ni  S.  543  ;  \0  Hunt  Mer.  Mag,  296  ;  6  West.  L.  J, 
525  ;  Evans  v.  Eaton,  Pet.  C.  Ct,  322  ;  Gray  v.  James,  Id.  394  ; 
Brooks  t;.  Bicknell,  4  McLean^  70 ;  3  Went.  L.  J.  109  ;  Root  t;. 
Ball  4  McLean^  177  ;  Parker  v.  Haworth,  Id.  370  ;  McCormick 
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V.  Manny,  6  McZean,  639  ;  4  Am.  L.  Reg.  277;  Pitts" v.  Wemple, 
a  McLean,  668 ;  Fay  t>.  Allen,  24  Fed.  Rep'r,  804  ;  32  Fat.  Off. 
Oaz.  1366;  adhered  to  on  rehearing,  26  Fat.  Off.  Oaz.  201.  And 
Bee  Foster  v.  Moore,  1  Curt.  279  ;  Sands  v.  Wardell,  3  Cliff.  277  ; 
Storrs  V.  Howe,  4  Cliff.  388  ;  10  Fat.  Off.  Gaz.  421;  2  Fa?m.  <t 
A.  Fat.  Cos.  421  ;  Sanford  v.  Merriinao  Hat  Co.,  }0  Fat.  Off'.  Gaz. 
406;  Gould  V.  Spicers,  20  Fed.  Fep^r,  317;  Mattt^son  v.  Caiiio,  17 
Fed.  Itep*ry  626  ;  Huggins  v.  Hubby,  3  West.  L.  Month.  :i47; 
Howe  -0.  Neemes,  \%Fed.  Rep'r,  40  ;  Saladee  w.  H:icine  Wagon,  Ac. 
•Co.,  20  Fed.  Rep'r,  686  ;  27  Fat.  Off.  Gaz.  1 133  ;  Hovey  v.  Henry, 
3  West.  L.  J.  163  ;  Westlake  y.  Carter,  4  Fat.  Off.  Gaz.  636  ;  6 
Fish.  Fat.  Cos.  619. 

Where,  in  an  action  for  an  infringement  of  a  pat^'tit  for  an 
invention,  which,  as  claimed  in  the  patent,  consists  of  Keveral  ele- 
ments in  combination,  the  defendant  shows  that  in  his  article  one 
of  the  elements  claimed  by  the  plaintiff  is  not  used,  the  plaintiff 
will  not  be  allowed  to  avoid  that  defense  by  setting  up  that  buch 
element  is  immaterial.  Vance  v.  Campbell,  1  lilack,  427  ;  rev'g  1 
Fish.  Fat.  Cas.  483. 

Where  a  patent  is  lAade  up  of  several  constituent  steps  of 
which  the  patentee  is  not  the  inventor,  he  has  no  claim  to  the  con- 
stituents singly  ;  his  patent  only  secures  him  their  use  when 
arranged  in  the  process.     Mo  wry  v.  Whitney,  14  Wall.  620. 

If  the  subsequent  combination  is  new,  or  if  the  ingredient  substi- 
tuted for  the  one  withdrawn  is  a  newly  discovered  one,  or  even  an 
old  one  performing  some  new  function,  and  was  not  known  at  the 
date  of  the  patent  as  a  proper  substitute  for  the  ingredient  with- 
drawn, there  is  no  infringement;  for  a  new  eombinalion,  or  a  newly 
discovered  ingredient  substituted  for  the  one  omitted,  or  even  an 
old  one  performing  a  new  function  not  known  at  the  date  of  tlu* 
patent  as  a  proper  substitute  for  the  one  withdrawn,  is  not  an 
equivalent  for  the  ingredient  omittorl.  within  the  meaning  of  the 
patent  law.  Fuller  w.  Seiitzer,  94  U.  S.  !^1)9  ;  1  JUnai.  tjb  A.  Pat. 
Cas.  620  ;  Seymour  v.  Osborne,  1 1    11////.  516. 

Where  the  thing  patented  is  an  eniirtty,  consisting  of  a  separate 
device,  or  of  a  single  combination  of;  old  I'lem^'nts  incapable  of  divi- 
sion or  separate  use,  a  defense  on  the  ground  of  want  of  novelty 
cannot  be  established  by  proving  that  a  part  of  the  entire  invention 
is  found  in  one  prior  patent,  printed  publication  or  machine,  and 
another  part  in  another,  and  so  on  indefinitely,  and  from  the  whole 
'Or  any  given  number  allowing  the  court  to  determine  the  issue  of 


INFRLNTGEMENT.  258 

novelty  adversely  to  the  complainant.  Common  justice  forbids 
snoh  a  defense,  as  it  woald  work  a  virtual  repeal  of  so  much  of  the 
patent  act  as  gives  to  inventors  the  right  to  a  patent  consisting  of 
old  elements,  where  the  combination  itself  is  new  and  produces  a 
new  and  useful  result.  New  elements  in  such  a  patent  are  not 
required,  and  if  such  a  defense  were  allowed,  not  one  patent  of  the 
kind  in  a  thousand  of  modern  date  could  be  held  valid.  Nor  is  such 
a  defense  consistent  with  the  regulations  enacted  by  Congress  in 
respect  to  the  procedure  in  litigations  in  respect  to  patent  rights. 
Parks  V.  Booth,  102  Ui  S.  96;  aff'g  1  FlippiUy  281;  1  Bann.  <fc  A. 
Pat  Cos.  225. 

A  patent  for  a  combination  is  not  infringed  by  using  one  part 
of  it  combined  with  other  devices  substantially  different  from  those 
described  in  the  patent,  in  form  or  mode  of  arrangement  and  com- 
bination with  the  other  parts.  McMurray  v,  Mallory,  111  U. 
8.  07. 

A  patent  for  a  combination  is  not  infringed  by  a  use  of  one  ele- 
ment in  the  combination  unless  it  be  used  in  connection  with  me- 
chanical equivalents  known  when  the  patent  was  granted,  substi- 
tuted for  the  omitted  element.  Rowell  t;.  Lindsay,  113  W,  S.  9*1 ; 
Voss  V.  Fisher,  7<f.  213.  S.  P.,  Schillenger  v.  Cranford,  2  Cent. 
Bep\  680. 

A  subordinate  device  is  not  an  ^^  element,"  within  the  rule  which 
requires  the  use  of  all  the  elements  of  a  combination  to  constitute 
an  infringement.     Smith  «.  Fay,  6  JFYsh.  Pat,  Cas,  446. 

If  a  substance  was  not  known  as  a  substitute  for  a  certain  ele- 
ment in  a  combination,  at  the  time  of  the  invention  of  the  combina- 
tion, the  use  of  it  in  lieu  of  that  element  is  not  an  infringement. 
Colgate  V,  Law  Tel.  Co.,  5  Bann,  <&  A.  Pat,  Cos.  437. 

If  the  patentee  names  a  specific  material  for  one  element  of  his 
combination,  using  another  material  for  that  element  is  not  an 
infringement.     Harris  v.  Allen,  15  JFhd.  RepW^  106. 

The  improvement  of  one  element  of  a  combination  does  not  give 
the  right  to  use  or  appropriate  the  original  combination.  Stain- 
thorp  V,  Ilumiston,  4  Fish,  107  ;  Converses.  Cannon,  2  TFoocfo,  7; 
9  Pat.  Off.  Gaz.  105. 

If  the  defendant  has  merely  substituted  an  equivalent  for  one 
of  the  elements  of  the  patented,  combination,  he  infringes  it, 
although  his  combination  includes  other  functions  and  produces 
other  effects  not  attainable  by  the  patented  combination.  Sarven 
V.  Hall,  5  i^V^   415;  9  Blatchf.  524 ;  1  Pat.  Off.  Gaz.  437 ;  Whee* 
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ler  V.  Clipper  Co.,  6  Mah.  1 ;  10  Match/.  181 ;  2  Pai.   Off".  Gae, 
442. 

If  the  defendant  has  a  patent  for  a  combination  which  contains 
as  one  of  its  elements  the  principle  embodied  in  the  complainant's 
patent,  it  is  an  infringement.  Cleveland  v,  Towle,  3  .Fish.  Pat, 
Cos,  626. 

A  combination  is  patentable  only  when  the  several  elements  of 
which  it  is  composed  produce  by  their  joint  action  a  new  and  use- 
ful result,  or  an  old  result  in  a  cheaper  or  otherwise  more  advan- 
tageous way.  Stephenson  v.  Brooklyn  Cross-Town  Railroad  Com- 
pany, 114  U.  S,  149  ;  5  jSup.  Ct.  Bep'r,  781. 

Where  a  defendant,  in  constructing  his  machine,  omits  entirely 
one  of  the  ingredients  of  the  plaintiff's  combination,  without  sub- 
stituting another,  he  does  not  infringe  ;  nor  does  he  infringe  in 
case  he  substitutes  another  in  place  of  the  one  omitted,  which  per- 
forms a  different  function,  or  which  is  new,  or  which,  though  old, 
was  not  known,  at  the  date  of  the  plaintiff's  invention,  as  a  proper 
substitute  for  the  omitted  ingredient.  Gould  v.  Rees,  15  Wall. 
187. 

Inasmuch  as  a  combination  of  old  elements  is  only  an  improve- 
ment upon  what  was  before  known,  and  without  the  new  combina- 
tion the  whole  would  have  been  the  property  of  the  public,  when 
such  a  combination  is  patented,  it  is  infringed  by  every  subsequent 
combination  of  the  same  elements  as  those  which  compose  it ;  and 
no  subsequent  combination  is  substantially  different  from  the  pat- 
ented one,  merely  because  it  was  in  a  single  device  different  from 
one  of  its  elements,  provided  such  substituted  device  was  at  the 
date  of  the  patent  a  well-known  substitute  for  the  omitted  one. 
Sands  v.  Wardell,  3  Clif.  277. 

Where  all  the  elements  of  a  machine  are  old,  and  the  invention 
consists  solely  in  the  combination,  by  which  a  new  and  useful  result 
is  effected,  as  compared  with  the  old  machine  on  which  the  improve- 
ment is  made,  no  one  can  be  held  as  an  infringer  who  does  not  use 
all  of  the  elements  of  the  new  combination.  But  if  defendant  uses 
the  same  elements  in  substantially  the  same  way  and  so  as  to  pro* 
duce  substantially  the  same  result,  he  is  liable.  Roberts  v.  Harn- 
den,  2  Clif.  600. 

Although  one  person  has  patented  a  combination,  which,  how- 
ever, turns  out  to  be  useless,  if  another  adds  to  the  combination 
Another  element,  and  thereby  makes  the  whole  practically  useful, 
^he  person  who  adds  this  last  element  is  not  an  infringer^  but  ii 
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4}ntitled  to  use,  not  merely  his  improvement, — requiring  first  a 
license  to  use  the  former  combination, — bat  he  may  use  the  whole. 
Robertson  v.  Hill,  4  JPat.  Of.  Gaz.  132  ;  6  Msh.  Pat.  Cas.  466. 

A  patent  for  a  mere  combination  of  three  distinct  devices  is  not 
infringed  by  the  use  of  only  two  of  such  devices  without  the  other, 
if  there  is  a  substantial  difference  between  the  two  machines. 
Rich  V.  Close,  8  BUxtchf.  41  ;  4  Fish.  Fat.  Cos.  279. 

If  a  patent  is  for  a  mere  arrangement  or  combination  of  old 
devices  to  produce  a  somewhat  better  result  in  a  known  art,  the 
substitation  of  a  new  element,  not  known  at  the  date  of  the  patent^ 
may  avoid  infringement.  American  Bell  Telephone  Co.  t^.  Spen* 
-cer,  8  Fed.  RepW,  609  ;  20  PaJt.  Off.  Qaz.  299. 

The  use  of  a  worthless  patented  combination,  in  connection 
with  a  new  element  that  renders  the  whole  useful,  cannot  be  pun- 
ished as  an  infringement  of  the  patent  for  the  worthless  combina- 
tion.    Bliss  V.  Brooklyn,  0  FUK  Fat.  Cas.  289. 

Where  a  patented  invention  is  merely  a  combination  subordi- 
nate to  pre-existing  devices  and  has  been  limited  to  such  sub-com- 
bination by  the  language  of  the  claim,  the  patentee  cannot  success- 
fully insist  that  he  is  entitled  to  cover  by  such  claim  the  pre-exist- 
ing devices  ;  and  this  is  true  where  one  of  the  joint  inventors  of  the 
junior  invention  is  also  the  inventor  of  the  senior  inventions.  The 
Hopkins,  &c.  Manuf.  ^o.  v.  Corbin,  14  Blotch/.  390. 

A  patent  for  a  combination  of  new  elements  with  old  may  secure 
the  new  elements  by  themselves  as  well  as  the  combination.  Ameri- 
can Diamond  Rock  Boring  Co.  v.  Sutherland  Falls  Marble  Co.,  2 
M(l  Bep'Ty  353  ;  18  Blatchf.  148 ;  10  Bep'r,  9  ;  6  Bann.  <t  A.  Fat. 
€a3,  347. 

Where  a  patent  for  a  combination  of  known  parts  is  not  in- 
fringed by  the  use  of  any  number  of  the  parts  less  than  the  whole, 
yet  if  some  of  the  parts  are  new,  the  like  use  of  such  parts,  though 
with  different  devices  from  the  rest  of  the  combination,  is  an  in- 
fringement to  that  extent.  Sharp  v.  Tifft,  2  Fed.  Bep\  697  ;  18 
Blatchf.  132 ;  17  Fat.  Off.  Gaz.  1282  ;  6  Bann.  &  A.  Fat.  Cas. 
;J99. 

Complainant  filed  a  bill  for  infringement  of  a  patent  for  a  com- 
bination against  one  who  had  erected  a  machine  containing  all  the 
parts  of  the  patented  combination  but  one.  After  the  filing  of  the 
bill  this  latter  part  was  added.  It  was  held  that  the  bill  must  be 
dismissed,  as  there  was  proof  that  this  part  was  not  a  necessary 
incident  to  the  machine,  and  that  its  use  was  not  contemplated  at 
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the  time  of  the  oonstruotiou  of  the  machine.     Maynard  v.  Pawling,. 

3  Md.  Bq>\  Yll ;  18  Pat.   Off.  Oaz.  244;  6  Bann.  <b  A.  Pat. 
Ca8.  561. 

If  a  patented  combination  of  numeroas  parts  includes  in  it  other 
new  and  useful  combinations  of  less  of  the  parts,  the  patentee  is 
entitled  to  the  exclusive  use  of  the  lesser  combinations  as  well  as 
the  exclusive  use  of  the  whole.     Holly  v.  Vergennes  Machine  Co., 

4  Fed,  EepW,  74  ;  18  Blatchf.  327  ;  18  Pa^.  Off.  Gaz.  1177. 

Using  a  part  of  a  patented  combination  is  an  infringement,  if 
that  part  is  separable  and  was  new  and  patentable  to  the  inventor. 
Adair  v,  Thayer,  4  Fed.  BepW^  441  ;  17  Blatckf.  468  ;  9  B^'r^ 
401  ;  4  Bann.  <b  A,  Fat.  Gas.  118. 

A  combination  for  a  fruit-preserving  jar,  all  the  elements  of 
which,  except  a  device  to  secure  more  effectual  sealing  are  old,  is  a 
new  and  original  invention.  If  all  the  essential  elements  of  the 
combination  have  not  been  before  embodied  and  employed  together^ 
it  is  to  be  taken  as  original.  McCulley  v.  Cunningham,  3  Pittsb. 
366. 

The  elements  of  a  combination  being  old  per  se,  the  essence  of 
the  invention  consists  in  the  novelty  of  their  combination  and  its 
adaptation  to  the  use  for  which  it  is  intended  ;  and  its  infringe- 
ment will  consist  in  the  use  of  a  machine  substantially  embodying 
the  combination  in  its  entirety  for  the  san\^  purpose.  Smith  v. 
Marshall,  10  Pat.  Off.  Gaz.  375  ;  2  Bann.  <fc  A.  Pat.  Gas.  371. 

A  distinct  claim  for  each  of  the  constituents  of  a  combination 
of  old  elements  will  not  protect  such  combination  where  there  has 
been  no  specific  claim  for  the  same.  Delaware  Coal,  <fcc.  Co.  v. 
Packer,  1  Fed.  Refr,  851  ;  24  Pat.  Off.  Gaz.  1273  ;  6  Bann,  tt  A. 
Pat.  Gas.  296. 

Any  new  combination  of  old  ingredients  is  patentable  whun  any 
new,  useful  results  follow  ;  but  the  mere  exercise  of  judgment  or  . 
mechanical  skill  in  selecting  a  few  ingredients  from  a  larger  num- 
ber already  known  and  specified  in  prior  patents  is  not  an  invention. 
Welling  V.  Crane,  14  Fed.  Bep\  571  ;  23  Pat.  Off.  Gaz.  189. 

It  is  not  essential  to  a  patentable  combination  that  the  several 
devices  or  elements  should  co-act  upon  each  other,  provided  all  co«  ' 
operate.     Stutz  v.  Armstrong,  20  Fed.  Bep\  843  ;  28  Pat.  Off. 
Gaz.  367. 

The  manufacture  and  sale  by  a  defendant  of  stove-pipes,  elbowS| 
valves  and  the  like  apparatus,  such  as  are  used  and  which  are  in- 
tended to  be  used  in  a  patented  combination  of  such  articles  with 
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<ythers  not  manufactured  and  sold  by  the  defendant,  but  which  may 
be  and  are  need  in  other  combinations,  do  not  necessarily  infringe- 
the  patent  for  the  particular  combination.  Millner  v.  Schofield,  4- 
HugheSy  258. 

A  patent  claiming  combinations  separate  in  their  nature  but 
capable,  if  desired,  of  separate  use,  was  held  not  to  be  a  unit,  and 
use  of  ail  the  parts  was  adjudged  not  necessary  to  constitute  an 
infringement.     Densmore  v.  Schofield,  4  Fish,  Pat,  Cos,  148. 

No  one  infringes  a  patent  for  a  combination  who  does  not  em- 
ploy all  the  ingredients  of  the  combination  ;  but  if  he  employs  all 
the  ingredients,  or  adopts  mere  formal  alterations,  or  substitutes 
for  one  ingredient  another  which  was  well  known  at  the  date  of 
the  patent  as  a  proper  substitute  for  the  one  withdrawn,  and  which 
performs  substantially  the  same  function  as  the  one  withdrawn,  he 
does  infringe.  King  v,  Louisville  Cement  Co.,  4  Pat,  Off,  Oaz 
181;  6  Msh,  Pat.  Cos,  386. 

If  the  patent  is  for  a  combination,  and  on  that  a  recovery  in 
sought,  the  complainant  may  recover  for  the  element  that  he  has 
added.  Ingels  v.  Mast,  1  Flipping  424 ;  2  Bann,  cfc  A,  Pat, 
Cas.  24. 

Where  the  invention  consists  not  only  in  the  combination,  but 
in  the  improvement  of  several  of  the  parts  of  the  combination,  the 
violation  of  one  of  them  is  an  infringement  for  which  an  action  will 
lie.     Parker  v.  Ha  worth,  4  McLean^  370. 

If  the  whole  of  the  combination  be  taken,  though  something  be 
added,  still  it  is  an  infringement.  Pitts  v.  Wemple,  6  McLeaHy 
558. 

A  patent  for  a  combination  of  known  parts  is  not  infringed  by 
the  use  of  any  number  of  the  parts  less  than  the  whole  ;  or  by  the 
substitution  of  a  new  element,  or  of  one  that  performs  a  substan- 
tially different  function  ;  or  by  the  substitution  of  an  old  element 
not  known  at  the  date  of  the  patent  as  a  proper  substitute  for  the 
omitted  ingredient ;  or  by  a  new  combination  of  the  existing  ele- 
ments of  the  patented  combination.  A- combination  must  be  main- 
tained as  an  entirety,  and  no  one  separate  element  can  be  regarded 
as  the  distmctive  and  essential  feature  of  the  invention.  Rowell 
V,  Lindsay,  6  Fed,  Bep%  290  ;  10  Bisa,  217  ;  17  Pat,  Off,  Gaz., 
1565. 

A  patent  for  the  combination  of  old  parts  is  not  infringed  by  k 
different  combination  of  the  same  parts  to   produce   the   result* 
Pattee  v.  Moline  Plow  Co.,    9  Fed.  Rq)\  821  ;  10  Bias,  377  ;  22, 
XL— 17 
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JPae,  Off,    Gaz,  173  ;  Washburn,  Ac.  Manaf.  Co.  w.  Griesohe,  1$ 
Md.  RepWy  669  ;  6  McCrary,  246. 

A  patent  for  a  combination  of  mechanical  devices  is  not 
infringed  by  the  use  of  a  mere  element  of  the  combination  pre- 
viously well  known.     Underwood  v.  Warren,  24  l^d,  Itep'r,  182. 

Using  one  of  the  important  parts  of  a  combination  may  be  an 
infringement  of  a  patent  for  the  combination.     Matthews  v.  Spat, 
genberg,  15  Rep^r^  2(31. 

Where  old  devices  are  brought  together  to  co  operate  in  produc- 
ing a  result  which  has  not  been  produced  before  by  tlie  sauie  ele- 
ments, the  invention  is  patentable  although  the  same  result  may 
have  been  produced  before  by  some  of  the  elements  of  the  combin- 
ation ucting  with  others,  but  in  a  substantially  different  way. 
Hot-  V.  Knap,  27  Fed.  Bep\  204. 

lit  patents  for  combinations  of  mechanisms,  limitations  and  pro- 
visos imposed  upon  the  inventor  are  to  be  strictly  construed.  The 
production  of  an  old  result  by  a  more  effective  combination  of  old 
elements,  by  one  patentee,  will  not  prevent  another  patentee  from 
making  new  combinations  of  such  elements  to  produce  the  same 
result,  if  the  latter  does  not  use  the  combination  of  parts  claimed 
in  the  first  patent.  Otis  Bros.  Manuf.  Co.  v.  Crane  Bros.  Manuf. 
Co.,  27  Fed.  Befr,  650. 

A  device  is  patentable  although  the  elements  are  old,  if  the  com- 
bination is  new,  and  produces  a  new  and  useful  result,  and  if  to 
produce  it  required  more  than  mere  mechanical  skill.  May  v. 
C  >unty  of  Fond  du  Lac,  27  Fed,  Eep'r,  691. 

A  combination  of  old  elements  for  a  new  purpose  is  patentable. 
Donoughe  v.  Hubbard,  27  Fed.RepW^  742. 

A  patent  for  an  improved  baggage-check  holder,  claimmg  only 
a  combination  which  included  flanges  bent  over  for  holding  the 
check  securely,  was  held  not  infringed  by  a  device  for  the  same 
purpose  having  such  flanges  but  no  other  element  of  the  combina- 
tion.    Abbott  V.  Hoole  Manuf.,  &c.  Co.,  31  Pat.  Off,  Qaz.  156. 

The  claim  of  a  specific  device  or  combination  in  a  patent,  and 
the  omission  to  claim  other  devices  or  combinations  apparent  on 
its  face,  are  in  law  a  dedication  to  the  public  of  that  which  is  not 
claimed.     Hill  v.  Comrs.  of  Patents,  1  Cent,  RepWy  91, 

In  a  patent  for  a  new  and  useful  improvement  in  the  mode  of 
forming  rails  for  railroad  carriages,  for  use  in  cities,  &c.,  "  where 
it  is  desirable  that  the  wheels  of  ordinary  carriages  should  not  be 
subjected  to  injury  or  obstruction,"  the  patentee  claimed  the  em- 
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ployment  of  plates  or  rails  having  narrow  grooves  on  each  side  of 
the  track  for  the  flanges  of  the  car  wheels  to  run  in,  hy  which  they 
were  adapted  to  the  unobstructed  passing  over  them  of  the  various 
kinds  of  common  carriages,  such  rails  being  also  sunk  to  a  level 
with  the  surface  of  the  street.  It  was  /leld  that  such  pateut  con- 
sisted of  the  combination  of  such  grooves  with  the  rail,  on  both 
sides  of  a  railroad  track,  such  combination  being  depressed  to  a 
plane  corresponding  with  the  street ;  and  that  the  use  by  the 
defendant  of  a  double  iron  rail,  with  a  groovy  or  interval  between 
large  enough  for  the  flange  of  the  wheel,  placed  on  the  inner  side 
of  a  curve,  the  ordinary  flat  iron  rail  being  used  on  the  exterior 
line  of  the  same  curve,  and  the  whole  constructed  on  the  same 
plane  with  the  general  track  of  the  road,  without  regard  to  the  con- 
venience of  carriages  to  pass  over  it,  was  not  an  infringement  of 
such  combination,  it  having  used  but  one  element  of  the  pl'iintijff's 
combination.  Stimpson  v.  Baltimore  &  Susquehanna  R.  R.  Co.,  10 
Bow.  329,  346. 

In  a  patent  for  a  combination,  with  other  elements,  of  heating 
pipes  described  in  the  specification  as  constructed  with  flexible 
tubes,  gum  tubing  or  suitable  rock-joints,  so  as  to  permit  the  eleva- 
tion and  lowering  of  the  pipes  without  interfering  with  the  circu- 
lation of  steam  through  them,  the  flexible  joints  are  distinguishing 
and  essential  features  of  the  construction  of  the  pipes  ;  and  a 
machine  without  hinge  joints  is  not  an  infringement  of  the  com- 
bination.    Sheeder  v.  Shannon,  25  Md.  JRcp\  824. 

176.  To  a  Composition  of  Matter. 

In  a  patent  for  an  improvement  in  making  friction  matches,  the 
invention  was  not  a  compound  of  new  ingredients,  but  was  simj)ly 
a  new  combination  of  materials  before  in  use  for  that  purpose,  con- 
sisting of  a  composition  formed  of  phosphorus  with  the  earthy 
material  and  glutinous  substance  only,  without  chlorate  of  potash  or 
other  like  objectionable  ingredients.  It  was  held  that  any  person 
might  use  any  one  or  all  the  materials  forming  the  composition, 
provided  he  did  not  use  them  in  the  combination  patented,  or  that 
any  one  might  use  them  in  combination  with  chlorate  of  potash,  as 
they  were  formerly  used.  But  a  mere  colorable  difference  or  slight 
variation  of  such  a  combination  will  not  exempt  a  person  from  the 
charge  of  infringement.  Byam  t;.  Eddy,  2  Blatchf,  521  ;  23  VU 
.666. 
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In  an  action  for  an  infringement  of  a  patent  for  a  compound,  if 
the  defendants  do  not  use  the  entire  combination,  bat  ase  another 
ingredient  producing  another  result,  they  do  not  infringe.  Smith 
V.  Murray,  27  J^ed.  Eep'r^  60. 


177.     The  Doctrine  of  Equivalents^  in  General. 

In  the  administration  of  the  patent  law  the  substantial  equiva- 
lent of  a  thing  is  deemed  the  same  as  the  thing  itself.  Two  devices 
which  perform  the  same  function  in  substantially  the  same  way,  and 
accomplish  substantially  the  same  result,  are  treated  as  the  same, 
though  they  may  differ  in  name  or  form.  Machine  Co.  v.  Murphy, 
97  U.  S.  120. 

Where  all  the  elements  of  a  machine  are  old,  the  patentee  can- 
not invoke  the  doctrine  of  equivalents  to  suppress  all  other  improve- 
ments on  the  old  machine.  But  he  is  an  infringer  who  makes  or 
vends  the  patented  improvement  with  no  other  change  than  the 
employment,  as  a  substitute  for  one  of  its  elements,  of  a  device  well 
known  in  the  state  of  the  art  to  be  such  at  the  date  of  the  inven- 
tion, and  which  any  constructor  acquainted  with  the  art  would  then 
know  how  to  employ.  Such  substitution  of  one  well-known  ele- 
ment for  another  is  a  mere  colorable  evasion  of  the  patent.  Union 
Sugar  Refinery  v,  Mathiessen,  3  Cliff.  639 ;  2  Msh.  Pat,  Cas. 
600. 

The  term  "  equivalent "  has  two  meanings;  the  one  relates  to  the 
results  that  are  produced,  and  the  other  to  the  mechanism  by 
which  those  results  are  produced.  Two  things  may  be  equiva- 
lent, that  is,  the  one  equivalent  to  the  other  as  producing  the  same 
result  when  they  are  not  the  same  mechanical  means.  In  other 
words  there  may  be  equivalents  in  the  sense  of  producing  the 
same  result,  each  of  which  is  an  independent  matter  of  invention. 
Johnson  w.  Root,  1  Fish,  Fat,  Cas.  351;  Burden  v.  Corning,  TcZ.  477. 

The  action  of  the  commissioner  of  patents,  in  requiring  a  dis- 
claimer of  so  much  of  the  reissued  patent  as  claimed  in  specific 
terms  the  use  of  a  specified  equivalent,  is  not  conclusive  upon  com- 
plainants. The  patentee,  without  describing  equivalents,  is  entitled 
to  use  equivalents  and  to  treat  the  use  of  equivalents  by  others  as 
an  infringement.  Union  Metallic  Cartridge  Co.  v.  United  States 
Cartridge  Co.,  11  Pat.  Off.  Qaz,  1113. 

One  substance  does  not  constitute  the  equivalent  of  the  other 


k 


INFRINGEMENT.  261 

when  each  produces  a  different  product  under  the  same  conditions. 
Clarke  v,  Johnson,  4  Md.  Hep'ry  437  ;  18  Blatchf.  450  ;  18  PaU 
Off.  Gaz.  1276. 

The  defendant  employed  the  plaintiffs'  patented  process  of 
treating  tohacco,  with  the  exception  that  he  made  use  of  an 
equivalent  for  the  gum  arahic  used  by  the  plaintiffs  to  produce  the 
same  effect  as  tliat  rendered  by  the  plaintiffs'  process.  This  was 
held  an  infringement.  Kimball  v.  Hess,  15  Fed,  Hep'r,  393  ;  15 
Bep'r,  583;  26  Pat.  Off.  Gaz.  107. 

Mechanical  equivalents  are  not  those  merely  which  produce  the 
same  result ;  a  mechanical  equivalent,  as  generally  understood,  is 
where  one  device  may  be  adopted  instead  of  another  to  perform 
the  known  function  of  the  latter,  by  a  person  skilled  in  the  art, 
from  his  knowledge  of  the  art.  Smith  v.  Marshall,  10  PcU.  Off. 
Gaz.  375  ;  2  Bann.  <b  A.  Pat.  Cas.  371  ;  Johnson  t?.  Root,  1  Msh. 
Pat.  Cas.  351;  Burden  v.  Corning,  2  Id.  477. 

Though  the  defendant's  machine  may  be  simpler,  cheaper,  and 
possibly  better  than  the  complainant's  patented  machine,  yet  if  its 
chief  efficiency  arises  from  the  use  of  equivalents  to  the  complain- 
ant's patent,  it  is  infringement.  Odiorne  v.  Denney,  3  Bann.  <&  A, 
Pat.  Cas.  287  ;  \  N.  J.  L,  J.  183. 

Where  a  person  procures  a  patent  for  the  building  of  a  machine 
which  produces  certain  novel  and  useful  results  by  means  of  cer- 
tain mechanical  contrivances  and  appliances,  any  application  of 
known  mechanical  powers  which  will  produce  such  results,  although 
different  in  form  from  the  means  employed  by  the  original  paten- 
tee, is  a  mechanical  substitute  and  equivalent  of  the  same.  Wilt 
V.  Grier,  6  Fed.  Rep'r,  460  ;  19  Pat.  Off.  Gaz.  427. 

A  device  is  the  equivalent  of  one  that  is  patented,  if  it  performs 
substantially  the  same  function,  in  the  same  way,  and  produces  the 
isame  result ;  though  it  may  be  of  a  different  form  and  bear  a  dif- 
ferent name,  its  use  will  be  an  infringement.  Westlake  v.  Cartter, 
4  Pat.  Off.  Gaz.  579;  6  Fish.  Pat.  Cas.  519. 

evices  are  equivalents  when  those  skilled  in  the  science  or  art 
know  that  one  will  produce  the  same  result  as  the  other.  May  v. 
County  of  Fond  du  Lac,  27  Fed.  RepWy  691. 

One  patent  infringes  another  when  the  second  device  works  oat 
the  same  result  as  the  first  by  substantially  the  same  means,  using 
equivalent  parts  to  perform  the  functions  performed  by  the  ele* 
ments  of  the  first  mechanism.     Holliday  v.  Covel,  27  Fsd.  Hep^r, 
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217  ;  Conover  v.  Roach,  4  JF'ish.  Pat.  Cos,  12  ;  Merriam  v,  Drake^ 
6  Id.  250 ;  0  Blatchf.  a36. 

A  rod  is  the  known  equivalent  of  an  endless  chain  in  machinery^ 
where  it  can  be  used  for  the  same  purpose  and  with  like  effect. 
According  to  the  principles  of  patent  law,  they  are  not  substantially 
different.     Spain  ».  Gamble,  1  MacArthur  Pat.  Cos.  358. 

A  contrivance  which  is  used  for  the  same  general  purpose  as  a 
patented  device,  which  performs  the  same  kind  of  duties,  or  is 
applicable  to  the  same  object  as  the  latter,  will  be  regarded  as  its 
equivalent  and  is  not  patentable.  Be  Nutting,  1  MacArthur  Pat. 
Cos.  455. 

The  doctrine  of  mechanical  equivalents  is  held  not  applicable 
to  a  case  of  alleged  infringement  where  the  inventors  of  complain- 
ant's device  were  not  the  first  to  show  the  use  of  such  a  device  for 
the  particular  j)urpose.  Tobey  Furniture  Co.  v.  Colby,  26  JFed. 
Bep\  100  ;  34  Pat.  Of.  Gaz.  1276. 


178.  Application  of  the  Doctrine  of  ^^ Equivalents^^  to 

Comhinations. 

Bona  fide  inventors  of  a  combination  are  as  much  entitled  to 
equivalents  as  the  inventors  of  other  patentable  improvements  ;  by 
which  is  meant  that  a  patentee  in  such  a  case  may  substitute 
another  ingredient  for  any  one  of  the  ingredients  of  his  invention, 
if  the  ingredient  substituted  performs  the  same  function  as  the  one 
cmmitted  in  the  patented  combination.  Ilence,  it  is  clear  that  an 
alteration  in  a  patented  combination  which  merely  substitutes 
another  (old)  ingredient  for  one  of  those  in  the  combination,  is  an 
infringement,  if  the  substitute'  merely  performs  the  same  function 
and  was  well  known,  at  the  date  of  the  patent,  as  a  proper  substi- 
tute for  the  omitted  ingredient?  Gould'?;  Rees,  15  Wall  \^1.  S. 
P.,  Water  Meter  Co.  y.  Desper,  101  U.  S.  332  ;  Imhauser  v. 
Burke,  Id,  647  ;  Storrs  y.  Howe,  4  Cliff.  388  ;  10  Pat.  Off\  Gaz. 
421  ;  2  Bann.  db  A.  Pat.  Cas.  420;  Welhng  v.  Rubber  Coated 
Harness  Trimming  Co.,  7  Pat.  Off.  Gaz,  606  ;  2  Bann.  cfc  A.  Pat. 
Cas.  1  ;  Dederick  v.  Cassell,  9  Fed.  Bep^  306  ;  27  Bit.  Bev.  Bee. 
400;  20  Pat.  Off.  Gaz.  1233;  King  v.  Louisville  Cement  Co.,  4 
Pat.  Off:  Gaz.  181  ;  6  Msh.  Pat.  Cas.  336  ;  Whittlesey  v.  Ames,. 
13  Fed.  Bep\,  893  ;  9  Bias.  225  ;  18  Pat.  Of.  Gaz.  357  ;  6  Bamu 
<b  A.  Pat.  Cas.  96. 
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It  is  not  always  sufficient  evidence  that  two  combinations  of 
elements  are  equivalent,  to  show  that  each  element  of  the  combina- 
tion in  one  may  be  regarded,  uniier  some  circumstances,  as  the 
equivalent  of  the  corresponding  element  in  the  other,  when  the 
elements  are  separately  considered.  If  the  mechanical  combinations 
of  the  members  of  the  two  machines  are  such  that  the  action  and 
mode  of  operation  differ  in  the  two  machines,  then  one  is  something 
more  than  a  new  mechanical  equivalent  for  the  other.  Blake  v, 
Rawson,  3  Biss,  77  ;  3  Pat.  Off.  Gaz.  122  ;  6  Fish.  Fat.  Cas.  74. 

When  a  substitute  is  used  for  one  ingredient  in  a  patented  com- 
bination which  has  every  property  and  performs  every  function  of 
the  original  in  the  combinalion,  it  does  not  cease  to  be  an  equiva- 
lent because,  in  addition,  it  does  something  more  and  better. 
Atlantic  Giant  Powder  Co.  v.  Goodyear,  13  Pat.  Off,  Gaz.  45  ; 
Adams  y.  Joliet  Manuf.  Co.,  12  Fat.  Off.  Gaz.  93. 

Where,  by  a  claim  in  a  patent  for  an  improvement  in  grain 
drills,  a  lever  or  its  equivalent  as  a  mechanical  instrument  was 
made  an  essential  element,  it  was  held^  that  the  use  of  the  human 
hand  instead  of  the  lever  was  not  a  mere  equivalent  eonstitiiting  an 
infringement,  although  in  the  patented  machine  the  hand  was 
applied  to  work  the  lever.     Brown  z;.  Davis,  116  ^  S.  237. 

A  different  arrangement  of  the  parts  of  the  machine  from  that 
of  the  complainant's,  and  producing  a  different  and  better  result, 
is  not  an  infringement.  Habeman  v.  Whitman,  5  Faun,  ijb  A. 
Fat.  Cas.  530. 

A  patent  for  an  "  improvement  in  floating  mowing  machines," 
arranged  and  adapted  to  cut  weeds  and  grass  under  water,  claimed 
only  the  combination  of  the  old  cutting  device  of  a  mowing 
machine  with  a  boat  to  float  upon  the  water,  transmitting  motion 
to  the  cutter  by  means  of  a  vibrating  lever.  It  was  held  that  the 
sabstitution  of  a  vertical  crank-shaft  for  such  vibrating  lever,  the 
shaft  performing  the  same  functions  as  the  lever  and  no  other, 
and  being  a  known  equivalent  for  the  lever,  was  an  infringement 
of  the  patent.     Piper  v.  JShedd,  26  Fed.  Rep^r^  151. 

A  patent  for  a  machine  for  washing  bottles,  which  claimed  the 
combination  of  a  stationary  water  supply-pipe,  a  sleeve  shaft 
mounted  upon  and  adapted  to  be  revolved  about  said  stationary 
pipe,  and  a  brush  or  scraper,  with  other  devices,  was  held  to  be  in- 
fringed by  a  machine  with  a  revolving  supply  pipe  covering  the 
brush  at  its  forward  end  and  joined  at  its  rear  to  the  stationary 
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supply-pipe,  these  devices  being  fairly  eqaivalents.  Hoyt  v.  Slo- 
oum,  26  Md.  Rep\^  329. 

Patent  granted  to  Walworth  and  Buschick,  in  1867,  for  improve- 
ments in  looms  was  held  not  infringed  by  a  device  which  did  not 
contain  an  important  element  of  the  claim  or  any  equivalent  there- 
for.    Taft  V,  Steere,  26  Pat.  Off,  Gaz.  1020. 

A  patent  for  an  improvement  in  hammocks,  claiming  six  ele- 
ments, was  held  not  infringed  by  a  hammock  in  which  three  of 
them  were  not  used,  Travers  v.  Palmer,  2S,  Fed.  Rep^Ty  511  ; 
Zl  PaL  Off.  Gaz,  382. 

A  patent  for  an  improvement  in  wardrobe  bedsteads,  covering 
a  device  for  an  arrangement  of  folding  doors,  whicii  used,  des- 
cribed, and  specifically  claimed  three  doors,  was  held  not  infringed 
by  a  device  which  accomplished,  substantially  the  same  result,  by 
the  use  of  only  two  folding  doors.  Tobey  Furniture  Co.  v.  Colby, 
26  Fed,  EepW,  100  ;  34  Pat.  Off.  Gaz.  1276. 


179.    To  Compositions  of  Matter. 

The  substitution  of  a  mere  known  equivalent  in  place  of  one 
element  in  a  composition  of  matter  is  an  infringement  of  a  patent 
for  such  composition  ;  but  where  the  patentee  of  a  composition  does 
not  embrace  equivalents  in  his  claim,  but  confines  himself  to  the 
specific  ingredients  or  things,  and  expressly  excludes  all  others,  or 
expressly  excludes  some  or  one  other,  a  use,  in  a  similar  combina- 
tion, of  the  thing  disclaimed  is  no  infringement.  Where  a  patent 
was  for  sawing  matches  in  sheets,  so  as  to  leave  them  united  at 
one  end,  and  then  wrapping  them  in  paper  in  a  particular  manner, 
it  was  held  that  the  patent  was  for  the  entire  and  complete  mode 
described,  and  was  not  infringed  by  putting  up  matches  attached  at 
one  end,  but  not  wrapped  in  slips  of  paper.  Byam  v.  Farr,  1 
Curt  260. 

Patents  are  infringed  by  the  substitution  of  chemical  equiva- 
lents, as  well  as  of  mechanical  equivalents  ;  even  if  in  some  respects 
they  are  improvements  on  the  original  process  patented.  To  con- 
stitute an  infringement  of  a  chemical  process,  it  is  not  necessary 
that  the  substituted  ingredient  be  the  equivalent  in  every  respect, 
and  for  every  purpose,  of  that  in  place  of  which  it  is  used  ;  it  must 
only  be  an  -equivalent  in  the  particular  process,  contributing  to 
produce  the  same  cornno^jiiion  of  matter,  l»y  sTih^Jtanti.ill}-  the  .>.iu»o 
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•chemical  action.  Thus  a  paste  consisting  of  flour,  salt,  alum,  and 
corrosive  sublimate,  is  infringed  by  a  compound  consisting  of  flour, 
chloride  of  zinc,  alum,  corrosive  sublimate  and  oil  of  cloves  ;  and 
where  the  patentee  of  an  improved  paste  used  the  chloride  of 
sodium  mainly  for  increasing  the  solubility  of  the  antiseptic  agent 
employed,  and  assisting  in  its  diffusion  through  the  mass  of  the 
paste,  the  use  of  the  chloride  of  zinc,  which,  in  the  particular  pro- 
cess produced  practically  the  same  result,  was  held  to  be  an 
infringement.  Woodward  t;.  Morrison,  1  Holmes^  124  ;  2  Pat. 
Off,  Gaz.  120 ;  5  Fish,  Fat.  Caa,  S5l, 

The  substitution  in  a  patented  mixture,  of  an  ingredient  which, 
although  not  precisely  the  same  in  its  action,  produces  all  the  valua- 
ble and  beneficial  results  attending  that  for  which  it  was  substituted, 
and  in  substantially  the  same  manner,  is  an  equivalent,  and  an  in- 
fringement of  the  patent.  Atlantic  Giant  Powder  Co.  v,  Mowbray, 
12  Pat,  Off',  Gaz,  660  ;  2  Jiann.  <b  A.  Pat.  Caa.  442  ;  Knox  v. 
Great  Western  Quicksilver  Mining  Co.,  14  Pat,  Off,  Gaz,  807 ;  6 
8awyery  430  ;  '7  Eep^r^  325  ;  4  Bann,  d;  A,  Pat.  Caa,  25. 

Where  the  ingredients  in  a  compound  are  the  same,  and  the 
change  is  merely  in  the  mode  of  combining  them,  or  there  is  a 
substitute  of  one  ingredient  having  the  same  qualities  and  produc- 
ing the  same  result,  there  is  an  infringement.  Allen  v.  Hunter,  6 
McLean,  303,  313. 

Selling  materials  in  dry  packages  with  printed  directions  where- 
by an  article  or  effect  can  be  produced  essentially  similar  to  that 
covered  by  a  patent,  infringes  such  patent.  Alabastine  Co.  v. 
Payne,  27  Fed.  RepW,  559. 

ISO.    Rights  of  Purchaser  of  a  Specific  Article  from  the 

Patentee  or  his  Licensee, 

For  Rev.  Stat.  §  4899,  securing  this  right,  see  ante,  135. 

By  tlie  sale  of  a  patented  machine,  it  becomes  the  property  of 
the  purchaser,  and  is  no  longer  protected  by  the  patent  laws.  The 
purchaser  may  use  it,  repair  it,  improve  it,  ifcc,  in  the  same  manner 
as  any  other  chattel  belonging  to  him.  Chaffee  v.  Boston  Belting 
Co.,  22  How,  217. 

Use  of  an  invention  with  knowledge  and  without  prohibition  of 
SiVi  inventor,  before  application,  entitles  the  person  so  using  to  con- 
tinue the  use  after  the  patent  has  been  granted.  McClurg  ti. 
Kingsland,  1  How,  202  ;  17  Pet,  228 
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Kepainng  partial  injuries,  whether  they  occur  from  accident  or 
wear,  is  only  refitting  a  machine  for  use.  And  it  is  no  more  than 
that,  though  it  shall  be  a  replacement  of  an  essential  part  of  a 
combination.  But  if  a  patented  machine  as  a  whole  should  happen 
to  be  broken  so  that  its  parts  could  not  be  re-adjusted,  or  be  so 
much  worn  as  to  be  useless,  a  purchaser  cannot  make  or  replace 
it  by  another,  but  must  buy  a  new  one.  To  do  either  would  be 
reconstruction.     Wilson  v,  Stimson,  9  Jlow,  109,  124. 

Thus  the  right  to  replace  the  cutters  in  Woodworth's  planing 
machine  was  held  to  vest  in  a  purchaser  ;  as  the  use  of  the  machine 
depends  upon  the  replacement  of  such  cutters,  and  as  a  machine 
will  last  several  years,  whereas  the  cutters  must  be  replaced  every^ 
sixty  or  ninety  days.     lb, 

A  grant  of  a  right,  by  a  patentee,  to  make  and  use  a  patented 
machine  within  a  term  for  which  it  has  been  granted,  will  give  the 
purchaser  of  machines  from  such  grantee  the  right  to  use  the  indi- 
vidual machine  as  long  as  the  machine  itself  lasts;  nor  will  this 
right  to  use  a  machine  cease  because  an  extension  of  the  patent, 
not  provided  for  when  the  patentee  made  his  grant,  has  since  been 
allowed,  and  the  machine  sold  has  lasted  and  is  used  by  the  pur- 
chaser within  the  term  of  the  time  covered  by  this  extension. 
Bloomer  v.  Millinger,  1  Wall.  340.  S.  P.,  Bloomer  v.  Stolley,  5 
McLean,  168  ;  8  West,  Z.  J.  158. 

A  patented  .article,  when  rightfully  bought,  may  be  used  any- 
where.    Hobbie  v.  Smith,  27  JFhd.  RepW,  656. 

Where  a  patentee  has  assigned  his  right  to*  manufacture,  sell 
and  use  within  a  limited  district  an  instrument,  machine  or  other 
manufactured  product,  a  purchaser  of  such  instrument  or  macliine, 
when  rightfully  bought,  within  the  prescribed  limits,  acquires  by 
such  purchase  the  right  to  use  it  anywhere,  without  reference  to 
other  assignments  of  territorial  rights  by  the  same  patentee.  The 
right  to  the  use  of  such  machines  or  instruments  stands  on  a  differ- 
ent ground  from  the  right  to  make  and  sell  them,  and  inheres  in 
the  nature  of  a  contract  of  purchase,  which  carries  no  implied  lim- 
itation of  the  right  of  use  within  a  given  locality.  The  assignee^ 
for  a  limited  district,  of  a  patent  for  an  improvement  in  coffins, 
made  and  sold  within  the  district,  coffins  containing  the  patented 
improvements;  it  was  held^  that  the  purchaser  of  a  coffin  could  put 
it  to  use  in  an  interment  anywhere.  He  was  not  restricted  to  use 
within  the  district  designated  in  the  assignment.     Adams  v.  Burke, 
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17  Wall.  453.     S.  P.,  McKay  v,  Wooster,  6  Am.  L.  T,  Hep.  169  ; 
3  Pat.  Off.  Gaz.  441  ;  2  Sawyer,  373  ;  6  Fish.  Fat.  Gas.  376. 

The  assignee  of  a  particular  territory  may  sell  within  that  ter- 
ritory, although  he  knows  the  article  is  to  be  used  in  the  territory 
of  another  assignee.     Hobbie  v.  Smith,  27  Fed,  Hep^r,  656. 

To  entitle  the  purchaser  of  a  machine  to  the  benefits  of  the  act 
of  1839,  §  7,  he  must  be  one  who  has  used  the  invention  before 
the  application  for  a  patent  by  license  from  the  inventor  himself, 
and  not  a  fraudulent  purchaser,  or  a  purchaser  from  a  wrong-doer, 
without  the  knowledge  or  against  the  will  of  the  inventor.  Pier- 
son  V.  E.'igle  Screw  Co.,  3  Stort/,  402. 

When  a  patentee  has  himself  constructed  a  machine,  and  sold 
it  without  any  conditions,  or  has  authorized  another  to  construct, 
sell  and  deliver  it,  or  to  construct  and  use  and  operate  it  without 
any  conditions,  and  the  consideration  has  been  paid  to  him  for  the 
thing  patented,  the  rule  is  well  established  that  the  patentee  must 
be  understood  to  have  parted  to  that  extent  with  all  his  exclu- 
sive right,  and  that  he  ceases  to  have  any  interest  whatever  in  the 
patented  machine  so  sold  and  delivered,  or  authorized  to  be  con- 
structed and  operated.  When  such  circumstances  appear,  the 
owner  of  the  machine,  whether  he  built  it  or  purchased  it,  if  he  has 
also  acquired  the  right  to  use  and  operate  it  during  the  continuance 
of  the  patent,  may  continue  to  use  it  until  it  is  worn  out,  in  spive 
of  any  and  every  extension  subsequently  obtained  by  the  ptitentec 
or  his  assigns.  Wooster  v.  Seidenberg,  13  Blatchf.  88  ;  10  Pat. 
Off.  Gaz.  244.  See,  also,  AVooster  v.  Taylor,  12  Blatchf.  384  ;  8 
Pat.  Off.  Gaz.  644. 

If  one  has  a  right  to  a  patented  machine,  and  to  the  use  of  it, 
he  has  a  right  to  work  it  himself,  or  by  his  servants,  or  to  lease  it 
out  to  any  other  person.     Reutgen  v.  Kanowrs,  1   Wash.  168. 

An  agreement  between  the  patentee  and  his  licensees,  that  the 
latter  will  not  manufacture  certain  articles,  cannot  prevent  third 
persons,  who  purchase  from  the  licensees  articles  which  they  are 
authorized  to  make  and  sell,  from  afterward  converting  them  into 
the  prohibited  articles.  The  public  cannot  be  compelled  to  notice 
or  regard  agreements  between  the  patentee  and  his  licensees  as  to 
the  limitation  of  the  use  of  the  article  made  by  them.  Such  a  con- 
trivance to  destroy  competition  may  be  valid,  but  the  covenant 
binds  only  the  parties  to  it.  If  a  stranger  purchase  the  product 
from  one  licensed  to  use  the  process,  he  need  look  no  further,  and 
may  use  it  for  his  own  purposes,  without  inquiring  for  or  regard-^ 
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ing  any  private  agreement  of  licensees  not  to  compete  with  one 
another.  Metropolitan  Washing  Machine  Co.  «.  Earle,  2  Msh,  Pat. 
Cos.  203. 

Baying  and  using  a  second  time  articles  stamped  '^  licensed  to 
use  once  only,"  and  sold  to  defendants'  vendor  upon  that  express 
condition,  /leld  srn  infringement.  American  Cotton  Tie  Supply  Co. 
V.  BuUard,  17  Blatchf,  160  ;  17  PaL  Off.  Gaz.  388  ;  9  Rejj\  70; 
4  Barm,  cfc  A.  Pat.  Cos,  620:  Same  v,  Simmons,  106  U.  S,  89. 


181.  Bights  of  Purchaser  from  an  Infringer 

The  purchaser  of  a  manufactured  article  made  in  violation  of  a 
patent  of  a  third  person,  but  without  any  connection  on  the  part  of 
such  purchaser  with  the  manufacturer  except  as  a  purchaser,  will 
not  make  the  party  buying  guilty  of  an  infringement  of  the  rights 
of  the  patentee,  as  having  used  the  patented  invention.  Thus,  in 
general,  a  contract  to  buy  all  the  product  of  a  patented  machine, 
during  a  certain  period,  does  not  render  the  purchaser  liable  to  an 
action  of  infringement  for  the  use  of  the  machine  on  which  it  is 
made.  Otherwise,  if  such  contract  is  only  a  colorable  purchase  of 
the  products,  and  is  in  reality  a  hiring  of  the  machine.  Keplinger 
V.  De  Young,  10  Wheat  358. 

Purchasers  of  an  article  manufactured  by  infringers  of  a  pat- 
ented machine,  are  not  liable  as  infringers.  Goodyear  v.  Railroad, 
2  WalL  Jr.  356  ;  1  Fish.  Pat.  Cas.  626  ;  Anon.,  3  West.  L.  J.  144; 
Elan  chard's  Gun-stock  Turning  Factory  v.  Jacobs,  2  Blatchf.  69. 

The  sale  of  the  products  of  a  patented  machine  is  not  an  in- 
fringement. The  products  cannot  be  reached  except  in  the  hands 
of  some  one  in  some  manner  connected  with  the  use  of  the  patented 
machine.  Boyd  v.  McAlpine,  3  McLean^  427  ;  Goodyear  v.  Rail- 
road, 2   Wall  Jr.  356  ;  1  Fish.  Pat.  Cas.  626. 

When  a  patentee  recovers  from  an  infringing  manufacturer  full 
damages  and  profits  on  account  of  the  infringement,  the  purchaser 
from  the  manufacturer,  who  is  a  user  of  the  machine,  will  be  pro- 
tected in  such  use  against  a  suit  for  infringement,  as  he  would  be 
if  he  were  a  licensee  from  the  patentee.  But  this  could  only  be 
held  on  a  clear  showing  that  the  purchaser  was  using  the  same  pat- 
ented machine  or  instrument  as  that  involved  in  the  suit  between 
the  patentee  and  the  infringing  manufacturer,  and  that  the  user 
was  a  vendee  of  such  manufacturer.     Probably,  it  must  further 
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appear  that  the  patentee's  claim  to  profits  and  damages  against  the 
manufaotarer  has  been  actually  paid  and  satisfied.  Allis  v,  Stowell^ 
16  Md.  Bep%  783. 

An  agreement  between  owners  of  a  patent  and  infringers,  by 
which  the  former  release  to  the  latter  all  claims  against  them  by 
reason  of  the  manufacture  and  sale  of  the  patented  article,  and 
also  all  claims  against  all  other  persons  who  had  purchased  or  sold 
the  same  article  when  manufactured  by  the  infringers,  makes  pur- 
chasers from  the  infringers  lawful  owners  of  the  articles  so  pur- 
chased; and  a  re-sale  by  them  of  such  articles  is  not  an  infringement. 
Alabastine  Co.  v,  Richardson,  26  Fed,  Bep%  620. 


182.   What  has  been  held  to  be  or  not  to  be  Infringement, 

in  peculiar  Cases. 

A  patent  claiming  only  a  particular  style  of  spring  was  held  not 
to  be  infringed  by  employing  for  the  same  purpose  a  spring  differ- 
ing somewhat  in  style.    Field  v.  De  Conneau,  116  C^".  JS,  187. 

A  patent  for  covering  the  upper  surface  and  front  edge  of  a  key 
board  with  a  single  sheet  of  plaster  composition  was  held  infringed 
by  covering  the  surface  with  a  strip  and  the  front  edge  with  another 
strip  of  such  composition.  Celluloid  Manuf.  Co.  «.  Pratt,  22 
JSlatchf,  367  ;  21  JFhd.  Eep'r,  313.    See  23  Id.  38. 

Patent  for  covering  piano  keys  with  celluloid,  in  a  "continuous 
strip  or  roll  '^ — was  held  not  infringed  by  a  device  using  a  separate 
strip  for  each  key.  Celluloid  Manuf.  Co.  v.  Comstock,  23  Fed. 
Bep\  38. 

A  patent  for  improving  locks  by  making  part  of  the  mechanism 
more  yielding  than  the  rest,  was  held  not  infringed  by  the  device 
of  making  the  other  parts  stronger  than  those  which  in  the  paten- 
tee's lock  were  weakened,  Newbury  v.  Mossman,  21  Fed,  Hep'r, 
679;  29  Id.  211. 

A  patent  for  causing  a  steamboat  capstan  to  revolve  by  con- 
necting it  with  the  vessel's  engine,  held  not  infringed  by  accom- 
plishing the  same  thing  by  connecting  an  independent  engine  with 
the  capstan.  McMillin  v.  St.  Louis  &  Yicksburg  Anchor  Line,  22 
Md.  Eep%  169. 

A  patent  for  forming  a  pavement  by  laying  concrete  in  sections 
80  that  any  single  block  could  be  raised  separately,  was  hdd  in- 
fringed by  laying  the  concrete  in  a  mass  while  yet  plastic,  and 
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immediately  dividing  it  into  blocks.     Kuh)  'v.  Mueller,  21  Fed, 
Bep'r,  510;  2%  Pat.  Off.  Gaz.  541. 

A  plainly  declared  element  of  a  combination  cannot  be  elimina- 
ted by  judicial  construction,  although  using  it  is  not  necessary  to 
the  result.  Thus  a  patent  for  straining  out  sand  by  a  screen  work- 
ing in  water  in  a  closed  vessel  is  not  infringed  by  disusing  the  ves- 
sel and  using  the  same  strainer  in  the  open  river.  Williams  v. 
iStoltzenback,  23  Fed.  Rep'r,  39  ;  30  Fat,  Off.  Gaz,  891. 

A  patent  for  an  improvement  in  telegraphic  printing  instru- 
ments, the  principal  feature  of  which  was  the  independent  rotation 
of  the  two  type  wheels,  standing  contiguoun,  "  so  as  to  be  impressed 
separately  or  jointly  upon  the  same  strip  of  paper,"  was  held 
infringed  by  a  machine  the  type  wheels  of  which  could  not  rotate 
together,  although  they  could  not  print  simultaneously.  Gold  & 
Stock  Tel.  Co.  v.  Commercial  Tel.  Co.,  23  Fed.  Fep\  340  ;  31 
Fat,  Off.  Gaz.  1559.     See  Same  v.  Same,  22  Fed.  Fep'r,  838. 

A  patent  for  improving  flanging  machines  by  throwing  the 
lower  roll  beyond  the  upper,  is  infringed  by  the  device  of  throwing 
the  upper  roll  back  of  the  lower  roll.  Phillips  v.  Carroll,  23  Fed. 
FepW,  249  ;  31  Fat.  Off,  Gaz.  265. 

A  patent  for  "  a  horse  collar,  consisting  of  a  frame  combined 
with  a  number  of  detachable  pads"  was  held  not  infringed  by  the 
use  of  detachable  pads,  or  sweat-cloths  with  detachable  pads,  inde- 
pendent of  a  collar.  Osmer  v.  J.  B.  Sickles  Saddlery  Co.,  23  Fed. 
Fep'r,  724. 

A  patent  for  a  leather  cutting-press,  claiming  "  the  revolving 
cutting-block,  in  combination  with  the  cutting-press,"  was  held  not 
infringed  by  a  machine  using  a  revolving  block  and  cutting-die, 
but  not  the  cutting-press  described  in  thes])ecification  and  drawings 
of  the  patent.     Richardson  v,  J3resuahan,  23  Fed.  Fep^r,  897. 

A  patent  for  an  air-cooling  apparatus,  using  ice  as  the  cool- 
ing agent  was  held,  not  infringed  by  an  apparatus  in  which  the 
refrigerating  effect  was  produced  by  the  compression  and  expansion 
of  air,  not  by  contact  with  ice.  Bate  Refrigerating  Co.  v.  East- 
man, 24  Fed.  Fep\  645  ;  32  Fat,  Off.  Gaz.  517. 

Patent  for  improvement  in  pocket  check-books  was  held  not 
limited  to  any  particular  manner  of  binding,  and  therefore  infringed 
by  a  device  in  which  the  checks  were  unbound.  Norrington  v. 
Merchants'  Nat.  Bank,  26  Fed.  Fep\  199. 

Patent  for  improvements  in  tilting  chairs  was  construed  ;  and 
JUldf  that  it  included  a  chair  whose  seat  and  oocupant  were  sap* 
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|>orted  by  a  central  spiral  spring  interposed  between  the  seat  frame 
and  the  base,  but  not  a  chair  where  the  weight  of  the  occapant 
was  sustained  by  rockers,  and  the  only  function  of  the  spring  was 
to  impart  the  tilting  motion.  Bunker  v,  Stevens,  26  J^ed.  i2e/>V, 
245. 

A  patent  for  an  improvement  in  cultivators,  consisting  in  run- 
ners pivoted  to  the  wheel  spindles  or  axle,  so  as  to  be  held  out  of 
contact  with  the  ground  when  the  machine  was  used  for  field  oper- 
ations, and  to  be  held  in  contact  with  the  ground  when  the  plows 
were  suspended  from  the  axle  for  transportation,  was  held  not 
infringed  by  the  use  of  hinged  runners,  which  were  folded  up  by 
hand  for  field  operations,  and  folded  down  and  locked  for  transpor- 
tation.    Pattee  Plow  Co.  v.  Kingman,  23  JFed,  Jiep^r,  801. 

A  patent  for  a  combination,  constituting  an  improvement  in 
tables  for  tile  machines,  was  held  not  infringed  by  similar 
mechanism  not  employing  a  flexible  standard  which  appeared  to  be 
an  indispensable  part  of  the  patented  combination.  Leach  v. 
Chandler,  24  led,  Befr,  791  ;  33  Pat.  Off,  Gaz.  237. 

The  use  of  celluloid  in  the  fitting  of  artificial  teeth  was  held 
not  an  infringement  of  a  patent  involving  the  use  of  hard  rubber 
or  vulcanite  for  the  same  purpose.  Goodyear  Dental  Vulcanite 
Co.  V.  Bright  well,  MacArthur  <&  M.  74. 

Patent  for  improvements  in  the  construction  of  lumber-driers, 
was  held  infringed  by  a  drier  in  the  construction  of  which  the 
main  features  of  the  patented  devices  were  involved,  and  which 
was,  in  principle,  the  same  as  that  intended  to  be  described  in  the 
patents,  notwithstanding  some  slight  mechanical  deviations  from 
the  specific  directions  given  in  the  patents  for  the  construction  of 
the  driers  described.     Burdsall  v.  Curran,  27  Pat,  Off.  Gaz.  1320 

A  patent  covering  the  process  of  maturing  and  browning  coffee 
in  an  uncared  condition  by  subjecting  it  to  the  direct  action  of 
steam,  is  not  infringed  by  the  application  of  heat  only  to  the  coffee 
in  that  condition.    Arnold  v.  Phelps,  20  PaJt,  Off.  Gaz.  638. 
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XIV.    JURISDICTION  OF  COURTS  OVER  INFRINGE* 

MENTS. 


183.    Distinction   between  the  Legal    and  the   Equitable 

Bemedy. 

Different  rules  for  the  assessment  of  damages  prevail  in  suits  of 
equity,  from  those  which  are  recognized  in  actions  at  law,  but  in 
all  other  respects  the  rights  of  the  parties  depend  upon  the  same 
considerations.  Hudson  v.  Draper,  4  Msh,  Pat.  Cos,  256  ;  4  Cliff. 
178. 

In  case  of  infringement,  the  patentee  may  elect  to  sue  at  law 
for  damages,  usually  measured  by  his  royalty,  or  in  equity — for 
profits  and  an  injunction.  Cowing  v,  Rumsey,  4  Fish,  JPat,  Cas. 
215  ;  Bragg  v.  City  of  Stockton,  27  Fed.  JRep'r,  509. 

Even  when  a  suit  at  law  will  lie  for  infringement  of  a  patent, 
proceedings  in  equity  may  usually  be  maintained,  as  affording  i 
more  practical  and  efiicient  remedy.  Hill  v,  Whitcomb,  5  Fat,  Off. 
Gaz.  430  ;  1  Holmes,  317  ;  1  JBami.  <b  A.  Fat.  Cas.  34. 

A  bill  for  an  accounting  of  profits  is  not  maintainable  unless  a 
right  to  an  injunction  or  some  other  substantive  ground  of  equita- 
ble relief  is  shown.  Spring  v.  Domestic  Sewing  Machine  Co.,  1  3 
Fed.  BepW,  446  ;  22  Fat.  Off.  Gaz.^  1445  ;  29  Int.  Ft  v.  Fee.  22  ^ 
14  Fe2?\  711. 

A  bill  in  equity  will  not  lie  solely  to  recover  damages  for  the 
infringement  of  a  patent  ;  but  if  it  pray  for  an  injunction,  or  for  a 
discovery  and  account  of  profits,  it  will  be  maintained.  Vaughan 
V.  East  Tennessee,  Virginia,  &c.  R.  R.  Co.,  11  Fat.  Off.  Gaz.  781)  ; 
1  Flippin,  621  ;  2  Bann.  <b  A.  Fat.  Cas.  537. 

The  principle  upon  which  courts  of  equity  have  jurisdiction  in 
patent  cases,  and  upon  which  injunctions  are  granted  to  patentees, 
is  not  that  there  is  no  remedy  at  law  in  favor  of  those  whose  prop- 
erty is  invaded,  but  that  the  remedy  at  law  involves  a  multiplicity 
of  suits,  and  does  not  afford  means  of  taking  an  account  of  profits. 
Motte  V.  Bennett,  2  Msh,  Fat.  Cas.  642. 
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184.     Original  Jurisdiction  of  Circuit  Courts. 

The  circuit  courts  shall  have  original  jurisdiction  as  fol- 
lows : 

•  •■•••  a 

Ninth.  Of  all  suits  at  law  or  in  equity  arising  under  the 

patent  or  copyright  laws  of  the  United  States.    Bev,  Stat. 
§629. 

Originally  the  circuit  courts  had  not  jurisdiction  of  a  suit  for 
infringement  of  patents.  Livingston  v.  Van  Ingen,  1  Fainey  45  ;  4 
Am.  L.  J,  46.  This  jurisdiction  was  conferred  by  section  7  of  the 
act  of  1836.  Smith  v.  Plymouth,  4  West,  L,  J.  ^^  \  Goodyear  t'. 
Hullihen,  3  FibK  Pat  Cas.  251  ;  *2  Hughes^  492.  See  note  to  Rei\ 
Stat.  4921,  joo*^ 

When  a  controversy  turns,  not  upon  the  letters  patent  themselves, 
but  only  upon  contracts  concerning  them,  the  circuit  court  has  no 
jurisdiction  except  as  citizenship  of  the  parties  may  give  it.  The 
subject-matter  of  such  contracts,  where  neither  the  validity  of  the 
patent  nor  a  question  of  infringement  of  it  is  involved,  does  not 
give  a  court  of  the  United  States  jurisdiction  ;  such  court  can  act 
only  where  rights  of  the  patentee  under  the  patent  laws  are 
directly  brouifht  in  question.  Burr  v.  Gregory,  2  Paine^  42(5; 
Landolph  v,  Robinson,  2  N^,  J,  L,  J.  171  ;  Teas  v.  Albright,  13 
Fed.  Itep'r,  406  ;  28  Int.  Rev,  Hep'r,  290  ;  22  Pat.  Off.  Gaz.  'J0G9; 
14  Rejy'r,  712. 

In  a  suit  where  all  the  parties  to  the  suit  were  citizens  of  New 
York,  the  circuit  court  was  held  powerless  to  decree  that  defendant 
execute  to  plaintiff  a  transfer  of  letters  patent.  Perry  v.  Littlefield, 
17  Blatchf.  272  ;  17  Pat.  Off.  Gaz.  61  ;  4  Bann.  &  A.  Pat.  Cas. 
624. 

Where  one  circuit  court  has  sustained  a  patent,  another  circuit 
court  should,  unless  plain  mistake  be  shown,  follow  such  decision 
in  a  suit  upon  the  same  patent  in  which  the  same  evidence  is  relied 
on.  Ilammerschlag  v,  Garrett,  9  Fed.  Rep\  43  ;  27  Int.  Rev.  Rec. 
309.  S.  P.,  McCloskey  v.  Hamill,  16  Fed.  RepW^  760  ;  23  Pat.  Off. 
Gaz.  2122. 

Where  suit  is  brought  in  a  circuit  court  upon  a  patent  the 
validity  of  which  has  been  sustained  by  judgments  of  other  circuit. 
Vol.  II.— 18 


274  XTNITED  STATES  LAWS. 

courts,  the  respect  due  to  such  decisions  aud  the  importance  of  con- 
sistency and  uniformity  of  decisions  in  courts  of  co-ordinate  juris- 
diction where  the  same  subject-matter  is  involved,  require  the  court 
to  adopt  such  judgments.  American  Ballast  Log  Co.  v.  Cotter,  11 
Md.  JRep'r,  728  ;  31  Pat.  Off.  Gaz.  1030. 

Where  a  patent  has  been  established  by  a  decision  of  a  circuit 
court,  after  careful  consideration,  that  decision  is  entitled  to  very 
great  weight  in  a  subsequent  application,  either  before  the  samt* 
court  or  any  other,  for  a  preliminary  injunction  or  for  any  prelim- 
inary relief.  American  Middlings  Purifier  Co.  y.  Christian,  3 
Jiann.  db  A.  Pat.   Cas.  42. 

The  provision  of  section  11  of  the  judiciary  act  of  1'7S9  (now 
Rev.  Stat.  71^9),  that  no  civil  suit  shall  be  brought  against  an  inhab- 
itant of  the  United  States,  in  any  other  district  than  that  in  which 
he  is  an  inhabitant  or  in  which  he  is  found  at  the  time  of  serving 
the  writ,  applies  to  suits  for  infringement,  notwithstanding  the 
legislation  of  Congress  giving  exclusive  jurisdiction  of  such  writs 
to  courts  of  the  United  States.  Chaffee  v.  Hay  ward,  20  Mow.  208; 
Allen  V.  Blunt,  1  Blatchf.  480;  Day  v.  Newark  India  Rubber 
Manuf.  Co.,  1  Blatchf.  628.  The  decisions  have  settled  that, 
under  section  11,  in  order  to  give  jurisdiction  to  a  circuit  court,  the 
defendant  must  be  an  inhabitant  of  the  district  in  which  the  suit 
is  brought,  or  be  found  within  that  district  at  the  time  of  service  of 
original  process.  Day  v.  Newark  India  Rubber  Manuf.  Co.,  supra. 
The  provision  applies  to  a  suit  in  equity  brought  under  Rev.  Stat. 
§  4915.     Butterworth  v.  Hill,  114  U.  S.  128. 

For  the  jurisdiction  of  district  courts  over  actions  for  penalties 
for  false  marking,  see  Rev.  Stat.  §  4901,  ante. 


185.    Their  Jurisdiction  does  not  embrace  Suits  to  enforce 

Licenses. 

A  suit,  the  real  nature  and  object  of  which  appears  upon  hear- 
ing to  be  to  recover  an  additional  license  fee  or  royalty  for  the  use 
of  a  patent  under  an  agreement  between  a  patentee  and  the  defend- 
ant, and  which  does  not  involve  the  validity  of  the  patent,  is  not 
within  the  jurisdiction  of  the  circuit  court  as  a  suit  under  the  pat- 
ent laws,  but  can  only  be  entertained  there  upon  the  ground  of  cit- 
izenship of  the  parties.  The  fact  that  the  pleadings  may  aver  fficts 
.sufficient  to  authorize  taking  cognizance  of  the  snit^  is  not  conoln- 
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«ive  ;  if  it  appears  at  the  trial  that  no  question  arising  under  the 
patent  laws  is  involved  in  the  case,  the  suit  must  be  dismissed. 
Blanchard  v.  Spiague,  1  Clif.  288. 

The  subject-matter  of  an  action  to  enforce  or  annul  a  IIclmiso  to 
use  a  patent  right,  is  not  within  the  jurisdiction  of  the  courts  of  the 
United  States;  and  is  not  brought  within  their  jurisdiction  by  the 
fact  that  the  controversy  ultimately  turns  uj)on  the  validity  of  the 
patent  ;  to  give  a  circuit  court  jurisdiction  of  such  a  cauM*  the 
plaintiff  must  aver  himself  and  defendant  to  be  citizens  of  different 
States.  Morserole  v.  Union  Paper  Collar  Co.,  6  Blatchf.  35H;  3 
Fish.  Pat.  Cas,  483.  S.  P.,  Goodyear  v.  Union  India  Rubber  Co., 
4  Blatchf,  63.  And  see  McKay  v.  Jackman,  17  Fed.  li'ih\  (541; 
24  Pat.  Off.  Gaz.  1177;  19  Rep'r,  163.  Whether  a  suit  be  one  by 
a  licensor,  to  enforce  the  covenants  contained  in  a  license  grantod 
under  a  patent,  or  by  a  licensee,  to  destroy  and  annul  a  license  and 
its  covenants,  the  rule  is  the  same  ;  the  suit  is  not  within  the  juris- 
diction of  a  circuit  court.     lb. 

The  courts  of  the  United  States  have  no  power  under  the  pat- 
ent laws  to  determine  upon  the  fulfillment  of  a  contract  of  license. 
Tilghman  v.  Kartell,  11  Phila.  600  ;  2  Bann.  <b  A.  Pat.  Cas  2G0. 
•See  99  U.  S.  547. 

Where  a  license  provides  that  the  patentee  may  terminate  it  by 
giving  notice,  and  he  does  so,  his  suit  to  enjoin  subsequent  sales  by 
the  licensee  is  a  suit  for  infringement,  of  which  the  circuit  court 
has  jurisdiction  irrespective  of  citizenship  of  parties,  rather  than  a 
suit  to  establish  rights  under  the  license.  Smith  v.  Standard  Laun- 
dry Machinery  Co.,  19  Fed  Bep'r,  826;    20  Blatchf.  360. 

A  license  was  granted  under  a  patent,  with  covenants  that  the 
licensee  should  pay  certain  tariffs,  keep  correct  accounts,  and  per- 
mit his  books  to  be  examined,  but  there  was  no  express  provision 
'  that  if  the  covenants  were  broken,  the  rights  granted  should  revert 
to  the  licensor  ;  and  a  bill  was  filed  by  the  licensor  against  the 
licensee,  praying  for  a  decree  that  the  covenants  should  be  per- 
formed, and  for  an  injunction  to  prevent  the  use  of  the  patent 
under  the  license,  until  the  covenants  should  be  performed  ;  but 
the  citizenship  of  the  parties  was  not  such  as  to  give  jarisdiction. 
It  was  held,  that  the  suit  was  not  one  to  prevent  the  violation  of 
any  right  secured  by  any  law  of  the  United  States,  but  was  one  to 
prevent  the  violation  of  the  rights  secured  by  the  covenants  ;  and 
therefore  the  court  bad  no  jurisiction  of  the  case  from  the  sub- 
ject matter.     Gbodyear  v.  Union  India  Rubber  Co.,  4  Blatchf.  63. 
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B.,  a  patentee,  granted  to  S.  the  exclusive  right  to  make  and 
vend  the  invention  during  the  life  of  the  patent,  for  a  royalty;  and 
S.  sued  B.  in  the  circuit  court  sitting  in  equity,  alleging  that  he 
was  infringing  the  patent.  It  was  held  that  whether  S.  was  a  licen- 
see or  a  grantor,  he  was  suing  B.  on  an  infringement,  and  therefore 
the  court  had  jurisdiction  of  the  suit.  Stanley  Rule,  &c.  Co.  v. 
Bailey,  14  Blatchf.  510;  8  Bann,  cfc  A,  Pat.  Cos,  297. 


186.  Or  other  Contracts, 

The  jurisdiction  of  courts  of  the  United  States  in  reference  to- 
patent  rights,  does  not  extend  to  protecting  one  who  purchases  a 
patented  article  for  the  purpose  of  using  it  in  right  of  property. 
A  purchaser  of  a  patented  article  exercises  no  rights  created  by  the 
acts  of  Congress,  nor  does  he  derive  title  by  virtue  of  the  franchise 
or  privilege  granted  to  the  patentee.  When  the  machine  passes  to 
the  hands  of  the  purchaser,  it  is  no  longer  under  the  protection  of 
Congress,  but  becomes  private  property,  protected  by  the  laws  of 
the  State  where  it  is  situated  ;  and  if  the  right  to  it  is  infringed^ 
redress  is  to  be  sought  in  the  courts  of  the  State,  according  to  the 
laws  of  the  State,  and  not  in  the  courts  of  the  United  States,  nor 
under  the  laws  of  Congress.  Bloomer  v,  McQuewan,  14  How,  639, 
660  ;  Chaffee  v.  Boston  Belting  Co.,  22  IIow.  217.    • 

A  suit  between  citizens  of  the  same  State  can  not  be  sustained 
in  the  circuit  court  as  arising  under  the  patent  laws  of  the  United 
States,  where  the  defendant  admits  the  validity  and  his  use  of  the 
plaintiff's  letters  patent,  and  a  subsisting  contract  is  shown,  gov- 
erning the  rights  of  the  parties  in  the  use  of  the  invention.  Relief 
in  such  a  suit  is  founded  on  the  contract,  and  not  on  those  laws. 
Hartell  v.  Tilghman,  99  U,  S.  547. 

The  circuit  court  cannot  take  jurisdiction  of  a  suit  between 
citizens  of  the  same  State,  brought  to  recover  for  violation  of  a 
contract,  merely  because  the  subject-matter  of  the  contract,  is  a 
patent  right.*  Goodyear  v.  Day,  1  Blatchf,  605.  S.  P.,  Hill  v^ 
Whitcomb,  6  Pat.  Off,  Gaz,  430  ;  1  Holmes,  317  ;  1  Bann,  <k  A. 
Pat.   Gas.  34  ;  Ingalls  v.  Tice,  14  Fed.  BepW,  862 ;  22  Pat.  Off. 

*  Upon  like  grounds  it  has  been  held  it,  is  not  a  suit  under  the  copyright  laws,, 

that  a  suit  brought  upon  an  agreement  of  which  the  circuit  court  can  take  juris- 

for  the  publication  of  a  manuscript,  to  diction  by  reason  of  the  subject  matter^ 

determine  the  rights  of  the  parties  under  Fulte  v.  Derby,  6  McLean,  828. 
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^az,  2160  ;  14  Bep\,  714  ;  Nesmitb  v.  Calvert,  1  Woodb.  db  M. 
54  ;  Burr  v,  Gregory,  2  Paine,  426  ;  Brooks  v,  Stolley,  3  McLean, 
623  ;  2  TTe*^.  X.  J.  396. 

One  who  purchases  a  patented  article  for  the  purpose  of  using 
it,  stands  on  different  grounds  from  a  purchaser  of  the  right  to 
make  and  sell  it.  In  the  former  case,  when  the  patented  article 
rightfully  passes  from  the  patentee  to  the  purchaser,  the  article  is 
no  longer  within  the  limits  of  the  monopoly,  or  under  the  protec- 
tion of  the  patent  act.  Redress  for  injury  in  such  a  case  must  bo 
sought  in  the  State  courts.  Aiken  v,  Manchester  Print  Works,  2 
Cliff.  435. 

Where  the  controversy  does  not  involve  the  validity  of  letters 
patent,  but  turns  upon  the  effect  and  force  of  some  contract  under 
them,  the  State  courts  are  the  proper  tribunals  for  the  adjudication 
and  the  Federal  courts  cannot  properly  assert  jurisdiction,  unless 
the  residence  or  citizenship  of  the  parties  confers  it.  Consolidated 
Fruit  Jar  Co,  v.  Whitney,  2  JBajin,  <k  A.  Pat,  Ca^,  30. 

An  original  patentee  may,  in  selling  rights  by  districts,  prohibit 
each  assignee  from  vending  the  article  beyond  his  district.  But, 
in  such  case,  his  remedy  is  on  the  contract,  and  not  under  the  pat- 
ent law.     Boyd  t;.  Brown,  3  McLean,  295; 


187.  Jurisdiction  of  the  Supreme  Court  qf  the  District  of 

Columbia. 

The  powers  and  jurisdiction  of  the  supreme  court  of  the  dis- 
trict in  patent  cases  are  the  same  (as  well  in  equity  as  at  law),  as 
those  of  a  circuit  court,     Cochrane  v.  Deener,  94  U,  S.  780. 

That  the  supreme  court  of  the  district  has  power  to  issue  a 
mandamus,  but  whether  the  power  is  so  broad  as  to  embrace  com- 
pelling the  issue  of  a  patent,  see  Secretary  v.  McGarrahan,  9  Wall, 
298  ;  United  States  v.  Schurz,  102  U.  S.  378,  393. 

The  supreme  court  of  the  District  of  Columbia,  being  charged 
with  the  special  jurisdiction  of  appeals  from  the  commissioner  of 
patents,  must  decide  on  the  merits,  with  the  assistance  of  determi- 
nations upon  the  same  subjects  of  the  circuit  and  district  courts  of 
the  United  States  ;  but  the  decrees  of  those  courts  will  not  be  con- 
isidered  as  res  judicata.  Schillinger  v.  Cranford,  2  Cent.  Mep*r,  680. 

For  the  appeals  allowed  to  be  taken  by  a  party  dissatisfied  with 
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a  decision  of  th€  commissioner,  to  the  supreme  court  of  the  district,, 
see  jRev.  Stat.  §§  4911-4914  ;  Id,  §  780  ;  ante. 

For  the  jurisdiction  of  a  bill  in  equity,  filed  to  procure  issue  of 
a  patent  which  the  commissioner  has  refused,  see  Hev.  Stat.  §  4916, 
ante. 

188.  Jurisdiction  of  the  Court  of  Claims. 

The  court  of  claims  cannot  take  jurisdiction  of  claims  against 
government  founded  on  mere  torts  (Milwaukee,  &o.  Canal  Co.  v. 
United  States,  1  Ct.  of  CI.  187  ;  Spicer  v.  United  States,  Id.  316  ; 
Dennis  v.  United  States,  2  Ct.  of  CI.  210  ;  Johnson  v.  United 
States,  2  Ct.  of  Cl.  391);  and,  therefore,  cannot  entertain  a  suit 
founded  on  an  infringement  considered  as  a  tort  merely  ;  but 
may  entertain  a  suit  as  founded  on  contract,  where  the  circum- 
stances under  which  the  invention  was  used  are  such  as  warrant  a 
finding  of  a  promise,  express  or  implied,  to  make  compensation,  or 
pay  a  license  fee.     See  ante,  7. 


189.  Appellate  Jurisdiction  of  Supreme  Court. 

The  supreme  court  shall  have  appellate  jurisdiction  in 
the  cases  hereinafter  specially  provided  for.  Rev.  Stat. 
§690. 

The  right  of  appeal  or  error,  without  regard  to  value,  given  by 
Hev.  Stat.  §  699,  in  cases  arising  under  the  patent  laws,  applies  lo 
controversies  between  a  patentee  and  alleged  infringers,  as  well  as 
to  those  between  rival  patentees  (Philip  v.  Nock,  13  Wall.  186)  ; 
but  does  not  apply  to  controversies  arising  upon  enforcement  of 
contracts  relative  to  patents.     Brown  v.  Shannon,  20  How.  65. 


190.  It  is  not  Dependent  on  Amount  in  Controversy. 

A  writ  of  error  may  be  allowed  to  review  any  final 
judgment  at  law.  and  an  appeal  shall  be  allowed  from  any 
final  decree  in  equity  hereinafter  mentioned,  without 
regard  to  the  sum  or  value  in  dispute : 
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First.  Any  final  judgment  at  law  or  final  decree  in 
equity  of  any  circuit  court,  or  of  any  distiict  court  acting 
as  a  circuit  court,  or  of  the  supreme  court  of  the  District 
of  Columbia,  or  of  any  Territory,  in  any  case  touching  pat- 
ent rights  or  copyrights.    Rev.  Stat,  %  699. 

The  supreme  court  has  no  appellate  jurisdiction  of  a  suit  to 
enforce  the  specific  performance  of  a  contract  in  relation  to  a  pat- 
ent unless  the  value  of  the  matter  in  controversy  exceeds  the  juris- 
dictional amount ;  although  it  may  exercise  jurisdiction  when  a 
far  less  amount  is  in  dispute,  if  the  suit  be  for  the  infringement  of 
a  patent  right.     Brown  v.  Shannon,  20  How,  65. 

191.  Exclusive  Jurisdiction  of  Courts  of  the  United  States.  . 

The  jurisdiction  vested  in  the  courts  of  the  United  States 
in  the  cases  and  proceedings  hereinafter  mentioned,  shall 

be  exclusive  of  the  courts  of  the  several  States  : 

•  •••••*■ 

Fifth.  Of  all  cases  arising  imder  the  patent  right  or 
copyright  laws  of  the  United  States.    Rev.  Stat.  §  Yll. 

State  courts,  although  they  may  adjudicate  on  assignments  and 
other  contracts  involving  patent  rights,  have  no  jurisdiction  to 
enjoin  infringement  of  patent,  even  in  a  case  depending  on  extent 
of  the  right  which  has  been  vested  by  an  assignment.  The  juris- 
diction of  the  United  States  courts  is  exclusive.  Continental  Store 
Service  Co.  v.  Clark,  1  Cent.  Itq)*r,  580. 


280  UNITED  STATES  LAWS. 


XV.    BIGHT  OF  ACTION  AT  LAW  FOR  BAMAGE8. 

192.  Suits  for  Infringement ;  Damages. 

Damages  for  the  infringement  of  any  patent  may  be 
recovered  by  an  action  on  the  case,  in  the  name  of  the 
party  interested,  either  as  patentee,  assignee,  or  gfantee. 
And  whenever  in  any  such  action  a  verdict  is  rendered  for 
the  plaintiff,  the  court  may  enter  judgment  thereon  for  any 
sum  above  the  amount  found  by  the  verdict  as  the  actual 
damages  sustained,  according  to  the  circumstances  of  the 
case,  not  exceeding  three  times  the  amount  of  such  verdict, 
together  with  the  costs.     Rev.  Stat.  4919. 

193.    Limitation  of  Time  for  bringing  an  Action. 

While  there  is  no  act  of  Congress  limiting  the  time  for  suing 
nnder  the  patent  laws,  the  statute  of  limitations  of  the  State  in 
which  the  coart  is  held,  gaverns,  so  far  at  least  as  actions  at  law  are 
concerned.  The  act  of  Congress  of  July  8,  1870,  c.  230,  §  65  (10 
Stat.  206),  prescribed  a  limitation  of  six  years.  But  this  statute  is 
generally  considered  to  have  been  repealed  by  the  omission  of  it 
from  the  Revised  Statutes.  See  Sayles  v.  Oregon  Central  R.  R. 
Co.,  6  Sawyer,  31  ;  3  J?e^V,  424  ;  4  Bann.  <fe  A.  Pat.  Cas.  429  ; 
Sayles  v.  Richmond,  Fredericksburgh,  &c.  R.  R.  Co.,  4  Bann.  &  A. 
Fat.  Cas.  239 ;  Sayles  v.  Oregon  Central  R.  R.  Co.,  8  jRepV,  424  ; 
Vaughn  East  Tennessee,  Virginia,  Sdq.  R.  R.  Co.,  1 1  Pat.  Off.  Gaz. 
789  ;  1  Flipping  621  ;  2  Bann.  <k  A,  Pat.  Cas,  537  ;  Hay  den  v. 
Oriental  Mills,  16  Refr,  742  ;  24  Pai.  Off.  Gaz.  601  ;  17  Fed.  Eep'r, 
606  ;  Rich  v.  Ricketts,  7  Blatchf.  230.  But  the  decisions  have 
been  somewhat  conflicting.  See  Hay  ward  v.  St.  Louis,  11  Fed. 
iJepV,  427  ;  8  McGrary,  614  ;  Anthony  v.  Carroll,  9  Pat,  Off. 
Gaz.  199  ;  2  Bann.  <b  A.  Pat.  Coa.  195  ;  Read  v.  Miller,  2  Biss. 
12  ;  3  Fish.  Pat.  Cas.  310  ;  Sayles  v.  Louisville  City  R.  Co.,  ^  Fhd. 
BepW,  612  ;  Sayles  v.  Dubuque  &  Sioux  City  R.  Co.,  Id.  616,  note; 
6  GUI,  661. 
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The  above  mentioned  phrases  of  the  question  of  the  application 
of  the  statute  of  limitations  have  lost  interest  by  lapse  of  time. 
The  present  question  of  importance  is  whether  to  consider  the 
State  statute  as  applying  directly  in  the  case  of  an  action  at  law, 
and  by  an  analogy  to  a  suit  in  equity,  to  actions  and  suits  now 
brought.  The  affirmative  is  held  in  Hayden  v.  Oriental  Mills,  16 
jRcpV,  742  ;  24  Pat.  Of.  Gaz.  601  ;  llJFhd.  Rep\y  605  ;  Parker  v. 
Hawk,  2  Fish,  Pat.  Cas.  68  ;  Rich  v.  Ricketts,  1  Blatchf,  230  ; 
-Sayles  v.  Louisville  City  R.  Co.,  9  Fed,  RepW^  612  ;  Sayles  v. 
Dubuque  &  Sioux  City  R.  Co.,  Id,  516,  note.  Contrary  views  have 
been  expressed  in  Anthony  v.  Carroll,  2  JBann.  <Jb  A.  Pat.  Cas.  195; 
9  Pat.  Off.  Gaz.  199  ;  Parker  v.  Hallock,  2  Fish.  Pat.  Cas.  54«, 
note ;  Wetherill  v.  New  Jersey  Zinc  Co.,  1  Bann.  d)  A.  Pat.  Cas, 
489  ;  Collins  v.  Peebles,  2  Fish,  Pat,  Cas.  640.  See  Reed  v.  Mil- 
ler, 2  Piss,  12  ;  3  Msh,  Pat.  Cas,  310. 


194.    Nature  of  the  Remedy  by  Action  at  Law. 

The  sale  of  macnines  embodying  the  patented  inventions  of 
another,  to  one  for  use,  is  an  invasion  of  the  patentee's  rights,  and 
such  a  conversion  of  his  property  as  will  render  the  party  so  selling 
the  invention  liable  in  an  action  for  tort  ;  though  in  such  case,  the 
plaintiff  may  waive  the  tort  and  sue  in  assumpsit  for  the  money 
received  from  the  sale.  Steam  Stone  Cutter  Co.  v,  Sheldons,  15 
Phd.  Pep\  60S  ;  24  Pat.  Off.  Gaz.  703.  In  an  action  or  proceed- 
ing for  the  money,  the  measure  of  damages  would  be  the  amount 
of  money  received,  not  the  amount  of  damages  done,  and  all  right 
of  recovery  beyond  that  would  be  waived.  This  is  the  effect  of 
waiving  the  tort.  The  recovery  of  satisfaction  in  either  form 
would  pass  the  right  to  that  for  which  satisfaction  was  had,  and 
there  could  be  no  damages  beyond.  Consequently,  when  the 
plaintiff  has  recovered  and  received  satisfaction  for  the  tort  com- 
mitted, the  title  to  so  much  of  his  property  as  was  wrongfully  con- 
verted, will  have  passed  by  the  sale  and  conversion,  and  no  damages 
"will  accrue  to  him  on  account  of  further  use  of  that  property.     Tb. 

The  infringement  of  a  patent  is  a  tort  ;  but  the  wrongful  act  not 
"being  committed  with  direct  force,  the  form  of  action  is  that 
description  of  tort  called  trespass  on  the  case.  Stein  v,  Goddard, 
McAU.  83.     A  reiteration   of  infringements   of  a  patent,  like  a 
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repetition  of  torts  of  any  other  kind,  may  be  sned  for  in  one  action.. 
Wilder  v.  McCormick,  2  Blatchf,  31. 

The  granting  of  a  patent  confers  upon  the  patentee  the  right  to 
bring  suits  thereon  for  its  infringement,  and  a  court  is  not  author- 
ized to  grant  an  injunction  to  restrain  him  from  so  doing  pending 
a  suit  to  invalidate  his  patent,  especially  when  such  patent  was 
granted  after  an  interference.  Asbestos  Felting  Co.  v.  United 
States,  &c.  Felting  Co.,  10  Pat,  Of.  Gaz.  828  ;  13  Blatchf,  453  ; 
2  Bann.  <fe  A.  Pat.  Caa.  309 

195.    Right  of  Action  of  Patentee. 

An  action  for  an  infringement  cannot  be  maintained  by  an 
inventor  before  patent  obtained.  .  Gayler  v.  Wilder,  10  How.  477. 

By  the  statute  (act  of  1836,  §  14,  last  cl.),  requiring  an  action 
for  damages  for  infringement  of  a  patent  to  be  brought  in  the  name 
of  the  person  interested,  the  right  of  a^'tion  is  given  to  the  person 
owning  the  patent  at  the  time  the  infringement  is  committed  ;  and 
a  transfer  of  the  exclusive  right  is  no  bar  to  an  action  to  recover 
damages  for  an  infringement  committed  before  such  transfer. 
Moore  7j.  Marsh,  7  Wall.  615. 

Where  a  patentee  has  a  partner  in  the  manufacture  and  sale  of 
his  patented  article,  such  patentee  is  entitled  to  recover  full  dam- 
ages for  an  infringement,  notwithstanding  such  partnership.  Yale 
Lock  Manuf.  Co.  v.  Sargent,  117  U.  8.  536. 

No  person  who  is  not  the  patentee  or  such  an  assignee  or  gran  tee- 
as  the  statute  points  out  can  bring  a  suit  for  profits  or  infringement. 
And  a  claim  to  recover  profits  or  damages  for  past  infringement 
cannot  be  severed  from  the  title  by  assignment  or  grant  so  as  to 
give  a  right  of  action  for  such  claim  in  disregard  of  the  statute. 
The  profits  or  damages  for  infringement  cannot  be  sued  for  except 
on  a  basis  of  a  title  as  patentee,  or  as  such  assignee,  or  grantee  to 
the  whole  or  a  part  of  the  patent ;  nor  on  the  basis  merely  of  an 
assignment  of  a  right  to  a  claim  for  profits  and  damages  sev- 
ered from  such  title.  Gordon  v.  Anthony,  16  Pat.  Off.  Ga&, 
1135. 

An  action  for  infringement  must  be  brought  in  the  name  of  the 
real  and  beneficial  party  in  interest.  Goldsmith  t>.  American 
Paper  Collar  Co.,  2  Fed,  Eep\  239  ;  18  Blatchf.  82  ;  18  Pat.  Off, 
Gaz.  192  ;  9  Pep\  040  ;  6  Bann.  cfc  A.  Pat.  Cas.  800. 

A  patentee  is  entitled  to  recover  for  a  violation  of  his  patent. 
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no  uiiittcr  what  private  agreement  subsists  between  him  and  any 
other  one,  as  to  an  interest  in  his  invention,  unless  he  has  made  a 
legal  assignment  and  transfer  of  his  interest  in  the  invention.  Park 
t?.  Little,  3  Wash.  196. 

Two  patents  cannot  support  or  supplement  each  other  ;  and  in 
a  suit  for  infringement,  the  question  is  whether  the  defendant  uses 
the  combination  shown  in  each  patent,  and  not  whether  parts  in 
each  combination  can  be  found  in  each  patent.  Blades  v.  Rand, 
McNally  <fc  Co.,  27  J^ed,  Rep'r,  93. 

A  patentee  whose  rights  are  fully  covered  and  protected  by  a 
suit  he  has  brought  against  a  manufacturer  may,  in  a  proper  case, 
be  enjoined  from  suing  purchasers  from  the  manufacturer.  Bird- 
sail  V,  Hagerstown  Agricultural  Implement  Manuf.  Co.,  1 
Hughes,  64. 

A  patentee  who  has  sold  the  exclusive  right  to  use  his  invention 
for  a  term  of  years  short  of  the  full  life  of  the  patent  can  maintain 
an  action  for  an  infringement  during  such  term.  The  petition  in 
such  action,  however,  is  demurrable,  unless  it  affirmatively  shov  s 
that  the  alleged  infringer  is  not  using  the  invention  under  tlie 
authority  of  the  licensee.  Still  v.  Reading,  9  Fed,  HepWy  40  ;  4 
Woods,  345  ;  20  Fat.  Off,  Gaz,  1025. 

A  patentee  may  reserve  to  himself  the  right  to  prosecute  for 
piracies  within  the  particular  district. where  the  right  of  use  is  con- 
veyed. But  if  he  afterward  assigns  all  his  right  to  such  district^ 
owner  of  the  patent  may  sue.     Bicknell  v,  Todd,  6  McLean,  236. 


196.    Of  Joint,  or  Deceased,  Patentee. 

Upon  the  death  of  the  patentee  his  interest  passes  to  the  per- 
sonal representative  in  the  State  of  the  domicile  of  the  patentee,  and 
remains  in  him  until  assignment  to  the  parties  beneficially  inter- 
ested therein.  In  order  that  he  may  sue  for  an  infringement  it  is 
not  necessary  that  letters  patent  should  be  taken  out  in  the  State 
in  which  the  suit  is  brought,  Hodge  t>.  North  Missouri  R.  R.,  1 
Bill.  103  ;  34  Fish.  Pat.  Cos.  161. 

A  suit  by  one  of  two  joint  inventors  to  establish  his  right  and 
interest  as  such  in  an  improvement  for  which  his  fellow  inventor 
has  fraudulently  taken  out  a  patent  alone^  and  to  restrain  him  from 
using  the  patent  except  for  their  joint  benefit,  is  within  the  juris*- 


^84  UNITED   STATES   LAWS. 

diction  of  the  circuit  court  irrespective  of  citizeDship  of  parties. 
Duke  i\  Graham,  19  Fed.  Eep^  647. 

Actions  may  be  maintained  by  joint  owners  of  a  patent,  who 
have  not  transferred  their  claims  for  damages  and  profits,  to  recover 
past  damages  for  infringement  within  the  period  of  time  of  their 
ownership,  though  when  the  suit  was  instituted  ntMther  of  the  joint 
owners  had  any  interest  in  the  title  to  the  patent.  S])ring  v. 
Domestic  Sewing  Machine  Co.,  13  Ftd,  Iiep\  44tt  ;  22  Pat,  Off, 
Gaz.  1445  ;  29  InL  Eev,  Itec.  22  ;   14  Eejjr,  711. 

S.  and  VV.  conveyed  to  S.  and  B.  all  their  right,  title  and  inter- 
est in  and  to  an  invention,  within  the  State  of  Massachusetts,  except 
the  right  to  build  the  patented  machines.  In  a  suit  against  one 
who  had  infringed  by  making  the  patented  invention,  it  was  heldy 
that  the  suit  was  properly  brought  in  the  name  of  S.  and  W.,  with- 
out joining  S.  and  B.  Sanford  v.  Messer,  2  Pat,  Off,  Gaz,  470  ;  5 
Fish,  Pat,  Cas.  411 

197.  Of  Assignee, 

The  grantee  of  an  exclusive  right  under  a  patent,  though  such 
right  may  be  limited  to  the  use  of  a  certain  number  of  machines 
within  a  certain  territory  or  district,  has  such  an  exclusive  right  as 
will  enable  him  to  sue  for  an  infringement  of  the  patent  within 
that  district,  under  the  act  of  1836,  §  14.  Wilson  v.  Rousseau,  4 
How.  646,  686  ;  Nellis  v.  Pennoch  Manuf.  Co.,  13  Fed.  J?6jt?V,  451  ; 
28  Int.  Eev,  Eec,  297  ;  22  Pat,  Off.  Gaz.  1131  ;  14  EepWy  260. 

An  assignor  who  retains  an  interest  in  a  patent  may  be  joined 
as  a  party  complainant  with  an  assignee  of  the  exclusive  interest  in 
a  certain  territory  in  which  such  assignor  has  no  interest,  in  a  bill 
for  an  injunction  to  restrain  the  violation  of  the  patent  in  that 
territory.  Wood  worth  v.  Wilson,  4  How,  712.  Compare  Railroad 
Co.  V.  Trimble,  10  Wall.  .S67  ;  Brooks  v.  Bicknell,  3  McLean^  250  ; 
1   West,  L,  J,  150  ;  Whittemore  v.  Cutter,  1  Gall.  429. 

To  enable  an  assignee  of  a  sectional  interest  in  a  patent  to  sue 
in  his  own  name,  he  must  have  the  exclusive  right,  or  entire  and 
unqualified  monopoly  which  the  patentee  held  in  the  territory 
specified,  excluding  the  patentee  as  well  as  others.  Gayler  v.  Wil- 
der, 10  How.  47r  ;  Blanchard  v.  Eldridge,  1  WaU.  Jr.  887.  S.  P,, 
Littlefield  xi.  Perry,  21  Wall,  205  ;  Washburn  w.  Gould,  3  Story ^ 
122  ;  1   West.  L.  J!  465  ;  7  L,  Eep'r,  276. 

In  case  of  infringement  subsequent  to  an  assignment  of  an 
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iindiviried  part  of  a  patent,  action  must  be  brought  in  the  joint 
names  of  the  parties  owning  the  entire  interest.  Per  Clifford;  J. 
Moore  v.  Marsh,  7  Wall,  615. 

Under  the  patent  laws  of  the  United  States,  an  assignee  of  a 
patent  must  be  regarded  as  acquiring  his  title  to  it  with  a  right  of 
action  in  his  own  name,  only  by  force  of  the  statute.  Suydam  v* 
Day,  2  Blatchf.  20. 

An  exclusive  right  of  action  exists  in  favor  of  a  sole  aasignee  of 
a  patent  only  in  two  cases  :  namely,  where  he  acquires  by  assign- 
ment the  whole  interest  in  the  patent  ;  or,  by  a  grant  or  convey- 
ance, the  whole  interest  within  some  particular  district  or  territory. 
Suydam  t?.  Day,  2  Blatchf,  20.  And  see  Tyler  v.  Tuel,  6  Cranchy 
824  ;  Washburn  v,  Gould,  3  Story,  122  ;  1  West.  Z.  J.  4%6  \  7  L. 
BepW,  276. 

An  absolute  assignment  of  a  patent,  for  a  valuable  considera- 
tion, although  limited  to  a  specified  territory,  if  it  is,  as  to  such 
district,  unqualified,  and  excludes  the  patentee  from  any  interest  in 
or  control  over  the  rights  secured  by  the  letters  patent,  is  a  grant 
of  the  exclusive  right  under  the  patent  to  use  and  to  grant  to 
others  to  make  and  use  the  thing  patented  within  and  throughout 
a  specified  part  of  the  United  States,  and  warrants  a  suit  in  the 
name  of  the  grantee  or  assignee  for  an  infringement  within  the 
territory  named.     Perry  v.  Corning,  7  Blatchf.  195. 

A  grant  of  a  right,  though  exclusive,  to  manufacture  or  sell 
under  a  patent  within  a  limited  territory,  does  not  carry  an  interest 
in  the  patent  such  as  will  enable  the  grantee  to  maintain  a  suit  for 
infringements,  though  committed  within  that  territory.  Ingalls  f. 
Tice,  14  Fed,  RepW,  297  ;    22  Pat,  Of,   Gaz,  2160  ;  13  Eep'r,  676. 

The  assignee  of  an  exclusive  right  to  use,  but  not  to  make  the 
thing  patented,  within  specified  territory,  may  maintain  an  actioik 
against  an  infringer  in  his  own  name.  Chambers  v.  Smith,  5  Fish, 
Fat,  Cos,  12  ;    7  Phila.  575. 

A  declaration  in  a  patent  suit  which  avers  an  assignment  of  the 
invention  before  the  issuing  of  the  patent,  and  claims  title  under 
snch  an  assignment,  is  not  demurrable  ;  such  assignment  being 
sufficient  in  law.     Rathbone  v,  Orr,  5  McLean,  131. 

Under  the  provision  of  Rev.  Stat.  §  4919,  that  damages  for 
infringement  may  be  recovered  in  the  name  of  the  party  interested, 
an  assignee  of  a  patent  whose  assignment  includes,  in  terms,  all 
claims  for  prior  infringements,  may  sue  in  his  own  name  for  all 
infringements,  including  those  of  date  prior  to  the  assignment  to 
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him.  Adamd  v.  Bellaire  Stamping  Co.,  25  I^ed,  Hep^r,  270  ;  38 
Pat.  Of,  Gaz.  623. 

The  right  to  sue  for  infringements  of  a  patent  is  assignable.  It 
is  not  within  the  rule  prohibiting  assignments  of  unliquidated 
damages.  Jenkins  v.  Green wald,  1  JBo7id,  126  ;  2  JF'ish,  Pat.  Cos, 
37.;  Hamilton  v.  Rollins,  4  Z.  cfc  Uq.  Bep'r,  661  ;  6  Dill.  495  ;  3 
Baim.  <k  A.  Pat.  Cos.  157. 

The  assignees  of  a  patent,  thoagh  their  title  accrues  to  them  by 
several  deeds,  may  all  join,  as  the  holders  of  the  title,  in  an  action 
for  the  recovery  of  damages  for  an  infringement  of  the  patent. 
Stein  V.  Goddard,  McAlL  82.  < 

Certain  instruments, — Held  not  to  amount  to  such  an  assign- 
ment by  a  patentee  for  a  process  patent,  as  to  preclude  him  from 
suing  third  persons  who  infringe  his  patent.  Downton  v.  Yaeger, 
Milling  Co.,  3  McCrary,  414. 

Where  a  patent  has  been  assigned  for  a  particular  territory,  the 
assignor  retaining  the  right  to  use  in  common  with  assignee  in  part 
of  such  territory,  the  assignee  may  sue  alone  for  an  infringement 
outside  of  the  reserved  territory.  Ilobbie  v.  Smith,  27  l^'ed,  Mep'ry 
G5(). 

The  claims  for  profits  or  damages  arising  from  infringement 
prior  to  a  purchase  of  the  patent  are  choses  in  action,  and  the 
assignee  takes  the  title  subject  to  all  the  equities  existing  against 
I  lie  assignors.  Such  claims  do  not  pass  by  a  mere  assignment  of 
the  patent.  The  assignee  of  a  patent  seeking  to  recover  for 
infringements  before  the  assignments  must  allege  an  assignment  of 
the  claims  for  past  inlringement.  New  York  Grape  Sugar  Co.  v. 
Jiuffalo  Grape  Sugar  Co.,  18  Fed.  JRcjfr,  638  ;  25  Pat.  Off.  Gaz. 
1076  ;   21  Blatchf.  619. 

The  mere  assignment  of  a  patent  would  give  the  assignee  no 
right  to  damages  or  profits  already  accrued  ;  otherwise  where  the 
language  of  the  assignment,  or  the  circumstances  attending  it,  show 
that  the  parties  did  not  intend  to  transfer  such  already  existing 
claims.  Merriam  v.  Smith,  11  Fed.  liep^i',  688  ;  Dibble  v.  Auger, 
7  Blatchf.  86.  See  Consolidated  O.  W.  P.  Co.  v.  Eaton,  12  Fed. 
BepW,  865. 

A  suit  may  be  maintained  to  recover  past  damages  for  infringe- 
ment, although  at  the  time  when  the  suit  was  brought,  the  parties 
plaintiff  had  parted  with  their  interest  in  the  patent.  Spring  v. 
Domestic  Sewing  Mach.  Co.,  22  PaZ.  Off.  Gaz,  1446  ;  13  Ftd. 
jBepV,  446  ;  29  Jn«.  Befo.  Bee.  22  ;   14  Bep'r,  711. 


Si 
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198.     Licensee. 

A  licensee  cannot,  as  such,  sue  for  an   infringement,  but  must 

rassert  his  rights  in  the  name  of  the  original  patentee.     Paper  Bag 

r  Cases,  105  U,  S,  766 ;   Grover  Sd   Baker  Sewing  Machine   Co.  v. 

Sloat,  2  J^^ish.  Pat.  Cos.  112. 

A  mere  license  to  make  and  use,  without  the  right  to  grant  to 
others  to  make  and  use  the  thing  patented,  though  exclusive,  will 
not  authorize  the  licensee  to  bring  suit  in  his  own  name  for 
ip/ringement,  without  joining  the  patentee.  Wilson  v.  Chickering, 
14  Fed.  Rep'Ty  917  ;  23  Pat.  Off.  Oaz.  1730  ;  North  v.  Kershaw, 
4  Blatchf.  70  ;  Bogart  v.  Hinds,  26  Fed.  Eep'r,  484  ;  33  Pat.  Off. 
y  Gaz.  1268.     S.  P.,  Cottle  v.  Krementz,  25  Fed.  EepW^  494. 

Where  an  exclusive  license  has  been  granted,  the  licensee  and 
'  the  patentee  are  both  necessary  parties  to  a  suit  for  infringement. 

*         Hammond  v.  Hunt,  4  Bann.  ifb  A.  Pat.  Cas.  111. 

An  action  at  law,  brought  in  the  name  of  the  patentee  for  the 
benefit  of  his  licensee,  cannot  be  discontinued  by  the  nominal 
plaintiff  ;  but  the  real  parties  in  interest  will  be  permitted  to  show 
their  interest,  in  answer  to  a  release  by  the  nominal  plaintiff. 
The  nominal  plaintiff  may,  however,  claim  indemnity  against 
costs,  and  the  court,  on  a  proper  application,  will  provide  for  it, 
(4oo<lycar  v.  Bishop,  4  Blatchf.  488  ;  2  FUh.  Pat.  Cas.  96. 

Where  a  license  includes  a  large  number  of  patents,  and  pro- 
vides that  the  licensee  shall  pay  a  stipulated  royalty  on  all  machines 
manufactured  by  him  "embodying  in  their  construction  or  mode  of 
operation  the  inventions  and  improvements  shown  and  described  in 
each,  all  or  either  of  said  letters  patent,"  as  long  as  the  licensee 
uses  cither  of  the  patents  he  will  be  liable  to  pay  the  stipulated 
joyalty.  Pope  Manf.  Co.  v.  Owsley,  27  Fed.  Bep^r,  100. 
»  Where  a  license  to  manufacture  and  sell  under  a  patent  is  sub- 

^  ject  to  revocation  by  written  notice  by  the  licensor,  a  postal  card 

reading  :  "Your royalty  return  for  February  has  not  come  to  hand. 
Failure  to  forward  same  for  five  days  from  March  10th,  subjects 
your  license  to  revokement,"  is  not  notice  in  writing  of  the  revoca- 
tion or  termination  of  the  license.     lb. 

A  reservation  of  a  right  to  sue  for  a  royalty,  held  inconsistent 
with   a  license  to  use  which  accompanied  a  sale  of  the  thing 
patented,  by  the  patentee.    Bigelow  i;.  Louisville,  3  Fish.  Pat.  Cos. 
k  ^02. 
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Money  voluntarily  paid  under  license  for  use  of  a  patent  cannot 
be  recovered  on  subsequent  determination  of  invalidity  of  patents. 
Schwarzenbach  v.  Odorless  Excavating  Co.,  2  Cent.  Jiep\  859. 

199.     WIio  may  or  should  be  Sued. 

Where  a  structure  consisting  ot  several  parts  is  patented  as  a 
combination,  one  who  manufactures  and  sells  some  of  the  parts, 
they  being  useless  without  the  residue,  with  the  understanding  and 
intent  that  such  residue  should  be  supplied  by  another  and  the 
whole  go  into  use  in  its  complete  form,  is  liable  as  an  infringer. 
Wallace  v.  Holmes,  9  Blatchf,  65  ;  1  Fat.  Off.  Gaz.  117.  S.  P., 
Craig  V.  Fisher,  2  Sawyer,  345;  5  Pac.  X.  R.  52. 

One  joint  owner  of  a  patent  for  a  machine  can  use  and  sell 
machines  made  according  to  the  patent,  only  in  respect  to  his 
own  right.  If  he  uses  or  sells  them  without  the  authority  of  his 
CO  owner  as  respects  the  right  of  the  latter,  he  is  liable  to  an  action  by 
such  CO  owner  for  an  infringement  of  the  patent.  In  such  action  the 
])laintiff  may  recover  his  actual  and  proper  damages,  proportioned 
to  the  value  and  extent  of  his  undivided  interest,  without  regard 
to  the  amount  which  his  co-proprietor  has  received  by  means  of  the 
infringement.     Pitts  v.  Hall,  3  Blatchf.  201. 

An  agent  selling  an  article  which  infringes  on  the  plaintilff's 
patent  may  be  joined  as  a  party  defendant  with  the  one  who  man- 
ufactures such  article,  as  they  are  joint  trespassers,  and  are  liable 
to  be  sued   jointly.     Buck  v.  Cobb,  1  Brunner  CoL  Cas.  560. 

That  the  assignee  of  gains  and  profits  assigned  after  tlio  decree 
aw  ir<ling  tliem  can  recover  them  in  his  own  nanje,  see  C'.uiipbell  v. 
James,  5  Bmni.  ifb  A.  Pat.   Cas.  (530. 

The  use  of  a  patented  invention  by  an  officer  of  the  government, 
in  the  performance  of  his  duties  for  the  benefit  of  the  government, 
may  render  him  liable  as  an  infringer.  Campbell  v.  James,  17 
Blutchf.  42  ;  18  Pat.  Off.  Gaz.  979  ;  4  Bonn,  cit  A.  Pat.  Cas.  466  ; 
8  Bep'r,  455  ;  reversed  on  another  point,  104  W.  S.  357. 

Armor  for  a  vessel  was  constructed  by  Q.,  under  an  order  given 
for  that  purpose  by  the  secretary  of  the  navy,  and  was  applied  to 
a  vessel  built  for  the  United  States,  and  was  paid  for  to  Q.  by  the 
secretary  of  the  navy.  It  was  held,  that  although  the  armor 
might  have  been  the  same  in  arrangement  as  that  covered  by  a 
patent  for  the  application  or  employment  of  armor  on  vessels,  Q.. 
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was  not  liable  in  a  suit  oh  the  patent  for  any  value  which  tlie  armor 
may  have  been  to  the  United  States.  The  putting  of  the  armor  on 
a  vessel  owned  by  the  United  States  was  not  a  making,  or  using, 
or  a  vending  to  be  used,  of  the  armor.  Heaton  t;.  Quintard,  7 
Blatchf.  73. 

A  mere  workman  employed  by  a  person  other  than  the  patentee 
to  make  parts  of  a  patented  article  is  not  liable  to  an  action  for 
damages.     Delano  v.  Scott,  &e/p.  480.  * 

Manufacturers  of  an  article  are  not  liable  as  infringers  where 
the  infringement  consists  in  a  special  use  of  it  made  by  one  who 
procured  it  from  them.  Their  privity  with  the  unlawful  use  will 
not  be  presumed.  Keystone  ©ridge  Co.  t?.  Phoenil  Iron  Co.,  9 
PhUd.  374. 

Action  against  administrator  survives,  if  there  has  been  an 
infringement;  the  latter  being  held  as  a  trustee  for  the  owner. 
Atterbury  v.  Gill,  2  l^llppin,  239  ;  13  Pat,  Off,  Qaz.  276. 

An  action  for  infringement  will  lie  against  the  parties  making 
a  machine  which  is  patented,  though  snch  persons  are  employed  by 
others  to  do  the  work.  But  if  such  parties  have  acted  without  a 
knowledge  of  the  plaintiff's  rights,  only  nominal  damages  should 
be  found  against  them.     Bryce  v.  Dorr,  3  McLean^  582. 

A  part  owner  of  a  patent  has  no  right  to  use  an  infringing 
device.  If  he  does,  he  is  liable  to  his  co-owner  for  the  wrong  done. 
Herring  v.  Gas  Consumers'  Assoc,  9  Fed,  Mep*r,  666  ;  3  McOrary^ 
206;2lPa^.  Off,  ffaz.  208. 

Suit  cannot  be  sustained  against  an  administrator  to  charge  the 
estate  for  his  having  undertaken  to  sell  patented  articles  in  viola- 
tion of  a  patent  right.  He  cannot  charge  the  estate  for  a  tort. 
Thompson  v,  Canterbury,  2  McCrary^  832  ;  12  Ft^,  itepV,  48f5. 

One  who  is  manufacturing  and  selling  a  patented  article  under 
a  license  from  the  patentee  cannot  be  sued  as  an  infringer  ;  the 
only  remedy  which  the  patentee  can  claim  against  him  is  such  as 
may  be  afiForded  by  the  contract  of  license.  Kelly  t?.  Porter,  17 
Fed.  RepW^  619 ;  8  Sawyer^  482. 

In  what  case,  and  to  what  extent  a  landlord  iff  liable  for  an 
infringement  beeaase  the  manufacture  is  carried  on  in  his  building 
and  he  receives  a  rent  graduated  by  the  amount  of  sales,  see  Star- 
rett  V.  Athol  Machine  Co.,  14  Fed;  RepW^  910  ;  23  PoJt.  Off.  Oaz. 
1729. 

One  who  sells  a  compound  he  knows  cannot  be  applied  without 
Vol.  n.— 19 
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making  the  user  a  Ireh passer,  is  accessory  to  the  infringement. 
Albertine  Co.  v.  Payne,  27  Fed.  liep^r,  669 


•  200.  Cases  involving  Corporations. 

A  town  which  had  maintained  a  ferry  in  violation  of  an  exclu- 
sive franchise  granted  to  a  corporation  by  the  legislature  of  the 
State  was  held,  liable  for  damages.  East  Hartford  v.  Hartford 
Bridge  Co.,  10  How.  641, 

The  only  persons  who  can  be  held  for  damages  for  the  infringe- 
ment of  a  patent  are  those  who  own  or  have  some  interest  in  the 
business  of  making,  using  or  selling  the  thing  which  is  an  infringe- 
ment ;  an  action  at  law  cannot  be  maintained  against  the  directors, 
shareholders  or  workmen  of  a  corporation  which  infringes  a  pat- 
ented improvement.  United  Nickel  Co.  v.  Worthington,  13  Fed. 
EepW,  392  ;  23  Pat.  Off.  Gaz.  939. 

The  board  of  directors  of  a  railroad  company  authorized  their 
chairman  to  make  a  certain  contract.  Pursuant  to  that  authority 
he  made  and  signed  in  behalf  of  the  corporation  a  contract  with  a 
manufacturer  for  the  construction  of  a  number  of  car^,  to  be  deliv- 
ered to  the  railroad  company.  The  cars  were  to  be  furnished  with 
a  certain  patented  improvement,  which  the  manufacturer  had  no 
license  to  use.  In  a  suit  by  the  patentee  against  the  chairman  for 
an  infringement  of  the  patent,  it  was  held,  that  the  contract  of  the 
chairman  could  not  be  construed  as  authorizing  or  contemplating 
any  trespass  upon  the  rights  of  the  patentee,  and  that  he  was  not 
liable.  The  fact  that  the  cars  were  run  on  the  road  after  comple- 
tion gave  no  right  of  action  against  the  chairman,  as  his  authority 
extended  only  to  the  making  of  the  contract.  Lightner  v.  Brooks, 
2  Cliff.  287. 

A  transportation  company  was  organized  for  the  purpose  of 
providing  a  through  line  for  freight  between  certain  cities  in  the 
eastern  and  others  in  the  western  States  ;  and  contracted  with  the 
companies  owning  railroads  between  those  cities,  to  furnish  cars 
for  use  throughout  the  line.  The  defendant  was  the  general  agent 
of  the  transportation  company,  with  power  to  contract  for  the  car- 
riage of  goods,  but  without  power  to  say  in  what  cars  they  should 
be  carried,  or  what  axle-boxes  should  be  used  on  the  cdrs.  Axle- 
boxes  which  infringed  the  plaintiff's  patent  were  used  on  the  cars 
in  which  the  goods  were  so  forwarded  by  the  transportation  com- 
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pany.  It  was  held,  that  defendant  was  not  liable  to  an  action  as  an 
infringer  of  the  plaintifPs  patent.  Lightner  v,  Kimball,  1  l,ow. 
211.  The  defense  of  the  agent  in  such  a  case  is  not  that  he  is  the 
servant  of  the  transit  company  in  doing  the  wrong,  but  that  he  is 
a  stranger  to  the  wrong  done  ;  that  he  has  neither  the  property, 
the  custody,  nor  the  control  of  the  cars  in  which  this  contrivance 
is  used  ;  that  he  can  neither  command  the  use  nor  the  discontinuance 
of  it ;  and  that  his  duties  have  relation  to  an  entirely  distinct  sub- 
ject-matter,    lb. 

An  action  may  be  maintained  against  a  corporation  for  the 
infringment  of  a  patent,  upon  proof  of  a  wrongful  manufacture  by 
agents  of  the  corporation  with  its  approval  and  for  its  benefit.  Cor- 
porations can  act  only  by  their  agents.  They  can  act  only  by  those 
who  are  in  their  employ.  And  when  one  in  the  employment  of  a 
corporation,  in  the  business  of  his  employment,  does  an  act  for  their 
benefit,  and  which  they  adopt  and  approve  and  take  advantage  of, 
they  will  be  deemed  to  have  authorized  the  act,  and  will  be  as  much 
bound  by  it  as  though  expressly  authorized.  Poppenhusen  v.  New 
York  Qutta  Percha  Comb  Co.,  2  Ihh.  Pat.  Cos.  62  ;  4  Blatchf. 
184. 

If  a  few  persons  form  themselves  into  a  corporation  under  the 
Missouri  statute,  the  business  of  which  is  a  necessary  infringement 
of  a  patent,  they  cannot  escape  individual  liability  for  the  acts  done 
in  the  corporate  name.  St.  Louis  Stamping  Co.  v.  Quinby,  18  Pat. 
Off.  Oaz.  671 ;  6  Bann.  cfe  A.  Pat.  Cos.  276. 

One  who  was  president  and  sole  shareholder  of  a  corporation, 
was  Jiddy  under  the  circumstances,  personally  liable  for  an  infringe- 
ment committed  in  the  course  of  the  company's  business.  Smith  v. 
Standard  Laundry  Machinery  Co.,  19  Fed.  BepW,  826  ;  25  Pat.  Off. 
Gaz,  393  ;  15  iJepV,  74. 

A  corporation  is  responsible  for  the  conduct  of  its  superintend- 
ent in  affixing  the  word  "  patented  "  to  unpatented  articles.  Tomp- 
kins V.  Butterfield,  25  Fed.  Bep\  656. 

A  city  i3  liable  in  its  corporate  capacity  for  the  infringement  of 
a  patent.  Munson  t;.  New  York,  6  Fed.  BepW,  338  ;  18  Blatchf. 
237  ;  10  JBepV,  185  ;  5  Bann.  db  A.Pat.  Caa.  486. 

A  city  will  be  held  responsible  for  infringements  of  patents  by 
its  fire  department,  though  separately  incorporated.  Brickill  v. 
New  York,  7  Fkd.  Bep'r,  479 ;  18  Blatchf.  273  ;  18  Pat.  Off.  Gaz. 
463. 

The  act  of  the  legislature  of  Now  York,  passed  March  28,  1862 
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(Laws  18d2y  0;  6a)y  basna  effect  to  relieve  the  coiponition  of  the 
citf  of  BrooUyn^from  liability  to  pay  the  patentee  of  a  patent  for; 
ao  improvement  in^boae-ooaplings  used-  by  it'  witfaont  bis  licenaa 
Kias  V,  BrooklyiifS  JBlatchf.  533  ;  4  I^Uh.  F<UU  Ua9,  5fia. 

The  oiiy  of  Brooklyn  is^not  liable  to  the  patentee  of  a  patented 
seat^  for  the  iiae  thereof  in  the  public  scboola  of  the  city,  under  the 
dli^otionof  the  board  of  education^  which  parohased:  and  owns  the 
seats;  the-  corporation-  of  the  city  not  using  themtandibaving  no 
power  by  law,  to  direct  the  discontinuance  of  their  use..  Allen. t). 
Brooklyn,  ^Blatchf,  585  ;  4  JVaA.  Pat.  Ga$.  5&8. 

The  board'of  education  of  the  city  of  New-  York  purofaased: 
patented  seatafor  use-in  public  schoola^  It  was  hddiXhsX  the  city 
was  liable  in  a^  suit'  for  infringement^  notwithstanding-  the  board 
wasan  independent  corporation  created  by  the  State  govermnent. 
-Aaien  V.  New  York,  17  Blatd^.  350;  17  Pat;  Off..  Owl  12fil ;  fi 
JBann,  db  A\,  Pati  (7a«.  57* 


OBAUND»OF 


201.  Interest  of  the  SvMic  in  Inventions  und^  Patents^ 

■ 

From^  tbe<  principle  establifihedA  fay  many  deoisionsi  tbat  the 
application  of  antold  prcMesa  or  machine  to  a  similari  or.  analogous 
subject^  with  no  <;bange  in  the  manner.of  appli6ataoiifand:no  result 
substantially  distinct  in  its  nature,  will  not  sustain. a^patent,  it  fol- 
lows that  where  the  publio  has;  acquired  in:  a«iy,way:;tiie  right,  to 
vm^  amacUne  or  deviee  for  a  particular  piirppsa  it  ilouartbejight  to 
use  it  for  all  the  like  purpose&to  which  it x»mi  be;apf(lied;.and  no 
one  <san  take  out  a>pateBt.ta*cofver.theia{iidieationiof;  the:  device  to 
a^milar. purpose.    Blake  t^.San.Erancisoe^  lia  U*  iSiW9. 

A  patentee  is  bound  .either  ta  use .  his  ^  patent ;  himself  i  or  permit 
others  to  do  so  on  reeaecalile.  aud*  equitaUe.  ternob* .  Hoe^.  v. .  Knap, 
2tPkd/  B^'r,  ,204; 

The^pahlteJiave  aneq'iiityjin  pateoia  which  wnett  {^ways^he^ 
regarded.  Consolidated  Fruit  Jar  Co.  t;.  Bellairo  Stamping  Co^, 
2r  i%ci.\B<?pVj  377. 
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^Ohne'Wlio  indents,  err  discovers  and  >keep8  meMt,  it  pnioesB  of 
manttfadtare,  lias  a  property  tfaerein,  wfaioh  the'eonrts  mill  protect 
Salomon  T.  neft2/2  Cent.  Mep^r^  a  82. 


202.    T^aud. 

A  patentee  'bronght  a  snit  for  damages  againet  a  British  cor- 
;pDration  onifhe  foRowing  facts':  The  ^^managrng  agent"  of  tlie 
British  corporation  ^ad  been  sent  to  tibis  oomitiy  and  bad  Ymuda- 
Gently  pretended,  in  a  series  of  negdKiations,  ^  ooBclnde  mt  agree- 
ment with  the  plaintiff,  to  make  use  of  bis  pi^teift.  Tbe  real  pot- 
pose  of  the  agent,  as  alleged  by  the  plaintiff,  badT>een,  by  means  of 
pnotraoted  xR>nsnltations  and  drafts  of  agreements,  to  prevent  him 
ftiie  ^annftiff)  from  nnng  liis  invention  daring  a  certain  period,  and 
l3nn  gam  time  for  bis  principal  to  introdnoe  anotber  invention  in 
-wludi  it  was  largely  interested.  A  charge  that,  if  the  corporation 
never  gave  any  atriAiority  to  its  managing  agent  to  assent  to  the 
draft  of  Bgreemcfnt  in  its  behalf  and  in  its  same,  and  never  sanc- 
tioned it  as  a  corporate  act,  sait  for  such  a  f rand  as  above  indicated 
conld  not  be  maintained,  was  held  erroneous,  npon  the  ground  that 
the  Boit  not  bdng  upon  a  contract^  tire  corporation  might  be 
responsible  for  the  f rand,  notwithstanding  its  antbority  and  sanc- 
tion were  never  given.    Batler  v,  Watkins,  13  WaU,  456. 

In  a  cafie  of  alleged  infringement^  if  the  parties  deal  at  arms- 
length,  and  the  defendant  is  given  bis  choice  between  a  settlement 
on  the  terms  offered  by  the  comptalirant,  and  a  law-Buit  with  time 
Bufficient  for  reflection  and  investigation,  the  fact  that  the  defend- 
ant feared  the  resnlt  of  litigation  on  bis  business,  and  therefore  set- 
tled^ is  not  sufficient  to  support  the  charge  of  fraud.  Pope  Manuf. 
Co.  V.  Owsley,  27  Md,  Rep^Ty  100.  Hie  mere  fact  that  the  owner 
of  a  patent  alleges  an  infringement^  and  thre^enssuit  unless  a  set- 
tlement is  made  with  him,  cannot  be  beld  to  make  such  settlement 
void  for  fraud  or  intimidation.    lb. 

Where  a  patentee  claims  an  infringanent,  the  fact  that  at  the 
time  of  making  a  settlement  of  the  claim  for  past  manufacturing 
and  sale,  and  granting  a  license,  the  patent  had  expired,  though  in 
force  when  negotiations  were  begun,  does  not  render  the  transac- 
tion fraudulent.    lb. 

A  party  who  has  owned  the  recorded  title  of  a  patent  tor  more 
than  six  months,  may,  for  a  valuable  consideration^  convey  the 
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same  to  a  corporation  competent  to  purchase  and  hold  it ;  and  t   ; 
.  title  thus  conveyed  will  not  be  open  to  attack  for  fraud  in  t    > 
assignor.     Racine  Seeder  Co.  v,  Joliet  Wire-Check  Row  Co., '  • 
I'ed.  RepW,  367. 

203.  Estoppel. 

Declarations  on  the  part  of  an  inventor  that  he  intended  not  to 
take  out  a  patent,  but  to  let  the  public  have  his  invention,  will 
estop  such  party,  or  any  one  holding  under  him,  from  asserting  his 
right  against  a  person  acting  on  the  faith  of  such  declarations. 
Pitts  V.  Hall,  2  Blatchf.  229. 

A  mechanic,  working  at  his  employment  for  wages,  who  per- 
mits  his  employer  to  apply  for  and  obtain  a  patent  without  obJ€H> 
tioD,  upon  a  machine  which  the  mechanic  has  perfected,  will  be 
deemed  to  have  waived  any  rights  he  may  Hiave  had  as  a  prior 
inventor.  Fraim  v.  Keen,  25  Fed.  Bep\  820  ;  34  FcU.  Off.  Oaz, 
1048.  S.  P.,  Ruggles  V.  Young,  1  MacArthur  Pat.  Ca9.  160; 
Warner  v.  Goodyear,  1  MacArthur  Pat.  Cos.  60 ;  McCormick  v. 
Howard,  Id.  238. 

A  disclaimer  at  the  close  of  a  specification  estops  the  patentee 
from  setting  up  any  privilege  to  the  part  disclaimed.  Whitney  t;. 
Emmett,  JBaldw.  303. 

A  disclaimer  made  by  an  attorney  in  the  prosecution  of  an 
application  for  a  patent,  does  not  necessarily  estop  the  patentee 
from  maintaining  that  his  claim  embraces  the  matter  so  referred 
to.     Mann  v.  Bayliss,  10  Pat.  Off.  Gaz.  789. 

A  patentee  is  not  estopped  by  his  silence  in  omitting  to  assert 
his  claim  to  an  invention,  unless  it  has  misled  another  to  his  hurt. 
Railroad  Co.  v.  Dubois,  12  WaU.  47. 

A  certified  copy  of  the  model  does  not  conclude  the  defendant, 
but  he  may  show  that  the  model  has  been  changed.  Johnson  v. 
Beard,  8  Pat.  Off.  Gaz.  436  ;  2  Bann.  cfe  A.  Pat.  Caa.  60. 

A  patentee  can  not  repudiate  one  of  the  parts  of  his  combina- 
tion after  another  inventor  has  taught  him  how  to  dispense  with  it. 
Hale  V.  Stimpson,  2  Fish,  Pat.  Cos.  665  ;  Cooledge  v.  McCone,  2 
Sawyer,  671 ;  6  Pat.  Off.  Gaz.  458  ;  1  Am.  L.  T.  K.  8.  2\A:  \  1 
Barm,  db  A.  Pat.  Cas.  78. 

Where  one  has  advertised  a  patented  article  as  one  of  the  most 

.  useful  of  inventions,  and  one  which  has  superseded  all  other  similar 

articles  ;  and  has  also  sold  such  article  for  use ;  such  person  is 
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estopped,  in  an  action  against  bim  for  an  infringement,  from  deny- 
ing the  utility  of  the  invention.  Stanely  v.  Whipple,  2  McLean^ 
35,  39. 

In  a  suit  for  infringement  of  a  patent,  against  a  purchaser  from 
a  licensee,  in  which  the  complainant  treats  the  license  as  no  longer 
in  force,  the  defendant  is  not  estopped  from  denying  the  validity 
of  the  patent.  Baltimore  Car  Wheel  Co.  v.  North  Baltimore  Pas- 
senger R.  Co.,  21  JPed.  RepW^  47. 

Estoppel  of  patentee,  as  against  assignee  of  patent,  to  allege  itn 
invalidity  in  suit  for  infringement.  Rumsey  r.  Buck,  20  Fed. 
Hep^Tf  697  ;  Underwood  v.  Warren,  21  Fed,  Iiep\  573. 

A  licensee  under  a  patent  is  not  estopped  to  deny  its  validity, 
when  he  has  not  done  or  claimed  anything  under  it,  and  the 
licensor  has  had  knowledge  of  his  position.  Brown  v.  Laphara,  27 
Fed,  Rep^Ty  77.  He  is  estopped  to  deny  its  validity  on  any  ques- 
tion arising  out  qf  that  relation  between  the  parties  {Ib,)^  so  long 
as  the  license  remains  in  force.  Pope  Manuf.  Co.  v,  Owsley,  27 
Fed.  Bep'r,  100. 

A  licensee  who  agrees  not  to  contest  the  validity  of  the  patent 
or  the  title  of  the  licensor  thereby  admits  the  validity  of  the  patent, 
and  waives  all  questions  of  limiting  or  escaping  the  claims  by  the 
prior  art ;  the  only  question  being  whether  the  machines  made  are 
within  the  terms  of  the  patent.  The  date  and  duration  of  a 
patent  are  matters  of  public  record  which  the  licensee  is  as  much 
bound  to  know  as  the  licensor.     lb. 

Where  it  is  claimed  that  a  patentee  has  estopped  himself  to  deny 
that  his  American  patent  was  for  the  same  invention  as  was  patented 
to  him  in  prior  foreign  patents,  by  representing  that  it  was  for  the 
same,  in  his  application,  if  the  patentee  was  laboring  under  a  mistake 
as  to  this  point,  his  rights  ought  not  to  be  defeated,  or  seriously 
abridged  by  such  mistake.  Commercial  Manuf.  Co.  v.  Fairbank 
Canning  Co.,  27  Fed.  Rep^r^  78. 

A  decree  dismissing  a  former  bill  for  failure  to  show  infringe- 
ment, does  not  estop  the  plaintiff,  or  his  assignees,  from  suing  the 
same  defendant  for  infringing  the  same  patent.  Steam-Ouage  & 
Lantern  Co.  t?.  Meyrose,  27  Fed,  RepW^  213. 

The  equitable  doctrine  of  estoppel  is  applied  to  a  patentee  who, 
after  unreasonable  delay,  applies  for  an  amendment  and  enlarge- 
ment of  his  claim.     Asmus  v.  Alden,  27  Fed.  Rep^r^  684. 

Where  the  terms  of  a  claim  in  a  patent  are  clear  and  distinct, 
the  patentee,  in  a  suit  brought  upon  the  patent,  is  bound  by  it,  and 
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.cajDOQt  ahov  :that  lib  invenUon  is  1>ro»der  than  the  teems  of  Ma 
claim  ;  or,  if  the  invention  is  broader,  he  must  be  held  to  have  Eor- 
rendered  the  surplas  to  the  public.  Blades  v.  Rand,  McNallj  A 
Co.^  27  Md.  jRq)'r,  93. 

Where  ft  pa^jentee,  in  th^  first  Instance^  made  broad  claims, 
which  yrev^  ^emed,  if,  was  held  that  by  accepting  a  patent  for  a 
restricted  claim,  he  abandoned  hi9  claim  by  constrnctioo,  so  far  as 
what  was  in  terms  refused  him  was  concerned  ;  and  that  his  action 
became  part  of  the  law  of  the  patent,  and  controlled  the  assignee 
as  well  as  the  original  patentee.  Blades  v.  Band,  McNally  A  Go,, 
27  If'ed.  JHep^fy  93  ;  Otis  9roji.  v-  iGraue  Bros.  Hamif.  /Co.,  21  Fed. 
JtepWy  550  ;  Roeyper  v.  Peddie,  27  Fed.  -RepV,  702. 

The  inventor  of  a  cert^iin  -^eehanisQi  assigned  the  invention  4o 
a  manufactoiing  company  qt  which  he  was  superintendent,  iby 
which  it  was  patented  ;  ^nd  he  .cau8e4  mechanism  to  ^e  made  \xf 
the  company,  representing  it  to  be  one  of  the  modifications  of  Xhfi 
invention  patented  ;  for  the  construction  of  which  the  company  had 
special  tools  made,  and  which  it  introduced  to  the  public  as  covered 
by  the  patent.  I^  )vas  heldy  ^t^  be  bad  left  the  company,  that  he 
and  all  i^  privity  :$irith  ^ii^,  .^erp  ^estopped  from  denying  that  tiie 
mech^nisi9  so  cpnatruCfted  w^as  .c.ov,ef od  t>J  ih/^  patenjt ;  and  tiial;,  as 
to  hlj;n  an4  t^W?  9^  ¥^  j.^Qotion  against  its  reproduotion  should 
issue.    Time  T^legr^pb  Cp.  p.  QixoJRef,  19  Fed,  Hep^r,  d22. 

Patent  w^  issued  to  Aripatrong  and  Hutchinson,  in  1875,  for 
an  improvement  in  machines  fair  ^ni^ihing  bprse-shoe  nails.  It  was 
h^eld  tp  h*^  shp^o  by  a  preponderimc^  of  evidence  in  a  suit  for 
ii^fji'ingement;  tp  have  l^een  obtained  by  them  for  devices  invented 
and  piU  in  use  by  then^  while  they  ^exe  in  the  .employ  of  the 
defendant  nnd.e^  #^^  terms  as  to  preclude  them  irosfi  making  any 
plaims  against  the  4pf^^dAPt  for  such  devices.  B.ensley  v.  North- 
western Horse  Kail  Co.,  26  Fed.  tLep\  250. 

A  patentee  of  an  improvement  consisting  in  securing  a  loose 
case  or  jacket  around  a  hydrant,  in  such  manner  that  the  hydrant 
might  be  withdrawn  without  disturbing  the  case,  was  held  noft 
estpppmi  by  procuring  a  patent  therefor,  from  patenting  a  further 
improvement,  consisting  in  so  connecting  the  case  with  the  hydrant 
that  the  upheaval  of  the  case  a  few  inches  by  the  frost  would  not 
injure  or  break  the  hydrant.  Mathews  v.  Flower,  25  Fed.  JB^'r, 
830  ;  33  Pat.  Off.  Gaz.  887. 

A  patent  for  the  change  of  old  parts  of  a  combination  to  effect 
efficient  co-ot>eratioo  must  be  limited  to  the  express  improvement 
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made.    Troy  Laundry  M^biaery  Co.  v.  Riiftuqll,  27  iEn?.  i2^V, 
810. 

The  holder  of  a  patent  iw  ^.cambiaatian^f  4ey.IoeB  jfor.a  aliigl- 
ing  door  for  railroad  oaieS>  'dauniivg  -as  part  of  the  oofubinatipQ 
guiding  rods  and  staples,  and  .eocpreiudy  discdlaiiniDg  ^e  use  of 
grooves  as  an  eqnivaleintj  is  ^estopfiied  irc^  insisting^  to  establish  9^ 
alleged  inf ringement,  that  tSie  grooves  are  eqaivale^t  to  the  rods, 
or  that  the  rods  and  staples  are  aqt  assential  to  his  oombination. 
Watson  V.  Cinoinnati,  I.  Ac  R.  Co.,  28  Mkd.  JRep'r,  448. 


304.   Former  AdJMdicaiion. 

A  foiuner  yardiot^  /o^r  *4ismi^al  9^  ^  l^\  ^d  for  an  iojonctioQ 
to  reatpaio  |;be  ;ai|e  of  #  jpf^^em^  ii>v wtion,  is  npt  a  h^r  to  a  snbs^ 
xjtHOitt  imtioB  Af;  \^w  U>T^  A%m^Sl^i  3n  a,nother  State,  unless  a  jndg- 
joxeot  tvae  rendered  .oa  ^so^  yerdiot  aga.iast  tbe  plaiotiff,  or  the 
dismissal  was  on  the  merits.  Allen  t;.  Blunt,  2  TFoo^.  it  M. 
121,  182. 

The  A^B^Uuat  i^  |k  fuM^  1^  l^w  for  lof riqgement  agreed  with  the 
)daintiff,  for  a  Talafl^e  a<>nsi!dera<ao9,  to  dis^iitisue  the  manu- 
facture .of  die  infri^g^g  artiele ;  and  snbsei|nenU|r  suffered 
interlocmtory  ^odgiaeat  ^to  bd  .entered  Ag&inst  himself  by  4efault. 
Afterward  be  Aon^nriied  ^  miike  and  sell  an  article  differing  but 
diigbtly  from  ^^  fpiBier,  and  a  clear  infrmgement  of  l^he  ooe 
patented.  A  bili  10  ^<l9iity  having  been  brought  to  restrain  the 
unlicensed  manufacture,  and  it  appearing  that  the  defenses  set  up 
in  the  answer  w«ne  within  the  defendant's  knowledge  at  the  time 
of  the  action  at  law,  it  was  hM^  that  he  was  concluded  by  the 
agreement  of  compromise  ;  and  should  not  be  permitted  to  contest 
the  validity  of  jbhe  patent.  Brooks  v,  Mporhouse,  18  Pat  Off.  Gaz. 
499 ;  8  Bonn.  A  A.  Pat.  Ca$.  229. 

A  verdiot  an9t»ioing  a  patent,  au4  judgment  therepn,  in  ^n 
action  between  ra  owner  of  a  territorial  right  voder  sacfa  patent 
and  an  infringer  is  not  admisnble  in  evidenejS  in  9sa  action  brou^t 
by  another  owner  of  another  territorial  right  snd^r  tbe  same  patent 
for  the  purpose  of  ee<#bliiAisg  bis  right  %  bat  would  be  Omissible 
on  a  notiae  for  a  pn^viiiional  injunction,  a^  affording  strong  evidence 
of  tlic  validity  pf  tiie  pistent  ^d  pf  tbo  title.  3Hck  v.  Rermanoe, 
1  Blatet\f.  m ;  I  JC.  Jhp'r,  N.  S.  82). 

A  patentee  find  bU  assignee  brought  a  suit  in  equity,  in  the 
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circait  court  of  Louisiana,  against  a  junior,  patentee,  seeking  to 
have  the  junior  patent  declared  void  for  interference  with  their 
patent.  The  bill  was  dismissed  on  the  merits.  Subsequently  the 
same  plaintiffs  brought  an  action  at  law,  in  another  circuit  for  in- 
fringement of  their  patent,  against  a  person  who  had  not  been  a 
party  to  the  record  in  the  suit  in  Louisiana,  but  who  had  obtained 
an  interest  in  the  junior  patent,  after  the  commencement  of  the 
Louisiana  suit,  and  before  the  judgment  of  dismissal.  It  was  held^ 
that  the  rights  of  the  parties  to  the  action  at  law  would  have  been 
bound  by  a  judgment  in  the  Louisiana  suit  declaring  either  patent 
void  ;  but  that  the  judgment  of  dismissal  did  not  import  the 
invalidity  of  the  senior  patent,  and  could  not  be  pleaded  in  bar  of 
the  action  at  law.  To  constitute  such  a  judgment  a  bar  to  such 
subsequent  action,  it  should  have  been  direct  and  affirmative 
in  its  terms,  and  have  asserted  the  interference  of  the  patents,  and 
have  declared  the  patent  void  in  whole  or  in  part,  or  inoperative 
and  invalid  in  some  part  of  the  United  States.  Tyler  v.  Hyde,  2 
Blatchf.  308. 

The  validity  of  a  patent  having  been  in  part  sustained  in  one 
circuit,  suit  was  brought  in  another  circuit  for  infnngement  by  a 
party  who  had  contributed  to  the  payment  of  the  counsel  who  had 
defended  the  first  suit.  The  defendant  was  hdd  estopped  by  the 
adjudication  in  the  other  circuit,  and  that  the  proper  practice  to 
introduce  new  evidence  as  to  prior  use,  would  be  to  move  for  a  re- 
hearing in  the  other  circuit.  Miller  v.  Liggett,  <fec.  Tobacco  Co., 
7  Fed.  EepW,  91  ;  2  McCrary^  375  ;  27  Int.  Rev.  Bee.  295  ;  19 
Pat.  Off.  Oaz.  1138. 

A  judgment  recovered  in  a  prior  action,  was  AeW,  under  the 
circumstances,  not  to  preclude  impeaching  the  patent  in  a  subse- 
quent suit.     Russell  v.  Place,  94  U.  S.  606. 

An  adjudication  against  the  defendant  in  a  suit  for  infringement 
of  a  patent  binds  his  servants  or  agents  only  through  their  relation 
to  their  employer  or  principal,  and  they  are  not  thereby  precluded 
from  setting  up  any  defense  to  a  new  suit  against  them  for  an 
alleged  new  infringement  by  them  acting  in  their  own  right. 
Hayes  v.  Bickelhoupt,  24  Fed.  Eep\  806  ;  32  Pat.  Off.  Gaz.  136. 

In  an  action  at  law,  by  patentees,  for  damages  for  the  use  of 
machines  covered  by  their  patent,  an  answer  which  sets  up  the 
recovery  by  the  plaintiffs  against  a  third  person  of  a  decree  in 
equity  for  an  accounting  of  profits  in  manufacturing  and  selling 
such  machines  in  infringement  of  the  patent ;  an  accounting  had 
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a  oertaia  sam  awarded  to  them  as  such  profits ;  and  that  the 
machines  for  the  use  of  which  the  action  at  law  is  brought  were 
purchased  by  defendant  from  such  third  person,  and  the  profits  of 
their  manufacture  and  sale  included  in  such  decree,  but  which  does 
not  allege  that  such  decree  has  been  satisfied  by  payment  or  other- 
wise, or  that  the  accounting  included  the  machines  in  question, 
does  not  state  a  defense.  Fisher  v.  Consolidated  Amador  Mine, 
Ac,  25  Fed.  i?«pV,  201. 

Where  a  licensee  accepts  a  license  agreeing  not  to  contest  the 
licensor's  title  or  the  validity  of  the  patent,  a  subsequent  decision 
of  a  court  declaring  the  patent  void  will  not  affect  the  license. 
Pope  Manuf.  Co.  u.  Owsley,  27  Fed.  Rep.  100. 

The  rule  that  parties  directly  interested  in  the  subject-matter 
of  a  suit  and  a  right  to  make  a  defense,  are  concluded  by  the  judg- 
ment therein  is  applied  in  patent  cases.  American  Bell  Telephone 
Co.  V.  National  Improved  'I'elephone  Co.,  27  Fed.  RepWy  663. 


205.     That  the  Device  Patented  does  not  Involve  Inven- 
tion. 

**  Invention,"  in  the  sense  of  the  patent  law,  means  finding  out, 
contriving  or  creating,  by  intellectual  act,  something  which  did  not 
previously  exist.  Conover  v.  Roach,  4  Fish.  Pat.  Cos.  12.  The 
word  implies  exercise  of  genius,  and  production  of  a  new  idea. 
New  York  Belting  &  Packing  Co.  v.  Magowan,  27  Fed.  RepWy  362. 
See  also,  pages  86,  37,  ante. 

There  may  be  invention  in  the  ad«iptation  of  an  old  article  to  a 
new  purpose,  producing  a  useful  result.  Yale  Lock  Manuf.  Co.  v. 
Norwich  Nat.  Bank,  19  Blatchf.  123  ;  6  Fed.  EepW,  377  ;  Wash- 
ing  Machine  Co.  v.  Lincoln,  4  Fish.  Pat.  Cas.  379.  But  merely 
bringing  old  devices  into  such  juxtaposition  as  will  allow  each  to 
work  out  its  own  effect,  but  without  causing  either  to  contribute 
any  new  function  or  mode  of  operation,  is  not  invention.  Troy 
Laundry  Machinery  Co.  v.  Bunnell,  27  Fed.  Mep^r,  810. 

The  mere  selection,  for  a  particular  purpose,  from  materials 
known  to  possess  the  proper  qualities,  of  materials  specially  adapted 
to  that  purpose — as  a  choice  of  steel,  or  case-hardened  iron,  for 
combination  with  softer  metal,  in  gun-cartridges — is  not  invention. 
Re  Maynard,  1  MacArthur  Pat.  Cas.  636.  S.  P.,  Putnam  v.  Yer* 
rington,  2  Bann.  <b  A.  Pat.  Cas.  237  ;  9  Pat.  Off.  Oat.  689.    And 
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flOy  of  tbe  «itbfl[titiftio0  of  annore  appropriate  tor^eoonmnioal  materiiy[ 
for  one  pvevtotuily  &b  um.  Slew  York  Biti^>4fee.  do.  «l  Dod- 
ger, 28  J^6<r.  Mq>Wi  m  ;  :«2  Ai«.  Of.  <Gm.  «sa  ;  fialohkuw  n. 
^sl^reeftwood^  ^1  JZino.  S48.  But  the  «i^>8titiition  ^  ane  ma- 
terial for  anotber  viay  ktvc^lve  oontriiranoe  or  k^enoity  ;  may 
involve  a  ^new  mode  vt  'OOfEMtmctioOy  or  resalt  in  developu^ 
uew  propertieB  or  Qseg  ;  and  where  this  is  the  ease,  tlie  Tide  that 
there  mast  be  exercise  of  invention  is  satisfied*  and  the  prooess  at 
result  is  patentable.  Hicks  v.  K^Aaej^  18  JFioA  ^7B  4  Smith  v, 
Goodyear  Dentall  Yoloantte  Co.,  93  iL  £.  486  ;  aff'g  I  ShimsBf^Sl; 
Ooodyear  Dental  Ynlcanite  Oo«  «.  Root,  1  Sann.  ^  A,  Pat,  Caa. 
384;  6  Pat.  Off.  Oaz.  154  ;  Ooodjiiear  Dental  YtilcaBke  Go.  «. 
Willis,  1  Flippin,  885  ;  1  B^mn.  S  A.  Pat.  Cm.  M8  ;  V  Past.  Off. 
GiJZ,  41  ;  Putnam  v.  Weatherbee,  I  Soimei^  4W ;  2  Banti.  Jb  A. 
Pat.  Ca8.  78 ;  8  Pat.  Off.  Qaz.  920  ;  Daiton  «.  Kelson,  i«  JBkOc^. 
357  ;  2  JTann.  <£  ^.  P<s«.  Cos.  225  ;  i)  PoT.  Off.  &az.  Iil2  ;  United 
States  Stamping  Co.  v.  King,  17  Blatchf.  55  ;  4  Barm.  <b  A.  PaJt. 
Cos,  460  ;  7  jFk^.  iJepV,  860 ;  17  Pat.  Off.  Gaz.  1309.  r 


206.  -Bttf  onZy  Mechanical  Skill. 

TiO  anatain  a  paabenty  the  ideviee  vrast  involve  exereise  of  the 
inventive  faenltles^  that  it  ia  merely  sew^  or  tisef «1,  or  ahawB 
meefaameal  flkHi,  is  not  enongb.  Thompson  v.  Botaselier,  114  27.  JS. 
1,  29  ;  Yale  Lock  Mannf.  Co.  «.  Greenleaf,  117  ZT:  &  554 ;  Brown 
v.  Guild,  23  WaU.  181 ;  6  Pat.  Off.  Gaz.  781 ;  Cellttlmd  Hannf. 
Co.  f^.  Comstodc  &  Cheney  Co.,  27  Mds  Rep\  858  ;  May  <)«  Fond 
du  Lac  CottQty,  27  Fed.  Rep^r,  691.    See  Hill  v.  Biddl^  i£  560. 

A  diange  in  an  old  devioe,  prodneing  a  new  and  useful  result, 
in  which  iaventioa  is  involved,  is  patentable.  Sewing  Machine  Co. 
9.  Frame,  24  Fbi.  Mq^r,  596  ;  2H  Pat.  Off.  Gaz.  96.  8.  P.,  Reed 
t?.  Street,  84  Pat.  Off.  Gaz,  869. 

A  patent  for  a  eombination  is  not  neoefisarily  invalid  because  all 
the  parts  are  old;  yet  merely  assembling  them  togetiber^  or  placing 
them  in  juxtaposition  does  not  indicate  invention  ;  but  some  new 
or  peculiar  f  unctioUy  produced  by  such  a  combination,  must  be 
developed,  or  the  new  arrangement  is  the  mere  exhibition  of 
maofaanical  skill  (Soott  Manuf.  Co.  1^.  Sayre,  26  Fed,  B^%  153); 
and  a  device  which  does  not  involve  invention,  but  mecbanical 
doll  simply,  is  not  patentable.    Butler  v.  Steekel,  27  Fed,  RepWy 
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2ia;  Calkinsbtxi  OskosE  Gamage  Co.,  M.  ^M\  Thongb  new  and 
naofiili  aiiiiiureaitiony  to  be  patentlEkUle^  mast-  be  tfae;i^firult:of  some* 
tfiiii{pmoi»j.aiid^difEaisntfix>m,.meohanioal  skill.  GeUulbid'Manuf.' 
Qbu  tf,  GomstiDek  ArCheDef  Ga:>.2^  Md.  i^V,.35a 

Mere  meehanioal  skill;  applied! to- an  old  idiaa^  modifying  it  and' 
makings  it  more.  peactioal^.iB^  not*  patentable  unless  seme  ne\r  and 
useful  resalt  is  obtained.  New  York  Belting  A  Packing  Co.  v. 
Ttxagowmx^.^l  Mdi  JRepV;  d62( 

2071  Novelty  in  the  Invention^  Lacking 

It.  ista; valid*  defense,  to-  a^snit  for  infringement  (as  well  as  a- 
scmnd  objeotiont  tolbe^original^plication  for  a  pate»t)|^tO'8how 
that:  the  devioe^for  irtiiohitlie  patent  hae  been  granted  waur- not  new. 
Nweltj  is  essential ;  the:  patent  law^requirera  thinrgto'benew  as 
weiliaaaseful^  intorderto^entitle  itto  proteotioit  bypatentl  Stan* 
le^WortQB»tf.  Sargent,. 8  J}/<rto^yi  344;  4^Si$hiJnu.  Gim44B.>  If 
there  is  nothing  new  in  the  process  or.  the- machinery  fw  applying 
ity.the  result  ia  not  patentable..  GollarCo..ti..yan:Deiiieii^«2a  ll'a//. 
5B0;:  BFaii.  Off.  Gcoh.  918;  affgi  ^  Fuh.  F<m  Gati.  5^7;  10 
Biaichf.,\(y^>\  2.JRati  Of.^  (%i«.  301;  Novelty  amd  utility  oom- 
fained  determine  patentability.  Gellnloid  Mannfi  Co.  tr:  Comstoek 
d^rGheney  Co., ,27  JW;  Jleifr\^359;     See*  tiaoofiUi  p;  &5j 

Novelty  is  variously  defined-;. bat. the  caae^i^reetbaVtb^  sub- 
stance: or  artiele.  need:  not  Have  been. ^o&»eaeiste»ty^ prior  to:  the 
iov^Dtionipatented';  the  inventor^  right  irseoored^ifihis  ingenuity, 
method^  or  device  ham  given  the  thing'new  properties,. brought  it 
into..usea before impraetieable,. imparted  to itanew  valiie, .invested 
it  with'  &.new.^mode  of  operaitien^  made^  it'  substantially  better  or 
oheaper,  orthe.like.  Glue  Go.  v^  Upton,  07  IK  JS,  3  ;  sflTg.'  4'diff. 
237  ;  1  Bann.  eft  A.  Pat.  Caa.  497  ;  6  Fat.  Of.  Oaz;  837 ;  Salt 
Mauuf;  Go.  v.  Thomae,  3  Leg^  Qaz;  310  ;  iLeg^.  €hni  JC^.  275  ; 
Furbush.  v.  Gook,  2  Msh.  Flair  Ga$,  668;  StrOB^:tf;  NoU^'  3  /d. 
686  ;  6  Blatchf.  477. 

Novelty  in  the  result  or  effect  only,  is  not,  in  general,  sufficient ; 
there  must  be  evidence  that  the  effeot-.  is  produced  by  some  new 
process,  device,  contrivance,  mode,  nmnner,  or  means,  or  by  some 
new  maohinery^ ;  for  a  patent- oanset  be  gra»led  for  a»  effect  only. 
Wtof eyvbawe^rei^  ssdii  a  result  isefae^wn,  eligbt  e^d^nee^oiilyof  the 
cdateoeerof  inenrelty  and  invemiont  will  suffiee.  YeavsMy  tf.  Brook* 
field,  1  Mao  Arthur  Fat.  Ca$.  193. 
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Where  the  principle  of  an  alleged  invention  has  been  previously 
discovered  and  applied,  although  there  may  be  in  the  new  applica* 
tion  some  degree  of  novelty,  and  something  may  have  been  discov- 
ered or  found  out  that  was  not  known  before,  it  is  not  patentable 
unless  the  new  occasion  on  which  the  principle  is  applied,  leads  to 
some  kind  of  new  manufacture,  or  to  some  new  result.  jRe  Blandy, 
1  MacArthur  Pat,  Cos,  552. 

Although  a  mere  analogous  use  is  not  patentable,  yet  where  a 
new  or  improved  manufacture  is  produced  by  new  contrivances, 
combinations  or  arrangements,  a  new  principle  may  be  constituted, 
and  the  application  or  practice  of  old  things  will  of  course  be  new 
also  in  the  result.  The  usual  test  is  whether  the  production  of  the 
article  is  as  good  in  quality  at  a  cheaper  rate,  or  better  in  quality 
at  the  same  rate,  or  with  both  these  consequences  partly  combined  ; 
and  so  is  the  like  principle  in  mechanism.  That  a  combination 
appears  to  be  simple,  and  the  invention  hot  very  great,  is  not  suffi* 
cient  objection  if  the  invention  be  not  frivolous  and  foolish.  He 
Smith,  1  MacArthur  Pat.  Cos,  255. 

In  order  to  constitute  patentable  novelty  and  utility,  it  must 
appear  that,  in  a  new  process  of  manufacture,  the  result  produced 
was  an  improvement  in  the  trade,  and  for  the  public  good  or  advan- 
tage, by  the  manufacture  either  of  a  new  or  better  article,  or  one 
cheaper  to  the  public  than  that  produced  by  the  old  method. 
Jones  17.  Wetherill,  1  MacArthur  Pat,  Cas.  409. 

In  the  case  of  combinations,  the  fact  that  one  or  more  of  the 
elements  of  which  it  is  formed  have  been  used  before  for  other  pur- 
poses, is  not  such  want  of  novelty  as  will  defeat  an  application  for 
a  patent ;  if  the  combination  is  substantially  new,  the  invention  of 
the  combination  is  patentable,  ^e  Watson,  1  Mac  Arthur  Pat,  Cas, 
510.  See  Brown  v.  Whittemore,  6  ^ish.  Pat,  Oae,  624  ;  2  Pat. 
Of,  Gaz.  248. 

If  the  article  or  result  patented  can  be  produced  without  tho 
aid  of  the  description  given  in  the  patent,  there  is  lack  of  novelty 
Lock  wood  V,  Faber,  27  Ped,  RepW^  63. 

208.  Utility  Lacking. 

Although  a  mere  change  of  form  or  proportion  is  not  a  patent- 
able invention,  if  by  such  a  change  a  new  effect  is  produced,  and 
proof  of  its  practical  utility  is  given,  it  may  be  patentable.  R9 
Fultz,  1  MacArthur  Ptit,  Cas,  178. 
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The  question  of  utility  pertains  chiefly  to  the  examination  of 
the  application  before  the  commissioner  ;  it  can  seldom  be  raised 
with  good  effect  as  a  defense  to  a  suit  for  infringement,  for  the 
courts  will  not  usually  revise  the  decision  of  the  patent-office  as  to 
utility  (Doherty  v.  Haynes,  4  Clif,  291  ;  6  Pat.  Of.  Gaz.  118  ; 
1  JBann.  A  A.  Pat.  Cos.  289),  but  are  inclined  to  treat  the  fact 
that  defendant  thought  worth  his  while  to  appropriate  plaintiff's 
invention  as  sufficient  proof  that  it  was  a  useful  one.  See  antCy  p. 
56  ;  Hobbie  v.  Smith,  27  Fed.  RepW,  666. 

In  order  to  sustain  a  patent  as  well  as  to  obtain  one,  the 
machine,  device,  improvement,  combination  or  other  thing  for 
which  it  has  been  granted  must  appear  to  be  useful,  as  well  as 
new.  But  a  high  degree  of  utility  is  not  required  ;  nor  is  utility 
the  sole  test  of  patentability.  Stanley  Works  v.  Sargent,  8  Blatchf. 
3i4  ;  ^Flsh.  Pat.  Cos.  443.  If  an  invention  produces  either  a  new 
result  which  is  useful,  or  an  old  result  more  cheaply  or  advanta- 
geously, than  was  formerly  practicable,  it  is  "  useful."  Niles  Tool 
Works  V.  Betts  Machine  Co.,  27  Fed.  Eep%  301  ;  Ilobbie  v. 
Smith,  21  lb.  656. 

A  change  in  the  construction  and  mode  of  operation  of  a 
mechanical  device,  although  but  slight,  may  be  patentable,  where 
the  consequences  of  the  change  are  considerable,  resulting  in  a  very 
great  saving  of  expense.  lie  Walsh,  1  MacArthur  Pat.  Cos.  530. 
But  see  Be  Littlefield,  Id.  574. 

20.9.  Typical  Cases  illustrating  Application  of  the  Rules 
requiring  Invention^  Novelty^  Utility^  &c. 

The  decisions  are  very  numerous  which,  without  establishing 
any  new  principles  of  the  law  of  patents,  determine  the  application 
of  the  principles  presented  in  the  last  three  sections  to  particular 
inventions.  27ie  following  are  the  more  instructive  examples  of 
THINGS  NOT  PATENTABLE  which  have  been  a^udged  so  for  want  of 
invention^  novelty  ^  utility ,  or  for  like  objections. 

A  combination  of  machinery  used  to  form  lead  pipes  in  a  new 
way  ;  such  machinery  in  principle  being  the  same  as  that  com- 
monly employed  to  make  maccaroni,  and  clay  pipes.  Le  Roy  v. 
Tathaui,  14  Bow.  166. 

A  wagon-reach  made  of  iron  instead  of  wood  as  formerly  used. 
Hicks  V.  Kelsy,  18  WaU.  670. 

A  combination  which  consists  only  of  the  application  of  a  piece 
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of  rubber  to  one  end  of  the  piece  of  wood'  wbibh  limkesa  Icisld  pencil. 
Rubber  Tip  Pencil  Go  tJ.  Howard,  20  Wail,  4^8 ;  afiPg^  5  It^h:  Ba, 
Cob.  311  ;  9'iWeift?A/.  490  ;  Beckendorfer  t^.  Faber,.9*'  U.  S.  347  j 
HfTg  1^  BltjOehf.  68  ;  1*  Bann,  S  A.  Pai.  Cos:  2^9: 

A  claim  of  a  woven  dastic  fabric,  differing  from  t^O^  jii^vl* 
ouBly  u^d  only  in  being  more  tightly  WOv^^  and- more  elaMib  by 
reason  of  a  gt*eater  pit^pottion  of  elaatic  0tt^tidBJ'  Sbiitb  v,  lUichiAB, 
21  WcUl.  112. 

A  product  consisting  merely'  of  a^  metkllicj^  tihg  ^Vdlopcf  in  a 
composition  of  ivory  or  similar  mlttelial, -^beitig;:  animfji^ved  form 
of  rings  for  martingales;  Rnbb^-Coaf  HitmeM  Trimming:  (!k>.tf. 
Welling,  97  Ul  A  7. 

The  grinding  of  powdering  an'  article  of  cothttierdej^n  this 
instance  glue,-^to  tender  it*  easier  o{  handling  and  mOrie^  readily 
dissolved' for  use^  Glue  Co.  v-,  Upton,  97  V.  8.  3;  aff'g  ^  Cliff . 
237  ;  6  Pat.  Off.   &az.  837  ;!  1  JSann.  it  A.  Pat^.  Gnsi  497. 

The  u«e  of  wedge-i^haped  blockir  in  ^  makings  a»  pavement;  that 
being  the  principle  long  since  applied'  in  laying'  cobble-stone  pave- 
ments  ;  also  the  mere  exercise  of  judgment  as  to  the  amount-  of 
force  or  degree  of  for6e  to  be  used'in'  ramming  or  swaging.  Stow 
f).  Chicago,  d  BU8.  4*  ;  8  Bdnri.  tt  A.  Pat  Ca^.  89  ;  aff*dj  104  Ul 
S.'5^1i 

A  contrivance  consisting  merely: in  putting  an-  additional  pane 
of  glass  in  a  fare-box  in  a  street  car,  .opposite  the  side  neict  the 
driver,  so  that  the  passengers  can  see  the  interior  of  the  box 
through  it ;  for  this  requires  no  more  invention  than  the  placing, 
of  an  additional  pane  of'  glass  iii  a  show-case,  or  the  putting  of  an 
additional  wind6w  in  a^oom.  Slawson  v.  Orand  Street  R.  R.  Co., 
107  U.  8.  649. 

The  use  in  sodo^wsloti  of  two  distinct  pairs'  c(f  dies,  of  well- 
known  kinds,^  not  combined'  intone  machine,  nor  co-operating  to* 
one  result,  but  eaeb  pair  doingby  itself  its  crwn  woTk.    Beeeher 
Manuf.  Co.  v:  AtwiMre)r  Mannf.  Co.,  114  U:  8.  528. 

A  combined  hose-oarrtajge  aM' fonntaia-standard,  consisting' 
in  the  combination  of  a'Wbeeledcarria^  provided  with  a-foot  or 
brace  to  sftstainit  in  ati  upright -vertioal'  position,  a  nOzzle-holding 
device,  and  a'  rert  of-  lirge  diaimeter^  to  allow  water  to  flow 
through  the  hose  when  partially  wound  there  ;^'  the  proof  showing 
that  a  f onn^ain^tandavd  and  hos^rtel,  siiJrilaHymtanted;  had  been 
previously  used  in  combination.    Pre%t€to  v.  Manard>  116   Ul  8. 

del 
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The  making  of  a  part  of  an  old  manufacture  as  a  aeparate 
article  of  trade.  Seligman  v.  Day,  14  Blaichf.  12  ;  2  £<mn,  4k  A. 
JPM.  Cob,  467. 

A  paper  bag  made  with  a  notch  out  with  jagged  or  Berrated 
edges  with  a  view  to  facilitate  the  opening  of  the  mouth,  instead 
of  with  smooth  edges  as  previouslf  used.  Matter  of  ArkeJl,  15 
Mxtchf.  437. 

As  improyemeBt  is  difftribuiors  for  copy  for  eompodtors,  which , 
instead  of  the  device  previously  in  imCi  of  a  series  of  hodks  lettered 
to  correspond  with  lettcov  systematically  placed  upon  the  leaves  of 
copy,  also  marked  upon  the  type,  employed  a  galley  holder  with 
eompartments  for  gaUeys  permanently  lettered  to  correspond  with 
the  lettering  on  tiie  hooks.  Brainard  v.  Evening  Post  Assoc,  22 
Blatchf.  61. 

An  improveoketttt  in  the  application  of  palm-leaf  to  stuffing  beds, 
Ac,  which  safne  process  had  been  fised  in  preparing  hair  for  like 
uses,  so  that  there  was  no  invention  of  any  new  process.  Ilowe  v. 
Abbott,  2  Story ^  190. 

An  improvement  consisting  only  in  a  change  in  the  manner  of 
attaching  several  knives,  instead  of  one,  on  a  cylinder  by  screws, 
instead  of  attaching  it  to  the  cylinder  by  rings  at  the  end.  Ilovey 
V.  Stevens,  1  Woodb.  <t  M.  290. 

An  improvement  in  the  known  mode  of  making  car-wheels  by 
placing  a  heated  tire  of  cast  steel  in  a  monld,  and  then  pouring  in 
moHten  cast  iron  at  the  center  of  the  mould,  thus  producing  a  weld 
or  union  between  the  iron  and  the  sted  ;  which  consisted  mkcrely  in 
introducing  the  molten  iron  through  a  series  of  openings  <m* 
**  sprues  "  just  inside  the  heated  rim  or  tire.  Needham  «.  Wash- 
bum,  4  Clif.  264  ;  7  Fat.  Off.  Gaz.  649  ;  1  Bmn.  S  A.  Pat.  Cai. 
6B1. 

An  improvement  in  looks  and  door-fastenings,  consisting  in 
making  them  double-faced,  so  that  the  same  lock  or  fastening  may 
be  used  for  a  right  or  left-hand  door ;  locks  that  might  be  applied 
in  the  same  way,  though  not  used  or  made  for  that  precise  purpose, 
being  in  public  use.  Livingston  v.  Livingston^  1  Mah.  Pat.  Cos. 
521. 

Where  the  patentee  of  an  improvement  in  chewing-gun^  took 
the  crude  chickly  of  commerce^  washed  it  in  hot  water  to  remove 
the  coloring  n^atter  and  impurities,  and  claimed  the  product  as  a 
new  invention  ;  but  there  was  proof  that  the  same  process  had  long 
been  used  for  washing  and  purifying  India  rubber  and  gutta-percha, 
IT.  -20 
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which  are  products  of  the  same  vegetable  family  as  chickly. 
Adams  v.  Loft,  8  iS«/>V,  612  ;  4  Bann,  <t  A,  Pat.  Ccu.  495. 

The  preparing  and  cutting  up  meat,  and  putting  it  in  a  can 
which  is  then  hermetically  sealed  ;  and  the  construction  of  the  can 
of  a  particular  form.  Wilson  Packing  Co.  v.  Clapp,  8  Hep'r,  262  ; 
8  JJisii.  545  ;  4  Bann,  <b  A.  Pat,  Cob,  855. 

A  method  by  which  hair  is  put  in  small  packages  and  compressed 
into  convenient  shape  for  sale  to  plasterers,  so  that  the  compressed 
bale  may  be  separated  into  convenient  smaller  packages  as  desired. 
King  V,  Frostely  8  RepWy  490 ;  8  BisB.  510  ;  4  Bann.  db  A.  Pat. 
Ca>s.  236. 

The  mere  change  of  the  form  of  a  die  so  as  to  change  the  form 
of  that  which  was  manipulated  under  the  die.  Smith  v,  American 
Bridge  Co.,  8  Bias,  312  ;  3  Bann,  db  A.  Pat,  Cos,  565. 

The  mere  change  of  the  spaces  of  lines  embossed  on  paper  so 
that  they  might  be  used  for  writing.  Cone  v,  Morgan  Envelope 
Co.,  4  Bann.  db  A.  Pat,   Cos,  107. 

Merely  attaching  prongs  to  a  disk  to  serve  the  same  purpose  as 
the  disk.  Lorillard  v.  Ridgway,  4  Bann,  db  A,  Pat.  Cas,  564  ;  16 
Pat,  Off,  Oaz,  1231. 

A  lady's  hair-net  made  of  coarse  threads  interspersed  with  fine 
threads,  instead  of  fine  threads  alone,  as  already  in  use.  Dalton  v. 
Jennings,  5  Pat,  Off,  Gaz,  615. 

A  patent  for  apparatus  in  which  the  acid  and  alkaline  solutions 
for  forming  carbonic  acid  gas  were  kept  separate  until  required  to 
extinguish  a  fire,  when  they  could  be  readily  mingled  ;  it  appearing 
that  similar  apparatus  had  been  employed  in  soda-fountains  for  the 
Rupply  of  beverages.  Northwestern  Fire  Extinguisher  Co.  v,  Phila- 
delphia Fire  Extinguisher  Co.,  6  Pat.  Off.  Gaz.  34 ;  10  PhUa.  227; 
1  Bann,  db  A.  Pat,  Cas.  177. 

The  mere  making  of  a  model  of  an  invention,  was  hdd  not  to 
constitute  invention,  as  against  a  patent  subsequently  granted  to 
another  for  the  same  thing.  Stilwell,  &c.  Manuf.  Co.  v,  Cincinnati 
Gas-light,  4fcc.  Co.,  7  PaJt.  Off,  Gaz,  829. 

A  claim  for  making  in  iron,  a  frame  which  has  before  been 
made  in  wood.    Holbrook  v.  Small,  10  Pai.  Off,  Gaz,  508. 

Combining  a  curved  metal  receiver  with  an  elevated,  instead  of 
a  horizontal,  delivery.     Mann  v.  Bayliss,  10  Pat,  Off.  Gaz.  789. 

The  putting  a  second  cover  on  a  base-ball,  to  harden  it ;  there 
being  proof  that  a  double  cover  had  previously  been  used  for  the 
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like  purpose  upon  softer  balls.    Mahn  t;.  Harwood,  3  Bann,  A  A, 
Pat.  Ca$.  615  ;  14  Pat.  Off.  Oaz,  859. 

The  fastening  of  one  or  more  fire-lighters  to  each  handle  of  the 
common  article  knoven  as  bundle  or  kindling  wood  ;  or  the  *^  accom- 
panying '*  the  bundle  with  a  fire-lighter.  Alcott  v.  Young,  16  Pat. 
Off.  Oaz.  403. 

The  use  of  kerosene  oil  in  a  stove  by  means  of  prior  devices ; 
though  such  prior  devices  were  intended  for  illuminating  purposes, 
and  alcohol  or  other  combustible  fluids  were  to  be  used.  Couse  v. 
Johnson,  16  Pat.  Off.  Gaz.  719  ;  4  Bonn.  <fc  A.  Pat.  Cos.  501. 

A  metallic  roofing  or  covering,  made  of  a  series  of  corrugated 
shingles,  to  be  secured  to  the  roof  by  nails,  as  are  ordinary  wooden 
shingles,  one  shingle  overlapping  another,  so  as  to  cover  the  nail 
holes  in  the  lowest  shingle.  American  Iron  Co.  v.  Anglo-American 
Roofing  Co.,  16  Fed.  Bep'r,  915  ;  24  Pat.  Off.  Gaz.  12U ;  15 
jB^V,  779. 

A  change  in  form  of  corrugated  iron  to  be  applied  to  a  building, 
or  making  the  nail-holes  in  it  elongated.  Belt  t;.  Crittenden,  2  Fed. 
JRepWy  82  ;  1  McCrary,  209  ;  18  Pat.  Off.  Gaz.  191  ;  6  Bann.  df 
A.  Pat.  Ca$.  131. 

A  window  cleaner,  consisting  of  a  holder  with  an  elastic  strap 
attached.  Perfection  Window  Cleaner  Co.  v.  Bosley,  2  Md.  BepWy 
574  ;  9  Bi88.  386  ;  10  Bep'r,  67  ;  5  Bann.  <*  A.  Pat.  Cos.  449. 

The  use  of  the  same  mechanism  for  the  purpose  of  applying  a 
blast  of  hot  air  to  the  interior  of  beer  casks  to  heat  them,  as  had 
been  previously  used  to  apply  a  blast  of  hot  air,  of  the  same  char- 
acter, to  the  interior  of  moulds  and  other  receptacles  for  the  same 
purpose.  Gottfried  v.  Crescent  Brewing  Co.,  9  Fed.  Bep^  762  ; 
22  Pat.  Off.  Gaz.  497. 

The  employment  of  sheet  metal  as  a  lining  for  the  bottom  of  a 
vessel  to  obtain  liquids.  New  York  Grape  Sugar  Co.  t;.  American 
Grape  Sugar  Co.,  10  Md.  Bep'r,  836;  20  Blatchf.  886;  13  BepW,  648. 

An  improvement  in  stoves,  consisting  in  the  substitution  of  a 
flat  grate  for  a  dished  grate  (Perry  v.  Co-operative  Foundry  Co., 
12  Fed.  Bep^r,  149);  or  the  substitution  of  an  old  grate  made  in  two 
parts  for  another  old  grate  made  in  one  part.    Id.  436. 

A  can  adapted  to  hold  liquids,  constructed  after  a  device  previ- 
ously patented  for  a  can  to  hold  dry  substances.  Norton  v.  Haight, 
22  Fed.  Bep'r,  787. 

A  composition  for  an  artificial  ivory,  consisting  of  a  mechanical 
mixture  of  kaolin  and  shellac  ;  where  it  appeared  that  the  use  of 
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those  iogredients  in  oombination  was  not  new,  and  that  the  propor* 
tions  stated  in  the  patent  did  not  produce  any  new  or  useful 
result.  Welling  v.  Crane,  21  Fed.  Eep\  707  ;  29  Pat.  Off.  Gaz. 
451. 

Alleged  improvements  in  dissolving  zyloidine,  consisting  in  the 
use  of  camphor  in  conjunction  with  alcohol  as  a  solvent ;  and  in 
bleaching  zyloidine,  consisting  in  the  application  of  ordinary  bleach- 
ing materials,  which  had  not  before  been  used.  Spill  v.  Celluloid 
Manuf.  Co.,  22  Blatchf.  441  ;  21  Fed.  RepW,  631. 

An  improvement  in  sectional  honey-frames,  consisting  of  making  ' 
them  by  bending  and  nniting  the  ends  of  a  blank  consisting  of  a 
single  piece.     Fomcrook  o.  Root,  21  Rd.  Eep%  328  ;  29  Baa.  Off. 
Gaz.  775. 

Application  to  the  taming  of  machine  awls  and  needles,  from 
metal,  of  mechanism  old  and  familiar  in  the  art  of  wood-taming. 
Howe  Machine  Co.  v.  National  Needle  Co.,  21  Fed.  RepWy  68a 

A  claim  of  a  process  for  preserving  animal  and  vegetable  sub- 
stances, which  process  had  been  previously  known ;  although  the 
apparatus  described  might  carry  out  the  process  better  than  that 
previously  in  use.  Alden  Evaporating  Fruit  Co.  tx.  Bowen,  ^AFed. 
BepW,  787  ;  32  Pat.  Off.  Gaz.  1355. 

An  improvement  in  bashings  for  bungs,  coosisting  ia  a  change, 
in  an  old  device,  of  one  known  material  for  another  whidi  had  been 
previously  used  for  kindred  purposes.  New  York  Bung,  dw.  Co.  v. 
Doelger,  23  Fed.  Mep'r^  191  ;  82  Pat.  Off.  Gaz.  651. 

A  patent  for  an  improvement  in  construction  of  mosaic  Mooring, 
consisting  of  laying  such  flooring  of  hard  wood  upon  a  foundation 
of  soft  wood,  tongued  and  grooved  together.  Kappes  v.  Hartung, 
23  Fed.  Pep'r,  187  ;  32  I  at.  Off.  Gaz.  652. 

A  claim  of  an  improved  tap-sole  for  rubber  boots  ;  the  essence 
of  the  invention  being  in  the  form  or  shape.  Woonsocket  Rubber 
Co.  V.  Candee,  23  Fed.  Bep^r^  797. 

An  improvement  in  type-writers,  covering  a  comlnnation  of  key 
levers  of  the  third  order  of  levers,  and  shields  for  covering  the 
exposed  ends  of  the  levers ;  both  of  which  were  previously  known 
and  used  ia  type- writers,  aJ though  not  in  oombination  ;  the 
imprevement  involving  a  mere  change  of  location  of  the  shields  to 
meet  the  different  points  of  exposure.  Phipps  v.  Yost,  26  Fed, 
liep\y  447. 

An  improvement  in  spittoons,  consisting  in  loading  the  bottom 
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with  sand  secured  by  a  metal  plate.    Havemeyer  n.  Bandall,  21 
JFM,  RepWy  404  ;  Hayemeyer  v.  Bonnell,  Id,  406. 

Ao  improvement  in  soldering  process,  involving  a  mere  change 
of  process  from  that  of  taming  the  article  to  be  soldered  in  molten 
solder,  while  heated,  to  that  of  poaring  melted  solder  into  the  joint 
from  a  ladle.  Adams  &  Westlake  Hanuf.  Co.  v.  Wilson  Packing 
CJo.,  21  JFkd.  It^*r,  648. 

An  improved  mode  of  uniting  small  biscuit  pans  together  in 
elnstere,  consisting  in  providing  the  pans  with  horizontal  flanges 
and  riveting  them,  Lalance  &  Grojean  Mannf.  Co.  v.  United 
States  Stamping  Co.,  28  I^ed,  ltq>*r,  800. 

An  improvement  in  a  process  of  treating  oleaginous  seeds,  con- 
sisting only  in  certain  mechanical  changes  in  carrying  into  effect 
the  well-known  old  steps  of  the  process.  Lowther  v.  Hamilton,  21 
Fkd.  Rep\  811  ;  29  FcU.  Of.  Gaz.  449. 

An  improvement  in  dummies  for  displaying  clothing,  consisting 
in  the  substitution  of  paper  or  papier  mache  for  the  wire  previ* 
ously  used  in  making  such  dummies  ;  but  that  material  had  been 
used  before  in  constructing  lay  figures,  representing  celebrated 
personages  clothed  with  costumes.  Palmenburg  v,  Buchholz,  21 
BUUehf.  162. 

Patent  for  an  improvement  in  the  manufacture  of  hydrogen 
peroxide,  or  oxygenated  water ;  the  alleged  improvement  consisting 
merely  in  the  stirring,  by  a  well-known  and  simple  mechanical 
device,  of  a  liquid  which,  in  the  prior  process,  had  been  stirred  by 
hand.  Marchand  «.  Emken,  26  lid.  J?<?^V,  629  ;  34  Pat.  Off.  Gaz. 
1275. 

An  improvement  in  tools  for  reaming  and  squaring  pipes  ;  being 
only  an  adaptation,  perhaps  to  a  new  use,  of  a  tool  long  previously 
well  known,  requiring  mere  mechanical  change.  Barry  t;.  Crane 
Bros.  Manuf.  Co.,  22  Ikd.  JRep'r^  396. 

An  improvement  in  scale-pans  for  weighing,  describing  the 
scale-pans  as  "  made  entire  of  glass,"  with  strong  lags,  on  each  side, 
through  holes  in  which  were  passed  double  suspending  bows  ;  there 
having  been  prior  knowledge  and  use  of  scale-pans  made  of  glass 
and  glazed  porcelain,  and  of  metallic  scale-pans  suspended  on  bows 
similar  to  those  described.  Forschner  v,  Baumgarten,  26  Hd* 
Bep\  858. 

An  improvement  in  marking  plug,  claiming,  as  a  new  article  of 
manufacture,  a  plug  of  tobacco  marked  with  indentations  to  serve 
as  guides  for  cutting  the  plug  into  measured  quantities  ;  the  same 
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device  liaTuig  been  applied  to  other  articles^  and  for  the  same  par 
pose.    Ihnmmood  v.  Venable,  26  thL  BepWy  243. 

A  corset  with  an  elastic  gore  or  gn^set^  for  wearing  apparel: 
the  difference  between  these  and  previoos  patents  for  similar  arti- 
cles appearing  to  invoWe  only  the  sabstitation  of  one  material  foi 
another,  and  to  require  no  inventive  ability,  but  mere  mechanical 
skill  or  adaptation.     Florsheim  v.  Schilling,  26  Fed,  Bep\  266. 

A  pecaliar  form  of  pacicing  ice,  for  shipment  or  storage,  con- 
sisting in  placing  the  blocks  close  together,  in  a  manner  to  prevent 
percolation  of  water.     Re  Kemper,  1  MacArikvT  JPat.  Cos,  1. 

The  discovery  that  attaching  an  advertisement  permanently  to 
a  balloon  is  a  goof  mode  of  advertising.  Gould  r.  Commissioner, 
1  MacArthur^  410  ;  5  JPat.  Off,  Gaz,  121. 

The  application  of  a  known  and  ordinary  power  to  an  ordinary 
purpose, — such  as  the  combination  of  an  endless  screw  and  cog- 
wheel for  steering  apparatus  to  vessels.  Cochrane  r.  Waterman, 
1  MacArtfiur  Pat.  Cos.  52.  S.  P.,  Walker  v.  Rawson,  4  JBann,  ds 
A.  Fat.  Cas.  128. 

The  application  of  a  mere  mechanical  device,  requiring  no  inven- 
tion, to  a  machine  which  was  conceived  by  another  and  is  being 
actually  reduced  to  practice.  Marshall  v.  Mee,  I  MaeArthur  Fat. 
Cas.  229. 

The  mere  repetition  of  a  well  known  process  by  which  a  metallic 
paint,  heretofore  known,  may  be  obtained  from  waste  matter.  lU 
Maule,  1  JUacArthur  Fat.  Cas.  271. 

The  use,  in  illuminated  vault  covers,  of  polygonal  glasses  of  an 
inverted  pyramidal  form  instead  of  lens-shaped  glasses  previously 
used,  there  being  no  evidence  of  the  actual  results  in  practice.  Fe 
Jackson,  1  MaeArthur  Fat.  Cas.  485. 

An  improvement  which  consists  merely  in  the  employment  of 
an  obvious  substitute,  but  does  not  involve,  to  any  considerable 
.  extent,  the  exercise  of  ingenuity.     Fe  Everson,  1  MaeArthur  Fat. 
Cas.  406  ;  May  «.  Fond  du  Lac  County,  27  Fed.  FepW^  091. 

Otherwise,  if  the  substitute  is  not  obvious,  and  is  new  and  use- 
ful.   Ladd  V.  Tucker  Manuf.  Co.,  4  Bann.  Jb  A.  Fat.  Cas.  344. 

A  mere  change  in  the  details  of  mechanical  construction  of  a 
device,  as  in  the  relative  position  and  mode  of  attachment  of  itH 
parts,  but  producing  no  new  effect  {Be  Bishop,  1  MaeArthur  Fat. 
Cas.  518  ;  Dane  v.  Illinois  Manuf.  Co.,  6  Fish.  Fat.  Cas.  124  ;  3 
.  Biss.  374;  Hancock  Inspirator  Co.  v.  Lally,  27  Fed.  BepWy  88)  ; 
though  a  change  in  arrangement  of  old  parts  of  a  combination 
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which  effects  efficient  co-operation  may  involve  invention.    Troy 
Laundry  Machinery  Co.  v.  Bunnell,  27  I^ed.  ItepW^  810. 

An  alleged  invention  of  an  improved  mode  of  protecting  objects 
from  the  effect  of  lightning,  by  surrounding  that  part  of  the 
lightning-rod  which  is  imbedded  in  the  earth  with  a  galvanic  bat- 
tery.   He  Cushman^  1  MacArthur  Pat.  Cos.  669. 


211.  Cases  of  Patents  sustained  against  Objections  of  Want 

of  Invention^  Novelty,  Utility ,  dkc. 

A  process  of  nickel  plating,  doubts  existing  whether  nickel 
plating  was  reduced  by  previous  discoveries  to  a  practical  art. 
United  Nickel  Co.  v.  California  Electrical  Works,  25  Pid. 
Hep.  476. 

A  process  of  manufacturing  spoons  and  forks  from  steel,  and 
the  product  resulting  from  such  process  ;  the  result  being  attained 
by  a  succession  of  processes,  which,  though  separately  old,  had  not 
previously  been  practically  grouped  in  the  order  employed. 
Wallace  v.  Noyes,  21  JBlatchf,  83. 

The  subjection  of  spiral  steel  wire  springs  to  heat,  not  merely 
for  the  purpose  of  tempering  the  steel,  but  also  to  restore  strength 
and  elasticity  of  the  wire,  lost  by  the  displacement  of  its  particles 
from  being  made  into  springs.  Cary  v*  Wolff,  24  Fed.  JRep^r,  139  ; 
32  Pat.  Off.  Gaz.  267  ;  Cary  v.  Lovell  Manuf.  Co.,  24  Fed.  Bep'r, 
141 ;  32  Pat.  Off.  Oaz.  1009  ;  Cary  v.  Domestic  Spring  Bed  Co., 
84  Pat.  Off.  Gaz.  1168. 

An  improved  automatic  fire  extinguisher,  in  which  the  seal  was 
placed  at  the  extreme  outer  end  of  the  water  pipe,  and  so  near  to 
the  distributer,  that,  when  the  joint  of  the  seal  was  melted,  the  seal 
itself  was  forced  into  the  distributer  and  the  water  was  left 
unobstructed.  Parmelee  v.  Burritt  Hardware  Co.,  24  Fed.  Hep^r, 
736  ;  33  Pat.  Off.  Gaz.   237. 

The  creation  of  a  new  device  from  an  old  one,  by  altering  the 
structure  at  tops  of  childrens'  carriages,  so  as  to  abandon  the 
principal  thing  which  the  old  device  was  created  to  do,  and  so  as 
to  change  the  principle  of  the  mechanism  in  order  to  accomplish 
what  the  old  structure  did  not  undertake  to  do.  Parker  v.  Stow, 
23  Fed.  Pep'r,  252 ;  31  Pat.  Off.  Gaz.  117  ;  Parker  v.  Montpelier 
Carriage  Co.,  23  Fed.  Pep'r,  886  ;  31  Pat.  Off.  Gaz.  1688  ;  Parker 
V.  McKee,  24  Fed,  Hep'r,  808  ;  32  Pat.  Off.  Gaz.  137. 
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An  inproreme&t  in  cake-pans,  where  all  the  parts  were  known 
before,  but  not  in  the  same  connection  and  arrangement.  Belt  v. 
United  States  Stamping  Co.,  22  Blatchf.  21. 

An  iraproYement  in  kerosene  stoves,  consisting  in  heading  the 
ebimneys  between  npper  and  lower  plates,  so  that  the  lower  plate 
rested  directly  over  the  burners,  while  the  upper  plate  famished 
facilities  for  holding  the  cooking  utensils.  The  fastening  the 
chimney  between  the  two  plates,  in  this  device,  caused  its  success. 
Adams  ds  Westlake  Manuf.  Co.  v.  Rathbone,  26  Md.  JR^W,  262. 

An  improvement  in  friction  drums  for  pile-drivers  and  hoisting 
machines,  being  for  new  combination,  making  a  more  compact, 
economical  and  useful  machine  than  those  previously  in  use. 
Mundy  v.  lidgerwood  Manuf.  Co.,  27  PcU.   Qf.  Gaz.  718. 

The  substitution  in  a  pendulum  level  of  an  entire  graduated 
circle  for  a  graduated  semi-circle ;  the  improvement  involving  a 
difference  of  construction  which  was  shown  to  fit  the  new  instru- 
ment lor  use  in  places  where  the  old  form  could  not  be  used ; 
although  opportunities  for  its  use  were  rare.  Chandler  v»  Ladd, 
1  MdoArthuT  Pat.  Cos.  493. 

An  improved  brick  machine  adapted  to  the  manufacture  of 
tubular  or  perforated  brick,  by  providing  the  mold  box  with  a  core 
and  an  annular  bottom  or  plunger  for  expelling  the  brick ;  held 
more  than  a  mere  change  in  the  form  of  previous  machines.  Be 
Wagner,  1  Mac  Arthur  Pat.  Cos.  510. 

A  pavement  composed  of  stone  blocks,  of  which  the  ends  lying 
in  the  end  of  travel  were  smooth  and  fitted  dose  together,  while 
the  sides  lying  across  the  street  were  left  rough,  with  spaces 
between  them  in  which  the  horses'  feet  might  take  hold.  Guidet 
V.  Barber,  6  Pat.  Off.  Qaz.  149. 

A  blank  book  with  spaces  numbered  for  bonds  and  coupons  out- 
standing against  the  proprietor  of  the  book,  arranged  for  keeping 
them  for  reference  as  they  should  come  in  and  be  paid.  Munson 
V.  New  York,  3  Fed.  PepWy  338  ;  18  Blatchf.  237  ;  10  Itep\  185  ; 

A  hotel  register,  whose  side  margin  was  occupied  with  advertise- 
ments, and  the  middle  left  vacant  for  names  of  guests.  Hawes  tt. 
Washbume,  5  Pat.  Off.  Gaz.  491.  See  also  Hawes  v.  Cook,  Id. 
493  ;  Hawes  v.  Gaze,  Id.  494. 

A  fare  register  and  recorder,  consisting  of  a  new  arrangement 
of  working  together  of  old  devices.  Railway  Register  Manuf.  Co. 
o«  Broadway  A  Seventh  Ave.  R.  R.  Co.,  22  Fed.  Jiep\  655;  30  Pat. 
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Q^  Gaz,  ISO ;  b«t  see  deeision  granting  rehearing,  32  Pai.  Off. 
€fex  257  ;  and  deciaioB  on  rehearing,  94  Flat.  Off,  Gaz.  921. 

An  improvement  in  maniifaetariDg  artifioial  teeth  by  enbsti- 
tnting  a  vulcanizable  rabber  plate  in  place  of  other  material  form- 
eriy  used.    Smith  v.  Qoodjewt  Dental,  Ac.  Co.,  93  U.  8.  486. 

An  improvement  in  a  bottle-stopper  fastener,  consisting  in  form- 
ing the  fastener  at  the  part  that  comes  over  the  cork,  of  a  piece  of 
wire  of  a  y  form,  with  the  ends  retnmed  and  connected  to  the  bot- 
tle in  order  that  the  pressare  on  the  cork  or  stopper,  may  cause  the 
fastener  to  hold  more  securely ;  a  prior  patent  having  been  issued 
for  a  similar  f ast^ier  made  of  tin.  Putnam  t^.  Yerrington,  0  Pai, 
Off.  Gaz.  689. 

An  improvement  in  a  compressed  steam-gnage  cock,  consisting 
in  the  substitution  of  vulcanized  rubber  in  the  opposing  surfaces 
in  place  of  brass  or  lead,  leather  or  cork,  as  previously  used.  Dal- 
ton  «.  Kelson,  18  Blaitchf.  357. 

An  improvement  consisting  in  the  substitution  of  an  intermit- 
tent rotary  seed-wheel  for  an  oscillatory  seed-wheel.  Brown  v. 
Deere,  6  Fed.  JSep^r,  484. 

An  improvement  in  regulating  the  draft  of  stoves,  consisting  in 
the  application  of  the  principle  of  expansion  or  contraction  of  a 
metallic  rod  by  means  of  the  heat  produced  by  the  stove  itself, 
thereby  producing  a  self  regulator.  Foote  v.  Silsby,  I  Blatchf. 
445  ;  2  Blatchf.  260  ;  aflPd  20  How.  378.  ^ 

A  number  of  rollers,  acting  in  pairs,  arranged  for  a  particular 
purpose.  Knight  v.  Gavit,  Mir.  Fat.  Off.  132,  S.  P.,  Parker  v. 
Hulme,  7  West.  X.  J".  417  ;  1  Fish.  Fat.  Cas.  46. 

An  invention  of  a  peculiar  form  of  a  last.    Mabie  v.  Haskell,  2 

Cliff.  607. 

The  placing  of  a  rivet  at  the  comers  of  a  pocket  opening. 
Strauss  v.  King,  17  Fat.  Off.  Gaz.  1450  ;  18  Blatchf,  88;  5  Bann. 
dk  A.  Fat.  Cos.  338  ;  2  Fed.  Bep%  236. 

The  discovery  that  the  foam  in  beverages  can  be  increased  by 
the  use  of  soapine.  Bowker  v.  Dows,  15  Fat.  Off.  Gaz.  510  ;  3 
Bann,  <t  A.  Fat.  Cas.  618. 

A  float-valve  placed  at  the  mouth  of  an  air  eduction-pipe  in  a 
night-soil  cask,  so  as  to  close  such  pipe  and  stop  the  operation  of 
the  air-pump  when  the  cask  is  filled  ;  notwithstanding  similar  valves 
had  been  before  used  in  steam-boilers  and  water-tanks  to  close 
eduction  passages.  Odorless  Excavating  Apparatus  Co.  v.  Clem- 
ents, 16  Fat.  Off.  Gaz.  854  ;  4  Bann.  d  A.  Fat.  Cas.  640. 
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An  improTement  in  the  art  of  caring  fish,  by  remoying  a  part 
of  the  mucous  membrane  not  before  known  to  be  injnrioas  to  the 
keeping  quality  of  the  fish.  1  JFed.  Bep*r,  140 ;  3  JBtmn.  it  A. 
PaL  Cos.  478. 

A  vulcanized  rubber  packing  for  boxes  of  pistons,  sustained 
against  the  objection  of  lack  of  invention,  because  it  disclosed  a 
new  and  better  method  of  obtaining  a  tight  joint  between  the  pack- 
ing and  the  piston-rod  than  had  been  before  obtained.  New  Tork 
Belting,  Ac.  Co,  v.  Magowan,  34  Pat.  Off.  Oaz.  1150. 

An  improvement  in  floating  mowingmachines,  consisting  of 
the  combination  of  the  cutting  apparatus  of  a  mowing-machine 
with  a  boat,  in  such  a  way  as  to  make  it  operate  successfully  for 
mowing  under  water.    Piper  v.  Shedd,  26  Fed,  llep\  151. 

Where  an  old  device,  with  serious  defects,  was  changed,  and  an 
improved  result  obtained.    Asmus  v.  Alden,  27  Fed.  i2^V,  684. 

A  new  combination  of  old  and  well-known  mechanical  appli- 
ances, the  patent  being  limited  to  the  combination  alone.  lU 
Boughton,  1  MacArthur  Pat.  Cos.  278;  Frinkt?.  Petry,  11  Blatchf. 
422  ;  5  Pat.  Off.  Oaz,  201  ;  1  Bann.  S  A,  PaJt.  Cos.  1  ;  Forbush 
V.  Cook,  2  Fieh.  Pat.  Cob.  668  ;  Re  Hebbard,  1  MaoAHhur  Pat. 
Cas.  543. 

An  imitation  honey,  which  could  be  made  more  cheaply  than 
real  honey,  and  was  not  unwholesome ;  although  purchasers  might 
easily  mistake  it  for  the  real.  Jie  Corbin,  1  MacArthur  Pat.  Cos. 
521. 


212.  Irregularities  or  Defects  in  the  Patent  or  the 

Proceeding  to  obtain  it. 

Although  an  inventor  cannot  obtain  a  valid  patent  until  he  has 
in  some  sense  completed  or  perfected  his  invention  (Colt  v.  Massa- 
chusetts Arms  Co.,  1  Fish.  Pat.  Caa.  108;  National  Oil  Co.  v. 
Arctic  Oil  Co.,  4  Id.  514  ;  8  Blatchf.  416  ;  and  see  p.  58,  anie)^  yet  a 
patent  duly  issued  will  not  be  adjudged  void  because  the  invention 
was  not  literally  and  completely  reduced  to  practice  before  the 
patent  was  issued  ;  the  phrase  '^  reduced  to  practice,"  simply  means 
that  the  thing  must  be  so  described,  modeled,  or  other  wise  exhibited 
in  working  condition,  as  to  demonstrate  that  it  does  not  rest  in  mere 
theory.  Heath  v.  Hildreth,  1  MacArthur  Pat.  Cas.  12  ;  Be  Seely, 
Id.  243.    It  is  in  this  sense  that  an  invention  is  said  not  to  be 
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.patentable  until  '* perfected.''     Moore  v.  Thomas,  3  JBann,  df  A. 
Pat.  Cas,  13. 

The  filing  of  an  application  containing  a  clear  and  distinct 
description  of  the  invention  by  specification  and  drawing,  is  a  suffi- 
cient compliance  with  the  reqairement  of  a  reduction  to  practice  to 
entitle  the  applicant  to  a  patent ;  and  the  fact  that  it  has  been  used 
by  others,  although  the  applicant  has  not  himself  been  able  to  use 
it  successfully,  is  sufficient  evidence  of  its  capability  of  being  used 
in  the  manner  described.  Burrows  v.  Wetherill,  1  MacArthur 
Pat.  Cos.  316. 

The  descriptive  language  in  a  specification  or  claim,  if  dear, 
should  be  followed  in  its  natural  and  ordinary  meaning  (Mitchell  v. 
Tilghman,  19  Wall.  287  ;  and  see  ante^  pp.  68-76  ;  220-229),  or,  if 
ambiguous,  should  be  favorably  read,  so  as  to  give  effect  to  the 
true  intention  of  the  patentee,  considered  as  probably  inexpert  in 
the  use  of  scientific  language  (French  v.  Bodgers,  1  P\ah.  Pat. 
Cos.  133  ;  Page  v.  Ferry,  Id.  298)  ;  and  disregarding  an  error  of 
expression  which  is  apparent,  and  by  which  no  one  could  be  misled 
(Kneass  v.  Schuylkill  Bank,  4  Wash.  9),  without,  however,  forcing 
it  beyond  the  true  meaning  of  the  language  used.  Masury  v. 
Anderson,  6  Pish.  Pat.  Cas.  467  ;  11  Blatchf.  162  ;  4  Pat.  Of. 
Gaz.  66. 

But  the  description  must  clearly  specify  the  various  elements  ' 
which  the  patentee  claims  as  his  invention,  so  fully  that  a  compe- 
tent artisan,  skilled  in  the  art,  could  construct  the  invention  from 
the  description  given,  without  other  aid  (Webster  Loom  Co.  v. 
Higgins,  16  Pat.  Off.  Oaz.  676),  and  so  distinctly  that  the  court 
can  say  what  is  the  improvement  or  invention  claimed  by  the 
patentee,  and  to  what  it  is  limited  (Barrett  v.  Plall,  1  Mas.  447, 
476  ;  IjOwcU  v.  Lewis,  1  Mas.  182  ;  Langdon  v.  De  Groot,  1  Paine^ 
203  ;  Parker  v.  Stiles,  6  McLean,  44  ;  7  West.  L.  J.  168 ;  Tyler  v. 
Deval,  1  Gods  Itep^r,  30)  ;  or  can  determine  what  parts  or  features 
of  the  machine,  &c.,  are  essential  to  the  proposed  result ;  without 
this  (even  though  they  may  be  distinguishable  in  the  patent-office 
model),  other  persons  are  not  forbidden  to  imitate  them  (Barry  v. 
Gugenheim,  6  Fish.  Pat.  Cas.  452  ;  1  Pat.  Off.  Gaz.  382).  Por- 
tions of  the  invention,  which  are  omitted  from  the  description, 
are  not  protected  by  the  patent  (Burden  v.  Coming,  2  JFUh.  Pat. 
Cas.  477)  ;  if,  however,  the  description  states  lucidly  what  the 
patentee  claims,  it  need  not  characterize  what  he  does  not  claim  as 
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'^old"  (Brown  v.  Ouild,  23  Wall.  181),  or  describe  it  otlierwise 
than  in  general  terms.    lb, ;  Many  v.  Jagger,  1  JBlatehf.  372. 

An  original  patent  is  said  to  be  entitled  to  a  broader  construc- 
tion than  a  mere  improvement.    Hay  v.  Fond  da  Lac  County,  27 

A  claim  in  the  patent  for  more  than  plaintiff  was  the  first  and 
original  discoTerer  and  inventor  of,  will  not  avoid  as  to  that  which 
is  new ;  and  if  his  process  in  the  separate  preparation  of  either  of 
the  ingredients  named  in  his  patent  was  before  named  and  used, 
yet  if  his  combination  of  them  is  new,  and  the  result  produced  is 
new  and  useful,  his  patent  is  valid.  Stephens  v.  Felt,  1 1  Hunt 
Mer,  Mag,  2fi^. 

When  the  claim  expresses  a  combination  of  several  elements 
without  particularly  pointing  out  the  special  construction  of  one 
embodying  the  actual  novelty  and  invention,  and  the  general  com- 
bination is  old,  the  patent  is  broader  than  the  actual  invention,  and 
invalid.  Terry  Clock  Co.  v.  New  Haven  Clock  Co.,  17  Pat.  Off. 
Gaz.  W)8  ;  8  JBann.  &  A.  Pat.  Caa.  332. 

If  it  is  apparent  from  the  specifications  that  the  patent  is  for  an 
invention  which  is  frivolous,  the  court  may  declare  it  inoperative. 
Wilson  V.  Janes,  3  Blatchf.  227. 

A  patent  for  a  composition,  where  the  specification  clearly 
describes  the  composition  and  all  the  ingredients  and  proportions, 
in  language  intelligible  to  those  skilled  in  the  art,  cannot  he  inval- 
idated by  evidence  of  a  failure  to  deposit  in  the  patent-office  a  sam- 
ple of  one  of  the  ingredients.  It  is  for  the  commissioner  to  decide, 
before  granting  the  letters-patent,  whether  this  requirement  has 
been  complied  with.  A  patent  once  granted  cannot  be  subsequently 
impeached  by  evidence  tending  to  show  a  want  of  compliance  with 
the  law  as  to  giving  notice,  or  paying  fees,  or  performing  the  other 
acts  required  to  be  done  before  the  patent  is  granted,  and  the  per- 
formance of  which  is  to  be  proved  to  the  satisfaction  of  the  com- 
missioner, whose  decision  on  these  questions  is  final  where  he  has 
jurisdiction.  Tarr  v.  Folsom,  1  Holmes^  312  ;  6  Pat.  Off.  Gaz. 
92 ;  1  Bann,  <t  A.  Pat.  Cos.  24, 

A  claim  to  a  patent  for  a  compound  is  not  void  because  the 
specification  does  not  prescribe  exact  and  unvarying  proportions  in 
the  ingredients  of  the  compound.     Klein  v.  Russell,  19  Wall.  433. 

Subject  to  general  principles  such  as  these  (more  fully  explained 
ante,  pp.  68-76,  220-229),  not  only  may  the  commissioner  reject 
an  .application  for  its  obscurity  or  deficiency  of  language,  but  an 
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alleged  infringer  may  object  that  the  scope  of  a  patent  cannot  be 
extended  beyond  its  language  (see  Rapp  v.  Bard,  1  FUh,  Pat.  Caa. 
1^6  ;  Renwick  v.  Pond,  10  Blatchf.  ZQ  ;  5  FUh.  Pat.  Cos.  669  ;  2 
Pat.  Off,  Gaz.  892 ;  Boemer  v.  Neumann,  26  JP'cc?.  JSepV,  102); 
that  the  grant  must  be  limited  to  the  invention  covered  by  the 
daim,  and  while  the  claim  may  be  illustrated,  it  cannot  be  enlarged 
by  language  used  in  other  parts  of  the  specification  (Tale  Lock 
Manuf.  Co.  v.  Greenleaf,  117  XT.  &  554);  or  where  the  claims  and 
specifieaiioDS  are  repugnant,  and  the  claim  does  not  cover  what  is 
covered  or  described  in  the  specifications,  may  contend  that  the 
patent  is  void  for  uncertainty.  Smith  v.  Murray,  27  Fed. 
Iiep\  69. 

Whether  alterations  made  in  an  application,  after  it  has  been 
filed,  impair  the  validity  of  a  patent  issued  upon  it,  see  Gill  v. 
Wells,  22  WaU.  1  ;  Robertson  v.  Secombe  Manuf.  Co.,  10  Blatehf. 
481  ;  3  Pal.  Of.  Gaz.  412  ;  6  Fish.  Pat.  Cos.  268  ;  Globe  Nail 
Co.,  27  Fed.  Pep^Tf  460  ;  also  ante,  p.  78. 

Witli  respect  to  official  errors  in  preparing  and  issuing  the 
patent,  the  cases  have  held,  that  the  point  that  a  patent  was  issued 
unintentionally,  through  the  blunder  of  a  subordinate  in  the  patent 
office,  cannot  be  raised  in  a  suit  brought  on  the  patent.  The  seal 
of  tlra  United  States  and  the  signature  of  the  proper  officers  to 
the  grant  must  be  respected,  in  the  absence  of  fraud,  so  long  as  the 
United  States  do  not  themselves  question  the  grant.  Doughty  v. 
West,  6  Blaichf.  429  ;  3  Fish.  Pat.  Cas.  680.  See  also,  Tarr  v. 
folsom,  $upra  ;  Railway  Reg.  Manuf.  Co.  v.  North  Hudson  C.  R. 
Co.,  23  Fed.  Rep'r,  593  ;  32  Pat.   Off.  Gaz.  519. 

A  grant  (here,  letters-patent)  is  not  necessarily  void  by  reason 
of  an  error  in  the  Christian  name  of  the  grantee  ;  and  where  it 
contains  any  other  matter  descriptive  of  the  person  for  whom  it 
was  intended,  extrinsic  proof  of  such  matter  is  admissible  to  iden- 
tify the  grantee.  Northwestern  Fire  Extinguisher  Co.  v.  Philadel- 
phia Fire  Extinguisher  Co.,  10  Phila.  227  \  6  Pat.  Off.  Gaz.  34  ; 
1  Barm.  A  A.  Pat.  Cob.  177. 

The  decision  of  the  commissioner  of  patents  in  the  allowance 
and  issoA  of  a  patent  creates  9^  prima  facie  right  only  ;  and,  upon 
all  the  questions  involved  therein,  the  validity  of  the  patent  is  sub 
ject  to  examination  by  the  courts,  Reckendorfer  v.  Faber,  92  U 
S.  347.  S.  P.,  Agawam  Co.  v.  Jordan,  7  WaU.  583,  696  ;  Union 
Paper  Bag  Machine  Co.  v.  Crane,  1  Jlolmes,  429  ;  6  Pat.  Off.  Gaz 
801  ;  1  Banji.  cfc  A.  Pat.  Caa.  494 ;  Whipple  v.  Miner,  16  Fed 
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Refty  117  ;  23  PaJt.  Off.  Gaz,  2236 ;  Oloacester  Isinglass,  &o.  Co. 
».  Brooks,  10  Fed.  RepW^  426. 

The  decision  of  the  commissioner  of  patents  is  oonclusiFe  as  to 
the  law  and  facts  arising  under  the  application  for  a  patent,  unless 
it  be  impeached  for  fraud  or  connivance  between  him  and  the  pat- 
entee, or  unless  his  excess  of  authority  be  manifest  on  the  face  of 
the  papers.  Allen  v.  Blunt,  3  Story^  742  ;  8  L.  i2^V,  165.  But 
compare  Allen  v.  Blunt,  2  Woodb.  <t  M.  121. 

The  questions  of  the  regularity  of  the  proceedings  in  petitioning 
for  and  obtaining  a  patent,  and  of  the  correctness  of  the  judgment 
of  the  officer  in  awarding  it,  cannot  be  inquired  into.  Wilder  «• 
McCormick,  2  Blotch/.  31. 

The  decision  of  the  commissioner  of  patents  that  lihe  drawings 
and  model  required  by  statute  have  been  presented,  that  the  attor* 
ney  of  the  applicant  was  properly  so  constituted  and  had  authority 
to  amend  or  alter  the  specification,  and  that  the  specification  was 
duly  sworn  to,  cannot  be  reviewed  collaterally  ;  but  only  in  a  pro- 
ceeding to  set  aside  the  patent.  Hoe  v.  Cottrell,  1  JFid.  Itqaf\  597; 
17  Blatchf.  546  ;  18  Pat.  Off.  Gaz.  69. 

In  a  suit  for  infringement  of  a  patent  issued  under  the  act  of 
1836,  regular  upon  its  face,  and  which  recited  that  the  patentee 
had  made  oath  to  his  application  therefor,  it  was  held^  that  an  objec- 
tion to  the  validity  of  the  patent,  upon  the  ground  that  the  records 
of  the  patent-office  showed  that  the  supplementary  or  amended  appli- 
cation upon  which  the  patent  was  granted  was  verified,  not  by  the 
oath  of  the  patentee,  but  by  that  of  his  attorney,  could  not  be 
considered.  Hancock  Inspirator  Co.  v,  Jenks,  21  Fed,  Rep^r^  911 ; 
De  Florez  v.  Reynolds,  14  Blatchf.  505. 

213.  Disputing  Plaintiffs  Title  to  the  Invention. 

As  to  the  right  of  an  alleged  infringer  to  defend,  on  the 
ground  that  the  patent  was  wrongfully  issued  to  plaintiff,  who  is 
not  the  true  inventor,  or  not  the  sole  inventor,  or  that  another  per- 
son is  jointly  interested  with  him.  Pitts  «.  Weraple,  1  Bias.  87  ;  2 
Fish.  Pat.  Cos.  10  ;  Worden  v.  Fisher,  11  Fed.  Rep\  505  ;  21 
Pat.  Off.  Gaz.  1957  ;  Barker  t?.  Woodruff,  1  Pat.  Off.  Gaz.  256  ; 
Collar  Co.  v.  Dcusen,  23  Watt.  530  ;  aff'g  10  Blatchf.  109  ;  ante 
41,  280-286. 

The  relation  between  employer  and  employee  may  be  such,  and 
the  suggestions  of  the  latter  in  aid  of  developing  a  device  or 
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machine,  may  iDvolve  so  much  independent  invention,  that  the 
employee  ought  to  be  joined  with  the  employer  in  the  patent,  and, 
consequently  in  an  action  for  infringement.  Collar  Co,  v.  Deosen, 
supra;  Hoe  v.  Kahler,  12  Fed,  Ii€p\  ill. 

The  employee  in  such  cases  is,  ho\¥ever,  at  most  only  a  joint 
inventor  ;  he  cannot  sustain  a  patent  in  his  own  name  alone. 
Arnold  v.  Bishop,  1  MacArthur  Pat.  Cos,  27  ;  Id.  86.  But  where 
the  inventor  assigned  the  improvement  to  another  person,  on  the 
Agreement  that  the  latter  should  take  out  a  patent,  and  pay  a  roy- 
alty on  manufactures  under  it,  and  a  patent  was  obtained  in  the 
name  of  the  assignee  which  the  parties  acted  on  as  good,  the  inva- 
lidity of  the  patent  as  toward  the  public  was  held  no  defense  to  an 
action  by  the  true  inventor,  against  the  assignee  and  patentee  for 
agreed  royalty.  Milligan  v.  Lalance,  <fec.  Manuf.  Co.,  21  Fed. 
J?^V,  570 ;  29  Pat.  Of.  Gaz.  367. 

The  right  to  a  patent  for  a  practical  application  of  a  known 
principle  is  in  the  person  who  first  conceived  that  application  ; 
any  subsequent  patent  issued  for  an  improved  application  must  rest 
apon  and  be  limited  to  the  improvement  the  second  patentee  has 
made.     jKe  Henry,  1  MacArthur  Pat.  Cos.  407. 

A  new  application  for  a  patent,  made  by  an  attorney  without 
authority,  is  invalid  ;  and  a  subsequent  ratification  does  not  relate 
back.  Consolidated  Fruit  Jar  Co.  v.  Bellair  Stamping  Co.,  27  Fed. 
Hep'r,  377. 

A  party  sued  for  infringement  by  one  claiming  sole  interest 
who  procures  an  assignment  and  release  from  infringement  of 
claims,  takes  with  notice  and  subject  to  equities.  Kearney  v. 
Lehigh  Valley  R.  Co.,  27  Fed.  Rep'r^  699. 

214.   Defenses  Allowable  under  Qeneral  Issue  and  Notice^ 
by  Rev.  Stat.  §  4920  {Act  of  1836,  §  15). 

In  any  action  for  infringement  the  defendant  may 
plead  the  general  issue,  and  having  given  notice  m  writing 
to  the  plaintiff  or  his  attorney,  thirty  days  before,  may 
prove  on  trial  any  one  or  more  of  the  following  special 
matters : 

First.  That  for  the  pm*pose  of  deceiving  the  public  the 
description  and  specification  filed  by  the  patentee  in  the 
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patent- office  was  made  to  contain  less  than  the  whole 
truth  relative  to  his  invention  or  discovery,  or  more  than 
is  necessary  to  produce  the  desired  effect ;  or, 

Second.  That  he  had  surreptitiously  or  unjustly  obtained 
the  patent  for  that  which  was  in  fact  invented  by  anoth^, 
who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same ;  or, 

Third.  Tliat  it  had  been  patented  or  described  in  some 
printed  pubUcation  prior  to  his  supposed  invention  or  dis- 
covery  thereof ;  or, 

Fourth.  That  he  was  not  the  original  and  first  inventor 
or  discoverer  of  any  material  and  substantial  part  of  the 
thing  patented ;  or. 

Fifth.  That  it  had  been  in  public  use  or  on  sale  in  this 
country  for  more  than  two  years  before  his  application  for 
a  patent,  or  had  been  abandoned  to  the  public. 

And  in  notices  as  to  proof  of  previous  invention,  knowl- 
edge, or  use  of  the  thing  patented,  the  d^endant  shall  state 
the  names  of  patentees  and  the  dates  of  their  patents,  and 
when  granted,  and  the  names  and  residences  of  the  persons 
alleged  to  have  invented,  or  to  have  had  the  prior  knowl- 
edge of  the  thing  patented^  and  where  and  by  whom  it  had 
been  used  ;  and  if  any  one  or  more  of  the  special  matters 
alleged  shall  be  found  for  the  defendant,  judgment  shall  be 
rendered  for  him  with  costs.  And  the  hke  defenses  may  be 
pleaded  in  any  suit  in  equity  for  relief  against  an  alleged 
infringement ;  and  proofs  of  the  same  may  be  given  upon 
like  notice  in  the  answer  of  the  defendant,  and  with  the 
like  effect.    Bev.  Stat.  §  4920. 

215.    First.    Fraudulent  Defect  or  Excess  in  Specification. 

A  patent  from  the  goverDiBexit  cannot,  in  a  collateral  proceed- 
ing, be  impeached  for  frand  in  procuring  it.    The  allegation,  that 
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^  the  same  was  procured  by  fraud,  misrepresentatioD,  and  in  viola- 
tion of  law/'  is  simply  an  allegation  of  a  conclusion  of  law  from 
facts,  which  facts  are  not  pleaded.  Gear  v.  Grosvenor,  1  JSblmes, 
215  ;  3  Pat.  Off.   Gaz.  380  ;  6  Msh.  JPat  Cos.  314. 

The  degree  of  evidence  required  to  prove  a  fraudulent  intent  ia 
a  defective  specification  of  a  patent  rests  with  the  jury.  Positive 
evidence  is  not  necessary.  The  intention  may  be  presumed  from 
circumstances, — e,  g.,  when  the  .parts  concealed  are  so  essential  and 
BO  obviously  necessary  to  be  disclosed,  that  no  mechanic  skilled  in 
the  art  could  reasonably  be  expected  to  understand  the  subject  so 
as,  from  the  description  given,  to  make  the  machine.  But  such  a 
presumption  would  be  weakened  by  the  testimony  of  skillful  per- 
sons that  they  could  not  hesitate  in  supplying  the  omissions.  Gray 
V.  James,  Pet.  C.  Ct.  394. 


216.   Second.  Patent  Surreptitiously  or  Unjustly  Obtained. 

•  A  charge  that  the  original  patentee  of  an  invention  fraudulently 
and  surreptitiously  obtained  a  patent  on  what  he  well  knew  was 
invented  by  another,  constitutes  no  defense  to  the  charge  of 
infringement,  unless  accompanied  by  the  further  allegation  that 
the  alleged  first  inventor  was  at  the  time  using  reasonable  diligence 
in  adapting  and  perfecting  the  invention.  Agawam  Co.  v.  Jordan, 
7  Wall.  683.     S.  P.,  Reed  v.  Cutter,  1  Stori/y  690. 

If  a  patent  has  been  obtained  by  the  plaintiff,  upon  the  defend- 
ant's refusal  to  submit  to  an  arbitration,  according  to  the  act  of 
February  21,  1793,  §9(1  Stat.  318),  and  the  defendant  subse- 
quently obtains  a  patent  for  the  same  invention,  this  is  not  conclusive 
proof  that  the  latter  was  obtained  surreptitiously,  or  upon  false 
suggestion.     Stearns  v.  Barrett,  1  Mas.  163,  174. 

In  the  race  of  diligence  between  two  independent  inventors,  he 
who  first  reduces  his  invention  to  a  fixed  position  and  practical  form 
would  seem  to  be  entitled  to  a  priority  of  right  to  a  patent  there- 
for. But  this  right  was  qualified  by  the  act  of  1836,  §  16, — which 
provided  that  in  such  cases  the  first  inventor  shall  have  the  prior 
right,  if  he  is  using  reasonable  diligence  in  adopting  and  perfecting 
the  same,  although  the  second  inventor  has,  in  fact,  first  perfected 
the  same  and  reduced  the  same  to  practice  in  a  positive  form. 
Reed  v.  Cutter,  1  Story,  500  ;  Reed  v.  Robinson,  4  i.  RepWy  342. 
8.  P.,  Washburn  v.  Gould,  3  Story,  122  ;  1  West.  L.  J.  466  ;  7  L.^ 
Vol.  II.— 2J 
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R^p'r,  276  ;  Bedford  v.  Hunt,  1  Mas.  302  ;  Many  v.  ^ 
lilaichf,  372  ;  Parkhurst  v.  Kinsman,  Id,  488  ;  8  iV^  T.  j 
140  ;  Allen  v.  Hunter,  6  McLean^  303. 

That  a  person  constructed  and  used  his  machine  befor 
took  out  a  patent  for  a  similar  machine  is  not  a  justificat 
fact  the  former  was  copied  from  the  machine  subsequently 
Ilovey  V.  Stevens,  1    Woodh,  tt  J/.  290. 

In  onler  to  bring  a  case  within  the  meaning  of  the  clai 
act  of  July  4,  18;5G,  §  15  (now  Rev.  Stat.  §  4920,  suhd.  li 
specifies,  as  a  defense  to  an  action  for  the  infringement  of 
that  the  "plaintiff  had  surreptitiously  or  unjustly  obt 
patent  for  that  which  was  in  fact  invented  or  discovere«l  b 
who  was  using  r^^asonable  diligence  in  adapting  and  perf< 
same," — it  is  not  necessary  to  implicate  the  good  fail 
plaintiff  or  his  assignees.  The  injustice  relied  on  may 
injustice  in  the  abstract  than  injustice  resulting  from  any  i 
wrong.  The  term  was  used  and  intended  to  be  used  in  it 
sense.  Phelps  v.  Brown,  4  Blatclif,  362  ;  1  Fish.  Pat.  Ca 
How.  7. 

Sections  12  and  15  of  the  act,  taken  together,  were  d 
protect  the  right  of  the  first  inventor,  although  he  maj 
been  the  first  to  adapt  his  invention  to  practical  use,  pi 
has  filed  his  caveat  and  has  used  reasonable  diligence  in 
his  discovery.  The  purpose  of  the  caveat  is  to  save  the 
from  the  effect  of  the  rule  of  law  which  gives  to  the  inv 
first  adapts  his  invention  to  practical  use  the  right  to  thi 
the  patent.  lb.  A.  filed  a  caveat  in  the  patent-office 
1854.  B.  made  application  for  a  patent  for  the  same 
November,  1854.  No  notice  was  given  to  A.  of  this  a 
but  a  patent  was  granted  to  B.,  January  9,  1855.  A  i 
subsequently  granted  to  A.  In  a  suit  by  the  assignees  of 
the  assignees  of  A.,  it  was  held,  that  th^  omission  to  giv 
A.  might  be  set  up  as  one  of  the  defenses  under  sectioi 
act  of  July  4,  1836,  as  proof  that  B.  "had  surrept 
unjustly  obtained  the  patent  for  that  which  was,  in  fa 
ered  by  another,"  &c.  A  patentee  should  not  be  pre 
the  error  or  oversight  of  the  patent- office.     lb. 

In  an  action  for  infringement  of  a  patent,  the   m 
company  of   which    the    plaintiffs  were    members  and 
suggestion  and  expense  the  subject  of  the  patent   was 
■have  been  invented,  may  be  read  in  evidence  to  pro^ 
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plaintiffs  were  not  the  original  inventors  of  the  thing  patented  ; 
but  not  to  show  that  the  plaintiffs  had  surreptitiously  obtained  a 
patent  for  another's  invention,  unless  notice  of  such  defense  and 
intention  has  been  given  to  the  plaintiffs.  Pennock  v.  Dialogue,  4 
Wash.  638. 

The  mere  existence  of  a  previous  patent,  or  specification  of  an 
improvement,  is  not  sufficient  to  establish  the  fact  of  fraud  in 
obtaining  a  subsequent  patent  for  a  similar  improvement ;  actual 
knowledge  of  the  former  patent  by  the  subsequent  patentee  must 
be  proved.      Delano  v,  Scott,  Gtlp,  489. 


217.  Third.    Prior  Patent  or  Published  Description. 

Prior  printed  publications  relied  upon  to  defeat  a  patent,  are 
sufficient  for  the  purpose,  if  they  describe  the  process  covered  By 
the  patent  so  fully  and  clearly,  as  to  enable  persons  skilled  in  the 
art  to  which  the  invention  relates,  to  carry  on  the  process.  Down- 
ton  V,  Yoager  Milling  Co.,  108  U.  S,  466  ;  aff'g  1  Ped,  Refr,  199 ; 
1  McCrary,  26  ;  17  Pat,  Off.  Qaz.  906  ;  9  Rep'r,  462  ;  6  Barm,  S 
A,  Pat,  Cas,  112. 

When  properly  pleaded  and  proven,  the  statutory  defense 
"  that  the  invention  had  been  patented,  or  described  in  some  printed 
publication,  prior  to  the  supposed  invention  "  by  the  patentee,  is 
sustained,  if  the  conflicting  patent,  whether  foreign  or  domestic, 
was  duly  issued  or  the  complete  description  was  published  prior  to 
the  date  of  the  patent  in  contest.  Kelleher  v.  Darling,  14  Pat, 
Off.  Gaz.  673  ;  4  Cliff,  424.  Whether  the  rival  patent  or  the 
printed  description  must  in  all  cases  have  appeared  before  the  pat- 
entee's invention  was  made  ;  and  whether  a  crude  machine,  made 
nnd  used  only  as  an  experiment  or  specimen,  may  be  introduced  in 
proof  that  such  invention  existed,  see  lb.  ;  Elizabeth  v.  Pavement 
Co.,  infra;  Gottfried  v.  Phillip  Best  Brewing  Co.,  17  Pat.  Off. 
Gaz.  675  ;  5  Bann,  <&  A.  Pat.  Cas.  4  ;  Bartholomew  v.  Sawyer,  4 
Bhftrhf.  347  ;  1  Fish,  Pat.  Cas.  516  ;  11  Hunt  Mer,  Mag.  575. 

Upon  a  question  of  the  validity  of  a  patent,  it  is  admissible  to 
show  that  the  invention  had  been  described  in  publications  prior  to 
the  issuing  of  the  patent ;  and  such  publication  may  be  proved  by 
the  production  of  the  book,  or  by  parol  testimony.  Allen  t>. 
Hunter,  6  McLean^  303,  314. 

Use  or  sale  of  an  invention  before  it  is  perfected,  neoessarily 
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made  as  an  aid  to  the  inventor  in  ascertaining  its  nsefnlness  and 
deficiencies  and  in  perfecting  it,  is  not  such  a  use  or  sale  as  defeats 
the  right  to  a  patent.  Graham  v.  McCormick,  11  ^ed,  RepWy  859  ; 
10  Biss,  39  ;  21  Pat,  Off.  Gaz,  1533  ;  5  Bann.  <t  A,  Pat.  Cos. 
244. 

Under  the  act  of  1^^36,  §  6,  it  was  held  that  a  prior  construction 
and  use  of  the  thing  patented,  in  one  instance  only,  never  made 
public,  and  which  had  boon  finally  forgotten,  or  abandoned,  so  that, 
at  the  time  of  the  invention  by  the  patentee,  the  invention  did  not 
exist,  would  not  render  a  patent  invalid;  for,  by  the  phrase,  ^'know- 
ledge  and  use"  referred  to  in  the  act,  was  meant  knowledge  and 
use  existing  in  a  manner  accessible  to  the  public.  Gayler  t?.  Wilder, 
10  B^ow.  477. 

A  foreign  patent  or  publication  describing  an  invention,  unless 
published  anterior  to  the  making  of  the  invention  or  discovery 
secured  by  letters-patent  issued  by  the  United  States,  is  no  defense 
to  a  suit  upon  them.     Elizabeth  v.  Pavement  Co.,  97  Vl  S,  126. 

The  only  exception  to  the  rule,  that  in  order  to  confer  an 
exclusive  right  on  the  patentee,  the  thing  patented  must  have  been 
original  with  the  inventor  and  not  known  to  others,  is  where  an 
individual  obtains  a  patent  believing  the  invention  to  be  original, 
and  it  is  made  to  appear  that  it  had  been  known  in  a  foreign 
country,  but  not  patented  there,  nor  described  in  any  printed 
publication.     Parker  v.  Stiles,  5  J/b7^an,44,  61  ;  7  West,  L,  J,  168. 

The  mere  fact  that  an  invention  patented  was  known  and  nsed 
in  a  foreign  country  before  its  discovery  by  the  patentee,  is  not 
sufficient  (under  the  act  of  1830)  to  avoid  the  patent,  provided  the 
patentee,  at  the  time  of  making  his  application  for  a  patent,  believed 
himself  to  be  the  first  inventor  of  the  thing  patented.  Bartholo- 
mew ».  Sawyer,  4  Blatchf.  347  ;  1  Fish,  PcU,  Cos,  516  ;  41  Bunt 
Jfer,  Mag.  675  ;  Boemer  v.  Simm,  6  Pat,  Off,  Oaz,  555  ;  Doyle  v. 
Spaulding,  19  Fed.  Bep'r^  744. 

No  description,  in  any  printed  publication,  of  the  thing  pat- 
ented, can  avoid  the  patent,  unless  such  description  was  prior,  in 
point  of  time,  to  the  invention  of  the  patentee  ;  that  the  description 
in  the  printed  publication  was  prior  to  the  application  for  the 
patent,  is  not  enough.     Bartholomew  v.  Sawyer,  supra. 

The  fact  that  the  use  of  the  invention  before  the  patentee  origi- 
nated it  was  unknown  to  him,  will  not  prevent  such  use  from  avoid- 
ing the  patent,  if  the  use  was  in  this  country.    Boemer  v.  Simm^ 
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If  it  is  proved  that  the  invention,  or  something  sabstantially 
like  it,  has  been  described  in  a  book,  or  has  been  the  subject  of  a 
patent  in  a  foreign  country,  this  is  a  good  defense  to  an  action  for 
infringement  in  this  country.  Judson  v.  Cope,  1  FHsh,  Pat.  Caa^ 
616  ;  1  Bond,  327. 

If  the  jury  find  that  the  patentee,  when  he  made  application  for 
bis  patent,  believed  himself  to  be  first  inventor,  his  patent  will  not 
be  invalidated  by  the  existence  of  the  thing  abroad.  Forbush  v, 
Oook,  10  L.  Rep'r,  JV.  S,  664. 

Previous  use  or  knowledge  of  an  invention  abroad  is  no  defense 
against  a  patent,  unless  such  invention  was  described  in  some 
printed  publication  so  clearly  as  to  enable  others  to  put  it  in  prac- 
tice. Jones  V.  Sewall,  3  Cliff.  663  ;  6  Msh.  Pat.  Cas.  343  ;  3  Pat. 
Off.  Gaz.  630.  S.  P.,  Cahill  v.  Brown,  16  Pat.  Off.  Oaz.  697  ;  3 
Parui.  <k  A.  Pat.  Qas.  680  ;  Atlantic  Giant  Powder  Co.  r.  Parker, 
16  Pat.  Off.  Gaz.  496  ;  Roberts  v.  Dickey,  1  Pat.  Off.  Oaz.  4  ;  4 
Fish.  Pat.  Cas.  532  ;  4  Brews.  260  ;  3  Pittsh.  352. 

Foreign  patents  urged  as  anticipations  of  domestic  patents, 
where  the  article  is  not  properly  proved  to  have  been  known  or  used 
in  this  country,  or  the  patentee's  circular  to  the  trade  was  not  a 
printed  publication,  or  his  provisional  specification  did  not  make  the 
invention  described  in  it  patented,  within  the  meaning  of  the  act 
of  1836,  §§  7,  16,  will  not  be  considered.  Parsons  v.  Colgate,  15 
Fed.  Eep'r,  600  ;  24  Pat.    Off.  Oaz.  203. 

An  English  patent,  taken  out  surreptitiously  by  any  person, 
who,  without  the  knowledge  of  the  American  inventor,  and  without 
authority  from  him,  endeavored  to  appropriate  the  benefits  of  his 
invention,  would  not  thereby  deprive  the  real  inventor  of  any  of 
his  rights.  Kendrick  v.  Emmons,  9  Pat,  Off.  Oaz.  201  ;  2  Bann. 
&  A.  Pat.  Cas.  208. 

An  invention  is  not  patented  in  England  within  the  meaning  of 
Rev.  Stat.  §  4920,  subd.  3,  until  the  completed  specification  has 
been  filed;  unless  it  has  been  described  in  some  printed  publica- 
tion within  the  meaning  of  Bev.  Stat.  §  4920,  subd.  3.  Coburn  t;. 
Schroeder,  11  Fed.  Bep\  426  ;  20  Blatchf.  392  ;  22  Pat  Off.  Oaz. 
419. 

In  1861,  a  certain  description  and  drawings  were  published  in 
England,  from  which  the  United  States,  in  1863,  caused  to  be  con- 
fltructed  and  placed  on  a  vessel,  certain  armor.  One  Heaton  con- 
ceived, in  1856,  the  idea  of  armor,  and  experimented  by  firing 
pistols  at  small  pieces  of  wood  and  iron.   In  1861,  he  began  to  make 
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a  model  of  a  war  vessel.  In  1862,  it  was  completed.  It  was  held, 
that  bis  inventiou  was  later  than  the  publication  in  England.  An 
idea,  to  be  considered  an  invention,  in  the  frequent  sense  of  the 
word,  must  be  embodied  in  some  distinct  form.  Webb  v.  Quintard, 
9  Blatc/if,  352  ;  1  Pat.   Of.   Gaz.  525  ;  5  Fish.  Pat.  Cas.  276. 

The  patent  law  protects  simplicity  and  economy  of  construction 
as  against  prior  complex  and  expensive  combinations  ;  and  although 
the  general  and  abstract  effect  may  be  analogous,  if  tlie  two  mechan- 
isms produce  their  respective  results  by  essentially  different  pro- 
cesses, the  one  being  more  simple  and  capable  of  being  operated 
with  greater  economy  than  the  other,  it  is  not  anticipated  thereby. 
In  order  that  a  prior  patent  or  publication  should  anticipate  a 
patent,  the  description  must  appear  to  embody  substantially  the 
same  organized  mechanism,  operating  substantially  in  the  same 
manner  as  that  described  in  tlie  patent  claimed  to  have  been  antici- 
pated. Gottfried  v.  Phillip  Best  Brewing  Co,,  \1  Pat.  Off.  Gaz, 
675  ;  5  Bann.  cC?  A.  Pat.  Cas.  4. 

Apparently  a  description  is  not  in  a  "  printed  publication  "  in 
the  sense  of  the  statute,  unless  copies  have  been  printed  and  dis- 
seminated to  render  the  work  somewhat  generally  accessible. 
Coburn  v.  Schroeder,  20  Blatohf.  392.  See  Keene  v.  Wheatley, 
9  Am,  L.  Beg.  33  ;  5  Pa.  L.  J.  501.  And  so  held  of  printed 
circulars,  limited  in  distribution,  and  giving  a  meager  descrip- 
tion of  the  invention.  New  Process  Fermentation  Co.  v.  Koch, 
21  Fed.  Bep\  580  ;  29  Pat.  Off\  Gaz.  535. 

Test  proposed,  for  determining  whether  the  inventions  described 
in  an  American  and  a  foreign  patent  are  the  same,  see  Commercial 
Manuf.  Co.  v.  Fairbanks  Canning  Co.,  27  Fed.  Bejir,  78. 

218.    Fourth.    Pafoitee  not  ''  First  Inventor.'^ 

By  "the  original  and  first  inventor"  is  meant  not  necessarily  he 
who  first  conceived  the  idea  of  the  invention,  but  he  who  first  gave 
to  the  idea  a  useful  and  practical  form  and  matured  for  it  a  plan  of 
material  means  by  which  it  could  have  actual  operatijn.  Foote  v. 
Silsby,  14  Mow.  218  ;  aff'g  1  Blatchf.  445  ;  Teese  v.  Phelps,  Jfc^Z/. 
48  ;  Goodyear  v.  Day,  2   Wall.  Jr.  283. 

In  the  sense  of  the  term  above  indicated,  "  first  inventor  "means 
the  person  who  first  devises  means  to  put  the  invention  into  prao- 
tice;  he,  and  he  only,  is  entitled  to  the  patent.  Bedford  v.  Hunt, 
1  Mas.  302  ;  Union  Sugar  Refinery  v.  Matthiesen,  3  Cliff,  689 ;  2 
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Msh.  Pat.  Cos,  600  ;  Jones  v,  Sewall,  6  Msh.  Pat.  Cas,  343  ;  3 
Cliff,  503  ;  3  Pat,  Off,  Gaz.  630  ;  Ellithorp  v.  Robertson,  4  Blatchf, 
807  ;  2  Fish,  Pat,  Cas.  83  ;  Evans  v,  Weiss,  2  Wash,  342  ;  3  Am, 
L,  J,  180  ;  Parker  v.  Ilulme,  I  Fish.  Pat,  Cas.  44  ;  7  West,  L,  «/". 
417  ;  Reeves  y.  Keystone  Bridge  Co.,  1  Pat,  Off.  Gaz,  466  ;  6 
Fish,  Pat,  Cas.  456  ;  5  Am,  L.  T.  U.  S,  Cts.  150  ;  9  Phila.  368  ; 
Miller  v.  Force,  9  Fed.  i^e^V,  603  ;  21  Pat.  Off.  Gaz,  947  ;  Allen 
«•  Hunter,  6  McLean,  303,  321  ;  Teese  v.  Phelps,  Mb  All.  48  ;  Bro- 
die  V,  Opbir  Silver  Mining  Co.,  4  Fish.  Pat.  Cas.  137  ;  6  Saicyer^ 
608  ;  Nichols  v,  Harris,  1  MacArthur  Pat,  Cas.  362. 

In  determining  questions  of  priority  of  invention,  it  is  not  so 
much  he  who  made  and  perfected  the  first  machine  or  instrument  who 
is  to  be  considered  the  first  inventor,  as  he  who  first  conceived  the 
idea  and  so  described  it  by  words  or  drawings  as  to  have  been  suf- 
ficient to  enable  a  skillful  workman  to  bring  it  into  useful  practical 
operation.  Such  a  person  will  be  protected  against  the  claim  of  any 
subsequent  invt  ntor  who  may  have  been  first  in  adapting  a  machine 
or  instrument  to  the  invention,  provided  such  first  discoverer  has 
been  using  due  diligence  in  effecting  the  same  end,  so  that,  although 
he  may  have  been  unsuccessful  in  some  of  his  experiments,  by  fol- 
lowing them  up  he  at  length  succeeds.  Davidson  v,  Lewis,  1 
MacArthur  Pat,  Cas,  599. 

An  inventor  who  reduces  to  practice  his  invention  w'ith  roason- 
abli'  dili^^ence,  has  priority  over  one  who  subsequently  conceives, 
though  actually  reducing  to  practice  first,  the  device,  Marshall  v. 
Mee,  1  MacArthur  Pat,  Cas.  229  ;  Heath  w.  Hildreth,  Id.  12  ; 
Perry  v.  Cornell,  Id,  60  ;  McCormick  v.  Howard,  Id,  238  ;  Chand- 
ler V.  Ladd,  Id,  493. 

He  who  invents  first  has  the  prior  right,  if  he  uses  reasonable 
diligence  in  adapting  and  perfecting  his  invention,  although  a 
second  inventor  in  fact  perfects  it  and  rediices  it  to  practice  in 
positive  form  before  him.  Electric  R.  R.  Signal  Co.  v.  Hall  R.  R. 
Signal  Co.,  6  Fed.  liepW,  603.  S.  P.,  Reeves  «.  Keystone  Bridge 
Co.,  1  Pat,  Off,  Gaz,  466  ;  5  Fish,  Pat,  Cas,  456  ;  6  Am,  L,  T,  U, 
S,  Cts,  150  ;  9  Phila,  368  ;  2  Mann.  <&  A.  Pat,  Cas,  266. 

Even  before  a  patent  has  been  granted,  the  property  in  an 
invention  belongs,  generally,  to  him  who  is  the  first  inventor  ;  there- 
fore, any  person  who,  knowing  that  another  is  the  first  inventor, 
yet  doubting  whether  that  other  will  ever  apply  for  a  patent,  pro- 
ceeds to  construct  a  machine  so  invented  by  another,  acts  at  his 
peril  and  with  the  full  knowledge   of  the  law  that  a  subsequent 
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patent  may  cut  him  out  of  the  use  of  the  machine  thus  erected 
(Evans  v.  Weiss,  2  Wash.  842  ;  Evans  v.  Jordan,  1  Brock.  Marsh. 
248;  aff'd,  9  Cranehy  199)  ;  a  fortiori^  where  the  party  construct- 
ing knew  that  the  inventor  had  obtained  a  patent  which  was  after- 
ward declared  invalid,  but  under  a  subsequent  act  of  Congress  a 
valid  patent  was  secured.     Evans  v.  Weiss,  supra. 

Where  plaintiff's  patented  machine  is  anticipated  by  a  machine 
containing  parts  different  in  form  but  performing  the  same  func- 
tions as  the  like  parts  in  complainant^s  machine,  the  scope  of  his 
patent  will  be  limited  to  the  improvements  in  form  made  in  his 
patented  machine.  Williams  v.  Barker,  2  Fed.  Rep^r^  649  ;  18 
Pat.  Off.  Gaz.  243  ;  5  Bann.  <t  A.  Pat.  Cas.  453. 

The  first  inventor  is  entitled  exclusively  to  a  patent  right,  though 
a  subsequent  person  may  have  also  been  an  original  inventor.  The 
law  gives  the  right,  as  among  inventors,  to  him  who  is  first  in  point 
of  time.  Lowell  v.  Lewis,  1  Mas.  182  ;  Reed  v.  Cutter,  1  Story y 
590  ;  Reed  v.  Robinson,  4  L.  RepWy  342  ;  Allen  «.  Blunt,  2  Woodb. 
4b  M  121. 

A  complete  invention  is  not  anticipated  by  a  partial  embodiment 
of  the  idea  which  was  lacking  in  just  those  features  necessary  to 
its  success  (Richardson  v.  Noyes,  10  Pat.  Off.  Gaz.  607  ;  2  Bann. 
cfc  A.  Pat.  Cas.  398);  nor  will  crude  and  imperfect  experiments, 
equivocal  in  their  results,  and  therefore  abandoned  and  given  up,  be  . 
permitted  to  prevail  against  an  original  inventor  who  has  perfected 
his  improvement  and  obtained  his  patent.  Union  Sugar  Refinery 
V.  Mathieson,  3  Cliff.  639  ;  2  Msh.  Pat.  Cas.  600;  Roberts  v. 
Dickey,  1  Pat.  Off.  Gaz.  4  ;  4  Msh.  Pat.  Cas.  532  ;  4  Brews.  260 ; 
3  Pittsb.  362  ;  Roberts  v.  Schreiber,  2  Ped.  BepWy  865  ;  18  Pai,. 
Off.  Gaz.  125  ;  6  Bann.  &  A.  Pat.  Cas.  491 ;  Whittlesey  v.  Ames, 
9  Biss.  225  ;  18  Pat.  Off.  Gaz.  357 ;  5  Bann.  cfc  A.  Pat.  Cas.  96  ;. 
Fay  V.  Allen,  24  Fed.  EepWy  804  ;  Yale  Lock  Manuf.  Co.  «.  Berk- 
shire National  Bank,  26  Id.  104. 

Although  a  person  has  engaged  in  producing  some  new  and  use- 
ful instrument  or  contrivance,  and  has  embodied  it  in  a  machine 
and  endeavored  to  reduce  it  to  practice  by  experiment,  yet  if  those 
trials  fail,  if  he  fail  in  success  and  abandon  the  effort,  the  consider- 
ation affords  no  impediment  to  another  person  who  has  taken  up 
the  same  idea,  or  class  of  ideas,  and  who  has  gone  on  perseveringly 
in  his  studies,  trials  and  experiments,  until  he  has  perfected  the 
new  idea  and  brought  it  into  practical  and  useful  operation.  The 
lutter  is  the  person,  the  meritorious  inventor,  n'ho  is  entitled  to  tbe 
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protection  of  the  law.     Winans  v.  New  York  &  Harlem  R.  R.,  81 
Jour.  Fr.  Inst,  Zrd  S.  322. 

Although  a  party  had  conceived  of  the  invention  before  the  pat- 
entee, and  made  some  progress  toward  completing  a  model,  yet,  if 
he  suspended  his  labors,  and  before  he  resumed  them,  the  patentee 
perfected  the  invention,  and  embodied  it  in  a  practical  working 
machine,  the  patent  will  be  sustained.  Smith  v.  O'Connor,  4  Pat, 
Off.  Gaz.  633  ;  6  Msh.  Pat.  Cos.  469. 

Where  the  anticipatory  device  of  defendant  was  discontinued, 
but  not  until  its  practicability  had  been  demonstrated,  it  was  heldy 
sufficient  to  defeat  the  plaintiff's  patent.  McNish  y.  Everson,  6 
Bann.  <b  A.  Pat.  Cas.  484  ;  2  Ped.  Pep\  899  ;  17  Pat.  Off.  Gar. 
1506. 

The  chance  operation  of  a  principle  unrecognized  at  the  time, 
without  the  knowledge  of  its  method  of  employment,  will  not  defeat 
the  claim  of  one  who  first  puts  it  into  practical  use,  and  makes  it 
available.  Andrews  v.  Carman,  13  Blatchf.  307  ;  9  Pat,  Off.  Gaz. 
101  ;  2  Bann.  <b  A.  Pat.  Cas.  277. 

Mere  speculations,  not  practically  used,  do  not  deprive  a  subse- 
quent inventor  who  puts  his  invention  into  practice,  of  the  proper 
reward.     Rich  v.  Lippincott,  1  Pittsb.  31  ;  2  Fish.  Pat.  Cas.  1. 

To  constitute  such  a  prior  invention  as  will  avoid  a  patent,  there 
must  be  proof  that  some  one,  before  the  patentee,  not  only  con 
<;eived  the  idea  of  doing  what  the  patentee  has  done,  but  also 
reduced  his  idea  to  practice,  and  embodied  it  in  some  practical  aild 
useful  form.  The  making  of  drawings  of  conceived  ideas  is  not 
snch  an  embodiment  of  such  conceived  ideas  in  a  practical  aod 
useful  form,  as  will  defeat  a  patent  which  has  been  granted. 
Ellithorp  V.  Robertson,  4  Blatchf.  307  ;  2  Mah.  Pat.  Cas.  83  ; 
Reeves  v.  Keystone  Bridge  Co.,  1  Pat.  Off.  Gaz.  466  ;  6  Msh.  Pat. 
Cas.  466;  5  Am.  L.  T.  U.  S.  Cts.  150  ;  Detroit  Lubricator  Manaf. 
Co.  V.  Renchard,  9  Fed.  RepW^  293. 

Although  drawings  by  an  inventor  before  application  for  a 
patent  by  him,  may  carry  back  the  date  of  the  invention,  if  reason- 
able diligence  is  shown,  merely  making  drawings  is  not  such  hu 
embodiment  of  an  invention  as  will  defeat  a  patent  subsequenlly 
granted.  Odell  v.  Stout,  22  Fed.  Rep'r,  159;  29  Pat.  Off.  Gaz. 
862. 

Where  the  invention  described  and  claimed  is  of  a  machine  of 
specified  construction,  it  is  anticipated  by  a  prior  machine  of  sub- 
stantially  the  same  construction  although   a  new,  and  perhaps 
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patentable  use  of  the  machine  is  suggested  in  the  specification  of 
the  patent.  Boston  Elastic  Fabrics  Co.  v.  East  Hampton  Rubber 
Thread  Co.,  1  JBTolmes,  372 ;  9  Fat.  Of.  Gaz.  746  ;  1  Bann.  <&  A. 
J^at.  Cos,  222. 

It  is  no  objection  to  a  patent  for  a  combination  of  machinery 
that  any  part  of  the  structure  existed  before,  unless  the  combina- 
tion has  existed  before.  Be  Halsey,  1  MacArthur  Fat,  Gas. 
459. 

A  patentee  cannot  embrace  in  a  subsequent  patent  any  inven- 
tion embraced  in  a  prior  one  granted  to  himself.  Hill  v,  Commi.>- 
sioner  of  Patents,  1  Cent,  Bep'r^  91. 

Contract  by  employee  of  inventor  of  undisclosed  process  of 
manufacture,  not  to  divulge  the  secret,  is  limited  to  term  of  employ- 
ment.    Salomon  v.  Hertz,  2  Cent  Bep^r^  132, 


219.  Anticipation  of  an  Invention  by  one  earlier.    Priority 

between  Compelitors. 

The  first  inventor  is  entitled  to  the  benefits  of  his  invention  if 
he  reduce  it  to  practice  and  obtain  a  patent  therefor,  and  a  subse- 
quent inventor  cannot,  by  obtaining  a  patent,  oust  the  first  inventor 
of  his  right,  or  maintain  an  action  against  him.  Woodcock  v. 
Parker,  1  Gall  438. 

As  between  rival  inventors  he  is  entitled  to  a  patent  whose 
inceptive  invention  was  the  earliest,  who  was  diligent  in  perfecting 
and  adapting  it,  and  in  applying  for  a  patent.  Kneeland  v.  Sheriff, 
6  Bann.  &  A.  Fat,  Cos.  482  ;  2  Fed.  Bep'r,  901  ;  10  Bep'r,  234  ; 
18  Fat.  Off.  Gaz,  242. 

If  two  machines  be  substantially  the  same,  and  operate  in  the 
same  manner,  to  produce  the  same  result,  though  they  may  differ 
in  form,  proportions,  and  utility,  they  are  the  same  in  principle  ; 
and  the  one  last  discovered  has  no  other  merit  than  that  of  being- 
an  improved  imitation  of  the  one  before  discovered  and  in  use,  for 
which  no  valid  patent  can  be  granted  to  any  one  ;  because  he- 
cannot  be  considered  as  the  original  inventor  of  the  machine.  And 
it  makes  no  difference  as  to  the  patentee's  rights,  whether  the  prior 
machine  or  invention  has  fallen  into  disuse  or  not  ;  if  it  was  used 
before  his  discovery  he  cannot  obtain  a  patent  for  it.  Evans  v. 
Eaton,  3  Wash.  443  ;  aff'd,  7  Wheat.  356. 

A  patent   relates  back  to  the  date  of  the  application  ;    and 
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patents  granted  to  other  inventors  during  the  pendency  of  sucb 
application,  so  far  as  they  cover  the  same  invention,  are  void,  and 
no  protection  to  an  infringer.  Johnson  v,  Fassman,  1  Woods,  13S  ; 
6  Msh,  Pat.  Cos.  471. 

Where  a  dispute  arises  as  to  priority  of  invention,  a  patentee  is 
allowed  to  show  the  real  date  of  it,  and  to  have  his  righis  as  fully 
secured  as  if  he  had  taken  out  his  patent.  Parker  v,  Ilulrne,  1 
Fish,  Pat.  Ca^,  44  ;  1  West.  Z.  J.  417.  And  see  MacDonald  v. 
Blackraer,  4  Banii.  db  A.  Pat.  Cas.  78 

An  article  which  could  be  made  only  as  a  mere  curiosity,  and 
not  as  an  article  for  the  trade,  will  not  defeat  a  subsequent  inven- 
tion of  a  machine  to  make  it.  Lamb  v.  Hamblen,  11  Ped.  Pep*r, 
722. 

In  order  to  determine  whether  the  mechanism  of  two  machines 
is  the  same,  an  examination  should  be  made  not  only  of  the  mechan- 
ism itself,  that  is,  the  devices  and  their  arrangements,  but  also  of 
their  mode  of  operation  and  their  effects  and  results.  Eames  v. 
Cook,  2  Pish.  Pat.  Cas.  146. 

Whether  the  one  device  is  the  same  in  substance  or  principle  as 
anothel*,  depends  on  whether  it  is  the  same  kind  of  instrument  or 
not,  and  whether  it  acts  in  the  same  way  in  substance,  and  produces 
the  same  result  in  substance.  Colt  v.  Mass.  Arms  Co.,  iPish.  Pat. 
Cas.  lOH,  118;  Piatt  v.  Manuf.  Co.,  5  Pish.  Pat,  Cas.  265;  9 
Blatchf.  342  ;  1  Pat.  Off.  Gaz.  524  ;  Rumford  Works  v.  Lauer,  5 
Fish.  Pat.  Cas.  615  ;  \Q  Blatchf .  122  ;  3  Pat.  Off.  Gaz.  249  ;  Singer 
v.  Braunsdorf,  7  Blatchf.  521  ;  Wilcox  v.  Komp,  7  Blatchf  126. 

Whore  the  real  inventor  obtains  the  later  patent  he  may  have 
the  prior  patent  canceled.  Sturges  v.  Van  Ilagan,  6  PKsh.  Pat. 
Cas.  572. 

Making  a  device  which  will  serve  the  same  useful  purpose  as 
one  afterward  perfected,  is  not  necessarily  anticipating  the  latcer. 
Where  the  mechanical  means  of  two  machines  employed  are  differ- 
ent, and  the  mechanical  result  is  different,  one  does  not  anticipate 
the  other.  Buerk  v.  Valentine,  5  Fish.  Pat.  Cas.  36J5  ;  9  Blatchf. 
479  ;  2  Pat.  Off.  Gaz.  295. 

Where  two  devices  are  similar  in  construction,  but  there  is  a 
difference  in  the  elements  of  which  they  are  necessarily  composed, 
and  in  the  use  to  which  they  are  to  be  applied,  there  is  a  patent- 
able difference.     Thayer  v.  Spaulding,  27  Fed.  Bep\  66. 

If  the  inventor  produced  a  new  article  he  is  entitled  to  a  patent, 
although  others  approached  very  near  to  the  invention  without 
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producing  it  exactly.     M.  A  P.  Manuf.  Co.  v.  Da  Brail,  2  JBann. 
<t  A.  Fat.  Caa,  618. 

Where  tbe  claim  of  a  patent  is  a  combination  claim,  consisting 
of  several  elements  that  co-operate  together  to  produce  the  device 
claimed,  such  device  can  only  be  anticipated  by  a  prior  device, 
having  identically  the  same  elements,  or  the  mechanical  equiva- 
lents, of  those  that  are  not  used.  It  will  not  do  to  find  a  portion 
of  these  elements  in  one  machine,  and  a  portion  in  a  second,  and  a 
third,  and  so  on,  and  then  say  that  the  device  is  anticipated* 
Worswick  Manuf.  Co.  v,  Steiger,  17  Fed,  RtpWy  250. 


220.  Examples  of  Anticipation  and  Priority. 

A  patent  for  an  improvement  in  tools  for  attaching  sheet  metal 
mouldings  was  held  to  be  invalid,  the  invention  having  been  antic- 
ipated by  a  machine  for  putting  moldings  on  combs,  although  the 
latter  was  comparatively  small,  and  was  used  only  for  combs ; 
nothing  appearing  in  the  patented  invention  more  than  an  adapta- 
tion of  that  machine  not  requiring  the  exercise  of  the  inventive 
faculty.  Peters  v.  Active  Manuf.  Co.,  21  Fed.  Rep^r^  319  ;  28 
Pat.  Off.  Gaz.  1102. 

Improvements,  by  Bell,  in  telegraphy  and  electric  telephony, 
covering  the  electric  speaking-telephone,  were  held  patentable  to 
him,  notwithstanding  a  claim  that  they  had  been  anticipated  by 
Drawbaugh ;  it  appearing  that  the  latter  had  made  no  effort  to 
secure  a  patent  for  his  invention  for  ten  years  after  the  time  he 
claimed  to  have  completed  find  demonstrated  it.  American  Bell 
Telephone  Co.  v.  People's  Telephone  Co.,  22  Blatchf.  631  ;  22  Fed. 
Pep'r,  300  ;  29  Pat.  Off.  Gaz.  1029. 

In  an  action  for  damages  for  infringement  of  a  patent  for  an 
iin])rovement  in  perches  for  dump-cars,  it  was  shown  that  dump- 
cars  embodying  the  same  invention  were  constructed  some  years 
before  the  patent,  and  that  forty  such  cars  were  ordered  built  for  a 
foreign  railroad  company,  and  were  shipped  to  that  company,  pre- 
sumably for  use.  Upon  this  showing,  the  court  held  the  defense  of 
want  of  novelty  established.  Stitt  u.  Eastern  R.  Co.,  22  Fid. 
Befr^  649. 

In  an  action  between  patentees  under  different  patents,  in  which 
the  senior  patentee  nlloef*d  an  infringement  of  his  patent  by  the 
junior  patentee,  an  adjudication  that  the  senior  patentee  was  not 
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the  first  inventor  of  the  thing  patented  to  him,  was  hddy  not  to 
enlarge  or  affect  the  estate  of  the  junior  patentee  ;  where  the  thing 
patented  to  junior  was  not  the  same  as  that  claimed  hy  the  senior  ; 
although  the  junior  could  .not  make  the  article  the  suhject  of  his 
invention  without  using  the  invention  patented  by  the  senior  pat- 
entee ;  and  it  was  further  field  that  such  adjudication  was  not  a  bar 
to  a  subsequent  suit  by  the  senior  patentee  against  a  licensee  of  the 
junior,  whose  license  was  taken  after  the  commencement  of  the 
first  suit,  and  with  notioe  thereof.  Brush  v.  Naugatuck  B.  Co.,  24 
Fed.  Rep'r,  871  ;  82  jPa<.  Off.  Gaz.  894. 

221.  Fifth.    Public  Use  or  Sale  before  Application. 

The  cases  collected  under  this  topic  were  decided,  a  part  of  them^ 
under  the  act  of  1836,  §  15  (usually  read  in  connection  with  the 
act  of  1839,  §  7,  the  others  under  the  act  of  1870,  §  61,  Hev.  Stat. 
§  4920,  subd.  5). 

The  language  of  the  two  acts  is  different,  bat  the  supreme  court, 
per  Sawyne,  J.,  in  Consolidated  Fruit  Jar  Co.  v.  Wright,  94  Ui  S. 
92,  94,  seems  to  have  treated  the  difference  as  unimportant ;  the 
cases  are  therefore  gathered  without  special  discrimination. 

Upon  the  general  rule,  under  the  successive  statutes,  that  the 
fact  that  an  inventor  permits  public  use  or  sale  of  his  invention  (by 
the  existing  law)  "  for  more  than  two  years  before  his  application  for 
a  patent "  renders  any  patent  he  may  obtain,  void, — see  McCIurg  v. 
Kingaland,  1  How,  202  ;  Egbert  v,  Lippraan,  104  U.  S.  383  ;  Con- 
solidated Fruit  Jar  Co.  v.  Wright,  94  &.  S.  92  ;  Worley  v.  Tobacco 
Co.,  104  IT.  S,  340  ;  Manning  v.  Cape  Ann  Isinglass,  &c.  Co.,  108 
tr.  &  462  ;  aff'g  9  JRep'r,  337  ;  4  Jiann,  <b  A,  Pat.  Cos.  612. 

If  an  invention  has,  through  the  acts  of  the  inventor,  gone  into 
public  use  beyond  his  control,  his  right  to  a  patent  is  forfeited. 
Jones  V.  Sewall,  3  Cliff,  663  ;  3  Pat  Off.  Oaz.  630  ;  6  FUh.  Pat. 
Cos.  343.  To  same  effect,  Plimpton  v.  Winslo.w,  14  F^d.  Rep\ 
919  ;  23  Pat.  Off.  Gaz.  1731  ;  Rich  v.  Lippincott,  1  Pittsb.  31. 

If  an  inventor  allows  his  machine  to  be  used  by  other  persons 
generally,  or  if  it  is,  with  his  consent,  put  on  sale  for  such  use, 
then  it  will  be  in  public  use  and  on  public  sale,  within  the  mean- 
ing of  the  law.    Elizabeth  v.  Paving  Co.,  97  U.  S.  126. 

The  public  use  of  on  invention,  by  its  inventor,  for  more  than 
two  years  prior  to  his  application  for  a  patent,  deprives  him  of  his- 
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riirht  aad  invalidates  a  patent  obtained  after  each  use.  Russell 
3Ia!iuf.  Co.  V.  Mallory,  10  Blatchf,  140;  Guidet  v.  Palmer,  Id. 
217  ;  McMillan  v.  Barclay,  5  I'ish,  Pat.  Cos.  189  ;  4  Brews,  276  ; 
3  IHttsb.  377. 

The  effect  of  allowing  public  use   of  an  invention  cannot  be 
avoided  by  afterward  assigning  an  interest  in  the  invention  to  the 
persons  who  were  allowed  to  use  it.     Worley  v.  Tobacco  Co.,  104 
(7.  S.  340. 

The  fact  that  an  invention  was  in  public  use  and  on  sale,  with 
the  consent  and  allowance  of  the  inventor,  more  than  two  years 
before  his  application  for  a  patent;  renders  the  patent  invalid,  how- 
ever great  the  hindrances  to  the  application,  and  whether  caused 
by  the  want  of  pecuniary  means  or  other  misfortune.  Sisson  v. 
Gilbert,  9  Blatchf,    185  ;  5  Fish,  Pat,  Cos,  109. 

Mere  delay  in  applying  for  a  patent  after  invention  made,  works 
no  forfeiture  of  right.  But  if  other  persons  practice  the  invention 
in  this  country,  whether  with  or  without  the  knowledge  or  consent 
of  the  patentee,  more  than  two  years  prior  to  the  filing  of  his  appli- 
cation, the  patent  is  invalid.  Kelleher  v.  Darling,  14  Pat,  Off, 
Gaz,  673  ;  4  Cliff.  424. 

The  effect  of  the  act  of  March  3,  1S39,  §  7,  is  to  require  that 
an  inventor  shall  not  permit  his  invention  to  be  used  in  public  at  a 
period  earlier  than  two  years  prior  to  his  application  for  a  patent, 
under  the  penalty  of  having  his  patent  rendered  void  by  such  use. 
Consent  and  allowance  by  the  inventor  are  not  neci.'ssary  to  such 
invalidity.  But  a  fortiori^  consent  to  a  use  in  public,  not  followed 
by  uu  application  for  a  patent  within  two  years  afterward,  makes 
the  patent,  when  granted,  invalid.  Egbert  v.  L!pi)man,  15 
JUat'hf.  295  ;  14  Pat,  Off.  Gaz.  822  ;  alfVl,  J  04  U.S.  333. 

As  to  when  the  two  years'  liiiiitation  for  tiling  the  application 
for  a  patent  on  an  invention  in  public  use  begins  to  run, — see  Gra- 
ham V.  McCormick,  5  Jjaun.  ib  A.  Pat.  Cas.  244  ;  11  Fed.  Pep^r^ 
859  ;  10  Biss.  39  ;  21  Pat.  Off.  Gaz.  1533. 

222.    What  Constitutes  a  Public  Use. 

Use  of  an  invention  made  by  the  inventor  in  good  faith,  for  the 
purpose  of  testing  its  operation,  ascertaining  defects  and  maturing 
improvements,  is  not  a  public  use  which  debars  from  obtaining  a 
patent.  The  fact  that  he  does  not  find  need  to  make  improve- 
jiKiirs;  that  the  use  is  long  continued;  that  it   is  on  premises 
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not  owned  by  the  inventor  ;  that  it  is  oi^en  to  public  inspection, 
and  the  public  incidentally  derive  benefit  from  it,  makes  no 
difference.  So  long  as  he  does  not  voluntarily  allow  others  to 
make  it  and  use  it,  and  so  long  as  it  is  not  on  sale  for  general  use, 
he  keeps  the  invention  under  his  own  control,  and  does  not  lose  his 
title  to  a  patent.     Elizabeth  v.  Pavement  Co.,  97  W.  S.  126. 

If  an  inventor,  having  made  his  device,  gives  or  sells  it  to 
another,  to  be  used  by  the  donee  or  vendee  without  limitation  or 
restriction,  or  injunction  of  secrecy,  and  it  is  so  used,  such  use  is 
public,  even  though  the  use  and  knowledge  of  the  use  may  be  con- 
fined to  one  person.     Egbert  v,  Lippman,  104  IT.  S.  333. 

Where  ah  inventor  allows  the  unrestricted  use  of  his  invention 
by  another  without  injunction  of  secrecy  or  other  condition,  for 
more  than  two  years  prior  to  his  application  for  a  patent,  although 
such  use  may  be  secret,  this  will  constitute  a  public  use  and  render 
the  patent  subsequently  issued  void.  Manning  v.  Cape  Ann  Isin- 
glass, &c.  Co.,  108  ZT".  S,  462  ;  aff'g  9  i?epV,  337  ;  4  £ann,  <fc  A. 
PaL  Cos.  612  ;  Burton  v.  Greenville,  3  Fed.  Bep\  642  ;  6  Bann, 
€&  A.  Pat.  Cas.  541 ;  18  Pat  Off.  Gaz.  411. 

Public  use,  in  the  sense  of  the  patent  law,  is  proved  by  a  single 
unrestricted  use  by  any  person  not  the  inventor,  or  by  the  inventor 
in  an  open  way,  provided  the  use  is  not  experimental.  Jones  v. 
Barker,  11  Fed.  RepW,  597  ;  22  Pat,  Off.  Gaz,  771.  S.  P.,  Clark 
l^omace  Holder  Co.  v.  Ferguson,  17  Fed.  Bep\  79  ;  24  Pat.  Off. 
Gaz.  1090. 

The  uso  of  an  invention  in  a  factory  where  any  person  may  see 
it,  is  a  public  use  ;  aud  after  two  years  of  such  use  the  invention 
becomes  a  public  right.  Manning  v.  Cape  Ann  Isinglass,  <fcc.  Co., 
108  U.  S.  462  ;  aff'g  9  Bep'r,  337  ;  4  Bann,  db  A.  Pat.  Cas.  612  ; 
see  Adams  v.  Edwards,  1  Fish.  Pat.  Cas.  1. 

The  phrase  means  a  use  in  a  public  manner,  not  use  by  the  pub- 
lic generally.  Hunt  v.  Howe,  1  MacArthur  Pat.  Cas.  366  ;  Henry 
V.  Providence  Tool  Co.,  14  Pat.  Off\  Gaz.  855  ;  3  Bann.  &  A. 
Pat.  Cas,  501.  But  compare  to  the  contrary,  American  Hide,  Ac. 
Dressing  Machine  Co.  v.  American  Tool  Co.,  1  Holmes,  503;  4  F^sh. 
Pat.  Cas.  284  ;  and  Egbert  v.  Lippman,  104  U.  S.  3^3,  336. 

The  decisions  are  not  agreed  whether  consent  of  the  inventor  to 
the  public  use,  or  sale,  is  necessary  to  render  it  operative  in  avoid- 
ance of  the  patent ;  though  the  language  of  the  opinion  of  Justice 
Wood,  in  Manning  v.  Cape  Ann  Isinglass  &  Glue  Co.,  108  U.  S. 
462,  implies  that  its  necessity  is  not  recoc^nized.    To  like  effect,  see 
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Egbert  v.  Lippman,  16  JBlatchf.  295,  aff'd  on  other  points,  104  Ui 
S,  333  ;  Andrews  v.  Hovey^  16  JFhd,  Eep'r,  387,  403  ;  Kelleher  t?. 
Darling,  14  Pat  Qff.  Gaz.  673  ;  and  to  the  effect  that  unless  the 
inventor  consents  to  the  prior  use  he  does  not  lose  his  right,  Davift 
V,  Fredericks,  19  Fed,  jRepV,  99  ;  Emery  v,  Cavanagh,  17  Fed, 
RepW^  242  ;  Campbell  v.  Mayor,  9  Fed.  Rep'ry  600  ;  Elizabeth  t;. 
Paving  Co.,  97  U.  S.  126,  136. 

Under  the  act  of  1793,  §§  8,  6,  and  the  act  of  1836,  §§  6,  15, 
the  public  use  or  eale  of  an  invention,  in  order  to  deprive  the  inven- 
tor of  his  right  to  a  patent,  must  be  a  public  use  or  sale  by  others, 
with  his  knowledge  and  consent,  before  his  application  for  a  patent. 
If  the  use  or  sale  is  without  such  knowledge  or  consent,  or  if  the  use 
be  merely  experimental,  to  ascertain  its  value  or  utility,  or  the 
success  of  the  invention  by  putting  it  into  practice,  that  is  not  such 
a  use  as  will  deprive  the  inventor  of  his  title.  Ryan  v.  Goodwin, 
8  JSumn.  514  ;  3  i.  i?^/>V,  220  ;  Wyeth  v.  Stone,  1  StorT/,  273  ;  4 
X.  jRepV,  64  ;  Pierson  v.  Eagle  Screw  Co.,  3  Story,  402  ;  Jones  v. 
Sewall,  3  Cliff.  563  ;  Winans  v.  New  York  &  Harlem  R.  R,  81 
Jour.  Fr.  Inst.  Srd  A  32  ;  Campbell  t?.  New  York,  9  Md,  B^\y 
600 ;  20  Blatchf.  67  ;  20  Fat.  Off.  Gaz.  1817. 

223.    Limits  and  Exceptions  to  the  Rule  Restricting  Pub- 
lic Use. 

The  use  of  an  invention  by  the  inventor  himself,  for  the  purposes 
of  experiment,  though  continued  for  more  than  two  years,  will  not 
deprive  him  of  his  right  to  a  patent  (Jones  v.  Sewall,  3  Cliff,  563  ; 

8  Pat.  Off,  Gaz.  630  ;  6  Fish.   Pat.    Cas.  343  ;  Sisson  v.  Gilbert^ 

9  Blatchf.  ie5  ;  5  Fish.  Pat.  Cas.  109  ;  Morris  v.  Huntington,  1 
Paine,  348  ;  McMillin  v.  Barclay,  4  Brews.  276  ;  3  Pittsb.  377  ;  6 
Fish.  Pat.  Ca^.  189  ;  Birdsell  v.  McDonald,  6  Pa^  Off.  Gaz.  682), 
especially  where  it  has  resulted  in  a  change  in  the  construction  of 
the  machine.     Andrews  v.  Carman,  13  Blatchf.  307. 

Public  use  of  an  invention,  unless  by  the  patentee  himself,  for 
profit,  or  by  his  consent  or  allowance,  will  not  work  a  forfeiture  of 
his  title,  as  forfeiture  is  not  favored,  unless  it  clearly  appears  that 
the  use  was  solely  for  profit,  and  not  with  a  view  of  further 
improvements  or  of  ascertaining  its  defects,  or  for  any  other  pur- 
pose of  experiment  in  reducing  th^  invention  to  practice.  Emery 
V.  Cavanagh,  17  Fed.  RepW,  242  ;  16  Rep'r,  100. 

Under  the  laws  of  1793  and  1839,  §  7,  it  was  held,  that  the 
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public  use,  to  avoid  a  patent,  must  not  be  a  private  or  surreptitious 
use  in  fraud  of  the  patentee,  but  a  public  use  by  his  consent,  by  a 
fiale  by  himself,  or  by  others  with  his  acquiescence,  by  which  he 
abandoned  his  right,  or  disabled  himself  from  complying  with  the 
law  ;  a  patentee  might  take  a  reasonable  time  to  try  experiments 
with  his  invention,  or  might  exhibit  and  explain  it  to  persons  whom 
he  desired  to  consult  ;  only  such  prior  use  as  implied  an  abandon- 
ment involved  a  forfeiture  of  the  right.  Sanders  v.  Logan,  2 
Fittsh.  241  ;  Whitney  v.  Emmett,  Baldw.  303. 

Proof  of  use  of  the  thing  patented  between  the  dates  of  the 
original  and  the  reissued  patents,  will  not  defeat  an  action  for 
infringement  of  the  reissued  patent.  Battin  v.  Taggart,  17  How* 
74,  84. 

To  constitute  a  prior  use  in  public,  which  impairs  a  patent,  the 
use  must  have  been  of  the  very  improvement  patented.  Where  it 
was  of  a  less  perfect  article  (not  merely  a  colorable  variation),  no 
dedication  results,  although  such  article  may  embody  features  in 
common  with  what  was  patented  thereafter.  Draper  v.  Wattles, 
16  Fat,  Off,  Gaz.  620  ;  3  Bami,  &  A,  Fat.  Cas.  618. 

224.  Effect  of  Placing  Invention  on  Sale. 

A  single  conditional  sale  of  an  invention,  more  than  two  years 
before  an  application,  works  a  forfeiture  of  the  patent.  Henry  v. 
Francostown  Soapstone  Co.,  2  Mel  Jiej^'r,  IS  ;  17  Fat,  Off,  Gaz. 
560  ;  0  /A;>'/-,  70(5  ;  5  Uan/i.  <&  A.  Fat.  Cas.  108. 

A  [)att'nt  is  void,  if,  more  than  two  years  before  the  application 
thenfor  was  Hied,  the  patentee  sold  the  patented  articles  for  the 
double  purpose  of  realizing  tlio  proceeds  and  of  seeing  if  tliey 
would  sell,  and  others  lia<l  them  in  actual  use.  Consolidated  Fruit 
Jar  (%>.  V.  Wright,  6  Fat.  Off.  Gaz.  327  ;  12  Blatchf.  140. 

If  necessary,  in  making  tests,  an  inventor  may  sell  a  macliine 
on  trial  so  as  to  get  it  fully  and  fairly  tested  in  practical  use^  by 
the  class  of  persons  for  whose  use  it  is  intended  ;  and  such  sale  or 
use,  even  for  more  than  two  years,  if  made  for  the  purpose  of  prac- 
tical test,  will  not  be  a  sufficient  sale  or  public  use  to  invalidate  the 
patent.  Graham  v.  Geneva  Lake  Crawford  Manuf.  Co.,  11  Fed. 
Fep'Vy  138  ;  21  Fat.  Off,  Gaz,  1536. 

The  claim  to  an  invention  is  not  invalidated  by  a  stipulation  for 
its  sale,  made  before  it  was  completed.  Sparkman  v.  Higgins,  1 
Blatchf.  205. 

n.— 22 
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The  law  permits  an  inventor  to  place  a  machine  he  is  develop- 
ing in  friendly  hands  for  the  purpose  of  testing  it,  and  if  the 
machine  is  strictly  an  experiment,  made  solely  with  a  view  to  per- 
fect the  device,  the  exclusive  right  of  the  inventor  remains  unim- 
paired. But  when  he  puts  his  incomplete  device  upon  the  market, 
and  sells  it  as  a  manufacturer  more  than  two  years  before  he 
applies  for  his  patent,  he  gives  to  the  public  the  device  in  the  stage 
of  development  in  which  he  sells  it,  and  the  patent  cannot  relate 
back  to  cover  the  forms  it  then  had.  Lyman  v.  Maypole,  19  J^ed, 
RepW,  735. 

226.    Decisions  Illustrating  the    Doctrine  as  to  Pvblio 

Use  or  Sale. 

Laying  a  new  kind  of  wooden  pavement  in  a  public  city  street, 
where  it  was  in  public  view  and  was  traveled  upon  for  several 
years,  done  after  filing  a  caveat  for  the  invention  and  for  purposes 
of  experiment  and  improvement,  was  held  not  such  public  use  as 
would  avoid  a  patent.     Elizabeth  v.  Pavement  Co.,  97  U.  S,  126. 

A  machine  used  for  a  number  of  years  in  the  ordinary  course  of 
business,  was  held  not  an  experimental  machine ;  and,  that  such 
use  was  "  public  "  although  the  shop  where  the  machine  was  oper- 
ated was  kept  locked,  and  no  one  but  the  workmen  were  allowed  to 
oxatniiio  it.  Perkins  v,  Nashua  Card,  <fcc.  Co.,  2  Fed.  Rep'r^  451  ; 
17  Pat,  Off.  Gaz.  1852  ;  10  Rp.p'r,  7;  5  Banrb.  &  A.  Pat.  Cas.  395. 

In  the  case  of  an  improvement  in  the  construction  of  cars  for 
railroads,  it  was  held^  that  as  experiments  to  test  the  value  of  the 
invention  could  not  be  made  except  by  putting  the  car  into  the  ser- 
vice of  lines  of  railroads,  the  use  of  cars,  for  such  purpose,  did  not 
render  the  patent  void.  Winans  v.  Schenectady  &  Troy  R.  R. 
Co.,  2  Blatchf,  279.  To  the  contrary,  in  a  case  of  a  prolonged  use 
of  an  improvement  upon  steamboats.  McMillin  v.  Barclay,  \ 
Brews.  275  ;  3  Pittsh.  377. 

'  Nearly  eight  years  before  applying  for  a  patent,  the  inventor 
voluntarily,  and  without  reserve,  sold  a  device  embodying  the 
invention,  to  a  third  party  ;  knowing  that  it  would  be  (and  it  was) 
publicly  used.  Such  public  use  was  held  to  have  invalidated  the 
patent.     Schneider  v.  Thill,  5  Banu.  cfc  A.  Pat.  Cas.  566. 

The  public  use  of  an  invention  was  held  not  experimental, 
where  the  inventor  himself  manufactured  and  sold  machines  oon- 
Xaining  the  invention,  and  allowed  such  machines  to  be  used  for 
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several  years  before  applying  for  his  patent.  Sisson  v.  Gilbert,  9 
Blatchf.  J85  ;  5  Fish.  Fat.  Cos.  109. 

A  public  use  of  an  invention  (an  improvement  in  steam  fire- 
engine  pumps),  which  was  in  its  nature  intended  for  public  use, 
was  held'y  under  the  circumstances,  experimental  merely,  and  not  to 
Tender  subsequent  patent  invalid.  Campbell  v.  New  York,  9  Fed. 
jRepW,  500  ;  20  Blatchf.  67  ;  20  Pat.  Off.  Oaz.  1817. 

Where  a  machine,  for  which  a  patent  was  afterwards  claimed, 
was  freely  put  into  numerous  mills  which  the  inventors  were 
employed  to  construct,  throughout  a  period  exceeding  two  years 
the  facts  were  held  to  show  a  clear  case  of  abandonment ;  as  such 
use  of  the  invention  could  not  be  called  experimental.  Sanders  v. 
Logan,  2  Fish.  Fat.  Cas.  167 ;  9  Am.  L.  Beg.  475  ;  2  Fittsb.  241. 

The  use  of  an  invention  for  a  fare  register  and  recorder  upon 
street  railway  cars,  in  the  only  manner  in  which  it  could  be  con- 
veniently used,  for  the  purpose  of  actual  experiment  to  ascertain 
the  best  mode  of  construction,  was  held  not  such  a  public  use  as 
would  invalidate  a  patent  for  the  invention  applied  for  more  than 
two  years  afterwards.  Railway  Register  Manuf.  Co.  v.  Broadway 
&  Seventh  Ave.  R.  Co.,  22  Fed.  Rep'r,  655  ;  30  Fat.  Off.  Gaz,  hso. 
But  see  decision  granting  rehearing,  32  Fat.  Off.  Gaz.  2bl ;  and 
in  action  on  rehearing,  34  Fat.  Off.  Gaz.  921. 

In  an  action  for  infringement  of  a  patent  for  corset  steels,  it 
appeared  that  more  than  two  years  before  applying  for.  a  patent 
the  inventor  made  a  pair  of  steels,  and  afterwards  another  pair  for 
a  lady  to  whom  ho  was  engaged,  and  who  wore  them  until  they 
were  worn  out  ;  also  that  he  made  a  third  pair  for  another  lady. 
It  was  held  that  this  was  a  use  of  the  invention  which  was  equiva- 
lent to  an  abandonment.  It  was  not  a  use  for  experiment,  or  a  use 
in  private  ;  but  a  practical  use  of  the  completed  article.  No 
secrecy  was  maintained  or  enjoined.  It  was  a  disposal  of  the 
article  for  the  general  use  of  the  recipient.  Egbert  t\  Lippmau,  15 
Blatchf.  205  ;  14  Fat.   Off.  Gaz.  822  ;  aff'd,  104  U.  S.  333. 

5^20.     The  Invention  had  been  Abandoned  to  the  Public. 

The  que.^^tion  of  abandonment  does  not  turn  upon  the  intention 
of  the  inventor  ;  v/lintever  may  be  his  intention,  if  he  suffers  his 
invention  to  go  into  public  use,  through  any  means  whatever,  with- 
out an  immediate  assertion  of  his  right,  he  is  not  entitled  to  a  pat- 
ent; nor  will  a  patent,  obtained  under  such  circumstances,  protect 
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his  right.  And  it  makeb  no  difference  by  what  means  an  invention 
may  be  communicated  to  the  public  before  a  patent  is  obtained  ^ 
any  acquiescence  in  public  use,  by  the  inventor,  will  be  an  abandon- 
ment as  towards  the  public.     Shaw  v.  Cooper,  7  Pc^.  292,  320. 

*Acts  of  an  inventor  claimed  to  be  a  dedication,  are  to  be  con> 
strued  liberally  ;  that  is,  he  is  not  estopped  by  licensing  a  few  per- 
sons to  use  his  invention,  in  order  to  ascertain  its  utility,  or  by  any 
such  acts  of  peculiar  indulgence  and  nse,  as  may  fairly  consist  with 
the  clear  intention  to  hold  the  exclusive  privilege.  Melius  v,  Slla- 
bee,  4  Mas.  108. 

The  inventor  alone  is  competent  to  abandon  his  invention^  and 
no  use  by  the  public,  except  with  his  knowledge  and  consent,  can 
be  deemed  an  abandonment  of  his  patent.  Pierson  v.  Eagle  Screw 
Co.,  3  Stori/y  402. 

Acquiescence  by  the  patentee  in  the  use  by  the  defendant  of  an 
original  defective  patent,  does  not  authorize  the  use  of  the  inven- 
tion after  the  issuing  of  a  reissued  patent.  McWilliams  Manuf. 
Co.  V.  Blundell,  22  Fat,  Off.  Gaz.  177  ;  11  Md.  BepW^  419. 

Neitlier  a  stipulation  for  the  sale  of  an  invention  before  it  is 
completed,  nor  a  sale  of  such  invention  during  the  application  for 
the  patent,  is  an  abandonment,  or  such  a  use  as  gives  it  to  the  pub« 
lie.  8i)arkman  v.  Higgins,  1  Blatchf.  205  \b  N,  Y,  Leg,Ois,  122  ; 
6  Pa,  L,  J,  343. 

Abandonment  or  dedication  of  an  invention  is  in  the  nature  of  a 
forfeiture  of  a  right.  The  law  does  not  favor  it,  and  it  should  be 
made  out  beyond  all  reasonable  doubt.  Pitts  v,  Ilall,  2  Blatchf, 
229.  And  see  Seymour  v.  McCormick,  16  How.  480  ;  rev'g  2 
Blatchf,  240  ;  McMillin  v,  Barclay,  4  Brews.  275;  3  Flttsb.  377  ; 
llovcy  V,  Ilcnry,  3   West.  L  J.  153. 

An  invention  may  be  abandoned  to  the  public  within  two  years 
prior  to  the  procurement  of  a  patent.  The  mere  use  or  sale  of  the 
invention,  however,  within  the  two  years,  will  not  alone  or  of  itself 
work  an  abandonment.  The  usci  or  sale  must  be  accompanied  by 
some  declaration  or  acLs  going  to  establiish  an  intention  on  the  part 
of  the  inventor  to  give  to  the  public  the  benefit  of  the  improve- 
ment.    Pitts  V.  Ilall,  2  Blatchf,  229. 

But  declarations  of  an  intention  to  dedicate  an  invention  to  the 
public  will  not  be  regarded  as  equivalent  to  an  actual  dedication. 
Besides  words,  there  must  be  acts,  in  order  to  fasten  on  a  patentee 
the  intention,  which,  in  judgment  of  law,  will  work  an  abandon- 
ment of  his  invention.     Ib^ 
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Adverse  knowledge  and  use  of  the  device  claimed,  prior  to  the 
patentees'  invention  thereof,  on  a  machine  which  was  never  com- 
pleted, the  device  itself  not  being  patented  or  otherwise  given  or 
made  accessible  to  the  public  until  long  after  the  issue  of  coniplaiu- 
anl's  patent,  will  not  invalidate  the  exclusive  right  of  the  patentees. 
Bullock  Printing  Press  Co.  v.  Jones,  13  Fat.  Off,  Gaz.  124  ;  8 
Bann.  <&  A.  PaL  Cas.  196. 

The  omission  by  an  inventor  to  claim  a  combination  or  device 

apparent  upon  the  face  of  his  patent,  amounts  to  a  dedication  of 

the  neglected  contrivance  to  the  uses  of  the  public.    Swift  v.  Jenks, 

19  FetL  lleph\  641.     To  same  effect,  Hawes  v.  Gage,  6  Pat,  Off, 

Gaz,  494  ;  Re  Conklin,  1  Mac  Arthur ,  376. 

Where  a  device  has  been  used  by  a  prior  inventor,  but  discon- 
tinued, a  subsequent  inventor  cannot  take  it  up  and  appropriate  it 
exclusively.  The  invention  thus  becomes  public  property.  Shoup 
V,  Ilonrici,  22  Int,  Rev.  Rec.  114  ;  11  Phila,  614  ;  2  Baim.  &  A. 
Pat.  Cas.  249. 

An  abandon uKMit  of  a  mechanical  structure,  the  operative  merit 
of  wliicli  h'is  bet'u  demonstrated  by  trial,  will  inure  to  the  public, 
and  an  injunction  can.iot  be  obtained  by  a  subsequent  (even  though 
original),  inventor  of  substantially  the  same  machine,  who  has 
obtained  a  i>atent  therefor.  Pickering  v.  McCullough,  6  RepW^ 
101. 

The  abandonment  of  a  practical  device  by  its  inventor  furnishes 
no  warrant  for  a  subsequent  patentee  to  claim  it  as  inventor. 
McNish  V,  Everson,  2  Fed,  Rep\  899  ;  17  Pat,  Off,  Gaz.  1500  ;  6 
Rann,  dh  A,  Pat,  Cas.  484. 

An  abandoned  experiment  is  not  such  a  publication  as  will 
render  invalid  a  patent  subsequently  granted  for  an  invention 
similar  to  the  thing  experimentally  produced.  Pickering  v.  Miller, 
15  Rejy'r,  645  ;  25  Pat,  Off,  Gaz.  89. 

The  rule  on  the  question  of  abandonment  of  an  invention  after 
application  for  letters  patent  is,  that  after  the  issue  of  letters 
patent,  the  abandonment  must  be  shown  to  be  positive,  actual  and 
intentional,  by  some  act  or  declaration  of  the  inventor,  or  by  such 
gross  laches  as  indicates  unmistakably  an  intention  to  abandon  the 
invention  to  the  public.  Johnsen  v.  Fassman,  1  WoodSy  138  ;  5 
Fish,  Pat.  Cas.  471. 

The  true  meaning  of  the  word  "  abandonment,^'  as  used  in  the 
acts  of  Congress  relating  to  patents,  is  an  abandonment  of  the 
invention  to  the  public  ;  a  dedication  by  the  inventor  of  his  discov- 
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cry  to  the  free  use  of  his  fellow-beings.  His  merely  withholding 
his  invention  from  the  public  can  never  amount  to  an  abandon- 
ment, however  it  may  increase  the  difficulty  of  asserting  and  prov- 
ing prifirity  over  another  inventor.  Babcock  v,  Degener,  1  Jtfoo- 
Arthur  Pat.  Cas.  607. 

If  an  inventor  abandon  his  invention,  any  patent  snbseqaently 
issued  to  him  therefor  is  invalid.  Consolidated  Fruit  Jar  Co.  9. 
Bellaire  Stamping  Co.,  27  ^ed.  RepW^  377. 


227.  By  Delay  in  applying  for  Paient,  or  in  prosecuting 

Application. 

Although  the  invention  was  original  with  the  patentee  and  he 
was  otherwise  entitled,  on  seasonable  application,  to  a  patent,  yet 
if  the  inventor  delayed  applying,  and  made  his  invention  known^ 
and  suffered  it  to  be  used  by  the  public  without  objection,  his 
doing  so  will  operate  as  an  abandonment  or  dedication  of  it  to  the 
public.      Pennock  v.    Dialogue,   2   Pet,    1  ;   aff  g   4    Wash.  638  ; 
Kendall  ,;.  Winsor,  21  Hove,  322  ;  Whittemore  v.  Cutter,  1  GaU. 
4V8  ;  ^lellus  v.  Silsbee,  4  Mas.  108  ;  Thompson  v.  Haight,  1   U. 
tS.  L.J.  r>75  ;  Winans  v.  Scbeuectady  &TroyR.  R.  Co.,  2  Blatchf. 
279  ;    Evans  v.   Eaton,   Pet.    C.    Ct.  322  ;    see  reversal,  3   Wheat, 
454  ;    Tread  well    v.  Bladen,  4   Wash,   703  ;  Whitney   v.  Emmett, 
Baldio,  303. 

The  mere  forbearance  on  the  part  of  an  inventor  to  apply  for  a 
patent  during  the  progress  of  experiments,  and  until  ho  has  per-  - 
fected  his  invention,  and  tested  its  value  by  actual  practice,  affords 
no  just  grounds  for  any  presumption  that  be  has  abandtined  bis 
invention,  and  surrendered  or  dedicated  it  to  the  j)ub]ic.  Agawara 
Co.  V.  Jordan,  7  Wall.  573  ;  Jones  u.  Sewell,  8  Pat.  Off.  Gaz.  630  ; 
«  Cliff.  5G3  ;  6  Fish.  Pat.  Cas.  343  ;  Henry  u.  Francestown  Soap- 
stone  Stove  Co.,  9  Pitt.  Off,  Gaz.  408  ;  2  Ikum.  <&  A.  Pat.  Cas. 
221  ;  Russell,  &c.  Manuf.  Co.  v.  Mallory,  10  Blatchf,  140  ;  2  Pat. 
Off]  Gaz.  495  ;  5  Pish.  Pat.  Cas.  632  ;  Locomotive  Engine  Safety 
Truck  Co.  V.  Pennsylvania  R.  R.  Co.,  10  Phila.  252  ;  1  Bann.  cfc 
A.  Pat,  Cas.  470. 

If  the  prior  invention  was  only  an  experiment,  never  perfected, 
but  abandoned,  the  mere  fact  of  an  unsuccessful  application  for  a 
patent  makes  no  difference  ;  it  can  only  have  a  bearing  on   the- 
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question  of    prior    invention    or    discovery.      Brown    v.  Guild,   23 
Wall,  lyi  ;  Putnam  v,  Hutchinson,  12  Fed.  Jiejj'r,  127. 

Inventors  may,  if  they  can,  keep  their  inventions  secret,  and,  if 
they  do,  no  neglect  to  petition  for  a  patent  will  forfeit  their  right 
to  apply  for  one.     Bates  v,  Coe,  98  U,  S,  31. 

Where  an  invention  is  voluntarily  broken  up  and  laid  aside, 
through  discouragement  or  dissatisfaction,  yet  not  wholly  with  the 
intention  of  abandonment,  and  without  any  controlling  impediment 
in   the  way  of  an  application   for  a  patent,  and  another,  in  the 
meantime,  invents  the  same  thing,  without  any  knowledge  of  that 
which  was  so  suspended,  and  having  reduced  the  same  to  practice, 
applies  for  and  takes  out  his  patent,  and  introduces  the  patented 
invention   into   public   use,  the  latter  must  be  considered  as  the 
original  inventor,  rather  than  the  one  who  laid  his  invention  aside. 
But  where  some  of  the  pafts  used  in  an  Inventor's  experiment  were 
preserved  by  him  and  finally  embodied  in  his  model  for  the  patent 
office,  and  the  evidence  indicates  that  he  only  intended  to  postpone 
his  application  for  the  patent  until  certain  objections  to  his  making 
such  application,  not  relating  to  the  completeness  of  his  invention, 
ceased  to  exist,  it  was  hekl  that  the  invention  had  not  been  aban- 
doned.    White  V.  Allen,  2  Cliff.  224  ;  2  Msh.  Fat.  Cos,  440. 

Unavoidable  delay  while  an  application  for  a  patent  is  pending 
is  no  ground  for  imputing  abandonment.  Jones  v.  Sewall,  3  Cliff. 
663  ;  3  Fat,  Off.  Gaz.  630  ;  6  Fish.  Fat.  Cos.  343. 

While  an  inventor  has  an  application  for  a  patent  pending  in 
the  patent-office,  and  presses  it  from  time  to  time  as  his  means 
allow,  he  cannot  be  charged  with  having  abandoned  his  improve- 
ment, although  eight  years  elapse  before  he  succeeds.  Goodyear 
Denial  Vulcanite  Co.  v.  Smith,  1  Holmes,  354  ;  5  Fat.  Off.  Gaz. 
685. 

Where  it  appeared,  by  the  admissions  of  the  patentee,  that  the 
improvement  claimed  was  invented  in  1844,  and  that  it  was  not 
embodied  in  the  original  patent  of  1845,  or  noticed  therein,  until 
more  than  fourteen  years  after  the  invention,  it  was  held  that  this 
rendered  the  claim  void.  Sickels  v.  Falls  Co.,  4  Flatchf.  608  ;  2 
Fish.  Fat.  Cos.  202. 

If  a  party,  upon  the  rejection  of  his  application,  withdraws  all 
the  papers  except  a  drawing,  and  then  permits  his  invention  to  go 
into  notorious  public  use  for  a  long  time,  the  application  will  be 
deemed  to  be  abandoned.  Bevin  v.  East  Hampton  Bell  Co.,  6  FUh, 
Fat.  Cos.  23  ;  9  Flatchf.  60. 


•• 


844  UNITED  STATES  LAWS. 

The  effect  of  the  provision  of  the  act  of  1870,  §  86  (nowRer. 
Stat.  §  4897), — that  upon  the  hearing  of  the  renewed  application 
therein  referred  to,  abandonment  should  be  considered  as  a  ques- 
tion of  fact, — is  that  delay  is  not,  of  itself,  conclusive  evidence  of 
abandonment,  but  the  decision  of  each  case  depends  upon  the  pecu- 
liar circumstances,  treating  the  question  as  one  of  fact  and  not  of 
law.  United  States  Rifle,  Ac.  Co.  v.  Whitney 'Arms  Co.,  11  JPat. 
Of,  Gaz,  373 ;  14  Blatchf.  94 ;  2  Bann.  A  A.  Pat.  Cos.  493. 

Rev.  Stat.  §  4894,  — which  provides  that  upon  failure  to  prose- 
cute an  application  within  two  years  after  action  is  had  thereon 
by  the  patent-office,  it  shall  be  regarded  as  abandoned, — ^refers  to 
the  application,  not  the  invention  ;  and  does  not  prevent  a  subse- 
quent application  for  the  same  invention.  But  such  subsequent 
application  can  derive  no  aid  as  to  the  time  from  the  prior  aban- 
doned application.  The  applicant  must  stand  as  to  defenses  in 
suits  on  the  patent,  as  if  the  new  application  were  the  first.  Lind- 
say V.  Stein,  10  Fed.  Eep'r^  907  ;  20  Blatchf.  370  ;  21  Pat.  Off. 
Gaz.  1613. 

Delay  caused  by  public  officials  or  courts  cannot  affect  the 
rights  of  an  applicant  for  a  patent,  where  gross  laches  cannot  be 
imputed  to  him  ;  but  one  who  does  not  prosecute  his  application 
with  reasonable  diligence  may  justly  be  treated  as  having  aban- 
<lnned  it.     Adams  v.  Jones,  2  Pittsb,  73. 

So,  if  two  distinct  improvements  in  the  same  machine,  are 
applied  for  jointly  and  covered  by  one  patent,  and  if  the  inventor 
IS  mistaken  as  to  one  of  the  improvements  claimed,  but  is  entitled 
to  a  patent  as  to  the  other,  he  cannot  be  justly  said  to  have 
abandoned  either,  during  a  litigation  as  to  his  right  to  both,     JTb. 

Delay  in  filing  an  application  for  a  patent,  or  in  prosecuting  one 
]niiictually  filed  is  no  ground  for  charging  the  inventor  with  aban- 
<ionment  where  the  cause  v/ as,  that  he  resided  in  the  insurrectionary 
Slates  daring  the  rebellion.  Knox  v.  Loweree,  6  Pat.  Off.  Gaz, 
8(12  ;  I  Ba?in.  cfc  A.  Pat.  Cos.  589. 

A  patentee  cannot  be  charged  with  having  abandoned  his  inven- 
tion because  his  solicitors,  without  his  knowledge,  neglect  to  file 
his  application  in  the  patent-office  for  more  than  two  years  after  it 
has  been  sworn  to,  and  was  in  all  respects  complete.  Birdsell  v. 
McDonald,  6  Pat.  Off.  Gaz.  682. 

The  provision  of  the  act  of  18/0,  §  35,  for  the  renewal  of 
rejected  and  withdrawn  applications,  is  subject  to  the  implied 
condition  that  the  applicant  has  not  lost  his  right  to  make   the 
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^application  by  abandonment  or  surrender  of  the  same.  Marsh  v. 
Commissioner  of  Patents,  3  ^iss.  321  ;  S.  C,  sub  nam.  Marsh  t?. 
Sayles,  2  Pat,  Off,  Gaz,  340  ;  5  Fish,  Pat  Cos.  610. 

A  patentee,  who  delays  prosecuting  infringers,  for  the  reason 
that  his  patent  is  defective,  and  a  reissue  is  necessary,  but  who 
meantime  collects  information  which  will  enable  him  to  sue  ihe 
infringers,  is  not  gnilty  of  laches.  American  Middlings  Purifier 
Co.  V.  Christian,  3  Bann.  iSb  A,  Pat.  Gas,  42. 

As  to  abandoinljent  of  drawings,  or  of  a  model,  of  a  machina 
made  in  the  courss  of  experiments  which  the  inventor  did  not 
prosecute,  and  a  patent  for  which  he  never  applied.  See  Lyman 
V.  &  R.  Co.  V.  Lalor,  12  Blatch.  303  ;  1  Ban,  <jt  Arcl  40:J;  6  Pat. 
Off,  Gaz,  642;  Eickemeyer  Machine  Co.  v,  Pearce,  6  Fish.  219  ; 
8  Pat.  Off.  Gaz.  150  ;   10  Blatch.  403. 

If  an  application  for  a  patent  on  an  invention  is  refused,  and 
the  inventor  casts  aside  his  invention,  he  thereby  makes  it  public 
property,  and  cannot  take  it  back  and  make  it  again  his  own.  Con- 
solidated Fruit  Jar  Co.  v,  Bellaire  Stamping  Co.,  27  Fed.    Bep'ry 

228.    Examples  of  Abandonment  under  Peculiar  Circum- 
stances. 

One  sued  for  an  infringement  has  the  right  to  show  long  delay 
of  the  inventor  to  prosecute  his  application  for  a  patent  when  at 
first  rejected  ;  it  is  an  abandonment.  W.,  in  1849,  applied  for  let- 
ters patent  for  an  improvement  in  planing  machines.  It  was 
rejected,  and  he  was  notified  he  might  "  withdraw  or  appeal."  He 
did  not  appeal  ;  and  in  1852  the  attorney  by  whom  the  application 
was  made  withdrew  it.  W.  made  no  attempt  to  have  it  reinstated 
until  1870.  During  the  intervening  period  he  was  not  prevented 
by  sickness  or  poverty  from  prosecuting  the  claim,  had  he  desired; 
for  he  took  out  other  patents.  And  machines  embodying  the  prin- 
ciple  of  his  invention  came  into  use.  It  was  held^  that  his  delay 
was  an  abandonment ;  and  avoided  a  patent  which  was  finally 
granted  to  him  on  the  application  made  in  1870.  Woodbury  Plan- 
ing-machine  Co.  v.  Keith,  4  Bann,  <b  A.  Pat.  Cos,  100  ;  aif'd,  101 
U,  S,  479. 

When  an  inventor  takes  out  a  patent  founded  on  a  claim  which 
does  not  include  liis  whole  invention,  and  rests  for  twelve  yoars, 
and  then  surrenders  his  patent  and  takes  a  reissue  with  a  broader 
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claim,  under  circumstances  which  warrant  the  conclusion  that  the 
act  is  caused  by  successful  competition  of  ^a  rival,  he  will  be  held 
to  have  dedicated  to  the  public  so  much  of  his  invention  as  was  not 
included  .in  ihe  original  claim.  Turner  &  Seymour  Manuf.  Co.  v. 
Dover  Stamping  Co.,  Ill   U.  S.  S19, 

An  inventor,  at  the  time  of  making  his  invention,  intended  to 
apply  for  a  patent,  but  was  misled  and  induced  to  believe  his 
invention  had  been  anticipated  by  a  patent  of  prior  date.  While 
laboring  under  this  impression  he  decided  to  keep  the  invention 
secret,  and  practice  it  for  his  own  benefit.  As  soon  as  he  was  unde- 
ceived, he  began  his  preparations  for  an  application  for  a  patent. 
It  was  held,  that  such  delay  did  not  render  him  liable  to  forfeit  his 
right  to  the  patent.     Ayling  v,  Hull,  2  Cliff.  494. 

Whore  a  fnachine  similar  to  that  described  in  the  plaintiffs 
patent  existed  twenty  years  before,  and  only  a  single  person  testi- 
fied to  more  than  an  experimental  use  of  it,  and  it  was  soon  after 
abandoned,  it  was  held,  that  it  did  not  invalidate  the  patent.  Blake 
V.  Rawson,  3  JBiss.  11  ;  3  Pat,  Off\  Gaz,  122  ;  6  Fish,  Fat. 
Cos.  74. 

A  machine  was  constructed  in  1852,  was  kept  in  the  cellar  of 
the  maker,  was  occasionally  jiised  there,  and  existed  at  the  time  of 
the  plaintiff's  invention,  but  its  existence  and  use  were  not  made 
public;  the  defendant,  though  the  son  of  the  maker,  constructed  a 
different  machine  for  the  same  purpose,  until  he  heard  of  the 
machine  of  plaintiff,  in  1864,  when  he  remembered  and  brought  out 
and  used  the  old  machine.  It  was  held^  that  this  machine  was  an 
abandoned  and  lost  invention,  and  its  existence  was  no  bar  to  a 
recovery  by  plaintiff,  especially  as  the  plaintiff  had  no  knowledge 
of  its  existence  at  the  time  of  his  invention.  Hall  v.  Bird,  6  BlaXchf. 
438  ;  3  Fish.  Fat.  Ca^.  696. 

An  invention  was  held  to  have  been  abandoned  when  the  author, 
after  having  reduced  it  to  perfection  and  actual  practice,  took  no 
further  measures  with  it  for  nine  years  and  suffered  the  molds  to 
be  lost,  and  meanwhile  others,  independently  of  him,  reduced  it  to 
practice  and  introduced  it  extensively  into  market.  Consolidated 
Fruit  Jar  Co.  v.  Wright,  6  Fat.  Off,  Gaz.  327  ;  12  Blatchf.  149. 

Where  an  inventor  perseveres  in  his  application  for  a  patent, 
although  he  may  tile  several  applications,  some  of  which  are  with- 
drawn, and  merely  suspended  operations  until  he  could  obtain 
means,  the  delay  was  Jield  not  an  abandonment.  Adams  v.  Edwards, 
1  Fish.  Pat.  Cos.  1,  11. 
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Where  an  inventor  made  application  for  a  patent  for  his  inven- 
tion, which  was  denied  by  the  commissioner  and  affirmed  on  appeal 
to  the  circuit  court,  but  afterward  allowed  by  a  new  commissioner, 
the  inventor  continually  insisting  upon  his  rights,  it  was  held  that 
these  involuntary  delays,  being  mistakes  of  public  officers  or  the 
delays  of  courts,  and  not  caused  by  laches  of  the  inventor,  should 
not  work  an  abandonment.  Adams  v.  Jones,  Id,  527  ;  see  also, 
Sayles  v,  Chicago  &  Northwestern  R.  R.  Co.,  '2  l^lsh,  Pat,  Gas. 
523. 

Where  an  inventor  has  delayed  eighteen  years  after  completion 
of  his  invention  before  applying  for  a  patent,  and  after  having 
obtained  a  patent,  delayed  live  years  before  applying  for  a  reissue, 
and  during  this  time  made  several  improvements  for  which  he 
obtained  patents  ;  it  was  held  that  the  subject-matter  not  claimed 
in  the  original  was  abandoned  to  the  public.  He  Conklin,  1 
Mac  Arthur,  37o. 

As  to  what  amounts  to  abandonment,  see,  also.  Bell  v.  Daniels, 
1  Fish,  Pat,  Cas,  372  ;  American  Hide,  &c.  Dressing  Machine  Co. 
V,  American  Tool,  tfec.  Co.,  1  Holmes^  503  ;  4  Insh,  Pat,  Cas,  284  ; 
Thompson  v.  Haight,  1  U.  S.  L,  J,  503  ;  McGaw  v,  Bryan,  Id.  682. 

Where  an  inventor  applied  for  a  patent  and  his  application  was 
rejected,  he  making  no  appeal,  nor  any  application  for  a  re-examin- 
ation, until  ten  years  bad  elapsed,  when  he  made  a  new  application, 
paying  a  new  fee  ;  and  where,  in  the  meanwhile,  his  invention  had 
gone  into  general  use,  it  was  held,  that  the  first  application  had 
been  abandoned,  and  that  the  patent  upon  the  second  was  void, 
because  of  the  public  use,  long  continued,  with  the  inventor's 
approval.  Bevin  v.  East  Hampton  Bell  Co.,  9  Blatchf.  60  ;  6  Fish, 
Pat.  Cas,  23. 

H.  and  T.  filed  their  application  January  27,  1856.  It  was 
rejected,  and  they  withdrew  it  June  11,  1856,  for  the  purpose  of 
filing  a  new  application,  which  was  prepared  and  sent  to  their 
attorney  in  April,  1857  ;  but  the  latter  failed  to  file  it  until 
February  26,  1858,  and  the  patent  was  issued  thereon  March  J5, 
1868.  It  was  held,  that  there  was  a  continuous  application,  and  no 
evidence  of  abandonment.  Howes  v,  McNeal,  16  Pat,  Off,  Gaz, 
608  ;  15  Blatchf,  103  ;  3  Bann,  dk  A.  Pat.  Cas,  376. 

Where  nothing  was  relied  upon  to  defeat  complainant's  patent 
but  the  inventor's  delay  in  prosecuting  his  application,  it  having 
been  finally  rejected  by  the  commissioner  April  11,  1867,  and  not 
appealed  until  August  16,  1866,  during  four  years  of  which  time 
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the  patent-office  was  closed  to  him,  by  reason  of  his  residence  in  a 
State  that  was  in  rebellion,  it  was  hdd,  that  no  direct  or  implied 
abandonment  was  shown.  Johnsen  v.  Fassraan,  5  Fish,  Pat.  Cos. 
471  ;  1  Woods,  138. 

Where  an  inventor  whose  application  was  rejected  and  with- 
drawn in  185!,  delayed  to  renew  it  until  1869,  and  meanwhile,  in 
1859,  a  patent,  on  substantially  the  same  improvement,  was  granto<l 
to  another,  the  existence  of  which  patent  became  known  to  the  tirst 
inventor  in  1805,  it  was  held^  that  the  legal  inference  from  these 
facts  was,  that  he  acquiesced  in  the  action  of  the  patent  office,  and 
abandoned  whatever  claim  he  had  to  the  public.  Marsh  v.  Com- 
missioner of  Patents,  3  Hiss.  321  ;  S.  C,  si(h  nam.  Marsh  v. 
Sayles,  2  Fat,  Off,   Gaz,  340  ;  5  Fish,  Pat.  Cas,  610. 

It  is  not  material  whether  the  rejection  of  his  claim  was  right  or 
wrong.  Even  if  wrong,  he  was  obliged,  if  he  insist t^d  on  his  claim, 
to  tJike  some  action  on  the  subject  within  a  reasonable  time,  either 
by  an  appeal  from  the  commissioner,  or  by  a  bill  in  equity,  in  the 
proper  court.     lb. 

An  application  for  a  patent  made  within  the  two  years  required 
by  the  statute,  was  rejected,  the  claim  being  defective  and  not 
covering  the  real  invention.  Another  application  was  made  within 
a  reasonable  time,  but  not  within  the  two  years  from  the  date  of 
public  use,  upon  the  same  specifications  and  drawings,  with  a 
corrected  claim  covering  the  invention,  upon  which  a  patent  issued. 
It  was  heldf  that  under  the  circumstances,  the  two  applications, 
for  the  purposes  of  the  two  years,  would  be  regarded  as  one  con- 
tinuous proceeding  dating  from  the  filing  of  the  first  application. 
Smith  V.  Prior,  2  ISaioyer,  461  ;  4  Pat,  Off,  Gaz,  633  ^5  6  Fish,  Pat, 
Cos,  469. 

A  claim  in  a  reissued  patent  of  a  device  not  suggested  in  the 
original  patent  or  in  the  drawing  annexed  thereto,  but  only  by  a 
model  preserved  in  the  patent-office,  was  held,  under  the  circum- 
stances of  the  case,  invalid  ;  the  omission  of  the  patentee,  for  a 
period  of  eight  years,  to  obtain  a  correction  of  his  patent  being 
deemed  to  operate  as  a  dedication  to  the  public  of  all  not  claimed 
by  him  in  the  original.  Flower  v,  Detroit,  22  Fed,  PepWy  292. 
And  see  Matijcws  v.  Flower,  25  Id,  830. 

Continued  poverty,  sickness  and  mental  alienation  are  held 
finfficient  excuses  for  delay  in  procuring  a  patent,  there  being  no 
circumstances  in  the  case  showing  any  intention  of  abandonment* 
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Celluloid  Manuf.  Co.  v.  Crofut,  24  Fed.  Eep'r,  796  ;    83  Pat.  Off. 
Oaz.  235. 

229.  Failure  to  Mark  the  Article  *'  Patented.^^ 

By  Rev.  Stat.  §  4900,  it  is  made  a  good  defense  to  a  recovery 
of  damages  for  infringement,  that  the  article  was  sold  without 
being  marked  "patented"  (with  date  of  patent)  unless  the 
defendant  continued  dealing  in  it  after  notice  that  he  was  infring- 
ing.     (See  aute,  p.  141.) 

The  defense  of  omission  of  the  stamp  "patented,"  fails  if  the^ 
word  was  affixed  in  any  manner  or  on  any  part  of  the  article  ; 
or  if  defendant  had  even  oral  notice  of  the  patent.  New 
York  Pharraical  Assoc,  v,  Tilden,  23  Pat.  Off.  Gaz.  272  ;  15  Fed. 
Bep'r,  98. 

It  is  not  defeated  by  proof  that  the  nature  of  the  article  was 
such  as  to  render  affixing  the  mark  specially  expensive.  Putnam  v. 
Sudhoff,  1  Bann.  db  A,  Pat.  Cas.  198. 

That  this  defense  should  be  set  up  by  answer,  see  Rubber  Co. 
V.  Goodyear,  9  Wall.  788  ;  Herring  v.  Gage,  16  Blatchf.  124 ;  a 
Bann.  &  A.  Pat.  Cos.  396. 


230.   Matters  of  Defense  Peculiar  to  Reissue  Patents. 

Rights  upon  a  reissue  patent  will  not  be  defeated  because  the 
reissue  appears  not  to  be  for  the  same  invention  as  the  original, 
if  such  result- may  be  avoided  by  giving  it  a  liberal  construction. 
Glue  Co.  V.  Upton,  4  Cliff.  237  ;  1  Bann.  <b  A,  Pat.  Cas,  497  ;  6 
Pat.  Off.  Gaz.  837  ;   see  aff'ce  97  U.  S.  3. 

No  action  can  be  brought  for  acts  infringing  a  patent,  where, 
after  the  acts  complained  of,  the  patent  has  been  surrendered  for 
reissue  ;  for  surrender  for  reissue  is  equivalent  to  a  distinct  admis- 
sion that  the  original  patent  has  no  such  validity  as  will  entitle  the 
patentee  to  an  action  for  infringement ;  and  the  new  patent,  as  a 
ground  of  action,  can  be  operative  only  from  its  date.  Moffitt  v. 
Farr,  1  Black,  273  ;  aff'g  1  Bond,  315. 

A  reissued  patent  for  a  process  of  compressing  the  coating  used 
in  the  insulation  of  telegraph  wires,  was  hMt  void  for  anticipation 
by  English  patents  ;  and  the  patent  for  the  process  being  void,  the 
invalidity  of  the  patent  for  the  product  follows  as  a  consequence. 
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Western  Electric  Manuf.  Co.  v,  Ansonia  Brass,  &c.  Co.,  114  U.  & 
447. 

The  fact  that  a  new  claim  embodied  in  a  reissue  patent  is 
adjudged  void,  does  not  impair  the  validity  of  another,  which  is 
only  a  restatement  of  one  in  the  original  patent  ;  but  the  patentee, 
upon  disclaiming  the  void  claim,  may  have  a  decree  (without  costs) 
for  infringement  of  the  old  and  valid  one,  Yale  Lock  Manuf.  Co. 
V.  Sargent,  117  U,  S.  636. 

A  patentee  cannot  be  charged  with  fraud  for  asserting  the 
validity  of  his  reissue  and  claiming  damages  for  its  infringement, 
when  the  reissue  was  valid  nt  the  time  of  reissue,  but  by  reason  of 
a  subsequent  change  in  the  rule  of  construction  in  the  courts,  has 
beeome  invalid.     Pope  Manuf.  Co.  v.  Owsley,  27  J^ed.  JiepV,  100. 

A  reissue  is  void  if  there  is  an  unwarrantable  enlargement  of 
the  original  patent.     Hoe  v.  Knap,  27  Fed.  Rep^r^  204. 

When  a  patent  has  been  surrendered  for  the  purpose  of  secur- 
ing a  wider  monopoly,  and  the  specifications  and  claims  of  the 
reissue  are  identical  with  those  of  the  original,  the  patent  is  aban« 
doned  and  the  reissue  is  a  nugatory  grant,  because  the  precedent 
conditions  therefor  did  not  exist.  Celluloid  Manuf.  Co.  v.  Zylon- 
ite  Brush  &  Comb  Co.,  27  Fed.  Rep'r,  291. 

The  taking  of  a  second  or  subsequent  reissue,  in  order  to  rein- 
state the  specification  and  claims  of  the  original,  precludes  the 
assumption  that  the  original  was  inoperative  or  invalid.  A  reissue 
of  a  patent  granted  merely  to  re-instate  a  patentee  to  an  invention 
which  he  had  surrendered,  in  order  to  obtain  a  wider  monopoly,  is 
valid.  Where  a  patentee  accepts  a  reissue  containing  the  same 
claims  as  the  original,  he  thereby  declares  that  as  to  the  invention 
he  now  claims,  the  original  was  not  inoperative  and  void.     lb, 

A  reissue  which  seeks  to  cover  something  not  suggested  in  the 
original  patent,  is  void  because  of  unlawful  expansion.  Schultz  v, 
Ostrander,  27  Fed.  RepW,  295. 

The  appropriate  remedy  where  integral  portions  of  an  invention, 
proper  subject-matter  for  a  patent  have  been  omitted  from  it,  is  a 
reissue  ;  the  rights  omitted  cannot  be  secured  by  a  distinct  patent 
for  them  ;  nor  can  the  legal  effect  of  the  patent  first  issued  be 
removed,  except  by  surrender.  Hill  v.  Commissioner  of  Patents, 
1  Cent.  Rep'Vy  91. 

Charge  of  fraud  in  a  reissue  will  not  be  considered  in  a  suit 
for  infringement.     Schillenger  v.  Crawford,  2  Cent.  It^\  680. 
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231.   Various  Excuses  for  the  Infringement  Charged. 

It  is  no  excuse  for  infringiDg  a  part  of  a  patented  invention 
that  such  part  is  not  necessary  to  the  successful  working  of  the 
invention  as  patented.  Blaisdell  v.  Puffer,  4  J3ann.  <t  A,  Pat. 
Cos.  500. 

An  agreement  for  the  transfer  of  the  invention  for  the  joint 
benefit  of  the  inventors  and  those  who  will  advance  money  for  the 
manufacture  or  use  of  the  machines  invented,  not  carried  into 
execution,  and  unaccompanied  hy  any  public  use  of  the  machine, 
but  being  prospective  in  its  character,  not  consummated  until 
within  two  years  of  the  application,  does  not  affect  the  validity  of 
the  patent.  Elm  City  Co.  v.  Wooster,  6  Msh,  Pat  Cos.  462  ;  4 
Pat.  Off.  Gaz.  83. 

Defendants  were  authorized  to  use  one  patented  machine,  and 
only  one.  They  constructed  and  used  two.  It  was  held  that  they 
were  not  relieved  from  liability,  by  proof  that  both  were  never  in 
operation  at  the  same  time.  Bloomer  v.  Gilpin,  4  JF'ish,  Pat, 
Cos.  60. 

A  person  who  infringes  a  patent  is  liable  for  the  infringement, 
although  what  he  does  may  be  an' improvement  upon  the  patented 
device.  Do  Florez  v.  Raynolds,  14  Ulatchf.  505  ;  3  Bann.  cfc  A. 
Pat.  Cos.  292.     S.  P.,  Turrell  v.  Spaeth,  Id.  458. 

When  a  license  has  boon  revoked  by  a  plaintiff,  and  a  defendant 
is  sued  as  a  naked  infringer,  he  is  at  liberty  to  avail  himself  of  any 
defense  ordinarily  open  to  a  defendant  charged  with  infringement, 
Wooster  v.  Singer  Manuf.  Co.,  23  Pat.  Off.  Gaz.  2513  ;  15  i?ejt?V, 
524. 

It  is  no  defense  to  an  infringement  suit  that  the  complainant  has 
not  put  his  alleged  invention  into  practical  use.  Broad nax  v.  Cen- 
tral Stock  Yard,  <fec.  Co.,  6  Bann.  &  A.  Fat,  Cas.  609  ;  4  Fed, 
Rep'r,  214  ;  11  Rep'r,  6. 

A  license  under  a  patent,  other  than  the  one  sued  upon,  can  have 
no  independent  efficacy  in  protecting  the  defendants.  If  such 
patent  is  for  the  same  invention  as  the  patent  sued  upon  and  of 
earlier  date,  it  renders  the  patent  sued  upon  void.  If  not  for  the 
same  invention  as  the  patent  sued  upon,  it  can  confer  no  right  to 
appropriate  that  invention.  Stuart  v.  Shantz,  2  PaJt,  Off,  Oaz, 
^24  ;  6  Fish.  Pat.  Ca8.  36  ;  9  Phila.  376. 

The  manufacture  of  a  separate  element  of  a  patented  combina- 
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tion  without  intent  of  aiding  an  infringement,  and  not  proved  to  be^ 
made  for  use  in  connection  with  the  other  elements,  is  not  an 
infringement.     Saxe  v,  Hammond,  1  JBann.  it  A,  Pat,  Cos,  629 
1  'Holmes,  460  ;  7  Pat.  Off.  Gaz.  781. 


XYII.    MEASURE  OP  RECOTERT  OF  DAMAGES,  OR 

PROFITS,  FOR  INFRINGEMENT. 

232.    Compensation  for  Actual  Injury  the  General  Rule. 

The  plaintiff  can  recover  only  for  actual  damages,  and  he  must 
show  the  damages  by  evidence.  Where  his  profit  is  in  the  form  of 
a  royalty  paid  by  licensees,  and  there  are  no  peculiar  circumstances, 
the  recovery  will  be  regulated  by  that  standard.  An  instruction  to 
the  jury  to  award  to  the  plaintiff  "such  sum  as  they  should  find  to 
be  required  to  remunerate  him  for  the  loss  sustained  by  the  wrong- 
ful act  of  the  defendants,  and  to  reimburse  him  for  all  such  expen- 
ditures as  have  been  necessarily  incurred  by  him  in  order  to  estab- 
lish his  right,"  was  /leld  to  be  too  broad  and  vague,  and  under  which 
the  jury  could  hardly  doubt  that  it  was  their  duty  to  allow  counsel 
fees,  and  perhaps  other  charges  and  expenditures  equally  inadmis- 
sible.    Philip  V,  Nock,  17  WaU.  460. 

In  cases  where  profits  are  the  proper  measure  of  damages,  such 
profits  as  the  infringer  has  made,  or  ought  to  have  made,  govern, 
and  not  those  which  the  plaintiff  can  show  that  he  might  have 
made.  This  rule  applies  peculiarly  and  mainly  to  cases  in  equity, 
and  is  based  upon  the  idea  that  as  to  such  profits  the  infringer  of 
the  patent  should  be  treated  as  a  trustee  for  the  owner  thereof.  In 
actions  at  law,  the  rate  at  which  sales  of  licenses  of  machines  were 
made,  or  the  established  royalty,  constitutes  the  primary  and  true 
criterion  of  damages.  In  the  absence  of  satisfactory  evidence  of 
that  class,  which  is  more  appropriate  in  the  forum  where  the  case 
is  pending,  the  other  class  may  be  resorted  to  as  furnishing  one  of 
the  elements  on  which  the  damages,  or  the  compensation  may  be 
ascertained.     Burdell  v.  Denig,  92  U,  S,  716. 

Although  the  defendant  may  have  made  no  profits,  and  no 
license  fee  was  established,  yet  where  the  sale  of  the  infringing 
device  has  caused  an  enforced  reduction  of  the  price  of  the  patented 
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device,  this  is  the  proper  measare  of  damage.    Tale  Lock  Co.  v. 
Sargeant,  117  IT.  S.  686. 

The  rale  is,  that  the  verdict  of  the  jury  must  be  for  the  actual 
damages  sustained  by  the  plaintiff,  subject  to  the  right  of  the  court 
to  enter  judgment  for  any  sum  not  exceeding  three  times  the 
amount  of  the  verdict,  together  with  costs.  Birdsall  v.  Coolidge, 
93  IT.  S.U;  10  Fat,  Off.  Gaz.  748. 

Where  the  unlawful  acts  consist  in  making  and  selling  a  pat- 
ented improvement,  or  in  its  extensive  and  protracted  use,  without 
palliation  or  excuse,  evidence  of  an  established  royalty  will,  in  an 
action  at  law,  undoubtedly  furnish  the  true  measure  of  damages  ; 
but  where  the  use  is  a  limited  one  and  for  a  brief  period,  the  arbi- 
trary and  unqualified  application  of  that  rule  is  erroneous.     Ih. 

The  plaintiffs  must  furnish  evidence  by  which  the  jury  may 
estimate  actual  damages«  Damages  cannot  be  calculated  without 
certain  data  on  which  to  proceed.  If  the  plaintiff  rest  his  case 
after  merely  proving  an  infringement,  he  is  only  entitled  to  nom- 
inal damages.  New  York  v.  Kansom,  23  How.  487.  To  same 
effect,  Blake  v.  Robertson,  94  XT.  S.  728  ;  Black  v. Thome,  III  IT. 
tS.  122  ;  Whittemore  v.  Cutter,  1  Oall.  429.  And  see  Knight  v. 
Gavit,  Mir.  Pat.  Of.  136  ;  Whitney  v.  Emmet,  Baldw.  303  ; 
Schillinger  V.  Gunther,  15  BUxtclif.  303  ;  14  Pat.  Off.  Oaz,  713  ; 
Qarretson  v.  Clark,  16  Blatchf.  70  ;  14  Pat.  Off.  Gaz.  485  ;  Mat- 
thews  V.  Spangenberg,  14  Phd.  Rep^r^  360  ;  14  RepW^  773  ;  Burdell 
V.  Denig,  2  Fish.  Pat.  Cob.  688. 

The  owner  of  a  patent  granted  his  interest  in  it  to  another,  in 
consideration  of  certain  payments  to  be  made  by  the  latter  to  third 
parties,  &c.  None  of  the  payments  were  ever  made  ;  and  by 
mutual  consent  no  part  of  the  contract  was  ever  carried  out, 
because  of  the  inability  of  the  grantee.  The  grantor  was  obliged 
to  pay  the  money  which  the  grantee  had  agreed  to  pay  ;  and  the 
latter,  during  his  life,  claimed  no  interest  in  the  contract,  but,  on 
the  contrary,  recognized  the  exclusive  right  of  the  grantor,  and 
acted  as  his  agent  in  the  patent,  under  a  power  of  attorney,  paying 
him  part  of  the  profits  for  the  privilege.  It  was  hddy  after  the 
grantee's  death,  that  the  agreement  did  not  prevent  th«  grantor's 
bringing  suit  for  the  infringement  of  the  patent  without  joining 
the  grantee.    Railroad  Co.  v.  Trimble,  10  WaU.  367. 

The  price  for  which  the  plaintiff  has  sold  his  rights  to  certain 
territory  is  no  criterion  by  which  to  determine  the  value  of  his 
patent,  or  the  damages  sustained  from  its  infringement.    Nor  are 
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sncli  damages  to  be  estimated  solely  by  the  profits  which  the 
defendant  actually  realized,  for  he  may  have  conducted  his  business 
nnskillfully.  The  true  question  is,  what  advantage  might  th« 
defendant,  by  skill,  have  obtained  by  using  the  patented  device 
instead  of  the  old  device.     Campbell  v.  Barclay,  5  Jiiss,  179. 

In  applying  the  provision  of  the  statute,  §  4921,  that  in  a  suit 
in  equity  the  court  inay  award,  "  in  addition  to  the  profits  to  be 
accounted  for  by  the  defendant,  the  damages  complainant  has 
sustained,''  it  is  pertinent  to  inquire  as  to  whether  the  plaintiflp  has 
seen  fit  to  retain  a  close  monopoly  of  his  invention,  in  which  case 
the  damages  are  computed  by  investigating  the  defendant's  pro- 
fits ;  or  whether  he  saw  fit  to  grant  licenses  to  every  one  who 
ofiPered  to  pay  the  stipulated  fee,  in  which  case  the  amount  of  such 
fee  would  be  the  proper  measure  of  damage,  except  in  cases  of 
wanton  infringement.  Goodyear  Dental  Vulcanite  Co.  v.  Van 
Antwerp,  2  JBann.  <fc  A.  Pat  Cas.  262. 

The  rate  of  damages  may  now  be  said  to  be  generally,  1.  That 
the  plaintiff  may  recover  in  equity  the  profits  which  the  infringer 
has  made  from  the  use  of  the  invention  ;  or,  2.  That  he  may  recover 
at  law  the  profits  which  were  lost  ;  and  where  it  can  properly  be 
done,  these  profits  will  be  regarded  as  simply  the  fee  which  wottld 
have  been  charged  if  the  infringer  had  procured  a  license.  But 
where  the  plaintiff  has  evinced  an  intention  to  exercise  an  exclusive 
user  of  his  invention,  and  where  the  sales  of  licenses  have  been  too 
few  to  establish  a  criterion  of  their  actual  or  market  value,  courts 
have  sought  for  other  elements  or  evidences  to  determine  the  pro- 
fits lost.  McKeever  v.  United  States,  14  Ct  of  CI.  396  ;  23  Pat 
Of.  Gaz.  1626  ;  aff'd.  Id.  1630  ;  18  Ct  of  CI  1b1. 

A  patentee  may  either  proceed  in  equity  for  the  profits  the 
defendant  has  made  ;  or  he  may  sue  at  law  for  the  loss  he  has  suf- 
fered. In  the  first  case,  if  the  defendant  has  realized  no  profit  there 
can  be  no  recovery  ;  in  the  second,  he  may  recover  the  damages  he 
has  sustained,  whether  the  defendant  has  made  any  profit  or  not. 
Cowing  V.  Rumsey,  4  Msh.  Pat  Cas.  276.  But  see  Dental  Vulcan- 
ite Co.  V.  Van  Antwerp,  2  Bann.  eft  A.  Pat  Cas.  252. 

There  must  be  injury  and  damage  ;  injury  by  a  violation  of  the 
right,  and*  damage,  at  least  nominal,  presumed  by  law  to  arise  from 
such  violation.     Byam  v.  Bullard,  1  Curt  100;  1  Am.  L.  Rcfj. 

189. 

But  a  sale  of  the  thing  patented  to  an  agent  of  the  patentee, 
employed  by  him  to  make  the  purchase^  and  on  account  of  the 
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patentee,  is  not  an  act  from  which  damage  will  be  presumed,  as  it 
must  be  supposed  to  have  been  done  for  the  patentee's  benefit,  or  at 
l^ast  not  to  have  been  to  his  loss.  Such  a  sale,  however,  accompanied 
by  other  circumstanced,  may  warrant  a  jury  in  finding  an  infringe- 
ment  by  sales  to  others  than  the  patentee.     lb. 

The  general  principle  is,  that  the  plaintiff  is  entitled  to  recover 
a  fair  and  adequate  compensation  for  the  loss  or  injury  he  has  sus- 
tained by  the  infringement.  Taylor  v.  Carpenter,  2  Woodb.  <t  3L 
1  ;  10  X.  Bep'r,  35  ;  Hall  v.  Wiles,  2  BlaJtchf,  194  ;  Pitts  v.  Hall, 
Id.  229  ;  McCormick  v.  Seymour,  2  Blatchf..  240 ;  Buck  v.  Her- 
mance,  1  Blatchf,  398  ;  Kneass  v.  Schuylkill  Bank,  4  Wath,  9  ; 
l*arker  v.  Hulme,  1  FUh.  Fat.  Cos.  44  ;  7  West.  Z.  J,  42S. 

When  a  user  of  a  machine  in  violation  of  a  patent  is  proved,  the 
value  of  the  use  of  such  a  machine  during  the  time  of  the  illegal 
user  is  the  measure  of  damage.  Whittemore  v.  Cutter,  1  GalL 
478. 

It  is  difficult  to  establish  any  general  rule  as  to  damages.  The 
better  course  is  not  to  lay  down  any  particular  rule  of  damages,  but 
to  leave  the  jury  at  large  to  estimate  the  actual  damages  according 
to  the  circumstances  of  each  particular  case.  Earle  v.  Sawyer,  4 
'Mas.  1,  14, 

The  scope  of  a  patented  invention  having  been  defined,  and 
the  court  having  declared  that  the  damages  could  not  exceed 
the  profits  arising  from  the  use  of  the  improvement,  a  failure  to 
show  any  such  profits  makes  nominal  damages  alone  recoverable. 
Gould's  Manuf.  Co.  v.  Cowing,  14  BkUchf.  315  ;  12  Fat.  Off.  Gaz. 
942  ;  3  Bann.  it  A.  Pat.  Caa.  15.  And  it  was  held  no  compliance 
with  the  rule  that  the  profits  arising  from  the  use  shall  be  proven, 
to  show  that  wherever  the  paiticular  patented  improvement  was 
introduced,  other  kindred  devices  could  not  be  sold.  Id./  Black  v^ 
Munson,  14  Blatc/\f.  265  ;  but  see  105  IT.  S.  25'S, 

Where  a  patentee  fraudulently  leads  a  party  to  infringe  his 
patent,  and  then  brings  an  action  against  him,  only  nominal  damages 
should  be  given.  Washburn  v.  Gould,  3  tStorij,  122,  137  ;  7  X. 
Bep'r,  276  ;  1  West.  L.  J.  465. 

When  a  patented  invention,  which  is  useless  in  itself,  has  been 
made  useful  by  being  combined  with  something  else  invented  b j 
another,  or  has  been  changed  in  its  operation  by  an  invention  to 
which  the  owner  of  the  worthless  machine  had  no  title  or  claim, 
the  patentee  of  such  worthless  machine  is  not  entitled  to  damages 
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for  the  use  of  it,  altbough  an  injunction  will  be  granted.  Whitney 
V.  Emmett,  Baldw.  SOS,  329. 

That,  where  a  patent  has  been  surrendered,  and  a  reissue  granted, 
no  damages  can  be  recovered  for  any  acts  of  infringement  committed 
prior  to  the  reissue,  see  Peck  v.  Collins,  103  IL  S.  660. 

Upon  a  reference  to  ascertain  the  profits  recoverable  for  infringe- 
ment of  a  patent  for  improvements  of  devices  previously  in  use, 
the  burden  is  upon  the  complainant  to  prove  the  proportion  of 
profits  justly  ascribable  to  his  invention,  and  failing  to  prove  this, 
he  is  entitled  to  only  nominal  damages.  Bostock  v.  Goodrich,  25 
Ihd.  Rep'r,  819  ;  34  Pat.  Off.  Oaz.  1047. 

The  profits  of  which  the  patentee  is  deprived  by  the  manufac« 
ture  or  use  of  the  device,  only  a  single  element  of  which  is  covered 
by  his  patent,  constitute  the  measure  of  damages.  Putnam  v. 
Lomax,  10  Bi88.  546  ;  9  Fed.  Eep'r,  448. 

Each  claim  of  a  patent  covers  a  complete  invention,  and  is,  in 
substance,  an  independent  patent.  Celluloid  Manuf.  Co.  v.  Zylon- 
ite  Brush  &  Comb  Co.,  27  Fed.  Repr,  291. 

Where  there  is  no  evidence  as  to  the  value  of  the  use  of  a  pat- 
ent, only  nominal  damages  can  be  allowed.  Moffit  v.  Cavauagh, 
n  Fed.  Rep\  511. 

The  measure  of  damages  for  infringement  is  the  amount  the 
plaintiff  would  have  made,  had  it  not  been  for  defendant's  unlaw- 
ful action.     Hobbie  v.  Smith,  27  Fed.  Rep\  656. 

Where  the  claims  infringed  are  unimportant,  only  nominal 
damages  can  be  allowed.     Mofiit  v.  Cavanagh,  27  Fed.  JRep\  511. 


233.  Exemplary  or  Punitive  Damages  not  Allowable. 

The  jury  are  not  to  award  what  are  known  as  exemplary,  vin- 
dictive, or  punitive  damages.  Seymour  v.  McCormick,  16  JBote. 
480,  489  ;  Whittemore  v.  Cutter,  1  OalL  478 ;  Hall  v.  Wiles,  2 
Blatchf.  194 ;  Pitts  v.  Hall,  Id.  229,  238  ;  Stimpson  v.  The 
Railroads,  1  Wall.  Jr.  104, 169.  To  the  contrary,  Parker  t>.  Corbin, 
4  McLean,  492. 

Punitive  damages  for  infringement  are  not  to  be  visited  upon  a 
defendant  who  is  not  a  willful  infringer,  but  manufactures  under  a 
rival  patent.  Buerk  v.  Imhaueser,  10  Pat.  Off.  Gaz,  907;  !4 
Blatchf.  19  ;  2  Bann,  cfc  A.  PaX.  Cos.  452. 

The  question  of  damages  is  exclusively  with  the  jury,  and  if 
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« 
they  are  of  tbe  opinion  that  the  defendant  has  unlawfully  infringed, 
they  ought  to  award  plaintiff  such  sum,  as,  in  their  judgment, 
founded  upon  the  evidence,  would  fully  indemnify  him  for  the 
actual  damages  he  had  suffered  beyond  the  taxable  costs.  Foote 
V.  Silsbee,  1  JBlatchf.  445,  450  ;  aff'd,  14  How.  218. 

Where  the  defendants  entered  upon  the  violation  of  the  plaint- 
iff's patent,  after  having  been  warned  of  the  consequences,  and 
went  on  with  their  eyes  open,  disregarding  the  claims  of  the  patentee, 
and  showing  a  willingness  to  avail  themselves  of  the  profits  of  his 
discovery,  and  to  deprive  him  of  the  fruits  of  his  genius,  time  and 
expense  ;  it  was  held,  that  liberal  damages  were  warrantable.  Id. 
467. 

When  the  defendant  purchased  the  machine  in  the  open  market, 
not  knowing  that  it  was  patented,  and  abandoned  all  the  patented 
appliances  on  being  notified  of  their  infringement,  it  was  heldy  that 
the  case  was  not  one  for  exemplary  damages.  Emerson  v.  Simm,  3 
Pat.  Of.  Oaz.  293  ;  6  lUh.  Fat.  Cas.  281. 

In  patent  cases,  damages  should  be  compensatory,  not  vindic- 
tive. The  object  is  not  punishment,  but  indemnity.  The  profits 
which  the  defendant  has  derived  should  be  regarded,  and  the 
amount  of  loss  which  the  plaintiff  has  sustained  should  be  regarded 
also.    Knight  v.  Gavit,  Mir.  Fat.  Off.  Gaz.  135. 

234.    Referring  to  License  FeeSj  Eoyalties,   &c.y  to  Fix 

Damages. 

m 

The  general  rule  is  that  if  a  patentee  has  established  a  fixed 
price  at  which  he  is  accustomed  to  sell  rights  to  manufacture  under 
his  patent,  the  jury  may  take  that  license  fee  as  their  guide  in 
estimating  damages  against  an  infringer.  Hogg  v.  Emerson,  1 1 
Hato.  587,  607 ;  Seymour  v.  McCormick,  16  Mow.  480,  488  ; 
McCormick  v.  Seymour,  3  Blatchf,  209  ;  aff'd  in  part,  19  How, 
96  ;  Sickles  v.  Borden,  3  Blatchf.  535  ;  Wooster  v.  Simonson,  20 
Fed.  Bep'r,  816  ;  28  Pat,  Off.  Gaz.  918  ;  May  v.  Fond  du  Lao 
County,  27  Fed.  Rep'r,  691. 

So  when  it  is  difficult  to  ascertain  the  profits  with  exactness,  a 
license  fee  may  be  adopted  as  the  standard  of  profits.  Eroigh  v. 
Baltimore  &  O.  R.  R.  Co.,  4  Hughes,  271  ;  19  Pa^.  Off.  Gaz.  935  ; 
6  Fed.  Rep'r,  288. 

The  above  rale  may  be  applied  in  determining  the  sum  to  be 
paid  to  a  patentee,  in  a  case  where  the  user  had  been  by  consent  of 
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the  patentee  but  without  any  atipnlation  as  to  compensation,  as 
well  as  in  cases  of  unqaalified  infringement ;  the  reason  being  even 
stronger  in  such  a  case.     Packet  Co.  v.  Sickles,  19  Wdli.  611. 

The  license  fee  or  royalty  must  have  become  uniform  to  war- 
rant making  it  a  measure  of  recovery  against  an  infringer  who  has 
not  assented  to  it  ;  and  proof  of  a  single  license  is  not  suflicient  to 
establish  a  market  price  for  licenses.  Westcott  v.  Rude,  19  JFh<l. 
Hep'r,  830 ;  27  Fat.  Off.  Gaz.  719. 

Thus,  if  the  patentee  has  been  accustomed  to  take  small  fees  in 
many  cases,  in  order  to  get  his  invention  introduced,  the  jury  must 
take  that  fact  into  account  in  making  their  award.  Sickles  v.  Bor- 
den, 3  Blatchf.  536. 

A  transfer  of  "  the  sole  and  exclusive  right  and  monopoly  of 
manufacturing "  under  a  patent,  by  the  owners,  of  their  entire 
interest  in  the  patent,  to  be  paid  for  by  a  certain  royalty,  is  not  the 
establishment  of  an  '^  ordinary  license  fee'*  within  the  rule,  and  the 
sum  cannot  be  invoked  as  a  safe  criterion  of  damages,  unless  evi- 
dence is  offered  showing  that  the  licensees  of  the  complainants 
were  deprived  of  th«  sale  of  the  number  of  machines  which  the 
defendants  manufactured  and  sold.  La  Baw  v,  Hawkins,  2  JBann. 
cfc  A,  Fat,  Cas.  561. 

An  agreement  by  a  licensee  to  pay  a  certain  price,  whether  he 
use  the  entire  invention  or  a  part  only,  is  no  criterion  by  which  to 
estimate  the  damages  for  an  infringement  of  only  one  or  two  dis- 
tinct claims  in  the  patent,  each  of  value.  Westcott  t;.  Rude,  \9 
Fed.  Rep'r,  830;  27  Fat.  Off.  Gaz.  719.  So  the  amount  of  plaintiff's 
established  license  fee  cannot  be  adopted  as  a  measure  of  damages 
where  a  part  only  of  the  patented  invention  is  used  by  defendant 
Burdsall  v,  Coolidge,  93  U.  S.  64. 

A  rescinded  contract  for  payment  of  a  royalty  is  not  competent 
in  determining  the  measure  of  damages  for  an  infringement.  ]3us- 
sey  t?.  Excelsior  Manuf.  Co.,  1  Fed.  JRep%  640  ;  1  McCrary^  161  ; 
5  Bann.  S  A.  Fat.  Cas.  135. 

It  has  been  held  that  the  award  of  damages  reached  by  com- 
parison with  the  patentee's  usual  license  fee  may  be  mitigated,  it 
the  maker  of  the  machine  was  ignorant  of  the  existence  of  the 
patent  right,  and  did  not  intend  any  infringement,  although  such 
ignorance  will  not  completely  exonerate  from  damages.  Hogg  t?. 
Emerson,  11  How.  587,  607. 

If  there  is  not  an  established,  uniform  license  fee,  the  plaintiff 
must  produce  general  evidence  of  actual  damages  sustained  ;  such 
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as  proof  of  the  utility  and  advantage  of  the  invention  over  the  old 
modes  or  deviees  that  had  been  used  for  working  out  similar  results 
(Suffolk  Co.  V.  Hayden,  3  WaU.  315)  ;  and  if  the  proofs  show  that 
the  same  results  were  produced  by  other  methods  in  common  use, 
nominal  damages  only  are  recoverable.  Black  v.  Thorne,  1 1 1  U. 
JS.  122. 

Occasional  contracts  of  license  cannot  be  considered  a  measure 
of  damages.  Greenleaf  v.  Yale  Lock  Manuf.  Co.,  17  BlcUchf,  253  ; 
17  PaJt,  Off.  Gaz.  626  ;  4  Bann.  d  A.  Pat.  Cob.  583. 


235.  Damages  Awarded  in  Peculiar  Cases. 

When  the  language  used  by  the  judge  in  instructions  to  the 
jury  was  "  exemplary  damages,"  and  open  to  be  construed  beyond 
this  rule,  but  the  jury  appeared  not  to  have  gone  beyond  the  actual 
injury  sustained,  it  was  heldy  that  the  verdict  should  not  be  dis- 
turbed. Taylor  v.  Carpenter,  2  Woodb.  db  Jf.  1  ;  10  Z.  Bep'r^ 
35. 

Where  the  case  admitted  of  only  general  evidence  on  the  part 
of  the  plaintiff,  and  the  defendants  offered  no  proof  on  the  question 
of  damages,  it  was  heldy  that  the  jury  were  warranted  in  exercising 
a  liberal  discretion.  The  defendants  should  have  shown  the  amount 
of  their  sales,  if  necessary  to  prevent  an  excessive  award.  Ste- 
phens V.  Felt,  2  Blatchf.  37. 

When  the  invention  was  one  of  improvements  in  a  pump  only, 
numerous  parts  of  which  were  in  general  use  prior  to  the  patent, 
and  where  plaintiff  fails  to  show  that  the  profits  or  damages  arose 
from  the  improvement  as  distinguished  from  the  entire  machine, 
nominal  damages  only  can  be  recovered.  Gould^s  Manuf.  Co.  v. 
Cowing,  12  Blaichf.  243;  8  Pat.  Off.  Gaz.  277;  but  see  106  U.  S. 
253. 

The  distinction  in  respect  to  the  measure  of  damages  between  a 
patent  which  covers  an  entire  machine,  and  one  for  improvement 
on  a  machine,  stated.  Seymour  v.  McCormick,  16  Sow.  480, 
491  ;  Tuttle  v.  Gay  lord,  28  Ihd.  Bep'r,  97. 

The  patentee  of  a  hotel  register  book  is  entitled  to  recover,  as 
damages,  not  only  the  profit  he  might  have  made  upon  the  book  if 
he  had  sold  it,  but  what  he  might  have  obtained  from  those  who 
advertised  in  it.    Hawes  v.  Washburne,  5  Pat.   Off.  Gaz.  491. 

In  an  action  for  damages  for  the  infringement  of  a  patent  of  a 
water-wheel,  one-fourth  of  the  proceeds  being  estimated  as  the 
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profits  of  the  mill,  tho  damages  were  assessed  at  that  amoant. 
Parker  t^.  Bamker,  6  McLean^  631. 

If  the  defendants  used  other  improvements  with  the  patented 
device  which  enhanced  their  value,  they  should  have  a  correspond- 
ing reduction*  The  hurden  rests  upon  the  defendant  to  show  the 
value  of  such  improvements.     Mulford  v.  Pearce,  14  BUUchf,  141. 

They  will  also  he  allowed  to  deduct  royalty  paid  for  improve- 
jtient  and  cost  of  introducing  the  improvement.  American  Nicol- 
son  Pavement  Co.  v,  Elizabeth,  6  Pat.  Off.  Gaz.  764. 

When  the  patented  device  is  distinguishable  as  an  improved 
article  of  manufacture  from  that  which  is  open  to  the  public,  the 
damages  are  not  limited  to  the  advantages  derived  by  defendant  in 
using  improved  article  over  that  open  to  the  public.  Mulford  v, 
Pearce,  14  Blatchf.  141. 

Where  a  part  owner  of  a  patent  sues  a  co-owner  for  using  an 
infringing  device,  the  recovery,  if  any,  will  be  in  proportion  to  their 
respective  interests.  Herring  v.  Gas  Consumers^  Assoc.,  9  Fed. 
Eep'r,  556  ;  3  McCrary,  206  ;  21  Pat.  Off.  Gaz.  203. 

In  what  cases  jury  may  consider  costs  in  fixing  damages,  see 
Day  V.  Wood  worth,  13  IIow.  363. 

Principle  on  which  damages  should  be  computed  where  the 
injury  caused  by  the  infringement  consists  in  compelling  patentee 
to  reduce  his  price.  See  Fitch  v.  Bragg,  16  Fed.  Rep\  243  ;  21 
Blatchf.  302  ;  Stephens  v.  Felt,  2  Blatchf.  37  ;  Yale  Manuf.  Co.  v. 
Sargoant,  7  Sup.  Ct.  EepWy  934. 

The  measure  of  damages  for  the  infringement  of  patents,  deter- 
mined, in  view  of  particular  facts.  Buerk  v.  Imhaeuser,  10  Pat. 
Off\  Gaz.  907  ;  14  Blatchf  19;  2  Bann.  <&  A.  Pat.  Cas.  452  ; 
Cowing  V.  Ramsey,  8  Blatchf  36  ;  McKeever  v.  United  States,  14 
Ct.  of  CI.  396  ;  23  Pat.  Off.  Gaz.  1525. 

In  a  suit  for  infringement  of  a  patent  for  a  machine,  the  infringe- 
ment was  limited  to  eighteen  months  as  to  four  machines,  and  to 
three  years  as  to  two  machines  ;  and  the  damages  therefor  were 
assessed  by  the  master  at  the  rate  per  machine  of  a  sum  which  ho 
found  to  be  the  fixed  royalty  for  the  term  of  the  patent,  the  patentee 
having  made  his  patent  available  exclusively  by  the  sale  of  licenses 
for  its  use  at  such  fixed  sum.  It  was  held,  that  this  rule  of  damages 
was,  under  the  circumstances,  properly  applied  ;  the  infringement 
by  the  defendants  having  been  deliberate,  and  their  use  of  the 
invention,  considering  the  nature  of  it  and  the  business  to  which  it 
was  applied,  having  been  extensive  and  protracted.  Stutz  v.  Arm- 
strong, 25  Fed.  BepW^  147. 
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236.  Trebling  the  Damages, 

The  proper  course  is  for  the  jury  to  find  the  actual  damages 
sustained  by  the  patentee  by  the  infringement^  and  it  is  discretion- 
ary with  the  court,  in  view  of  the  circumstances  of  the  case,  to 
render  judgment  for  any  sum  not  exceeding  three  times  the  amount 
of  the  verdict.  Wilbur  t>.  Bcecher,  2  Blatchf.  132,  143  ;  Couover 
V.  Dohrman,  3  Fish.  Pat.  Cos.  382  ;  Judson  v.  Bradford,  16  Pat. 
Off.  Gaz.  171  ;  8  Bann.  <b  A.  Pat.  Cas.  539  ;  Stephens  v.  Felt, 
2Blat^hf.  37  ;  Guyon  v.  Serrell,  1  Blatchf.  244  ;  Hall  v.  Wiles,  2 
Id.  194  ;  Parker  v.  Ilulme,  1  Msh.  Pat.  Cas.  44,  56.  To  nearly 
same  effect,  Seymour  v.  McCormick,  16  Jloto.  480  ;  Livingston  v. 
Wood  worth,  16  Ifow.  546  ;  Saunders  v.  Logan,  2  Pish.  Pat.  Cas. 
167  ;  9  Am.  L.  Reg.  475  ;  2  PitUh.  241. 

The  actual  damages  are,  as  a  general  rule,  all  that  can  be 
reasonably  claimed  for  an  infringement,  though  cases  may  arise 
where  the  circumstances  are  aggravated,  and  such  as  to  repel  alto- 
gether the  bona  fides  of  the  infringement,  in  which  the  power  to 
increase  the  verdict  should  be  exercised.  Each  case  must  depend 
upon  its  own  circumstances.  Guyon  v.  Serrell,  1  Blatchf.  244 ; 
Peck  t?.  Frame,  9  Blatchf.  194  ;  6  Fish.  Pat.  Cas.  113.  See,  also, 
Russell  t;.  Place,  Id.  134.  They  may  be  increased  notwithstanding 
plaintiff,  by  reason  of  delay  in  filing  a  disclaimer,  cannot  recover 
costs.     Guyon  v.  Serrell,  1  Blatchf.  244. 

Previous  to  the  act  of  1836,  the  courts  were  compelled  to  treble 
the  damages.  Since  that  act  they  are  not  compelled  to  do  so,  but 
may  increase  them  or  not,  at  their  discretion,  within  the  threefold 
limit.  In  the  exercise  of  that  discretion,  the  court  will  not  increase 
them  if,  in  their  opinion,  the  jury  have  already  exceeded  their 
proper  measure  (Stimpson  v.  Railroads,  1  Wall.  Jr.  164;  see,  also, 
Allen  V.  Blunt,  2  Woodb.  <£  Jf.  121)  ;  or  where  no  special  reasons 
are  shown,  such  as  malice,  insufficiency  of  the  verdict,  or  the  like, 
for  trebling  (Schwarzel  v.  Holenshade,  2  Bondy  29  ;  3  Fish.  Pat. 
Cas.  116)  ;  or  when  the  action  was  brought  after  the  expiration 
of  the  patent,  and  is  prosecuted  merely  to  collect  damages  (Bell 
V.  McCullough,  1  Bond,  194  ;  1  Phh.  Pat.  Cas.  389)  ;  or  in  favor  of 
a  mere  assignee  of  the  right  of  action.  Schwarzel  v.  Holenshade, 
2  Bondy  29  ;  3  Fish.  Pat.  Cas.  116. 

Tlie  power  has  been  granted  chiefly  for  the  purpose  of  empower- 
ing the  courts  to  remunerate  parties  driven  to  litigation  to  sustain 
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their  patents,  by  wanton  and  persistent  infringement.  Brodie  v. 
Ophir  Silver  Mining  Co.,  5  Sawyer^  608  ;  4  Ush.  Fat.  Cos.  137. 

The  Federal  courts  sitting  in  equity  had  no  power,  under  the 
act  of  July  4,  1836,  §  14,  to  treble  the  damages  found  by  them  for 
violating  a  patent  right,  as  they  might  do  when  sitting  at  law,  and 
on  a  verdict  and  judgment.  Livingston  v.  Jones,  3  WaU.  Jr,  330  ; 
2  FUh,  Pat.  Cas.  207. 

That  the  power  of  "  trebling,'*  as  conferred  by  Rev.  Stat. 
§§  4119,4121,  does  not  extend  to  profits,  but  is  limited  to  damages, 
see  Campbell  v.  James,  5  JBann.  db  A.  Fat.  Cos.  630  ;  rev'd  on 
other  points,  104  U.  S.  356.  But  under  Hev.  Stat,  §  4919,  where 
it  appeared,  in  a  suit  in  equity  for  infringement  of  a  patent,  that 
the  defendant's  profits  derived  from  the  use  of  the  plaintiff's  inven- 
tion, did  not  amount  to  as  much  as  the  plaintiff's  damages 
arising  from  the  infringement,  it  was  held  that  the  court 
might  add  to  the  amount  of  such  profits,  a  sum  sufficient  to  make 
the  amount  decreed  equal  to  the  plaintiff's  damages.  Simpson  v. 
Davis,  22  Blatchf,  113 ;  22  Fed.  RepW,  444  ;  Willimantic  v.  Clark 
Co.,  27  Fed.  Rep%  865. 

237.    Bight  to  recover  Profits. 

Another  mode  of  ascertaining  the  damages  is  by  inquiring  what 
]>rofits  the  infringer  has  realized  from  his  unlawful  use  of  the 
invention.  In  this  class  of  cases,  the  plaintiff's  measure  of  damages 
is  the  amount  of  profits  actually  received  by  the  defendant  from 
the  sales  complained  of.  Lowell  v.  Lewis,  1  Mas.  182  ;  Wilbur  -i*. 
Beecher,  2  Blatchf.  132,  143.  S.  P.,  Hall  v.  Wiles,  Id.  194  ;  Pitts 
V.  Hall,  Id.  229,  239. 

In  an  action  on  the  case  for  an  infringement,  it  is  erroneous  to 
instruct  the  jury  that  the  true  rule  in  regard  to  damages  is  the 
profits  made  by  the  defendant  by  the  infringement.  The  true  rule 
is,  what  the  plaintiff  has  lost,  and  not  what  the  defendant  has 
gained.     Cowing  v.  Rumsey,  4  Fish.  Pai.  Cos.  275. 

Where  a  patentee  claims  as  damages  a  loss  of  profits  caused  by 
a  loss  of  sales,  resulting  from  an  infringement,  he  must  establish, 
by  satisfactory  evidence,  that  he  would  have  sold  more  of  the 
patented  articles  than  he  did  sell,  if  the  infringing  articles  had  not 
been  sold,  and  what  profit  he  would  have  made  on  them,  and  what 
pait  of  such  profit  is  to  be  assigned  to  the  invention  patented. 
Such  evidence  must  not  be  conjecture  and  speculation.     Ingersoll 
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V.  Musgrove,  14  BkUchf.  541  ;  13  Fat.  Off.  Gaz.  966  ;  3  J?ann.  S 
A.  Pat.  Cos.  304. 

Tho  measure  of  damages  for  infringement  of  a  patent  is  tbe 
profits  that  the  plaintiffs  would  have  made  on  the  sales  of  the 
patented  article  had  they  supplied  the  customers  to  whom  the 
defendants  sold  such  article.  In  estimating  the  amount  of  such 
profits  the  cost  of  manufacture  and  sale  should  be  deducted,  and  on 
sales  of  a  large  amount,  clerk-hire,  storage,  freight,  &c.,  should  be 
considered  as  part  of  such  cost.  Zane  v.  Peck,  23  Fat.  Off.  Gaz, 
191. 

The  measure  of  damages  for  an  infringement,  where  the  defend- 
ant sold  articles  similar  to  those  patented,  at  a  loss,  was  held  to  be 
the  profits  the  plaintiff  would  have  made  on  the  trade  he  would  have 
had,  and  not  on  the  amount  of  sales  made  by  the  defendant ;  since 
it  was  to  be  inferred  that  the  plaintiff  at  his  price  would  not  have 
sold  as  many  as  the  defendant  did  at  his.  Hall  v.  Stern,  20  Jfhd. 
Hep'r,  788. 

Should  a  party  invent  a  machine  having  no  value  alone,  and  unsal- 
able, and  then  use,  in  connection  with  his  machine,  the  invention  of 
another,  which  gives  to  the  former  a  market  value,  the  measure 
of  damages  is  not  the  entire  amount  of  profit,  but  the  profit 
derived  from  tbe  connection.  Whitney  v»  Mowry,  4  Fish.  Fat. 
Caa.  141  ;  rev'd  on  other  points,  14  Wall.  620. 

Where  the  patent  is  for  an  improvement,  the  patentee  is  not 
entitled  to  all  the  profits  that  accrued  in  the  manufacture  of  tho 
whole  article,  but  merely  to  the  profits  which  were  realized  as  the 
consequence  of  the  improper  use  of  the  improvement.  Littlefield 
V.  Perry,  2 1  Watt.  205  ;  1  Fat.  Off.  Gaz.  964  ;  Ingels  v.  Mast,  1 
FiipptHy  424  ;  2  Bann.  ik  A.  Fat.  Cas.  24  ;  Gould's  Manuf.  Co.  v. 
Cowing,  12  Blatchf.  243  ;  8  Fat.  Off.  Gaz.  277  ;  1  Bann.  A  A.  Fat. 
Cos.  376;  Gould's  Manuf.  Co.  t>.  Cowing,  14  Blatchf.  315;  12  Fbt. 
Off.  Gaz.  942  ;  3  Bann.  S  A.  Fat.  Cas.  75  ;  Black  v.  Munson,  14 
Blatchf.  265;  2  Bann.  eft  A.  Fat.  Cas.  623;  Vaughan  v.  Cent.  Pac. 
R.  R.  Co.,  4  Saw.  280;  3  Bann.  d  A.  Fat.  Cas.  27  ;  Star  S.  C.  Co. 
v.Crossman,  4  Bann.  <t  A.  Fat.  Cas.  666;  Maier  v.  Brown,  17  Fed. 
Iiep\  736.    See  Manuf.  Co.  v.  Cowing,  105  U.  S.  253. 

On  an  injunction  bill  to  restrain  the  infringement  of  a  patent, 
where  there  is  no  dispute  as  to  the  title,  the  circuit  court  has  juris- 
diction, under  the  act  of  1836,  §  17  (5  Stat.  124),  to  refer  the  case 
to  a  master  to  take  an  account  of  the  profits  of  which  the  plaintiff 
has  been  deprived  by  reason  of  tho  infringement,    llio  defendant 
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is  regarded  as  having  been  in  the  use  and  enjoyment  of  the  prop 
erty  of  the  patentee,  and  as  being  bound  in  eqaity  to  account  for 
the  profits.    Allen  v.  Blunt,  1  Blatchf,  480  ;  8  JVI  T.Leg.  Obi,  105 

An  infringer  of  a  patent  is,  in  equity,  a  trustee  of  the  patentee, 
of  the  gains  derived  by  him  from  the  infringement.  Wetherill  v. 
New  Jersey  Zinc  Co.,  1  JBann.  <t  A.  Pat.  Cos.  485. 

A  party  who  has  earned  profits  by  the  infringement  of  a  patent 
is  chargeable  as  trustee  for  the  use  of  the  real  owner.  Vaughan  v. 
East  Tennessee,  Virginia,  Ac.  R.  R.  Co.,  11  Fat.  Off.  Gaz.  798  ;  I 
Flipping  621  ;  2  Bonn,  cfc  A.  Fat.  Cos.  537. 

There  is  no  right  of  action  recognized,  to  recover  profits  for 
infringing  a  patent,  founded  on  the  theory  that  such  profits  should 
be  treated  as  trust  funds,  and  the  infringer  considered  as  a  trustee 
de  son  tort.  The  act  of  infringement  is  but  a  simple  taking  and 
using  another's  property,  without  authority,  for  one's  own  advan- 
tage ;  and  this,  of  itself,  does  not  confer  equity  jurisdiction.  Sayles 
V,  Richmond,  Fredericksburgh,  Ac.  R.  R.  Co.,  3  Hughes^  172  ;  25 
Int  JRev.  Bee,  209  ;  16  Fat.  Of.  Gaz.  43  ;  7  B^'r,  743  ;  4  Ba^in. 
d  A.  Fat.  Cos.  239. 

The  profits  recoverable  in  equity  by  the  owner  of  a  patented 
invention  from  an  infringer  are  such  only  as  result  directly  and 
immediately  from  the  infringement.  Remote  and  contingent 
profits  are  not  recoverable.  Where  the  defendants  in  a  suit  in 
equity,  by  their  use  of  the  complainant's  patented  process  of  pre- 
serving  fish,  were  enabled  to  withdraw  fish  from  the  market  and 
thus  obtain  a  higher  price  for  their  unpreserved  fish  than  they 
would  otherwise  have  received,  it  was  held^  that  the  profits  resulting 
from  such  increased  price  were  too  remote  and  indirect  to  be 
charged  against  the  defendants  as  profits  realized  from  their 
infringement.  Piper  v.  Brown,  1  Holmes^  196  ;  6  JBlsh.  Fat.  Cas. 
240. 

Where  a  patentee  is  entitled  to  profits,  he  is  entitled  to  any 
profit  the  infringer  has  made  by  the  unlicensed  use  of  the 
contrivance  included  in  the  monopoly,  and  of  that  alone,  without 
regard  to  profit  or  loss  on  the  whole  structure  or  machine  of  which 
such  mechanism  forms  a  part,  and  without  recoupment  for  losses 
on  other  infringing  mechanisms  made  or  sold.  Graham  t;.  Mason, 
1  Holmes,  88;  6  Fish.  Pat.  Cos.  290;  1  Pat.  Off.  Gaz.  609. 
Compare  Calkins  v.  Bertrand,  8  Fed.  Bep^r,  765  ;  Putnam  v, 
Lomax,  9  Fed.  JJ^pV,448  ;  10  Biss.  646  ;  23  WaU.  261. 

Where  the  infringer  has  made  a  profit  on  one  fraction  of  the 
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mechanisms  made  and  sold,  but  has  met  with  losses  on  a  larger 
fraction^  so  that  a  correct  account  of  the  whole  operation  would 
show  a  loss  on  the  total  manufacture,  the  patentee  is  entitled  to  the 
profits  made  on  a  bill  counting  generallj  against  the  infringer, 
without  offset  or  deduction  for  losses  made  in  the  manufacture  and 
sale  of  other  infringing  mechanism.    Graham  v.  Mason,  supra. 

Where  the  patented  invention  consisted  of  a  '^  bridle-motion  '^ 
attachment  for  looms, — held,  that  the  complainants  had  no  right 
to  any  portion  of  the  profits  which  the  defendants  made  upon  the 
looms  to  which  the  infringing  mechanism  was  attached.     lb. 

Where  some  of  the  infringing  mechanisms  made  and  sold  by 
the  defendant  in  a  suit  in  equity  on  a  patent,  were  made  after  a 
pattern  of  his  own,  differing  from  the  complainant's  in  form,  which 
was  claimed  to  increase  the  value,  and  lessen  the  cost  of  manufac- 
ture of  the  mechanism, — /leld,  that  the  complainants  were  entitled 
to  recover  all  the  i)roiits  on  all  the  articles  sold,  inclnding  those 
made  according  to  the  defendant's  own  pattern.     lb. 

And  where  an  infringer  sold  parts  of  infringing  mechanisms 
to  repair  and  restore  such  mechanisms  previously  sold  by  him, — 
held,  that  the  complainants  were  entitled  in  equity  to  recover  the 
profits  made  on  the  sales  of  such  parts,  as  well  as  on  the  sales  of  the 
original  mechanism.     lb. 

In  cases  in  which  gains  and  profits  alone  are  to  be  awarded, 
when  the  defendant  has  used  the  infringing  machine  so  unskillf ully, 
or  in  a  manner  so  unbusiness-like,  that  he  has  made  no  profit,  the 
complainant  can  recover  none.  But  the  defendant  cannot  prejudice 
complainant's  right  to  recover,  by  applying  the  gains  arising  from  the 
use  of  an  infringing  machine,  to  make  up  losses  on  other  branches 
of  his  business.  Conover  v.  Mers,  11  JBlatchf.  197  ;  6  JFXsh,  Put, 
Cos.  506. 

An  infringer  is  liable  for  profits  although  he  might  have 
employed  some  other  contrivance  than  the  one  used  to  quite  the 
same  profit.    Burdett  v.  Estey,  3  Md.  JRep*r,  666  ;  19  Blatchf.  1. 

No  profits  will  be  decreed  on  accounting  for  infringement  where 
none  have  accrued  ;  but  in  proper  cases  damages  may  be  had  under 
Rev.  Stat.  §4921.     lb. 

The  rule,  that  the  profits  which  a  plaintiff,  who  has  made  and 
patented  an  improvement  upon  an  existing  machine  or  manufacture, 
is  to  recover,  must  bo  those  only  which  can  be  proved  to  have 
resulted  from  his  own  particular  improvement  upon  the  existing 
machine  or  manufacture,  and  that  the  burden  of  proof  of  such 
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profits  is  upon  hinHy  stated  and  applied.  Star  Salt  Caster  Co.  Vm 
Crossman,  4  Bann.  it  A.  Pat.  Cos.  566.  See,  also,  GarretsoD  9. 
Clark,  15  Blotch/.  70  ;  14  I\U.  Off.  Gaz.  485  ;  4  Bann.  <ft  A.  Pai. 
Cos.  536  ;  also  16  Pat.  Off.  Gaz.  806  ;  4  Bann.  it  A.  Pat.  Cas. 
536  ;  Kirby  v.  Armstroog,  5  Ped.  Rep\  801 ;  10  BisM.  135  ;  11> 
Pat.  Off.  Gaz.  661  ;  Calkins  v.  Bertrand,  8  Fed.  Bep'r^  755  ;  10 
Bis8.  445  ;  WilUmantio  Thread  Co.  v.  Clark  Thread  Co.,  27  Fed. 
Bep\  865. 

In  cases  of  willful  infringement,  respondents ooght  to  be  held  to 
the  most  rigid  accountability,  and  no  intendment  ought  to  be  made 
in  their  favor  founded  upon  the  alleged  inconclnsiveness  of  the 
complainant's  proof  of  loss.  Snch  proof  ought  to  be  interpreted 
most  liberally  in  favor  of  complainants,  within  the  limit  of  an 
approximately  accurate  ascertainment  of  their  damages.  Bigelow 
Carpet  Co.  v.  Dobson,  10  Fed.  BepW^  385  ;  13  i?«/>V,  265. 

Where  a  patentee  is  himself  the  infringer  of  rights  under  the 
patent  which  he  has  assigned,  equity  looks  upon  him  as  a  trustee 
faithless  to  his  trust ;  the  violator  of  rights  which  he  was  bound  to 
protect.  It  will  accordingly  charge  him  for  all  profits  improperly 
made,  as  well  for  profits  on  original  patents,  the  subject  of  original 
bill,  as  for  profits  made  on  reissues  obtained  pendente  lite,  and  the 
subject  of  a  supplemental  bill.     Littlefield  v.  Perry,  21  WalL  205. 

No  stipulations  between  a  patentee  and  his  assignee,  as  to 
royalty  to  be  charged,  can  prevent  the  latter  from  recovering  from 
an  infringer  the  whole  profits  realized  by  reason  of  the  infringe- 
ment.    Elizabeth  v.  Pavement  Co.,  97  U.  S,  126. 

Where  it  appears  that  some  of  the  defendants  have  not  been 
jointly  concerned  in  the  infringement  for  the  whole  time  covered 
by  the  account,  the  several  liability  of  all  must  be  apportioned  ia 
making  up  the  decree.     Tatham  v.  Lowber,  4  Blotch/.  86. 

In  a  suit  against  three  defendants,  it  is  proper  to  award  against 
all  three  the  profits  made  by  them  jointly,  while  partners,  and 
against  two  of  them  the  profits  they  made  after  their  partnership 
with  the  third  defendant  was  dissolved,  and  while  they  were  using 
the  patented  invention  in  conjunction  with  a  fourth  person,  not  a 
defendant.  Herring  v.  Gage,  15  BUitch/  124  ;  3  Bann,  £  Al.  Pat. 
Cas,  396. 

Where  the  thing  patented  was  made  in  one  district  and  used  in 
another,  and  the  bill  prays  for  profits  from  both  making  and 
using  and  for  an  injunction,  plaintiff  may  recover  profits  resulting 
from  either  making  or  using  within  the  jurisdiction  of  the  court, 


MEASURE  OF  DAMAGES.  367 

and  obtain  an  injunction  against  making,  using  and  vending  within 
the  same.  Locomotive  Engine  Safety  Truck  Co.  v.  Erie  Ry.  Co., 
6  Msh.  Pat.   Cas,  187;  10  Match/.  292  ;  3  Pat.  Off.  Gaz.  93. 

Since  Rev.  Stat.  §  4921,  a  court  of  equity  has  power,  in  a  suit 
for  infringement,  to  award  damages  for  such  loss  as  complainant 
has  sustained,  in  addition  to  the  profits  he  has  lost.  But  profits 
continue  to  be  proper  measure  of  damages  in  equity,  except  where 
the  injury  is  greater  than  the  aggregate  of  what  was  made  by 
defendant.  Williraantic  Thread  Co.  v.  Clark  Thread  Co.,  27  Fed. 
MqPr,  865. 


238.   How  Profits  are  Ascertained  or  Estimated. 

The  damages  recoverable  upon  a  bill  in  equity  for  an  infringe* 
raent,  do  not  extend  to  the  entire  profits  realized  by  the  infringer  ; 
whether  the  patent  is  for  a  machine  or  a  process  of  manufacture. 
The  question  is  as  to  the  advantage  derived  by  the  infringer  by 
his  act.  Such  advantage  is  the  measure  of  profit  to  be  accounted 
for.  Mo  wry  v.  Whitney,  14  Wcdl.  620  ;  Cawood  Patent,  94  V.  S. 
695.  S.  P.,  Knox  v.  Great  Western  Quicksilver  Min.  Co.,  7  liep'Ty 
325  ;  14  Pat.  Off.  Oaz.  897  ;  4  Bann.  db  A.  Pat.  Cas.  25  ;  0 
/Sawyer^  430. 

If  the  patentee  docs  not  sell  rights  to  others,  but  uses  his  inven- 
tion exclusively  himself,  and  furnishes  the  products  to  the  commun- 
ity himself  out  of  his  own  manufactory,  the  profits  of  sales  may 
become  the  criterion  of  the  actual  damages  of  the  patentee.  Sey- 
mour V.  McCormick,  16  Moid.  480,  490  ;  rev'g  2  JBlatchf.  240  ;  see 
Seymour  v.  McCormick,  19  Bow.  96  ;  affg  3  JBlatchf.  209,  225. 

The  measure  is,  the  difference  between  cost  of  manufacture  and 
price  upon  sale  ;  and  a  controlling  consideration  is  that  the  wrong- 
doer shall  not  reap  an  advantage  from  his  wrong.  American  S. 
Co.  V.  Emerson,  8  Ped.  Eep\  806. 

Where  the  profits  made  by  a  defendant  from  the  unlawful  use 
of  a  patented  invention  amount  to  more  than  the  license  fees  for 
such  use  would  amount  to,  the  plaintiff,  although  exercising  his 
monopoly  by  the  granting  of  licenses,  is  entitled  to  recover  such 
profits  on  an  accounting  for  profits,  and  is  not  limited  to  such 
license  fees.  Wooster  v.  Taylor,  14  BUUtchf.  403  ;  3  Bann.  A  -4, 
Pat.  Cas.  241. 

Where  the  infringement  shown  is  of  the  invention  as  an  entirety  ; 
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as,  where  not  merely  the  new  parts  in  a  combination  of  new  and 
old,  but  the  entire  combination  was  used,  the  whole  profits  of 
infringer's  sales  are  profits  of  infringement.  Buggies  v,  Eddy,  2 
Jiann,  A  A.  Pat.  Caa.  627  ;  12  Pat,  Off.  Gaz.  716. 

Where  the  entire  value  of  the  whole  machine  as  a  marketable 
article  is  properly  and  legally  attributable  to  the  patented  features, 
the  profits  may  be  estimated  by  showing  the  profits  derived  from 
making  and  selling  the  article  containing  the  patented  features, 
and  the  profits  realized  from  the  manufacture  and  sale  of  other 
forms  of  the  same  article  not  embodying  the  same  features.  Gar- 
retson  v.  Clark,  16  Pat.  Off.  Gaz.  806  ;  4  Bann.  db  A.  Pat.  Caa. 
636. 

Where  the  infringed  patent  is  for  an  art,  a  fair  measure  of  the 
infringer's  actual  profits  is  the  saving  in  cost  of  production  by  the 
use  of  the  appropriate  invention,  over  the  cost  of  production  by 
oognate  means,  used  and  available.  Wetherill  v.  New  Jersey  Zinc 
Co.,  1  Bann,  <t  A.  Pat.  Cos.  485.  Compare  Manson  v.  New 
York,  16  Md.  Bep'r,  560  ;  16  Bep'r,  99. 

When  a  patent  covers  but  one  of  many  features  of  a  machine, 
the  gains  on  the  whole  machine  cannot  be  reckoned  as  damages  for 
infringement  thereof,  but  only  the  gains  arising  from  the  use  of  the 
special  device  or  element  claimed  by  such  patenU  The  burden  of 
proof  is  upon  the  complainant  to  separate  or  apportion  the  defend- 
ant's profits  and  complainant's  damages  between  the  features 
infringed  and  not  infringed,  and  such  evidence  must  be  reliable 
and  tangible,  not  conjectural  or  speculative ;  or  he  must  show  by 
equally  reliable  and  satisfactory  evidence  that  the  profits  and  dam- 
ages are  to  be  calculated  on  the  whole  machine  for  the  reason  that 
the  entire  value  of  the  whole  machine  as  a  marketable  article  is 
properly  and  legally  attributable  to  the  patentable  features.  Cal- 
kins V.  Bertrand,  8  Md.  Rep^r^  755  ;  10  Bias.  445. 

The  general  principle  is  that  a  patentee  is  limited  in  his  recov- 
ery of  damages  for  infringement  to  such  profits  as  may  be  properly 
apportioned  to  the  nse  of  his  improvement.  He  can  only  recover 
profits  upon  the  entire  article  when  such  article  is  wholly  his  own 
invention,  or  when  its  entire  value  is  properly  and  legally  attributa- 
ble to  the  patented  feature.  Thus,  if  one  discovers  a  new  compo- 
sition of  matter,  such  as  gun-cotton,  nitro-glycerine,  or  vulcanized 
rubber,  or  invents  some  new  machine,  such  as  the  telephone,  or 
some  new  article  of  manufacture,  such  as  barbed  wire,  or  a  new 
pavement,  he  is  entitled  to  damages  arising  from  the  manufacture 
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and  sale  of  the  entire  article.  But  if  hie  invention  be  luutbd  Ui 
some  particular  part  of  a  large  machine,  such  aa  the  mttoff  of  an 
engine,  the  axle  of  a  wagon,  or  l^e  seat  upon  a  noowhtgunaeliine, 
it  is  equally  clear  that  his  recovery  must  be  limited  to  s«ek  pfoftts 
as  arise  from  the  manufacture  and  sale  of  the  patented  feature* 
His  damages,  too,  must  be  proved,  and  not  left  to  oonjeetofe ;  and 
the  fact  that  it  is  impossible  to  separate  the  profits  arising  from 
the  improvement  from  those  incident  to  the  manufaoture  of  the 
whole  machine,  is  an  insufficient  reason  for  awarding  the  plaintiff 
more  than  he  is  justly  entitled  to  receive.  In  case  he  is  unable  to 
prove  how  much  of  the  entire  profit  upe^n  the  machine  is  due  to 
his  patent,  he  can  recover  only  nominal  charges  Maier  t^.  Brown, 
17  Ihd,  Rep'r^  786  ;  10  BisB.  546  ;  16  RqPr,  685  ;  Fiteh  v.  Bragg^ 
16  Fed.  Rep^r^  243  ;  21  BUUohf.  a02. 

Tn  entimating  profits  made  by  the  infringer, — the  saving  to  him 
by  the  use  of  the  patented  mao}mie,-«-oomparison  most  be  made 
between  the  use  of  the  patented  invention,  and  the  use  of  what  was 
known  and  open  to  the  public  before  the  date  ot  the  patent,  not 
with  subsequent  appliances.  Turrell  v.  Illinois  Central  Ry.  Co.,  20 
Fed.  JRepWy  012  ;  Knox  v.  Great  Western  Quicksilver  Mining 
Co.,  14  Pat.  Off.  Qaz.  897 ;  7  iZ^V,  325  ;  4  Bann.  d  A.  J\a. 
Cos.  25. 

In  estimating  the  profits  realized  from  infringement  of  a  patent, 
compensation  is  not  allowed  the  infi-inger  for  his  time  and  labor. 
Piper  V.  Brown,  1  Holmes^  190 ;  0  Fith.  PcU.  Cos.  240. 

An  allowance  to  the  respondents  of  charges  for  extra  work  and 
materials  upon  condition  of  their  assignment  of  the  (Aiarges  to  the 
complainant  will,  if  the  arrangement  is  an  equitable  one,  be  con*- 
firmed  by  the  court.  Brady  v.  Atlantic  Works,  16  PiU.  Off.  Qaz. 
965  ;  3  Bann.  d>  A.  Pctt.  Cos.  577. 

The  profits  for  which  an  infringer  is  chsrgedble  lire  to  be  eoOH 
puted,  for  a  machine,  by  deducting  from  the  articles  made  idl  the 
elements  of  costs  in  their  production.  Troy  Iron,  Ae.  Paotery  v. 
Corning,  6  BUztchf.  328  ;  8  FUh.  Pctt.  Com.  497. 

In  an  accounting  for  profits,  the  defendant  cannot  be  credited 
with  a  sum  of  money  as  a  salary  earned  by,  and  paid  to  himself 
while  engaged  in  the  business  which  earned  the  profits.  Williams 
V.  Leonard,  9  BkUchf.  476  ;  5  Fish.  Pat.  Ca».  881. 

Interest  on  the  cost  of  a  device,  and  the  cost  of  power,  are  to 
be  allowed  as  deductions  from  profits,  only  when  it  is  shown  they 
XL— 24 
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have  been  paid  or  incorred  as  debts.  Ilerring  v.  Gage^  15  Blalchf. 
124;  3  Bonn.  A  A.  l^aJt.  Cas.  396. 

In  what  cases  the  defendant  is  accountable  only  for  what  pro* 
fits  he  actually  made,  not  for  what,  by  diligence  and  skill,  he  might 
have  received,  see  Livingston  v.  Wood  worth,  15  Sow,  546  , 
Dean  v.  Mason,  20  How.  198  ;  Brady  v.  Atlantic  Works,  15  PaL 
Off.  Gaz.  965  ;  3  Bann.  cfc  A.  Fat.  bos.  677. 

Where  the  defendants  are  manufacturing  under  a  patent  which, 
although  an  infringement  of  the  complainant's  patent,  contains 
valuable  improvements  upon  it,  and  for  which  the  defendants  pay 
«  royalty,  the  amount  of  the  royalty,  paid  by  them  is  a  proper 
item  to  be  deducted  from  the  aggregate  amount  of  profits  realized 
by  them.  The  fact  that  the  defendants  have  not  actually  paid  the 
license  fee  to  the  owner  of  the  subsequent  patent  does  not  change 
the  rule,  when  it  is  shown  that  they  are  liable  for  the  amount  of 
such  royalty.     La  Baw  v.  Hawkins,  2  Bann.  tt  A.  Pat.  Cas.  561. 

There  cannot  be  any  rule  for  estimating  profits  which  will 
apply  equally  to  all  cases.  The  mode  of  estimating  profits  must 
depend  upon  the  peculiar  nature  of  the  monopoly  granted.  Mason 
V.  Graham,  5  FUh.  290  ;  1  Holmes^  88 ;  1  Pat.  Off.  Gaz.  608  ; 
reversed  on  other  points,  7  Pat.  Off.  Gaz.  833  ;  23  Wall.  261. 


239.     What  Awards  of  Profits  have  been  made  under 

Special  Circumstances. 

A  question  of  infringement  had  be jn  settled  in  favor  of  plaint- 
iffs, and  reference  made  to  a  master  to  report  the  amount  of  dam- 
ages sustained  by  plaintiffs  for  the  use  by  defendants  of  their 
invention.  The  master  in  his  report  based  his  opinion  upon  the 
productive  capacity  of  the  machines  employed.  It  was  held^  that  the 
calculation  should  have  been  made  on  the  actual  production  of  such 
machines  of  the  article  manufactured.  Webster  v.  New  Bruns* 
wick  Carpet  Co.,  9  Pat.  Off.  Gaz.  203;  2  Bann.  it  A.  Pat.  Cas.  67. 

Where  the  suit  was  for  infringing  patents  for  certain  improve- 
ments in  coal  stoves  (coal  stoves  generally  and  various  improve- 
ments on  them  having  been  long  known),  and  decretal  order 
directed  account  of  all  the  profits  which  the  defendants  have 
received  from  the  manufacture,  use,  or  sale  ''of  stoves,  &c., 
embracing  the  improvements  described  in  and  covered  by  the  said 
letters  patent  and  the  reissues  thereof,  or  any  of  them,'*  it  was 
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hcidy  that  the  order  was  too  broad.  The  true  question  is,  "  What 
advantage  did  the  defendant  derive  from  using  the  complainant's 
invention  over  what  he  had  in  using  other  processes  then  open  to 
the  public,  and  adequate  to  enable  him  to  obtain  an  equally  bene- 
ficial result  ? '^  And  the  fruits  of  that  advantage  are  his  profits, 
and  to  be  accounted  for.     Littlefield  v.  Perry,  21  WclII.  205. 

The  defendants,  vendors  of  organs  generally,  and  selling,  some- 
times organs  having  a  patented  invention  consisting  of  a  combina- 
tion of  what  was  called  a  **  tremolo  attachment "  with  the  organ, 
and  sometimes  organs  without  the  attachment,  were  decreed  guilty, 
in  their  sales  of  organs  with  the  attachment,  of  infringing  the  com- 
plainant's patent.  It  was  heldy  that  in  ascertainment  of  profits  made 
by  them  from  the  sales  of  the  organs  with  the  tremolo  attachment, 
it  was  proper  to  let  them  prove  the  general  expenses  of  their 
business  in  effecting  sales  of  organs  generally,  and  deduct  a  ratable 
proportion  from  the  profits  made  by  the  tremolo  attachment.  The 
Tremolo  Patent,  23  WaU.  518  ;  aff'g  9  BUitchf.  385,  650 ;  6  Fish. 
Pat.  Cos.  310,  637. 

An  order  in  a  suit  in  equity,  requiring  the  defendant  to  file  a 
monthly  account,  on  oath,  of  all  '^  iron  safes  hereafter  manufactured 
and  sold  by  him,"  will  be  sufficiently  complied  with,  by  giving  their 
number  and  inside  dimensions,  without  stating  the  prices  at  which 
sold,  or  the  names  of  the  purchasers.  It  is  sufficient  to  describe  the 
articles  in  the  account,  so  that  persons  in  the  trade  can  determine 
the  value  or  price  of  them  in  the  market,  with  a  view  to  the  amount 
of  profits.     Wilder  v.  Gayler,  1  Blatchf.  511. 

The  proper  principles  on  which  profits  are  to  be  computed 
against  an  infringer,  explained,  where  the  patent  infringed  was  for 
an  improved  kind  of  fuel,  and  the  master  proceeded  on  the  princi- 
ple of  charging  as  profits  the  value  of  the  wood  which,  but  for  the 
use  of  the  patented  fuel,  defendant  must  have  burned.  Black  v. 
Thome,  12  Blatehf.  20  ;  7  Fat.  Off.  Oaz.  176  ;  1  Bann.  it  A.  Fat. 
Can.  165. 

Proper  mode  of  computing  profits  determined,  in  a  case  where 
the  master  allowed  the  plaintiff  for  each  article  sold  by  defendant, 
the  plaintiff's  selling  price,  less  cost  and  commission  for  making 
sales ;  and  this  was  held  erroneous  because  there  was  no  proof  that 
all  who  bought  from  defendant  would  have  bought  from  plaintiff. 
Buerk  t^.  Imhaeuser,  U  Blatchf.  19  ;  10  Pat.  Off.  Gaz.  907;  2  Bonn, 
A  A.  Pat.  Oaz.  452. 

The  proper  mode  of  ascertaining  the  profits  made  by  an  infringer 
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explained  ;  sod  Iteld,  that  in  the  particolar  ease  the  proper  inquiry 
was,  not  what  saving  the  defendant  had  made  bj  using  the  patented 
device,  over  the  saving  which  he  might  have  made  if  he  had  used 
any  or  all  of  various  other  devioei^  but  what  saving  he  had  made 
directly  by  using  the  patented  device.  Herring  v.  Gage,  15 
JBkttchf.  124  ;  a  Bonn.  A  A.  PcU.  Ca$.  396. 

An  interlocutory  decree  directing  an  account  of  the  gains, 
savings  and  advantages  due  to  the  infringement  of  a  patent,  in 
addition  to  the  prqftUy  and  awarding  eaiiSj  was  Ae^  proper.  Cobum 
V.  Schroeder,  8  I'ed.  Bq>'r,  521  ;  19  BJatchf.  493  ;  20  Pea.  Off. 
Gaz.  1085  ;  12  Rep\^  389. 

In  a  former  action  against  the  maker  of  the  infringii^  machine^ 
there  was  a  stipulation ''  that  the  amount  of  reeorery  to  be  adjudged 
ap^ainst  the  defendants  in  case  of  a  decree  for  complainant  shall  be 
fixed  and  determined  upon  the  evidence  in  the  case  submitted  at 
final  hearing,  and  both  parties  request  the  court,  in  case  of  a  decis- 
ion against  the  defendant,  to  fix,  as  the  amount  of  recovery,  such 
amount  of  damages  as  is  proved  by  such  testimony."    It  was  hMi^ 

1.  The  court,  by  giving  nominal  damages  in  the  absence  of 
proof,  did  not  thereby  adjudge  in  that  case  that  one  dollar  was  the 
value  of  the  invention. 

2.  The  amount  of  damages  to  be  recovered  against  the  user  of 
the  infringing  machine  was  the  profit  which  the  plaintiff  ordinarily 
received  on  the  sale  of  a  machine  of  the  same  size,  using  the  patent 
so  infringed;  if  such  profits  could  not  be  ascertained, they  could  not 
be  recovered.  Blake  v.  Greenwood  Cemetery,  16  Fed.  Rej^r^  676  ; 
25  Pat.  Off.  Gaz.  89  ;  15  Refr,  741. 

Plaintiff  was  the  owner  of  a  patented  impToveraent  in  trunks, 
which  consisted  in  covering  the  frame  of  the  trunk  with  narrow 
strips  of  wood,  laid  in  close  proximity  to  each  other,  all  around  its 
top  and  sides.  Defendant  infringed  by  manufacturing  and  selling 
trunks  containing  the  patented  covering.  It  was  hdd^  that  plaint- 
iff could  not  recover  the  net  profits  made  by  defendant  in  the  man- 
ufacture and  sale  of  the  entire  trunk,  but  was  limited  to  such  as 
were  properly  attributable  to  his  improvement.  A  proper  method 
of  estimating  damages  would  be  to  take  the  profits  made  by  the 
defendant  upon  one  of  these  trunks,  and  deduct  from  them  the 
profits  upon  an  ordinary  trunk  of  similar  size  and  general  descrip- 
tion. The  difference  might  be  properly  credited  to  plaintiff's 
invention.  Maier  v.  Brown,  17  Fed.  BepW^  736  ;  16  EepWy  685  ;  10 
Iii$B.  646. 
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Where  Congress  consent  to  an  action  *'  for  damages  occasioned 
by  the  annulment "  of.  the  claimant's  contract,  '^  and  also  for  the  us^ 
of  said  Nock's  patent  in  the  manufacture  of  mail  locks  subsequen/t 
to  such  annulment,"  the  claimant  may  recover  the  profits  which  hf 
would  have  made  under  his  contract  as  manufacturer,  or  a  royalty 
under  the  patent ;  but  he  cannot  have  both.  Damages  for  the  use 
of  his  ]>atent  are  included  in  his  profits  as  manufacturer.  Nock  % 
United  States,  2  Ct.  of  CL  45h 

'Various  principles  governing  the  estimate  and  allowance  of 
profits  against  a  corporation  found  chargeable  with  infringement  $ 
and  the  computation  of  expenses  of  manufacture  which  the  corpor- 
ation is  entitled  to  have  deducted  from  the  gross  prices  realized 
from  sales,  explained.  Steam  Stone  Cutter  Co.  f;.  Windsor  Manuf, 
Co.,  17  BkUchf.  24  ;  4  Bann.  A  A.  Pat.  Cos.  445. 

How  profits  are  to  be  ascertained,  in  ca9es  when  they  may  be 
allowed,  are  determined,  with  references  to  the  circumstances  of 
particular  cases.  Wilbur  v.  Beecher,  2  Jilatehf.  132, 143  ;  Tatham 
«}.  Lowber,  4  Blatchf.  86  ;  Harsh  v.  Warren,  14  BlaJtchf.  266  ; 
Bigelow  Carpet  Co.  v.  Dobson,  10  IH.  BepW^  385  ;  13  BepW^  265  ; 
Kendrick  ?;.  Emmons,  15  PaU  Off,  Qaz.  966. 

240.  Effect  of  Recovery  and  Payment  of  Damages, 

The  recovery  of  a  verdict  by  the  plaintiff,  in  an  action  for 
infringement,  does  not  pass  any  legal  right  to  the  defendant  to  use 
the  machine  made  by  him.  Every  future  use  will  be  an  infringe- 
ment of  the  plaintiff's  patent.  Whittemore  v.  Cutter,  1  OqU.  47^1 
484.  8.  P.,  Suffolk  Co.  V.  Hay  den,  8  WaU.  315.  But  compar/s 
Sickels  V,  Borden,  3  Blatchf  535. 

When  a  patentee  gets  his  remuneration  by  the  sale  of  his  pat- 
ented machine  for  use  by  others,  a  recovery  of  profits  and  damages 
from  the  manufacturer  of  an  infringing  machine,  followed  by  pay* 
ment,  is  a  full  compensation  for  his  injuiy,  and  places  him  in  the  same 
position  as  if  he  had  made  and  sold  the  machine  himself ;  and  pon« 
fers  on  defendant  the  right  to  use  the  machine  while  its  lasts.  The 
patentee  has  obtained  all  that  the  law  gives  him,  and  the  particular 
article  or  machine  becomes,  in  effect,  licensed  by  the  patentee. 
Perrigo  V.  Spanlding,  13  Blatchf  889  ;  12  Pat.  Off.  Qm.  zn  ;  2 
Bann.  A  A.  Pqit.  Can.  348.  S.  P.,  Booth  t?.  Seevera,  19  Fat  Off. 
6az.  1140  ;  Spaylding  w.  Page,  1  JSatcyer,  702 ;  4  jFwA.  Paf.  Pa9. 
461  ;  4  Am.  Z.  7!  U.  JS.  Cts.  166. 
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Wben  a  patentee  gets  his  remoneration  in  the  exclusive  ase  of 
his  machine  and  the  sale  of  its  products,  a  recovery  will  not  give 
the  infringer  any  right  to  the  further  use  of  the  infringing 
machine,     lb. 

The  damages  recovered  in  a  suit  for  infringement  are  merely  a 
satisfaction  for  prior  use,  and  do  not  free  the  parties  infringing 
from  the  operation  of  the  patent.  Matthews  v,  Spangenberg,  23 
Fat,  Off.  Gaz.  1824  ;  16  Fed,  Eep'r,  813. 

The  recovery  of  nominal  damages  in  an  action  for  infringement 
of  a  patent,  and  the  tender  of  such  sum  by  the  maker  of  the  machine 
so  infringing,  do  not  operate  as  a  license  to  the  maker  or  his  ven- 
dees as  to  existing  infringing  machines  so  made,  nor  as  a  bar  to  a 
recovery  in  another  action  against  a  subsequent  user  of  the  same 
machine.  Blake  v.  Greenwood  Cemetery,  16  Fed,  jRep\  676  ;  26 
Fat.  Off.  Gaz.  89  ;  15  Fep'r^  741. 

A  party  who  has  elected  to  take  judgment  for  profits  in  an 
•action  for  damages  for  infringement  of  a  patent,  which  judgment 
has  not  been  reversed,  cannot  prosecute  a  second  action  for  other 
.  damages  arising  out  of  the  same  acts  of  infringement.  For  a  sin- 
gle wrong,  the  damages  for  which  are  capable  of  ascertainment, 
and  which  is  not  in  the  nature  of  a  continuing  nuisance  or  trespass, 
only  one  action  will  lie,  and  the  damages  must  be  assessed  once 
for  all.     Child  v.  Boston,  &c.  Iron  Works,  19  Fed.  Fep%  258. 

The  owner  of  a  patent  who,  in  an  action  against  an  infringer 
who  has  made  and  sold  for  use  machines  covered  by  the  patent,  has 
recovered  the  profits  of  such  sales,  cannot  afterwards  recover  from 
a  purchaser  of  such  machines  profits  derived  by  him  from  the  use 
of  them.  Steam  Stone  Cutter  Co.  v.  Sheldon,  22  Blatchf.  484  ;  21 
Fed.  Eep'r,  875. 

241.  Statutory  Recovery  of  Damages^  in  Equity. 

The  object  of  the  new  provision  in  the  act  of  July  8,  1870,  §  59 
(now  Rev.  Stat.  §  4921), — that  a  complainant  in  equity  may  recover, 
in  addition  to  the  profits  accounted  for  by  defendant,  the  damages 
the  complainant  has  sustained, — was  to  enable  the  plaintiff,  by 
bringing  a  suit  in  equity,  to  recover  in  such  suit,  not  only  the 
profits  made  by  the  defendant  by  means  of  the  infringement,  but 
also  the  damages  sustained  by  the  plaintiff  thereby.  In  the  absence 
of  this  provision,  this  could  not  have  been  done.  But  under  this 
provision  a  plaintiff  cannot  recover,  as  damages,  any  items  which 
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he  coald  not  recover  as  damages  in  an  action  on  the  case.  Bancroft 
V,  Acton,  1  BkUchf.  505. 

In  a  suit  in  equity  for  an  infringement,  brought  before  the  pas* 
sage  of  the  act  of  1870,  both  profits  and  damages  could  not  be 
recovered.  Williams  v.  Leonard,  9  Blatehf.  476  ;  5  Fish.  Pat, 
Cos.  381. 

Where  a  decree  is  entered  for  complainant,  he  may  recover,  in 
addition  to  the  profits  to  be  accounted  for  by  the  respondent,  the 
damages  he  has  sustained,  and  the  court  may,  in  its  discretion, 
assess  the  same.  Profits  are  to  be  accounted  for  in  such  case  by 
the  respondent  whenever  the  descretal  order  to  that  effect  is 
entered  ;  and  if  the  injuries  sustained  by  the  complainant  from 
the  infringement  are  greater  than  the  gains  and  profits  realized  by 
the  respondent,  then  the  complainant  is  entitled  to  recover  compen- 
sation for  the  excess  of  the  injuries  beyond  the  amount  estimated 
for  profits  of  the  respondent.  Carew  v.  Boston  Elastic  Fabric  Co., 
3  Cliff.  366 ;  6  FUh.  Pat.  Cos.  90 ;  1  Pat.  Off.  Qaz.  91. 

A  suit  in  equity  for  infringement  may  be  maintained  for  dam* 
ages  sustained  from  the  infringement  as  well  as  for  an  account  of 
profits  ;  but  if  the  profits  exceed  the  damages  the  former  only  will 
be  allowed.  And  the  damages  must  be  confined  to  the  direct  and 
immediate  consequences  of  the  infringement,  and  not  embrace  those 
which  are  both  remote  and  conjectural.  Buerk  v.  Imhaeuser,  10 
Pat.  Off.  Oaz.  907  ;  14  Blatchf.  19 ;  2  Bann.  it  A.  Pat.  Cob. 
452. 

The  terms  "  profits''  and  ^'damages,'*  as  used  in  the  patent  act, 
are  not  convertible.  Damages  are  to  be  awarded  '^  in  addition  " 
to  profits.  ^'  Profits  '*  refers  to  what  the  defendant  has  gained  by 
the  unlawful  use  of  the  patented  invention,  and  *'  damages "  to 
what  the  claimant  has  lost.  In  equity,  under  the  existing  laws,  a 
complainant  can  recover  both  profits  and  damages.  But  the 
amount  of  the  license  fee  fixed  by  the  complainant  is  usually  con- 
sidered a  proper  compensation  in  damages,  except  in  those  cases 
where  the  evidence  warrants  an  allowance  of  exemplary  or  punitive 
damages  by  reason  of  a  wanti>n  infringement.  Goodyear  Dental 
Vulcanite  Co.  v.  Van  Antwerp,  9  Pat.  Off.  Gaz.  497. 

The  damages  to  be  recovered  by  Rev.  Stat.  §§  4917,  4921,  are 
**  actual  damages,"  and  m^y  properly  be  awarded  in  a  case  where 
sale  of  an  infringing  device  has  enforced  a  reduction  of  price  of 
plaintifif's  device,  even  though  defendant  made  no  profits  and  the 
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lafendttit  may  hare  bad  no  lio^nse  fee*    Tale  Look  Mannf.  Co.  «. 
Sargent,  117  U.S.6Z6. 

Wliere  it  appeared  that  the  defendant  bad  derived  no  gains 
fvo&ta  or  adFantagea  by  reatton  of  his  iBfriogement^  the  oomplain* 
ant  waa  held  entitled  to  danaget  only,  to  be  limited  to  tbe  amount 
of  the  license  fee  established  by  bim.  Looomotive  Engine  Safety 
Truck  Co.  «.  Pennsylvania  B.  H.  Co^  9  Fid.  JUp'r,^71 ;  10  Bep'r, 
M  ;  a  Barm,  4  A.  JPcU.  Cos.  &14 ;  WiUiaois  9.  Bome»  Waiertown, 
Ac.  B.  Co.,  i  lid.  Jlq>'r,  792  ;  19  Blait^.  181 ;  17  FaL  Off^ 
Oat.  1447  ;  6  B^un.  4t  A.  Pat.  Ca$.  423. 

in  an  accounting  before  a  master  in  an  infringement  suit,  it 
•f>peared  that  the  defendants  had  made  no  profits  on  tlie  articles 
sold  by  tbem.  it  was  heid^  that  tbe  complainant  company  eouM  noib 
•reeover  as  damages  the  profits  it  would  have  made  en  the  ar^icl^s 
sold  by  the  defendants.  St.  Louia  Stamping  Co.  v.  Qninby,  ( 
JBann.  A  A.  I\xt.  Cob.  270. 

A  court  of  equity  has  no  jurisdiction  of  a  suit  to  reoov^  dant- 
ages  for  the  infringement  of  a  piOenty  vnless  there  is  a  valid  demand 
In  the  bill  for  an  injunction  against  further  infringesBeiit.  BurdeU 
V.  Oomstock,  15  IUp*r,  742. 

Profits  are  the  net  gains  of  the  infringer  from  the  nae  of  the 
patented  invention,  while  damages  ate  the  loeaee  austained  by  the 
owner  in  consequence  of  the  infringement.  Sometimes  the  profit^ 
of  the  infringer  form  the  sole  criterion  of  the  actual  daniages  sus- 
tained by  the  patentee,  and  then  a  report  of  the  net  gains  covers 
the  whole  ground  of  profits  and  damages.  In  other  instances  it 
would  be  the  duty  of  the  master  to  atdd  together  the  net  gains  of 
^he  infringer  and  the  license  fee  which  the  patentee  has  fixed,  and 
to  make  the  aggregate  the  measure  of  the  profits  and  damages 
which  the  wrongdoer  ougfat  to  pay.  La  Baw  v.  liawkins,  2  Bann. 
it  A,  Pat.  Cos.  561. 

Compensatory  damages  for  the  infringement  of  letters  patent 
may  be  allowed  in  equity,  notwithstanding  the  business  of  the 
infringer  was  so  improvidently  conducted  as  to  yield  no  substantial 
.profits.     Marsh  v.  Seymour,  97  U.  8,  348. 

Ko  profits  will  be  decreed  on  accounting  for  infringement, 
where  none  have  accrued,  but  in  proper  cases  damages  may  be  had 
under  Bev.  Stat.  §  4921.  Burdett  v.  Estcy,  3  Fed  JtepW^  Sfi6  ;  19 
BkUchf.  1. 

f>      Where  the  master  reported  that  there  were  no  di^m.ages  and  i^ 
profits,  but  that  the  use  of  the  patent  restored  the  salable  character 
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of  the  article  the  defendant  made,  and  thos  saved  tbe  defendant 
from  loss.  It  was  held^  that  the  money  value  of  such  advantage 
eould  1»e  reeovered  as  compensi^ioo.  Hargent  v.  Yate  Lock  Maiiuf. 
Co.,  n  Bhxtehf.  249  ;  aff*d,  llY  K  A  5»« ;  37  PM  O/:  Gaz.  106  ; 
4  Bann.  4b  A,  F<U.  Cos.  570. 

242.  Interest. 

Under  the  general  rule  that  interest  upon  unliqaidated  damages 
is  not  recoverable,  interest  is  not  allowable  upon  profits  awarded  to 
)>e  paid  over  by  an  infringer  of  a  patent,  to  the  patentee,  until  from 
date  of  final  decree.  Mowry  v.  Whitney,  14  Wall.  620.  To  same 
effect,  Silsby  v.  Foote,  20  How.  3V8  ;  rev'g  2  BlatcJ\f.  260  ;  Parks 
V.  Booth,  102  U.  8.  96  ;  Brady  v.  Atlantic  Works,  15  Fat.  Off. 
Gaz.  9i65  ;  3  Bonn,  df  A.  JPtU.  Cos.  577 ;  Holbrook  v.  Small,  17 
Foe.  Off.  Gaz.  55. 

As  a  general  rule,  interest  on  profits  is  not  allowable.  Special 
circumstances  may^  however,  justify  the  addition  of  interest, 
littleficld  V.  Perry,  21  WaU.  205. 

Interest  allowed,  in  particular  cases,  on  the  da^iages  reported 
by  a  master  for  an  infringement  of  patent.  Illinois  Central  B.  R. 
Co.  V.  Turrill,  110  K  A  301  ;  Tatham  v.  Lowber,  4  B.latc/{f.  86  ; 
Burdett  v.  Estey,  3  Md.  Bep'r,  566  ;  19  BkUchf.  1  ;  Steam  Stone 
Cutter  Co.  v.  Windsor  Manuf.  Co.,  18  BkUcl^f.  47  ;  5  Bann.  d> 
A.  Fat.  Cos.  335. 

Interest  is  properly  allowable  on  a  decree  for  profits  on  the 
infringement,  from  the  time  the  report  is  in  proper  form  for  excep- 
tions.    Turrill  v.  Illinois  Central  Ry.  Co.,  20  Fed.  Bep'r,  912. 

Interest  on  amounts  received  by  infringer,  and  how  affected  by 
filing  of  a  disclaimer  under  Rev.  Stat.  §  4922,  considered.  Burdett 
V.  Estey,  5  Bann.  Jb  A.  Fat.  Cos.  308. 

Interest  may  be  allowed  on  damages  for  infringement.  May  v. 
Fond  du  Lac  County,  91  Fed.  Bep'r^  691. 


248.  Allowance  for  Counsel  Fees^  and  other  Expenses. 

Counsel  fees  are  not  a  proper  element  for  the  consideration  of 
the  jury  in  the  estimation  of  damages,  in  an  action  for  an  infringe- 
ment. Teese  v.  Huntington,  23  Ifow.  2  ;  Phillip  v.  Nock,  17 
WaU.  4C0.    And  see  Whittemore  v.  Cutter,  1  Gall.  429  ;  Pierson 
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V.  Eagle  Screw  Co.,  3  Staryf  402 ;  Stimpson  v.  Railroads^  1  TFaK, 
Jr.  164  ;  Parker  v.  Hulme,  1  Msh.  Fat.  Cos.  44  ;  1  West.  Z.  J. 
420  ;  Simpson  v,  Leiper,  2  Whart.  Dig.  414  ;  Blanchard  Gun-Stock 
Turning  Factory  v.  Warner,  1  Blatchf.  258  ;  272,  note  1.  To  the 
contrary,  Boston  Manuf.  Co.  v.  Fiske,  2  Mas.  119  ;  Parker  v« 
Corbin,  4  McLean^  462  ;  Allen  v.  Blunt,  2  Woodh.  A  M.  121. 

In  an  action  for  infringement,  copies  of  an  assignment  of  the 
patent,  made  by  the  plaintiff,  being  proved  by  the  defendant  for 
tlie  purpose  of  showing  that  the  plaintiff  had  not  retained  an  interest 
which  authorized  him  to  recover,  the  charge  of  the  copies  is  taxable. 
But  a  copy  of  the  plaintiff^s  patent,  procured  by  the  defendant,  is 
not  taxable,  as  the  plaintiff  is  bound  by  law  to  offer  it  in  evidence. 
Hathaway  v.  Roach,  2  Woodh.  c£  M.  63. 

The  expense  of  making  or  procuring  models  cannot  be  included 
among  the  taxable  costs,  nor  can  models  properly  be  classed  as 
^'  exemplifications,*'  under  the  act  of  February  26.  Parker  v.  Bigler, 
1  FUh.  Pat.  Cos.  285  ;  14  Leg.  Intel.  18, 

Models  of  the  invention  described  in  the  plaintiff's  patent,  pro- 
cured by  the  defendant  in  good  faith,  may  be  included  in  the  taxa- 
tion of  costs  ;  but  not  other  models.  AVoodruff  v.  Barney,  1  JJondy 
528  ;  2  Msh.  Pat.  Cos.  244.  Copies  of  patents,  either  that  of  the 
plaintiff  or  others,  procured  by  the  defendant,  cannot  be  taxed  as 
costs  to  the  plaintiff.     Jb. 

A  patentee  is  not  entitled  to  reimbursement  for  counsel  fees 
paid  or  expenses  incurred  by  him,  other  than  his  taxable  costs. 
Parks  V.  Booth,  102  U.  S.  96  ;  aff'g  1  Flippin,  381 ;  1  Bann.  d 
A.  Pat.   Cos.  225. 

Profits  recoverable  in  a  suit  for  infringement  do  not  include 
expenses  of  suit.  Ilolbrook  v.  Small,  17  Pat.  Off'.  Gaz.  55  ;  2 
Bann.  <&  A.  Pat.  Cos.  S96. 

Counsel  fees  paid  by  complainant  in  a  suit  in  equity  for 
infringement  of  a  patent  are  not  recoverable  as  damages,  under  the 
act  of  1870,  §  55  (16  Stat.  206),  any  more  than  they  were  under 
the  corresponding  provisions  of  the  act  of  1836,  §  14.  Bancroft  v. 
Acton,  7  BJMchf.  505. 
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XTIII.    REMEDY  BY  INJUNCTION. 

244.    Power  of  United  States   Courts  to  Grant  Injunc* 

tions  and  Estimate  Damages. 

The  several  courts  vested  with  jurisdiction  of  cases  aris- 
ing under  the  patent  laws  shall  have  power  to  grant 
injunctions  according  to  the  course  and  principles  of  couriis 
of  equity,  to  prevent  the  violation  of  any. right  sec:ared  by 
patent,  on  such  terms  as  the  court  may  deem  reasonable  ; 
and  upon  a  decree  being  rendered  in  any  such  case  for  an 
infringement,  the  complainant  shall  be  entitled  to  recover, 
in  addition  to  the  profits  to  be  accounted  for  by  the  defend- 
ant, the  damages  the  complainant  has  sustained  thereby  ; 
and  the  court  shall  assess  the  same  or  cause  the  same  to  be 
assessed  under  its  direction.  And  the  court  shall  have  the 
same  power  to  increase  such  damages,  in  its  discretion,  as 
is  given  to  increase  the  damages  found  by  verdicts  in  actions 
in  the  nature  of  actions  of  trespass  upon  the  case.  Rev. 
Stat.  §4921. 

245.  General  Nature  of  the  Jurisdiction  to  Enjoin. 

Section  7  of  the  act  of  ISSSbas  removed  the  objection  to  the 
jurisdiction  in  equity  over  infringement,  that  the  patentee  might 
have  a  remedy  at  law,  and  has  conferred  a  jurisdiction  of  cases  aris- 
ing under  the  patent  laws,  which  is  exclusive.  Goodyear  v.  Hnlli- 
hen,  8  Fish.  Pat.  Cos.  251  ;  Smith  v.  Plymouth,  4  West.  L.  J.  49. 
See  McMillin  v.  St.  Louis  A  Mississippi  Valley  Transp.  Co.,  18 
Fed.  Rep'r^  200. 

Although  the  machine  may  be  constructed  or  used  beyond  the 
jurisdiction  of  the  court,  yet  if  the  court  have  jurisdiction  of  the 
defendant,  he  may  be  restrained  from  using  the  machine  and  selling 
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the  product.  Boyd  v.  McAlpinCy  3  McLean,  427  ;  Wilson  v.  Sher- 
man, 1  JBicUchf.  636. 

The  jurisdiction  of  the  circuit  courts  sitting  in  equity  over  con* 
troversies  under  the  patent  laws  is  not  merely  a  jurisdiction  ancil- 
lary to  courts  of  law,  but  a  substantive  jurisdiction  conferred  by 
direct  grant  from  Congress.  Blank  v.  Manufacturing  Co.,  3  WalL 
Jr.  196  ;  Saunders  v.  Logan,  2  PiuA.  241  ;  Jenkins  «.  Green wald, 
1  Bond,  126  ;  2  JFUh.  PaL  Ca$.  87. 

History  of  equity  jurisdiction  and  of  the  statutes  conferring  it 
on  the  circuit  courts^  in  patent  cases,  explained  ;  with  apeoial  refer- 
ence to  the  question  whether  an  injunction  suit  began  after  expira- 
tion of  a  patept  can  be  maintained,  even  for  the  purpose  of  com* 
polling  an  accounting.  Root  v.  Railway  Co.,  106  U.  S.  189.  See 
also  po^j  note  249. 

An  accounting  may  be  decreed,  in  i|  proper  case,  potwitbstand- 
ing  no  right  to  a  discovery  or  an  injunction  or  other  distinct  head 
of  equitable  relief  is  shown  ;  as,  where  the  patent  expired  pending 
the  suit,  leaving  nothing  in  litigation  but  the  right  to  an  account. 
Blank  v.  Manufacturing  Co.,  3  WaU.  Jr,  196.  To  same  effect, 
Gottfried  v*  Moerlein,  14  Fed.  BepW^  170 ;  Bordell  «.  Corn- 
stock,  16  Rd.  i&^V,  396. 

A  single  infringement  will  not  warrant  a  euit  for  an  injunction; 
there  being  no  threat  to  continue  infringing  ;  the  remedy  is  by  m\t 
for  damages.     Smith  v.  Sands,  20  BepWy  326. 

Where  the  injury  done  to  a  patentee  by  infringement  is  :;ot  in 
the  use  of  his  invention,  but  in  making  use  of  it  without  eompv^a- 
sating  the  patentee  therefor,  it  being  the  interest  of  the  patentee 
that  his  invention  should  be  used  and  adopted  by  all,  the  proper 
remedy  is  not  an  injunction  but  an  award  of  damages,  viz :  the 
price  or  value  of  a  license  to  use  it.  Sanders  v.  Logan,  2  FUh.  Pat. 
Cos.  167  ;  9  Am.  L.  Reg.  475  ;  2  PUUb.  241. 

On  an  injunction  bill  filed  by  a  patentee,  where  there  is  no  dis- 
pute as  to  title,  a  circuit  court  has  power  to  refer  the  cane  to  a 
master  to  take  and  state  an  account  of  the  profits  made  by  tlie 
defendant  instead  of  sending  it  to  a  court  of  law  to  assess  the  dam- 
ages.    Allen  V.  Blunt,  1  Blatchf.  480. 

As  the  circuit  courts  have  jurisdiction  of  patent  oases  confirmed 

upon  them  by  statute,  and  are  not  confined  to  sncfa  jnrisdiuliun  as 

is  ancillary  to  that  of  courts  of  law,  the  rule  of  the  English  cases 

.  that  if  an  injunction  is  refused  a  decree  for  an  account  cannot  be 

.  made^  but  that  the  plaintiff  must  sue  at  law,  does  not  apply  in  this 
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country.  Sickles  v.  GHoucester  Manuf.  Co.,  1  JFish.  Pat  Cas,  222. 
S.  P.y  Sanders  v.  Logan,  9  Jim.  Z.  JReg.  475  ;  2  Msh.  FaU  Cos. 
167  ;  2  PittBh.  241. 

A  cJrcfnit  court  hfts  poWer  to  enjoin  infringement  of  a  patent^ 
independently  of  making  award  of  any  other  relief  thereon.  Amer- 
loan  Cotton  Tie  Supply  Co.  ».  MoCready,  17  BUUchf,  '291  f  17 
Pat.  Off.  Gaz.  565  ;  4  Bann.  <t  A.  Pat.  Cos.  588. 

If  the  validity  of  the  patent  has  been  established,  or  is  admitted, 
a  bill  will  lie  for  an  injanction,  upon  well-grounded  proof  of  an 
apprehended  intention  of  the  defendant  to  violate  the  patient  nght. 
Snch  bill  is  substantially  a  bill  quia  timet,  which  is  an  ordinary 
remedial  process  in  equity.     Woodworth  v.  Stone,  8  JStori/,  749. 

The  circuit  court  has  jurisdiction  of  a  suit  demanding  a  discovery 
of  the  extent  of  an  infringement  of  a  patent  and  an  account  of  the 
profits  realised  therefrom  (as  being  a  case  arising  under  the  patent 
laws),  as  well  as  of  one  where  au  injunction  is  asked.  Nevtns  v» 
Johnson,  3  Blaiehf.  80. 

An  injunction  will  issue  to  restrain  the  use  of  a  machine  differ- 
ing from  a  patented  machine  only  by  slight  and  unimportant  alter- 
ations which  the  description  of  the  invention  would  naturally,  if 
not  necessarily,  suggest,  without  the  aid  of  much  ingenuity  or  skilL 
Gibson  tr.  Harris,  I  Blatchf.  167. 

Under  peculiar  circumstances^  where  the  defendant  commenced 
bis  manufacture  without  notice  of  plaintiff^s  patent,  and  plaintiff 
bad  no  knowledge  of  the  infritigement  for  a  considerable  time,  so 
ihat  there  had  been  no  fault  on  either  side, — it  was  hddj  that  tfao 
court  should  grant  an  injunction  as  to  the  future,  and  an  account* 
ing  from  the  dat«  of  defendant's  first  notice  of  plaintiff^s  rights. 
Merriam  v.  Smith,  11  Phd.  R^\  588. 

An  injunction  ought  not  to  issue  where  the  special  circumstances 
render  granting  one  inequitable  between  the  parties  ;  as  where  the 
defendant  was  engaged  in  fulfilling  a  contract  for  the  manufacture 
of  articles  containing  the  invention,  which  contract  had  been 
entered  into  on  the  understanding,  on  the  part  of  the  defendant, 
that  the  question  between  bim  and  the  plainrtiff  was  one  of  compen- 
sation, and  defendant  was  willing  to  make  compensation*  Smitb 
«.  Sharp's  Rifle  Manuf.  Co.,  8  Blatchf.  645. 

Where  the  court  is  itself  satisfied  that  the  defendants  arc 
infringing  the  plbintifTs  rights,  although  the  majority  of  eiEperts 
called  as  witnesses  are  of  the  opinion  that  there  is  no  infringement, 
it  is  its  duty  to  grant  an  injunction  to  restrain  such  infringement. 
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Wilson  V.  Barnam,  1  WaU,  Jr.  347  ;  6  West.  L.  J.  464  ;  2  Fish. 
Pat.  Cob.  635. 

Where  the  defendant,  sned  for  an  infringement,  admitted  the 
infringement  bat  pleaded  his  lanacy  at  the  time,  ascertained  by  a 
commission,  as  a  defense,  it  was  hddj  that  a  perpetual  injunction, 
accounting,  and  costs  should  be  awarded  the  plaintiff,  and  that 
expenses  incurred  by  the  defendant  by  reason  of  his  lunacy  should 
not  be  deducted.     Avery  v.  Wilson,  20  Fed.  IUp*r^  856. 

Injunction,  in  case  of  infringement,  issues  on  the  principle  of  a 
clear  and  certain  right  to  the  enjoyment  of  the  subject  in  question, 
and  an  injurious  interruption  of  that  right,  which  on  just  and  equit- 
able grounds  ought  to  be  prevented.  Property  in  a  patent  is  as 
much  under  the  protection  of  the  law  as  property  in  land.  Cook  v. 
Ernest,  2  JPat.  Of.  Gaz.  89  ;  5  FUh.  Pat.  Cos.  396. 

Where,  on  a  final  hearing  of  a  bill  to  restrain  an  infringement, 
the  court  finds  that  the  patent  is  valid,  that  the  defendant  is 
chargeable  with  infringing,  and  that  the  complainant  is  entitled  to 
a  permanent  injunction,  and  refers  the  case  to  a  master  to  ascertain 
damages,  the  injunction  should  be  allowed  at  once ;  and  not  sus- 
pended until  the  master's  report  comes  in,  unless  some  special 
reasons  for  that  course  are  shown.  Potter  v.  Mack,  3  Fish.  Pat. 
Cos.  428.    To  same  effect,  Parker  v.  Halfield,  4  McLean^  61. 

A  court  of  equity  should  not  sustain  a  suit  to  enjoin  infringe- 
ment, where  the  nature  of  the  invention  is  such  that  there  can  bo 
no  profits,  in  a  proper  sense  of  the  term,  of  which  an  account  can 
be  decreed  ;  but  the  limit  of  the  injury  for  the  use  of  the  inrention 
must  necessarily  be  the  value  of  the  license  fee  ;  for  here  the 
patentee  has  a  full,  speedy,  complete  and  adequate  remedy  at  law. 
Yaughan  v.  Central  Pacific  K.  R.  Co.,  4  Saioyer^  280. 


246.   Various  Relief  obtainable  in  Equity. 

Where,  upon  trial,  the  plaintiff  abandons  one  claim  of  his  patent 
and  the  defendant  does  not  dispute  his  liability  upon  the  other,  a 
decree  should  issue  against  defendant.  New  York  Coffee  Polishing 
Co.  V.  Wilson,  2  Fhd.  Pep'r^  904. 

After  a  decree  against  an  infringer  he  cannot  be  restrained 
from  paying  the  proceeds  of  the  decree  by  the  suit  of  a  third  party, 
seeking  to  recover  them,  where  the  party  claims  title  to  the  patent 
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adversely  to  tbe  plaintiff  in  the  original  suit.  Secombe  v.  Campbell, 
6  I'ed.  JRep'r,  804  ;  10  JRep'r,  086  ;  6  JBann.  A  A.  Pat.  Cos.  632. 

A  bill  in  equity  cannot  be  maintained  in  behalf  of  an  individual 
patentee  to  procure  an  adjudication  that  his  patent  does  not  inter- 
fere with  a  patent  previously  granted  to  another  person  for  an 
invention  apparently  similar.  Such  a  bill  would  be  in  effect  a  suit 
to  limit  the  operation  of  the  earlier  patent.  A  suit  of  this  descrip* 
tion  can  be  brought  only  by  the  attorney-general  in  the  name  of 
the  United  States.  Celluloid  Manuf.  Co.  v.  Goodyear  Dental  Vul- 
canite Co.)  10  JPat.  Off".  Oaz.  41  ;  IS  Blatchf.  375  ;  2  Bann.  it  A. 
Pat.  Cos.  334.  The  jurisdiction  granted  by  the  patent  laws  to  the 
courts  to  entertain  suits  in  equity  brought  in  behalf  of  patentees 
can  be  exercised  only  in  protecting  the  right  of  a  patentee  to 
exclude  other  persons  from  manufacturing  or  selling  the  thing 
covered  by  his  patent.  Presumably  every  patentee  has  the  right  to 
maintain  such  a  suit  against  any  infringer  of  his  patent.     lb. 

Where  the  plaintiffs  in  a  bill  for  infringements  have  obtained  a 
decree  for  an  account,  and  have  commenced  suits  in  the  courts  of 
other  districts  for  like  infringements,  the  court  may,  on  motion,  stay 
the  accounting  in  the  original  suit,  as  to  any  matters  which  the 
plaintiffs  have  precluded  themselves  from  recovering  in  it  by  equit- 
able proceedings.  But  the  court  will  not,  on  mere  motion,  enjoin 
the  plaintiffs  from  prosecuting  suits  which  they  have  commenced 
before  other  courts,  for  the  recovery  of  damages  such  as  they  are 
endeavoring  to  obtain  in  the  suit  pending  before  it,  especially  after 
the  plaintiffs  have  been  allowed  to  proceed  so  far  in  the  foreign 
suits  as  to  commence  taking  accounts.  Kuraford  Chemical  Works 
V.  Hecker,  5  Pat.  Off.  Gaz.  644  ;  6  Fish.  Pat,  Cas.  629. 

Where  an  injunction  was  obtained,  in  a  suit  for  license  fees, 
upon  condition  that  the  disputed  fees  should  be  deposited  in  courts 
it  was  held,  upon  an  application  by  each  party  to  have  the  fund 
paid  over  to  him,  that  though  the  money  belonged  to  complainant, 
yet  the  protection  he  had  received  from  the  court  gave  the  defend- 
ant an  equitable  lien  upon  the  same,  and  hence,  it  would  be  retained 
until  the  final  determination  of  the  controversy.  Florence  Sewing 
Machine  Co.  v.  Singer  Manuf.  Co.,  4  Pi$h.  Pat.  Ca$.  348. 

Where  a  bill  discloses  an  agreement  by  which  the  defendants 
were  to  report  monthly  the  number  of  machines  made  under  their 
license  to  manufacture  and  sell,  and  a  covenant  not  to  make 
machines,  except  of  a  certain  description,  and  not  to  dispute  the 
validity  of  the  patents  mentioned  in  the  license  ;  and  that  the 


«84  UNITED    STATES   LAWS. 

Aefendantfl  htA  violated  all  their  agreements  in  these  particolarsy 
clear  case  is  estabtisfaed  for  the  interpositioH  of  a  court  of  equity. 
The  covenant  to  Aiake  ntoathly  reports  is,  in  fact,  a  coyenant  for  a 
monthly  disoortfry  by  defe<idafits  of  the  #ork  done  by  them  under 
the  complmnanl**  patents.  Where  the  licenses  do  not  give  an 
unii  Aited  not  of  any  of  the  patents,  but  only  a  restricted  rig^  t« 
malce  maehioeB  of  certain  siEes  and  dcfseriptionsy  If  the  licenseet 
make  maehhiesnot  in  conformity  to  these  licenses,  €hey  violate, not 
only  their  erpress  covenant  not  to  do  so,  bat  also  the  licensor's 
patents,  or  some  of  them,  coverii^g  such  machicres.  Pope  Mantif. 
Co.  V.  Owsley,  ^1  lid.  Bep^f,  100. 

Equity  cannot  entertain  a  bill  for  an  accountiiig  <d  royalties 
under  a  license,  upon  allegations  that  the  patentee  does  not  know 
the  number  of  machines  which  defendant  has  sold  Under  the  license 
and  therefore  cannot  collect  the  royalties  at  law.  Crandall  n.  Piano 
Manuf.  Co,,  20  JRep*r,  237. 

To  show  that  a  decree  has  been  recovered  against  a  msnnifac- 
turer,  for  infringing,  does  not  constitute  a  defense  In  favor  of  one 
who  purchased  from  him,  although  such  decree  included  defendant's 
machine.  Satisfactioh  of  the  decree  must  be  BkoWn.  Fisher  v. 
Consolidated  Amador  Mine  Co.,  20  Sep\  452. 


S4?.    Suit  to  Annul  a  Patent  cm  the  Ground  of  Inter- 
ference. 

Jurisdiction  of  United  States  courts  in  equity  to  adjudge  a 
patent  void  because  of  interfering  with  an  earlier  one  does  not  rest 
wholly  on  their  general  equity  jurisdiction,  but  is  supported  by 
Bev,  Stat,  §  4918.  See  ante^  p.  213.  Such  a  suit  is  not,  however, 
treated  as  a  mere  statutory  remedy,  it  is  an  adversary  suit,  to  be 
commenced  by  service  of  process  ;  though  no  specific  provision  of 
law  is  made  whereby  a  person  who  is  not  an  inhabitant  of  and  can^ 
liot  be  served  within  the  district  in  which  such  suit  has  been  brought, 
can  be  brought  in  as  defendant.  Liggett,  &c.  Tobacco  Co.  v.  Mil- 
ler, 1  Md.  J?epV,  203  ;  1  McCrary,  31  ;  17  Pat.  Off.  Oaz.  798 ;  5 
Bann.  Jb  A.  Pea.  Cos.  237. 

A  preliminary  injunction  xnay  be  issued  in  an  interference  suit ; 
It  is  authorized  by  the  general  principles  of  equity,  though  not 
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expressly  mentioned  in  section  4918.     Potter  v,  Dixon,  6  Mlatchf* 
160. 

The  suit  thus  anthorized  raises  only  the  question  of  relative  pri- 
ority of  the  competing  inventions  (Lockwood  v.  Cleaveland,  20 
JFhd.  Iiep\  164);  if  the  defendant  concedes  that  plaintiff's  patent 
is  first  in  date,  he  cannot  prevail  by  attacking  that  patent  Tor  want 
of  novelty  (Pentlarge  v.  Pentlarge,  19  Md.  Iiep%  817)  ;  either  by 
plea  or  answer  (Pentlarge  v.  Pentlarge,  22  BUxtchf.  10);  still  less 
may  he  deny  that  either  party  was  the  first  inventor  ;  see  Green- 
wood V.  Bracher,  6  Bann.  cfe  A.  Pat.  Cos.  302;  1  Fed.  Bep^r.^  866  ; 
17  Pa/.  Off.  Gaz.  1151. 

A  decree  dismissing  a  bill  seeking  relief  under  section  4918  is 
not  conclusive  in  a  subsequent  suit ;  the  decree  must  be  such  as 
asserts  the  interference  of  the  patents  and  declares  one  ot  them 
void.    Tyler  v.  Hyde,  2  Blatchf.  810. 

A  cross  bill  is  not  required  in  these  suits  in  order  to  enable 
defendant  to  have  the  affirmative  relief  of  a  decree  annulling  the 
complainant's  patent.  Lockwood  v.  Cleaveland,  6  Fed.  Bep^ 
721. 

After  a  decision  by  the  commissioner  of  patents  fn  an  interfer- 
ence proceeding  awarding  letters  patent  to  an  inventor  whose 
application  was  filed  subsequently  to  that  of  anothtr  applicant,  who 
had  obtained  letters  patent  covering  the  invention  in  ccntroversy, 
priority  of  invention  constitutes  the  material  issue  between  the 
parties,  when  the  defeated  party  files  his  bill  in  equity  to  have  the 
patent  of  his  adversary  declared  void.  Sawyer  v.  Massey,  25  Fed. 
Be}}\  144. 

The  substantial  question  on  an  interference  is  as  to  the  identity 
of  the  two  inventions,  in  principle.  Tyson  v.  Rankin,  1  MacAr- 
thur  Pat.  Cos.  262. 

The  court  has  authority  to  adjudge  either  of  the  interfering 
patents  void  in  whole  or  in  part,  or  may,  upon  proper  issues  and 
proof,  decree  that  both  patents  are  void.  Foster  v,  Lindsay,  3 
Dill.  126 ;  2  Bann.  <fc  A.  Pat.  Cos.  172.  But  see  19  Fed.  Bep'r^ 
817;  22  Blatchf.  11;  20  Fed.  Bep'r,  164;  6  Id.  721;  coiUra. 

Where  two  patents  have  been  issued,  each  claiming,  broadly, 
the  same  invention,  and  the  earlier  patentee  is  adjudged  to  be  the 
first  inventor,  the  claim  in  the  second  patent  must  be  restricted  to 
the  particular  devices  specially  described.  Richardson  v.  Noyes, 
10  Pat.  Off.  Gaz.  507  ;  2  Bann.  it  A.  Pat.  Cas.  398.  General  evi- 
dence that  the  patentee  in  the  junior  patent  applied  for  it  with  such 
lI.-2.-i 
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knowledge  of  the  invention  as  would  debar  him  from  obtaining  a 
patent,  may  be  received  as  warranting  the  court  in  declaring  the 
junior  patent  nail.    Hutchinson  v.  Everett,  26  Fed.  JRq>*r,  531. 


248.  Necessity  of  Establishing  Plaintiff^s  Title  by  Action  at 

Law,  before  Resorting  to  Equity. 

A  circuit  eonrt  may  entertain  a  bill  to  restrain  infringements  of 
a  patent,  without  waiting  ^until  a  trial  at  law  establishing  the 
validity  of  the  patent,  has  been  had.  Cochrane  v.  Deener,  94  U. 
S.  ISO  ;  Goodyear  v.  Gloucester  Manuf.  Co.,  3  WaU,  Jr.  196  ; 
Sickels  t^.  Mitchell,  3  BkOchf.  548 ;  Goodyear  v.  Day,  2  WaU. 
Jr.  283  ;  Sanders  v.  Logan,  2  PlU%h.  241 ;  2  FUh.  Pat.  Cos.  167  ; 
9  Am.  L.  Beg.  475  ;  McMillin  v.  Barclay,  4  Brews.  2  <5  ;  3  PitUh. 
377  ;  5  Fiih.  Pat.  Cos.  189. 

The  courts  of  the  United  States  are  authorized  to  take  up  a 
patent,  and,  upon  final  hearing,  to  pass  upon  it,  without  reference 
to  the  fact  whether  it  has  been  before  a  jury  or  not.  Doughty  t^. 
West,  2  mah,  Pat.  Cos.  553. 

The  supreme  court  of  the  District  of  Columbia  has  the  same 
power  in  this  respect  as  the  circuit  courts.  Cochrane  v.  Deener, 
94  U.  S,  780. 

The  former  role  that  the  circuit  courts  would  interfere  in  aid  of 
a  patentee  only  where  his  patent  had  been  established  by  long 
acquiescence,  or  by  a  trial  at  law,  is  now  relaxed.  The  current  of 
decisions  of  the  last  few  years  has  been  that  the  grant  of  jurisdic- 
tion is  as  full  in  equity  as  it  is  at  law.  Sanders  t;.  Logan,  2  Fish. 
PaL  Cos.  167  ;  Hoffheins  v.  Brandt,  3  I^sh.  Pat.  Cas,  218  ;  Shelly 
V.  Brannan,  4  Jd,  198.  See  Buchanan  v.  Ilowland,  2  Fish.  Pat, 
Cas,  341. 

It  appeared  on  the  final  hearing  on  pleadings  and  proofs,  of  .*) 
suit  in  equity  for  an  injunction  and  an  account,  that  the  bill  was 
filed  within  three  months  after  the  issuing  of  the  patent,  that  the 
defendant  denied  the  infringement  and  the  novelty  of  the  inven- 
tion, and  that  there  had  been  no  trial  at  law.  It  did  not  appear 
that  there  had  been  any  exclusive  possession  under  the  patent,  or 
any  public  acquiescence  in  the  exclusive  rig!it  of  the  patentee. 
Objections  were  made  to  the  sufficiency  of  the  specification,  and 
the  evidence  on  the  question  of  infringement  was  indefinite  and 
unsatisfactory.     The  court,  under  the  circumstances,  ordered  the 
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oauso  to  stand  over  a  Bafficient  time  for  tbe  bringing  of  a  suit  at 
law  against  the  defendant  for  an  infringement.  Muscan  Hair 
Manuf.  Co.  v.  American  Hair  Manaf.  Co.,  4  Dlatchf.  174  ;  1  FUfL 
Pat.   Gas,  320. 

Even  after  tbe  validity  of  a  patent  has  been  established  in  a 
suity  it  may  be  shown  in  another  suit  on  the  patent  against  another 
defendant,  or  on  a  motion  for  a  preliminary  injunction,  that  the 
right  claimed  by  the  plaintiff  in  the  new  suit  was  not,  either  as  tcx 
its  nature  or  its  extent,  fairly  in  controversy  in  the  former  suit,  ov 
that  there  are  relevant  matters  not  considered  in  the  former  suit. 
Page  V,  Holmes  Burglar  Alarm  Tel.  Co.,  2  Ihd.  RepW^  330 ;  18 
BUitchf.  118  ;  9  i?6pV,  776  ;  6  Bann,  cfc  A,  Pat.  Cas,  439. 

For  some  decisions  recognizing  the  former  rule  requiring  an 
adjudication  of  the  right,  at  law,  before  equity  would  act  on  a  biQ 
for  an  injunction,  most  of  which  oases,  however,  were  rendered 
many  years  ago,  see  Orr  v.  Merrill,  1  Woodb,  AM.  376  ;  Day  v. 
Hartshorn,  3  Fish.  Pat.  Cos.  32  ;  Thomas  v.  Weeks,  2  Paine,  92  ; 
Pentlarge  v.  Pentlarge,  14  iJ^pV,  579  ;  22  Blatchf.  10. 


2i9.  Or  of  sjiowing  long  Possession  and  Public  Acquies- 
cence. 

For  many  years  before  the  jurisdiction  of  the  circuit  courts  to 
entertain  a  bill  for  an  injunction  without  awaiting  a  trial  at  law 
was  established  as  firmly  as  it  now  is  by  the  cases  cited  in  the  pre« 
ceding  note,  there  was  a  large  body  of  decisions  holding  if  there 
had  been  an  exclusive  possession  of  some  duration,  and  without 
serious  dispute,  of  the  rights  of  a  patentee,  under  a  patent,  such 
claim  and  public  acquiescence  would  warrant  a  court  of  equity  in 
granting  an  injunction  without  requiring  the  holder  of  the  patent 
to  first  establish  his  right  at  law,  Washburn  v.  Gould,  3  Story, 
122  ;  1  West.  L.  J.  465;  7  X.  Rep\  276  ;  Oi-r  v.  Littlefield, 
1  Woodb.  cfc  Jf.  13  ;  8  L.  Rep'r,  314  ;  Sullivan  v.  Redfield,  1  PainCj 
441  ;  Ogle  v.  Ege,  4  Wash.  584;  Foster  v.  Moore,  l^Curt.  279^ 
Sargent  v.  Seagrave,  2  Curt.  553  ;  Miller  t?.  Androscoggin  Pulp  Co., 
5  Ush.  Pat.  Cos.  340. 

Injunctions  in  patent  right  cases  are  granted  without  a  previous 
trial  at  law,  in  cases  where  the  owner  of  a  patent  shows  a  clear 
case  of  infringement  and  has  been  in  the  possession  and  enjoyment 
of  the  exclusive  right  for  a  term  of  years  without  any  successful 
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iin]>(.'acbment  of  its  validity.  Such  possesiiion  and  enjoyment,  aided 
by  tlie  presumptions  arising  from  the  patent  itself,  are  sufficient  to 
warrant  an  injanction  to  restrain  infringement.  There  is  no  fixed 
rule  as  to  the  length  of  time  the  possession  and  enjoyment  of  the 
right  under  the  patent  shall  have  continued.  It  must  be  sufficient 
to  justify  a  presumption  in  favor  of  the  validity  of  the  patent. 
Potter  V.  Muller,  2  Fish.  Pat.  Cas.  405. 

It  is  not  possible  to  fix  any  term  of  years  during  which  the 
exclusive  possession  must  have  continued  in  ordt^r  to  entitle  the 
proprietor  to  a  provisional  injunction.  Each  case  must  depend 
upon  its  own  circumstances, — e.  ^.,  the  extent  of  the  nse  or  sales  by 
the  patentee,  the  degree  of  the  utility  of  the  invention,  and  the 
number  of  persons  whose  business  is  affected  by  it.  and  who  are 
interested  to  question  the  exclusive  right,  and  the  completeness  of 
the  acquiescence  under  it.  Foster  v,  Moore,  1  Curt.  279  ;  Sargent 
V.  Seagrave,  2  Curt.  553. 

The  acquiescence  of  the  public  in  the  use  by  the  patentee  of  his 
invention  before  applying  for  a  patent  is  entitled  to  more  or  less 
weight,  according  to  the  degree  of  the  utility  of  the  machine,  and 
the  number  of  persons  whose  trade  or  business  is  affected  by  it.  An 
exclusive  possession  of  about  eight  years,  under  a  patent  for  a  use- 
ful machine  which  affected  the  trade  and  business  of  large  numbers 
of  persons  ;  many  of  such  machines  having  been  constructed  and 
put  in  operation  in  different  States,  was  held  sufficient.  Foster  v., 
Moore,  supra. 

The  sale  of  an  invention,  and  its  use  by  the  inventor  and  his 
vendors,  is  sufficient  evidence  of  an  exclusive  possession  by  claim 
and  color  of  title,  to  entitle  him  to  be  protected  in  the  continued 
enjoyment,  whatever  doubts  may  exist  as  to  the  validity  of  the 
patent.     Cooper  t7.  Matthews,  8  X.  Hep^ty  413,  419. 

Long  possession  and  use  under  one  patent  and  recoveries  npon 
it  will  not  inure  in  favor  of  another  patent,  as  to  which  an  injunc- 
tion is  asked,  even  though  the  two  patents  are  very  useful  and 
necessary  for  each  other,  unless  there  is  some  connection  in  law 
between  them,  or  one  is  auxiliary  to  or  part  of  the  other.  Hovey 
V.  Stevens,  1  Woodb.  it  M.  290. 

To  entitle  a  patentee  to  the  extraordinary  writ  of  injunction,  it 
18  not  sufficient  for  him  merely  to  show  his  patent  and  infringement 
of  it.  His  right  must  be  further  substantiated,  either  by  a  posses- 
Bior.  accompanied  by  an  actual  use  and  enjoyment  of  the  right  for  a 
fiufficient  length  of  time  to  afford  a  reasonable  presumption  of  the 
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acquiescence  of  the  public  in  its  validity,  or,  by  a  judgment  in  hiii 
favor  in  a  trial  at  law.  Brown  v.  Hinkley,  3  Pat.  Off,  Gaz.  384  ; 
6  Fish.  Pat  Cas.  370. 

On  an  application  for  an  injunction  against  the  infringement  of 
a  patent,  the  bill  should  show,  either  that  the  validity  of  the  patent 
has  been  established  in  an  action  at  law,  or  that  the  right  of  the 
complainant  under  the  patent  has  been  recognized  and  acquiesced 
in  by  long  unquestioned  use  and  enjoyment,  or  other  equivalent 
acts.  Gutta-percha  Co.  v.  Goodyear  Co.,  3  Sawyer^  542  ;  2  Bann. 
it  A.  Pat.  Ca8.2l2, 

A  court  of  equity  will  not  grant  an  injunction  to  restrain  a  party 
using,  and  in  possession  of,  an  invention,  where  he  has  been  so  for 
a  long  time,  and  under  color  of  right.  Hall  v.  Speer,  1  Pittsb. 
513. 


210.  Effect  of  Expiration  of  Patent  on  the  Jurisdiction  of 

Equity. 

A  circuit  court  has  not  jurisdiction,  upon  a  bill  filed  after  the 
expiration  of  a  patent,  to  ascertain  a  past  infringement,  and  decree 
an  accounting  of  profits,  unless  the  bill  shows  citizenship  of  parties 
in  different  States,  or  the  existence  of  some  special  ground  of  equit- 
able jurisdiction,  or  that  complainant  has  not  an  adequate  remedy 
at  law.  The  fiction  that  the  infringer  holds  the  profits  he  has  real- 
ized, as  a  trustee  for  the  patentee,  will  not  support  the  suit.  Root 
V,  Railway  Co.,  105  U,  S.  189  ;*  Lord  v.  Whitehead,  Ac.  Machine 
Co.,  24  Fed.  Eejy'ry  801  ;  3  Pat.  Off.  Gaz.  498  ;  Vaughan  v.  Cen- 


*  Before  the  decision  of  the  Supreme 
Court  in  Root  v.  Railway  Co.,  105  U,  8, 
189,  there  appears  to  have  been  some 
conflict  of  opinion  in  the  circuit  courts,  as 
to  whether  a  suit  for  a  discovery  and  ac- 
count of  profits  could  be  maintained,  af- 
ter the  expiration  of  the  patent  had  ter- 
minated the  right  to  an  injunction.  The 
preponderance  of  authority,  however,  was 
that  the  jurisdiction  of  equity  continued. 
Howes  V,  Nute,  4  i'T»A.  Pat  Ca$.  263  ; 
4    C/f/.    178;    McComb  v.   Beard,    10 


Blatch.  350,  361 ;  Smith  ▼.  Baker,  6  Pat 
Off.  Gar..  496 ;  Nevins  ▼.  Johnson,  8 
Blntch.  80;  Gordon  ▼.  Anthony,  16  Pat 
Off.  Gaz.  1186  ;  At  wood  v.  Portland  Co., 
10  Fed.  Rep*r,  283 ;  6  Bann.  &  A.  Pat 
Cas.  683  ;  Stevens  ▼.  Kansas  Pacific  Ry. 
Co.,  5  Dill.  486.  S.  P.,  Sayles  ▼.  Dubuque 
k  Sioux  City  R.  R.  Co.,  Id.  661. 

But  see  Draper  ▼.  Hudson,  1  Holmea, 
208  :  Sayles  ▼.  Richmond  &  Fredcriclcs- 
burgh  R.  R.  Co.,  4  Bann.  &  A.  Pat  Cas. 
289 ;  7  RepV,  748. 
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tral  Pacifio  B.  R.  Co.»  4  Sawyer^  230 ;  Burdell  v.  Comstock,.  15 
JTed,  RepW^  395  ;  Davis  w.  Smith,  19  Fed.  RepWy  823. 

Where  the  assignee  of  damages  for  an  infringement  has  an  ade* 
quale  remedy  at  law  for  an  infringement  of  the  patent  which 
expired  before  the  assignment  was  made,  a  demurrer  to  a  bill  will 
be  sustained  ;  without  prejudice  to  a  suit  at  law  for  damages^  Hay* 
ward  v.  Andrews,  12  Fed.  Rep\,  786  ;  aflTd,  106  XT.  S.  672. 

Equity  will  not  refuse  to  entertain  a  bill  for  an  injunction  and 
account,  merely  because  the  patent  is  about  to  expire,  unless  the 
time  it  has  to  run  is  so  short  as  to  show  that  the  bill  was  a  mere 
device  to  oust  the  common  law  j^urisdiction,  Dick  v.  Strnthers,  2$ 
RepVy  103. 

Where  a  bill  in  equity,  alleging  infringement  of  a  patent  and 
praying  for  an  injunction  and  an  account  was  filed  only  five  days 
before  the  expiration  of  the  patent  and  no  effort  was  made  to  obtain 
an  injunction,  it  was  held  that  the  court  never  acquired  jurisdiction. 
Burdell  v.  Comstock,  15  Fed*  BepVy  395. 

The  intricacy  of  the  accounting  claimed  is  not  ground  for  juris- 
diction of  equity  over  infringements  of  a  patent  expired.  Lord  v. 
Whitehead  So  Atherton  Machine  Co.,  24  Fkd.  Sep'r^  80U 

Bills  were  filed  about  a  month  before  an  extended  term  of  a 
patent  expired,  one  of  them  seeking  to  recover  for  infringements 
during  the  original  term,  the  other  for  those  during  the  extended 
terra.  It  was  held^  that  the  court  had  no  jurisdiction  of  the  bill 
relating  to  the  original  term  ;  but,  that  as  there  were  grounds  of 
equitable  relief  for  the  bill  for  the  extended  term,  at  the  time  when 
it  was  filed,  and  there  was  nothing  \o  show  that  the  suit  was  a  mere 
desire  to  transfer  the  jurisdiction  of  law  to  equity,  by  commencing 
suit  at  this  late  day,  the  court  did  not  lose  jurisdiction  by  expira- 
tion of  the  patent.  Adams  v.  Bridge  water  Iix)n  Co.,  26  Fed, 
JHep'Ty  324  ;.  34  Fat.  Off.  Gaz.  1045.  S.  P.,  Gottfried  v.  Moerlein, 
14  Fed.  BepWy  170. 

An  injunction  against  an  infringing  machine,  made  during  the 
life  of  the  patent,  will  continue  in  force  after  the  expiration  of  the 
patent.  But  an  injunction  will  not  issue  against  the  use  of  a  pat- 
ented device,  after  the  expiration  of  the  term  of  the  patent,  upon  a 
bill  which  does  not  allege  that  defendant  is  using  machines  made 
during  the  term  of  the  patent  and  infringing  it,  or  that  the  com- 
plainant fears  such  use.  American  Diamond  Rock  Boring  Co.  v, 
Rutland  Marble  Co.,  2  Fed.  Rep\  355  ;  1  BlcOchf.  146  ;  5  Bann. 
Jb  A.  Pat.  Ca8.  346. 
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Although  a  patent  has  expired,  and  the  device  covered  hy  it 
can  he  used  only  in  connection  with  other  devices  embraced  in  a 
patent  still  in  life,  the  latter  cannot  be  used  without  the  consent  of 
the  patentee,  though  in  connection  with  the  first.  Wheeler  v. 
McCormick,  4  F(U.  Off.  Gaz.  692  ;.  1 1  Blatchf.  334  ;  6  Fish.  Pat. 
Cos.  551. 

There  is  a  broad  distinction  between  the  use  of  an  invention  and 
the  use  of  a  patented  machine.  While  the  right  to  use  the  inven- 
tion expires  with  the  end  of  the  term  of  the  original  patent,  the 
right  to  the  continued  use  of  the  machine,  which  embodies  it,  is 
*  protected*  Wetherill  t>.  Passaic  Zinc  Co.,  6  Fish,  Pat,  Cas.  50  ; 
la  Int.  Hen.  Bee.  156  ;  2  Pat  Off.  Gaz.  471 ;  9  PhUa.  386. 

Courts  of  equity  are  authorieed  to  grant  an  injunction  after  the 
expiration  of  a  patent,  to  prevent  the  sale  of  articles  manufactured 
during  its  life.  New  York  Belling  A  Packing  Co.  v.  Magowan,  27 
Ikd.  jBg»V,  111  ;  S4r  Pai.  Off.  Gaz.  1278. 

A  bill  in  eqnity  filed  more  than  a  year  after  the  eitpiration  of  a 
patent  cannot  be  sustained,  merely  because  it  seeks  relief  by  way 
of  injunction,  s^ainst  the  use  or  sale  by  the  defendants  of  articles 
embodying  the  patented  invention,  should  any  be  found  in  their 
possession,  and  also  against  the  nee  of  the  tools  and  paraphernalia 
of  infringement  made  daring  the  life  of  the  patent^  for  the  purpose 
of  infringement.  Consolidated  Safety  Valve  Co,  v.  Ashton  Valve 
Co.,  26  Fed.  Bep'r,  319. 

In  a  suit  m  equity  for  infringement  of  a  patent,  a  preliminary 
injunction  against  tiie  defendants  was  denied,  but  they  were 
required  to  give  bond  and  make  a  monthly  statement,  under  oath, 
of  their  sale.  Before  a  final  decision  on  the  merits,  the  patent 
expired.  It  was  held^  that  under  the  circumstances,  a  decree  in 
favor  of  the  complainants  should  include  an  injunction  against  the 
defendants  using  or  selling  the  infringing  articles  manufactured  by 
them  during  the  life  of  the  patent.  Nevr  York  Belting  Ss  Packing 
Co.  V,  Magowan^  27 lid:  Sep'r,  111  ;  84  Pat.  Off.  Gaz.  1278. 


251.  Effect  of  Expiration  in  Partictdar  Instances. 

A,  to  whom  letters^patent  had  been  assigned,  filed,  after  their 
expiration,  which  took  place  July  6,  1873>  his  bill  against  B., 
charging  that  the  latter  had  during  their  term  infringed  them  by 
Ufling  the  patented  invention,  whereby  he  realized  gains^  profits  and 
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savings,  which  he  should  be  compelled  to  account  for  and  pay  to 
the  complainant.  The  bill  was,  on  demurrer,  dismissed.  It  was 
held^  that  the  decree  below  was  proper,  the  bill  being  merely  for  an 
account  of  profits  and  damages  against  an  infringer,  and  it  not 
a|>pearing  from  the  case  thereby  made  that  any  ground  of  equita- 
ble jurisdiction  existed,  or  that  A.  had  not  a  complete  remedy  at 
law  whereby  damages  for  the  wrongs  complained  of  could  be  recov- 
ered. History  and  limits  of  the  jurisdiction  explained.  Boot  v. 
Railway  Co.,  105  U.  S.  189. 

A  bill  was  sustained,  under  the  circumstances  of  the  case,  not- 
withstanding the  patent  had  expired,  on  the  ground  that  it  was  not 
necessarily  to  be  treated  as  a  bill  for  infringement,  but  might  be 
deemed  founded  on  an  agreement  proved  between  the  parties,  and 
which  amounted  to  an  executed  license  ;  and  that,  viewed  in  this 
aspect,  the  bill  was  not  open  to  the  objection  that  there  was  a  com- 
plete and  adequate  remedy  at  law,  because  an  account  and  a  discov- 
ery were  necessary  to  ascertain  the  facts  from  which  the  damages 
to  the  plaintiffs  could  be  computed,  and  the  bill  was  a  bill  for  an 
account  and  a  discovery.  Magic  RufSe  Co.  v.  Elm  City  Co.,  13 
match/.  161  ;  8  Pat.  Off.  Gaz.  773. 

After  a  bill  in  equity  had  been  filed  for  the  infringement,  the 
patent  wfts  surrendered,  and  a  reissued  patent  was  granted.  The 
pliitintiff  then  moved  for  leave  to  file  a  supplemental  bill  founded 
on  the  reissued  patent  and  for  an  injunction.  It  was  heldy  that  tbo 
motions  must  be  denied,  on  the  ground  that,  by  the  surrender  and 
reirtsue,  the  suit  was  at  an  end,  and  that  the  plaintiff  must  proceed 
by  original  bill  founded  on  the  reissued  patent.  Fry  v,  Quinlan, 
l;{  Match/,  205.  To  same  effect,  Jones  v.  Barker,  11  JFed.  ItepV, 
597  ;  22  Pat.  Of,  Gaz.  771. 

Filley  invented  and  patented  a  new  stove,  known  as  the  "  Char- 
tt*r  Oak  ;''  but  for  a  long  time  allowed  Jacobus  to  make  and  sell  it, 
and  to  use  that  name.  !b  was  held,  that  he  could  not,  after  the 
patent  expired,  have  an  injunction  to  forbid  Jacobus  from  contin- 
uing the  sale  under  the  name  "  Charter  Oak/'  so  long  as  the  latter 
did  not  represent  the  stoves  he  sold  as  having  been  made  by  Filley. 
Filley  v.  Child,  16  Pat.  Off  Gaz.  261  ;  16  Match/  376  ;  4  Bann. 
cC  A.  Pat.  Cas.  353. 

A  manufacturer  of  scales  cannot  claim  protection,  after  expira- 
tion of  his  patent  for  scales,  against  another  person's  making  scales 
in  imitation  of  the  form,  color,  &c.,  of  those  manufactured  by 
plaintiff.    Neither  a  patent  or  a  trade-mark  relates  to  the  accidental 
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exterior  appearance  of  suoh  an  article.  The  patent  (while  it  lasted) 
protected  only  the  novel,  substantial  mechanism  ;  and  the  trade- 
mark only  forbids  representing  defendant's  article  as  being  of  the 
manufacture  of  plaintiff.     Fairbanks  v.  Jacobus,  14  Blatchf,  337. 

The  use  of  machines  made  in  the  life-time  of  a  patent  and 
infringements  thereof  when  made, — enjoined  after  it  had  expired, 
Reay  v.  Raynor,  19  Fed.  Eep'Vy  308;  22  Blatchf.  13  ;  26  Pat.  Of. 
Ottz.  nil. 

A  bill  in  equity  for  infringement  of  a  patent,  asking  an  account 
of  profits  and  damages,  and  an  injunction,  provisional  and  perpetual, 
was  filed  only  four  days  before  the  expiration  of  the  patent.  It  was 
heldy  that  as  notice  of  eight  days  of  a  motion  for  an  injunction  was 
required  by  the  rules  of  the  court,  and  no  injunction  could  there- 
fore be  obtained,  and  the  sole  object  of  the  bill  appeared  to  bo 
pecuniary  compensation  in  the  form  of  profits  or  damages,  a  demur- 
rer should  be  sustained.  Mershon  v.  J.  F.  Pease  Furnace  Co.,  24 
Ihd,  Eep'r,  741  ;  32  Pat.  Of.  Gaz.  1011. 

But  where  a  bill,  although  filed  only  twenty-six  days  before  the 
expiration  of  the  patent,  set  forth  that  the  plaintiff,  having 
retained  the  exclusive  right  to  make  and  sell  the  patented  article, 
was  exercising  it,  and  was  able  to  supply  the  market,  and  that 
defendants  were  making  machines  containing  the  invention,  and 
threatened  to  make  them  in  large  quantities,  and  intended  to  put 
on  the  market,  after  the  expiration  of  the  patent,  infringing 
machines  made  before  it  expired,  and  prayed  an  injunction  restrain- 
ing the  sale,  after  as  well  as  before  the  expiration  of  the  patent,  of 
machines  unlawfully  made  before  it  expired  ;  it  was  heldy  that  a  de- 
murrer to  the  bill  should  be  overruled.  Toledo  Mower,  &c.  Co.  x\ 
Johnston  Harvester  Co.,  24  Fed.  EepW,  739  ;  32  Pat.  Off.  Gaz. 
1010. 

A  bill  in  equity  for  infringement  of  a  patent  was  filed  May  5th, 
1885,  and  process  was  served  on  the  defendants  two  days  afterward, 
but  no  steps  were  taken  to  secure  a  preliminary  injunction.  The 
oaten t  expired  June  16th,  1885.  It  was  hddy  that  a  demurrer  to 
the  bill  should  not  be  sustained  because  of  the  expiration  of  the 
patent,  the  case  being  cognizable  in  equity  at  the  time  the  bill  was 
filed.  Dick  v.  Struthers,  25  Fed.  ]iep\  103  ;  34  Pat.  Off.  Gaz. 
131. 

Three  patents  were  used  in  one  process,  and  therefore  must  be 
considered  in  connection  in  estimating  profits.  One  of  them  had 
only  three  months  to  run,  when  the  bill  was  filed.     This  was  held 
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no  ground  for  dismissing  the  bilL  New  York  6n^  Sugar  Co.  v. 
Peoria  Graper  Sagar  Co.,  21  Ikd.  JRep'r,  878  ;  32  P<U.  Of.  Gass. 
138. 

In  a  suit  in  equity  for  infringement  of  a  patent,  in  which  an. 
injunction  and  accounting  were  sought,  several  changes  of  parties 
were  made  by  amendment  of  the  bill,  by  one  of  which  the  heirs  at 
law  of  one  of  the  patentees  were  made  parties.  Pending  the  suit, 
the  patent  expired,  and  not  until  afterwards  was  the  administrator 
of  the  deceased  patentee  made  a  party,  by  a  further  amendment  of 
the  bill.  It  was  held  that  the  suit  must  be  regarded  as-  commenced 
when  such  administrator  was  brought  in,  and,  the  patent  having 
then  expired,  a  court  of  equity  had  no  jurisdiction.  Hewitt 
V.  Pennsylvania  Steel  Co.  24  Fed.  BepVy  367 ;  31  Ihit.  Of.  Gaz. 
1687. 


252.  Effect  of  AbandonmerU^  Acquieacence,  or  Delay.^  on  the 

Jurisdiction. 

Equity  will  not  interfere  in  behalf  of  patentee,  either  to  grant 
an  injunction,  or  give  him  any  other  relief  in  respect  to  an  ant*gt^(L 
violation  of  his  patent,  if,  after  having  obtained  his  patent,  he  ban 
dedicated  it  to  the  public,  or  acquiesced  for  a  long  period  in.  the 
public  use  thereof,  without  objection  ;  in  such  a  case  his  own  eon- 
duct  may  be  considered  as  having  led  to  the  use  of  the  invention 
complained  of.     Wyeth  t?.  Stone,  1  Story^  273  ;  4  L.  Bep\  5r4. 

A  court  of  equity  is  reluctant,  even  when,  satisfied  that  a  pat- 
ent is  valid,  to  enforce  it  by  enjoining  infringements,  where  Uic 
patentee  is  chargeable  with  latches  in  sedking  relief.  And  this 
principle  extends  to  assignees  of  the  patent  under  an  extension. 
Goodyeai:  v.  Honsinger,  3  Mah^  Pat.  Cos.  147 ;.  2  Biss.  ]. 

Mere  delay  in  bringing  suit  for  infringement  is  not  sufficient  to 
establish  an  abandonment  or  dedication.  There  must  beanacqni*- 
escence  in  the  appropriation  of  the  right,  of  such  character  as  i*eap 
sonably  to  induce  the  belief  that  the  owner  intended  to  relinquish 
it  to  the  public.  Williams  v.  Boston  &  Albany  R.  R.  Co.,.  16  Pat. 
Off.  Gaz,  906  ;  17  Blatchf.  21  ;   4  Bann.  cfe  A.  Pat.  Cos.  441 

Thus,  if  a  patentee  has  neglect^  to  file  a  disclaimer,  in  a  case 
where  he  ought  to  do  so,  until  after  suit  is  brooght,  a  court  of 
equity  will  not  interfere  to  grant  a^perpetn^  injunction,  whatever 
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may  be  Lis  right  and  remedy  at  law.  Wyethv.  Stone,  1  Story ^  278  ; 
4  L,  Rep'r^  54. 

Where  there  were  satisfactory  reasons  for  the  delay,  it  will  be 
excused.  Thus,  where  the  validity  of  a  patent  was  in  litigation,  it 
was  held  not  laches  on  the  part  of  the  patentee  to  wait  until  a 
decision  was  rendered,  before  bringing  suit  against  infringers. 
Green  v.  Barney,  19  Fed.  Hep'r,  420.  And  a  patentee  will  not  be 
deemed  to  have  acquiesced  in  the  use  of  his  invention  so  as  to 
deprive  him  of  the  right  to  an  injunction,  because  he  first  proceeded 
against  only  the  more  palpable  and  obvious  violations  of  his  patent^ 
or  because  he  has  not  brought  suit  against  all  persons  infringing 
upon  it.     Van  Hook  v.  Pendleton,  1  Blatchf,  187. 


253.  Effect  of  Delay ^  dtc.  in  Particular  Instances. 

Twenty  days  before  the  expiration  of  a  patent  for  a  ^*  self-rais* 
ing"  flour,  motions  for  injunctions  in  over  fifty  suits,  to  restrain  the 
infringement  of  the  patent,  were  made.  All  of  the  suits  but  one 
were  against  grocers  who  were  selling  the  flour.  One  was  against 
a  manufacturer.  The  patent  had  been  sustained  on  final  hearing 
in  other  suits,  but  had  been  much  litigated,  and  until  recently. 
Since  then,  there  had  been  no  unnecessary  delay.  It  was  held^ 
that  no  laxshes  could  be  imputed  to  the  plaintiff.  An  apprehension 
that  the  grocers  may  fear  to  sell  non-infringing  flours,  and  thus 
cause  injury  to  the  manufacturers  of  such  flours,  was  no  ground  for 
withholding  injunctions  against  the  grocers.  Bumford  Chemiool 
Works  tj.  Vice,  14  Blatchf,  179  ;  2  Bann.  A  A.  Pat.  Cue.  684. 

Where  the  patentee  gave  prompt  notice  to  an  infringer  to  cease 
infringing,  and,  within  two  years  thereafter,  and  before  the  com- 
mencement of  legal  proceedings,  repeated  the  notice  three  times^ 
and  the  business  engagements  of  the  patentee  were  many  and  press* 
ing,  and  ho  gave  no  afiinnative  encouragement  to  the  infringer. 
It  was  held^y  that  the  right  to  a  preliminary  injunction,  in  a  case 
otherwise  plain,  M'ould  not  be  affected  by  the  delay.  Collignon  v. 
Hayes,  8  Ped.  Sep'r,  912  ;  20  Pat,  Off,  Gaz.  447. 

Where  the  patentee  had  knowledge  of  the  infringement  for 
nearly  two  years  before  applying  for  an  injunotion,  and  had  warned 
the  defendants  that  they  were  infringers.  It  was  held^  that  a  mo- 
tion for  an  injunction  should  be  denied  for  want  of  diligence. 
Sperry  v.  Ribbands,  3  Bann.  A  A,  PoU.  Cos.  260  ^  I  N.  J.  Z.  J.  lid. 
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The  loss  of  a  patent  issued  under  the  act  of  1793,  and  which  by 
that  act  was  required  to  be  recorded,  is  no  excuse  for  delay  in 
applying  for  an  injunction  for  its  infringement.  A  copy  would  be 
as  good  evidence  of  the  right  as  the  original,  or  as  a  new  patent 
issued  under  the  act  of  1837.     Cooper  t;.  Matthews,  8  L,  Rep^r^  4i:{. 

From  a  bill  in  equity  for  infringement  of  a  patent,  it  appeared 
that  the  patent  had  been  in  existence  for  about  15  years,  and  that 
the  infringement  had  continued  13  yeare  ;  and  no  excuse  for 
the  delay  on  the  part  of  complainant  was  shown.  It  was  held^ 
that  a  demurrer  should  be  sustained,  on  the  ground  of  laches. 
McLaughlin  v.  People's  R.  Co.,  21  Fed,  Bep'ry  674  ;  29  Pat.  Off. 
Gaz.  277. 

Delay  for  more  than  seven  years  in  proceeding  against  open 
infringers  of  complainants'  patent  was  /leld,  ground  for  refusing  a 
preliminary  injunction  against  the  same  parties,  notwithstanding 
the  owners  of  the  patent  had,  during  that  time,  been  engaged  in 
disputes  among  themselves,  and  in  establishing  their  rights  against 
other  infringers.     Ladd  v.  Cameron,  25  Fed.  JRepW,  37. 


254.    Proper   Persons    to  he  Complainants  in  a  Suit  in 

Equity. 

Only  the  patentee,  or  an  assignee  of  the  entire  and  exclusive 
right  for  a  specific  territory  can  bring  suit  in  equity  for  infringe- 
ment. An  assignee  of  a  part  only  of  the  right,  as  an  assignee  of 
the  right  to  use  and  sell  but  not  to  manufacture  cannot  sue  in  his 
own  name.  Hill  v,  Whitcomb,  5  Pat.  Off.  Gaz.  430  ;  1  Holmes^ 
317  ;  1  Bann.  d  A.  Pat.  Cos.  34. 

In  a  suit  in  equity  brought  on  letters  patent  for  a  machine,  to 
restrain  the  defendant  from  making  the  patented  machines  and  sell- 
ing them  to  parties  who  buy  them  for  exportation  to  and  use  in 
foreign  countries,  the  owner  of  the  legal  title  to  the  patent 
should  be  joined  as  plain ti£E  with  the  holder  of  the  exclusive 
right  to  make  and  vend  the  patented  invention  for  use  in  foreign 
countries.  Dorsey,  &c.  Rake  Co.  v.  Bradley  Manuf.  Co.,  12 
Blatchf.  202. 

In  a  suit  for  infringement,  those  who  have  a  title  to  the  patent 
are  necessary  parties  ;  if  others  are  joined  as  parties,  it  is  not  neces- 
sary to  dismiss  the  bill,  but 'merely  strike  off  their  names.  Edgar- 
ton  n.  Brock,  5  Bann.  &  A.  Pat.  Cos.  42. 
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A  bill  to  enjoin  infringement,  which  does  not  join  all  the  owners 
of  the  patent,  is  fatally  defective  ;  but  this  rule  requires  the 
joinder  of  only  those  persons  to  whom  interests  have  been  trans- 
ferred by  assignments  in  writing  duly  authenticated.  Jordan  v, 
Dobson,  2  Abb,  U.  S.  .398  ;  7  Phtla.  533. 

A  motion  to  dismiss  a  bill  for  an  injunction,  on  the  ground  that 
complainant  has  parted  with  all  his  interest  in  the  suit,  will  be 
denied  if  it  appears  that  the  assignment  was  made  after  the  com- 
putation of  profits  ended.     Dean  v.  Mason,  20  ITow,  1 98. 

A  patent  granted  to  the  administrator  of  an  inventor  is  held  by 
himy  prim  a  faciey  in  trust  for  the  heirs  ;  and  they  must  be  paities 
to  a  suit  in  equity  on  the  patent,  so  long  as  they  retain  such  an 
interest ;  if,  however,  the  inventor  sold  his  interest  prior  to  his 
decease,  the  assignee  must  be  made  the  party,  and  not  the  heirs. 
North-western  Fire  Extinguisher  Co.  v.  Philadelphia  Fire  Extin- 
guisher Co.,  6  JPat.  Off.  Oat.  34  ;  10  Phila.  227  ;  1  Bann.  <t  A. 
Pat.  Cas.  177. 

One  of  a  number  of  joint  tenants  in  a  patent  cannot  enjoin  the 
other  from  the  use  or  sale  of  the  patent ;  nor  can  the  equitable 
owner  of  a  patent  be  enjoined  from  using  it,  upon  a  bill  filed  by 
one  holding  the  legal  title  only.     Clum  v.  Brewer,  2  Curt.  506. 

Where  the  legal  and  the  equitable  right  to  a  patent  are  in  dif- 
ferent persons,  both  should  join  as  plaintiffs  in  a  suit  in  equity  for 
an  injunction  and  an  account.  Stimpson  v.  Rogers,  4  Blatchf. 
333. 

The  next^of  kin  of  a  patentee  cannot  be  united  with  the  personal 
representatives,  as  parties  plaintiff  in  a  bill  to  enjoin  the  infringe- 
ment of  the  rights  secured  by  the  patent,  and  for  an  accounting. 
Hodge  V.  North  Missouri  R.  R.  Co.,  1  DiU.  104 ;  4  FUh.  Pat. 
Cob.  IGl. 

A  former  owner  of  a  patent,  who,  in  the  instrument  conveying 
it,  reserved  to  himself  the  right  to  use  and  to  license  others  to  use 
the  patented  process  to  a  certain  specified  eztenti  is  not  a  necessary 
party  to  a  suit  by  the  person  to  whom  he  conveyed,  as  against  third 
persons,  to  restrain  infringement.  Frankfort  Whisky  Process  Co» 
V.  Pepper,  20  Fed.  J2^V,  836. 

If  the  owner  of  an  equitable  right  or  interest  in  a  patent  insti- 
tute a  suit  in  equity  for  his  own  benefit  in  the  name  of  the  owner 
of  the  legal  title,  for  an  injunction  and  an  account,  he  will  be  made 
a  co-plaintiff  with  the  owner  of  the  legal  title  upon  application  to 
the  court,  even  after  answer  is  filed,  testimony  published,  and  the 
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case  T8  plaoed  on  the  term  calendar  for  final  hearing.    Patterson 
V.  Stapler,  7  Ibd.  Bep'r,  210  ;  27  Int.  Rev.  Bee.  171 ;  11  jBepr,  731. 

A  party  alleged  to  have  an  interest  in  a  patent  sued  on  may  dis- 
claim all  interest  in  favor  of  complainant,  and  thus  obviate  tlaa 
objection  that  he  should  be  joined  as  a  party.  Graham  v.  Genevai 
Lake  Crawford  Maniif.  Co.,  11  Ihd.Itep'r,  138  ;  21  Bai.  Off.  Gaz. 
1536. 

A  bill  for  an  infringement  was  fonnded  not  on  the  title  of  the 
original  patentee,  bat  on  the  derivative  title  of  the  complainant 
first  named  in  the  bill,  to  whom,  as  executor  of  the  deceased  in- 
ventor, the  patent  was  reissued.  It  was  hdd  that  the  objection  tc 
the  right  of  the  complainants  to  maintain  their  bill,  because  only 
one  of  the  persons  named  as  executors  in  the  last  will  and  testa- 
ment of  the  original  patentee  was  made  a  party  to  the  bill,  could  not 
be  sustained  ;  the  reissued  patent,  under  the  circumstances,  was  a 
new  contract  between  the  government  and  the  executor,  subsequent 
to  the  decease  of  the  original  patentee.  Goodyear  v.  Providence 
Rubber  Co ,  2  Cliff.  361  ;  2  I%»h.  Fat.  Oas.  499. 

A  suit  for  an  accounting  of  profits  for  infringement  of  a  patent 
by  a  corporation  cannot  be  sustained  on  behalf  of  parties  who,  as 
officers  and  managers  of  the  corporation,  were  actively  engaged  in 
such  infringement,  but  subsequently  sold  their  stock  in  the  corpor- 
ation and  purchased  the  patent.  New  York  Grape  Sugar  Co. 
V.  Buffalo  Grape  Sugar  Co.,  24  i^'erf.  Bep'r,  604  :  32  Fat.  Off.  Gaz. 
1356. 

Who  is  such  assignee  as  may  sue  in  his  own  name.  See  Little- 
field  V.  Perry,  21   Wall.  205. 

The  fact  that  an  assignee  cannot  sue  at  law  in  his  own  name 
does  not  entitle  him  to  resort  to  equity.  Hay  ward  v.  Andrews, 
106  U.  S,  672. 

A  patentee  may  maintain  an  action  at  law  upon  a  patent,  in  his 
own  name,  although  he  is  under  a  contract  to  assign  it  to  others 
so  long  as  the  assignment  has  not  been  executed  ;  bat  equity 
regards  that  as  already  done  which  the  patentee  has  agreed  to  do, 
and  will  require  that  the  proposed  assignees  be  made  parties  to  any 
bill  in  chancery  brought  against  infringers.  If,  however,  the 
other  parties  to  such  a  contract  release  to  the  patentee  all  their 
interest  in  the  patent,  he  may  maintain  a  bill  in  his  own  name  for 
all  subsequent  infringements,  but  not  for  those  committed  pre- 
vious to  the  release  ;  neither  can  he  recover  damages  for  any 
infringements  committed  after  he  has  sold  and  assigned  tbo  patent. 


«^ 
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Wheeler  v.  McConniok,4  JPcU,  Of.  Gaz.  692  ;  11  BUxtchf.  834  ;  8 
Fi9h.  Pat.  Ca%.  561. 

One  who  is  only  a  licensee  cannot  sue  in  eqaity  in  his  own  namei 
bat  must  join  with  him  the  owner  of  the  legal  title  as  plaintiff* 
Nelson  «.  McMann,  16  PaJt.  Qf.  Gaz.  761  ;  16  Blatchf.  139  ;  4 
JBann,  cfc  A.  Pat.  Cos.  203. 

In  an  equitable  suit  brought  by  a  married  woman  in  the  circuit 
court  in  the  district  of  New  York  for  infringement,  the  husband 
need  not  be  joined.  Lorillard  v.  Standard  Oil  Co.,  21  Alb.  L.  J. 
492. 

The  receiver  of  a  corporation  appointed  under  the  law  of  Penn- 
sylvania, being,  by  the  law  of  that  State,  the  mere  custodian  of  the 
property  of  the  corporation,  cannot  maintain  in  his  own  name  a 
suit  for  infringement  of  a  patent  owned  by  the  corporation.  Dick 
v.  Struthcrs,  25  Pkd.  Bep\  103  ;  20  jRcpV,  643 


255.  Primer  Persons  to  he  Made  Defendants. 

A  patentee  should  not  be  joined  with  his  licensee,  as  defendant 
in  a  suit  for  infringing  an  earlier  patent  by  manufacturing  and  sell- 
ing the  licensed  machine,  if  the  patentee  made  defendant  has  no 
other  connection  with  the  infringement  than  receiving  the  royalty. 
The  licensee  is  the  party  liable  for  his  sales.  Hussey  v.  Bradley, 
6  Blatchf.  134  ;  2  I^h.  Pat.  Cos.  362. 

The  use  of  a  patented  machine  under  a  license  by  an  assignee  of 
the  license  may  be  enjoined,  where  the  assignee  refuses  to  pay  the 
tariff  agreed  upon  as  the  consideration  for  such  license  ;  but  the 
assignee  cannot  be  enjoined  by  reason  of  a  default  in  paying  the 
tariff  happening  prior  to  the  assignment ;  he  is  liable  only  for  his 
own  default.     Goodyear  v.  Congress  Rubber  Co.,  8  Blatchf.  449. 

In  a  suit  for  infringement  the  bill  alleged  that  the  defendants 
had  ''  jointly  and  collectively,  and  also  separately,"  used  and  sold 
bottle-stoppers  containing  the  patented  invention.  It  was  held 
that  although  no  joint  sale  or  use  was  shown,  yet  as  the  bill  was 
framed  to  recover  for  separate  infringements  and  was  not  demurred 
to  on  that  ground,  and  the  case  went  on  irpon  that  issue,  that  the 
plaintiff  could  maintain  the  suit  as  a  suit  against  each  defendant 
separately.  Putnam  v.  Hollander,  6  Fed.  R€p\  882  ;  19  Blatchf 
4«  ;  19  Pat.  Off.    Gaz.  1428. 

The  unauthorized  use  of  a  patent  by  the  agent  of  a  joint  stock 
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association,  in  its  business,  for  the  benefit  of  its  stockholders,  must 
be  considered  as  a  use  by  each  of  them,  from  which  each  of  them 
may  be  enjoined  ;  notwithstanding  that  under  the  laws  of  the  State, 
there  being  more  than  seven  shareholders,  the  association  might 
have  been  sued  as  a  whole  by  suing  the  president,  without  making 
all  the  shareholders  parties.  Tyler  v.  Galloway,  13  ^ed.  JRepWy 
477  ;  22  Fat.  Off.  Guz.  1204;  14  Ii(pW,  771  ;  21  Blatchf.  66. 


256.  hi  what  Cases  Agents^  Contractors^  Laborers^  Corpo- 
rate Officers y  may  he  Sued. 

An  injunction  will  not  be  granted  against  a  person,  restraining 
him  from  using  a  patented  machine,  unless  it  is  shown  that  he 
actually  used  it,  or  employed  others  to  use  it  for  him,  or  received 
profits  from  its  use ;  except  that,  to  prevent  evasions,  a  workman 
on  a  machine,  though  not  interested  in  it,  is  liable  to  be  restrained. 
Woodworth  v.  Hall,  1  Woodb,  <b  M.  248.  Later  it  was  held^  in 
the  same  district,  that  a  decree  for  an  account  cannot  be  had  against 
a  mere  workman,  who  has  been  instrumental,  while  in  the  employ- 
ment of  another,  in  the  infringement ;  he  having  had  nothing  to  do 
with  the  profits.  Sargent  t?.  Larned,  2  Curt.  340.  Where  a  person 
runs  a  machine  which  others  own,  and  which  machine  is  a  violation 
of  a  patent,  an  injunction  may  issue  against  all  for  the  violation. 
Woodworth  V.  Edwards,  3  Woodb.  cfc.  M.  120. 

When  contractors  laid,  for  a  city,  a  pavement  which  infringed 
the  patent  of  N. ;  and  the  city  paid  them  as  much  therefor  as  it 
would  have  had  to  pay  him  had  he  constructed  the  improvement, 
it  was  held,  in  a  suit  in  equity,  to  recover  profits,  brought  against 
the  city  and  the  contractors,  that  the  latter  alone  were  responsible. 
The  city  might  have  been  enjoined  before  the  completion  of  the 
work,  and  perhaps  would  have  been  liable  in  an  action  for  damages  ; 
but  it  was  not  chargeable  for  profits,  because  it  had  not  realized 
any  ;  the  profits  had  inured  to  the  benefit  of  the  contractors.  Eliz- 
abeth V.  Pavement  Co.,  97  U.  S.  126. 

The  directors  of  a  manufacturing  corporation,  who  manage  and 
superintend  its  business,  and  under  whose  direction  it  manufactures 
and  sells  articles  which  are  an  infringement  of  a  patent,  and  its 
agents,  who  conduct  its  business  of  selling  such  articles,  are  respon- 
sible for  such  infringement,  and  may  be  joined  as  defendants  in  an 
injunction  suit.     Goodyear  v.  Phelj^s,  3  Blatchf.  91.     So  an  officer 
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of  a  corporation  owning  a  patent,  who  has  personally  executed  an 
agreement  on  behalf  of  the  corporation,  a  third  person  to  furnish 
the  infringing  machines  under  a  tariff  as  rent,  is  a  proper  defendant 
to  a  suit  to  restrain  such  manufacture,  brought  on  the  ground  that 
it  is  an  infringement  of  a  prior  patent  owned  by  the  complainant. 
Nichols  V.  Pearce,  7  BUxtchf,  6.  But  see  a  case  where  offioei*swere 
held  not  liable  for  royalty,  where  they  had  derived  no  personal 
benefit,  and  had  acted  in  good  faith  (Phillips  v.  Detroit,  16  Pat.  Off, 
Gaz,  627);  and  a  case  where  corporate  officers  were  A^M  liable,  be- 
cause they  refused  to  disclose  to  the  patentee  the  names  of  the 
persons  really  responsible.  American  Cotton  Tie  Supply  Co.  t^. 
McCready,  17  BlaJtchf.  291  ;  17  PaJt.  Off.  Qaz.  665  ;  4  Bann.  A  A. 
Pat.  Cos.  588. 

The  fact  that  a  defendant  who  has  sold  an  article  which  infringes 
on  a  patent,  sold  it  on  behalf  of  its  owner,  and  had  no  interest  in  it 
or  its  sale,  is  no  ground  for  refusing  to  grant  an  injunction  against 
him.  Maltby  v.  Bobo,  14  Blatchf.  53  ;  2  Bann.  A  A.  Pat.  Cos. 
459. 

A  man  worked  for  the  defendant  by  the  piece,  in  the  defend- 
ant's manufactory,  aud  there  used,  in  the  defendant's  business, 
folding-guides,  his  own  property,  which  infringed  the  plaintiff's 
patent.  It  was  Ae/cf,  in  a  suit  in  equity,  that  the  defendant  had 
infringed  the  patent.  Wooster  v.  Marks,  17  Blatchf,  368  ;  9  BepWj 
201  ;  5  Bann.  S  A.  Pat.  Cas.  56.  « 

An  employee  may  be  liable  to  account  for  the  commissions 
derived  by  him  from  the  sale  of  infringing  goods,  and  may  be 
enjoined  from  making  any  further  sales.  And  a  suit  against  the 
employer,  brought  in  another  district,  for  such  sales,  cannot  be 
pleaded  in  bar  to  a  suit  against  such  employee  for  an  account  and 
injunction.  Steigerv.  Heidleberger,  4  JFed.  Rep\  455  ;  18  Blatchf. 
426  ;  18  Pat.  Off.  Gaz.  1463  ;  11  Bep'r,  212. 

An  assignment  of  the  revenues  of  a  railroad  to  a  preferred  cred- 
itor, and  the  use,  by  the  assignee,  of  cars  which  have  patented 
brakes  attached  to  them,  does  not  render  him  liable  to  account  for 
infringement  of  the  patent,  if  the  brakes  had  been  licensed  to  the 
company  ;  the  assignee  uses  the  brakes  as  agent  of  the  company, 
not  as  purchaser.  Emigh  v.  Chamberlain,  1  Bias.  367  ;  2  FUh. 
Pat.  Cas.  192  ;  1  Am.  L.  Reg.  If.  S.  207. 

In  a  suit  for  infringement  of  a  patent,  against  a  corporation,  its 
president,  L.,  and  another,  the  subpoena  was  not  served  on  L.,  but  a 
solicitor  appeared  for  the  defendants,  without  naming  them,  and 
n.— 26 
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tfaeir  anawBT  was  sworn  to  by  L.  as.  oqe.of  the  defendants  and 
^gned'  by  hU  individual  name.  It  was  Keld^  tliat  bo  had  become 
personally  a  party,  so  that  a  decree  for  mlhii,  asHi-d-  in.  the  bill 
against,  bim  personally  might  properly  be.ni^f^  Ipewii^tu  Standr 
ard.Laapdry  Machinery  Co,,  21  Blatchf,  1«4, 

A.  bill  for  a  discovery  may  be  maintained^  in  ajd,  of >  an:  aptiou  at 
law  for  damages  for,  infringement  of  a  patent^  ugain^  a^ corporation 
a#L  defendant^  witfaout  making  it&  oiticera  i^rties^  Tha^  sJmJar 
rislief.  could,  be  obtained  by  the  compiainanlf  in  his,  action  at  law 
upder  the  local,  practice,  does  not  deprive  the  conrt  of:  its  ef^uiuble 
jurisdiction  to  compel  a  dincpvery  in  8Ucb:Ga^ai  Colgatei  t>.«  Com* 
p^nie  Franci^ise  du  Telegnaphe,  23  Fed.Itep'r^  82; 

A  son,  who  is  employed  in  the  shop  of  his  fatl^^ir:  a^a^p^riiv 
ti^denti  having  no  interest,  in  tbe  bqpinesst,  is,  npt  \\9f^W  for  an 
infringement. of  a  patent,  merely  because  Xi^  infringing  maohine  is 
used,  in  the  shop  under  his  direction,  McDonald^  v.  Whitney, 
^.ikd.  MepW,  GQO;  Zi  BaU  Qff.  Qaz^  1^5.^ 

257.  The  Bight  to  a  Preliminary^  Injunction  in  Oeneral. 

To  ^title  complainant. in. equity,  to  tb^  r<eniedy,  of,  a;preliminary 
injunction,  bis.  title  by  the  patent,  and,  tjhe  proof-  of.  infringement 
by  4^f^ndant  n\ust  be  free  from,  doubt.  Marks  t;.  Corni  11  J^ed; 
JRep'Ty  900  ;  23  Fat.  Of,  Gaz.  94L;  Steam,  Gauge,  4;c.  Cq.  t?.  Miller, 
11  JFbd,  jRep\  718  ;  Steam  Gauge  d|  Lantern  Co.  v.  Miller,  8  Fed, 
Bep'r,  314  ;  20  Pat.  Off,  Gaz.  889 ;  Bradley,  &c.  Manuf.  Co,  «. 
Charles  Parker  Co.,  17  Fed.  Bep'r,  240  ;  24  Pat.  Off.  Gaz,  996  ; 
lUingwprth  v.  Spauldiqg,  9  Fed*  R^'r^  154  ;  12  JRep\  364,  See 
Isaacs  «.  Cooper,  4  Wash.  259  ;^  Woodworth.t?.  Hall,  1|  WiOQdK  <fe 
M.  248  ;  Id.  389  ;  6  Pa.  Z.  J,  178, 

The  mere  fact  that  the  qoraplainant  has  obtained  a  patents  i^  qpt, 
enough,  standing  alone,  to  ^title  him  to  an  injunction,  befpre  a 
bearing  upon  the  merits.  Orr  «•  Littlefield,  L  Wopdb.  <0  Jf.  13.:  & 
Z..jR^V,814, 

The  grant  of  a  patent  by  the  patent-oiSce  is.not,.  ot  itself,, a  bar. 
to  an  interlocutory  injunction  in  favor  of  a.  person  claiming  tp  be.^ 
a^ prior,  patentee  of  the  same  thing  ;  pu'ticularly,  wben.  such,  per* 
son  had  no  notice  to  appear  and  be  heard.at.  tjiQ  patent-office, 
and  the  court  is  satisfied  that  the  lapt  granted  parent  was,  an  inter- 
ferei^oe,.  Wilsoa.  v.  Barnum,  1  Tfo//.  Jr.  347  ;  0  Wjest.  L,J.  4^4;; 
3  FUh.  PcU.  Cos.  636, 


Where  aii  interferiance  between  complainant,  and^  4^^daQtf^> 
assignor  was  decided  in  favor  of  complainant,  to  wbon^>  pajl^ajt 
was  granted,  and  he  subsequently  moved  for  an  injunction  thereon, 
it  was  held^  that  the  interference  proceedings  did  not  estop  defend- 
ants from  setting  up  as  a  defense  that  the, invention^  pat^uted  wa|^ 
anticipated  by  another  device.  Peck,  ^c.  Co.  v.  Lindsay,  5  Bann. 
4t  A,  Pat  C(M.  390.  Compare  Smith  t?.  Halkyard,  16  Fed,  Rep^r^ 
414:;  23  i^t^.  Qff.  Qqz.  1832. 

Adhere  the  commissioner  o^  patents  bMi  grapted^  a  reiss^e/vfiti^ 
ape^pfl^nded^  cljunj,  a.  grqlimin^ry  injunction  n^y,  be.aw^rdi^  tj 
restrain  infringement  of  the  patent.  Lorillard  v*  McDowell,  %p. 
Ink  ^Vf  -Bfic.  9.0. 

Where  the  ya4idit3[  of-  at  pajtentt.is^ fully,  est^]:>li{shedx  tl^6.plaixiti|| 
iS:  entitled,  to  prpt^ectipn  by  an.  injiinction^;  and  the  fact  that  great 
injury,  m^y  thereby  be  <^ans^4  ^  ^he  ii)f  rjln^^.  I|y  interrupting  hi§ 
bfisinesstaa  a.  qoo^mc^p  (^^^r^^^Qn  ^oi;|£^  t^  t^e  if)convenience.o$ 
t^e  publip,  ifi  no  groiind  f^i^-rqfufliijg,  it  Hofee.^  Bfi§BOj^,^Y(^ 
K  B.  Co.,  6  BlaJtchf.  1G5. 

Where  a  defendant  ^^d  fp^  iiif^ngeiiipijft^  o^  glaintif^il  paj^ent 
•))0W8.  thaib  h(B  is  acting  i||^4^r  a  pa|^n(^  T^h;oh  l|aa.  be^n  issued,  t^ 
HimB^lf » an  in j  unction  befp^e  th^  tj^al,  sbpn|4s  i^ott  ^  allowed^  ^99?^ 
year  «.  Dtfnbar,  1  jFSa^.  Ba^  Cqs.  472. 

Wh0Ee  the  d^f^ndai^^  hail  dpn^  the  acl|i  09ip^lajned.of  und^r  1^ 
authority  of  a  pa|«ent,  ai)^  ^itl^  tb^  knowledge  of.  tjh^  plaintiff,, a^4 
u|imolested  for  a  length,  pf  tam^  and.  hap  ifivested  n^oney  in.  tl}^ 
business  sought  to  be  stopped*  plaintiff  is^not  entitled  to  ^k  a^prot 
Uminary  in j  If  notion  ;  ex;cept  in  ^  cas^fi^  fron^all  ceasoiiable.donbt. 
KoEtb  ti.  E^ershaiw,  4  ^^t^p  70, 

It  defendant  hits  used  the  patented  ipyentiop  n^a.iB^£u)ly  an^ 
without  making  compensation,  theplaii^^iff  is.  not  depf^yed  of  his 
right  to  a  preliminary  in junQtipn  by  the  f^t  t^at.  dje^ndftnt  has  disi: 
continued  such  use  and  disclaims  any  intention  of  resiiming.  it^ 
Sickles  t;.  Mitchell^  3  BUUchf.  548.;.  !Ql(uni£ord  (.HiemicaL  Works  v. 
Vice,  14  BhUchf.  179^;  2  J^c^nn.  <£  A  Fai.  (7a«.  584;  ^oppenhuf 
sen  V.  New  York  Comb  Co,,  4  Blatchf.  184  ;  2  Msh,  Fat,.  Caa.  79. 
8.  P.,  Buck  V.  McQill,  4  McLean^  174  ;  Potter  v.  Crowell,  1  Apb. 
IT.  8.  89  ;  ^  Msh*  Fqt.  Ca9.  11,2.  IJlje  complainant  in  such  a  cas^ 
is  not  obliged  to  rest  his  interests  on  the  mere  asseveration  of  the 
party  that  he  will,  not  repeat  the  act  of  iqfringement.  Haying  once 
b^en  a  wrongdot^r,  the  law  supposes  the  possibility  of  his  being  so 
again,  and  will,  i.mpps^  the  proper  restntlut  to  prevent  the  repetition 
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of  the  wrongful  act.    Jenkins  v.  Green wald,  1  JBond,  120  ;  2  Msh. 
Pat.   Cos.  87. 


S58.  The  Application ;   how  Made^  and  how  Heard  and 

Determined. 

In  patent  oanses,  the  United  States  courts  may,  in  a  proper  case, 
grant  a  preliminary  injunction  without  requiring  notice  to  be  given. 
Yuengling  v.  Johnson,  1  Hughes^  607 ;  3  JBann.  d>  A.  Pat.  Ccts. 
99. 

Informality  in  the  notice  of  motion  is  cured  by  appearance  of 
the  defendant.     Brammer  v.  Jones,  3  JFiah.  Pat.  Cos.  340. 

To  grant  a  motion  for  a  preliminary  injunction  on  a  patent,  on 
a  theory,  which,  although  it  may  be  true,  is  not  supported  by  affi- 
davits, is  not  proper.  American  Diamond  Rock  Boring  Co.  v. 
Sullivan  Machine  Co.,  14  Blaichf.  119 ;  2  Bann.  <t  A.  Pat,  Caa. 
622. 

Upon  a  motion  for  an  injunction  to  restrain  an  infringement, 
the  plaintiff  should  include  in  or  subjoin  to  his  bill  a  special  affi- 
davit to  the  truth  of  the  allegations  therein,  and  that  he  was  the 
original  and  first  inventor,  as  he  believed,  of  the  thing  patented,  and 
that  the  same  had  not  been  in  use  or  described  anterior  to  his  inven* 
tion.  The  formal  oath  to  originality  of  the  invention,  made  when 
applying  for  the  patent,  does  not  suffice,  for  the  motion.  Rogers  t;. 
Abbott,  4  Wash.  614.    S.  P.,  Sullivan  v.  Redfield,  1  Paine,  441. 

The  applicant  for  a  preliminary  injunction  should  state  facts 
sufficient  to  allow  the  court  to  decide  whether  or  not  there  has  been 
an  infringement ;  his  affidavit  merely  that  there  has  been  one  is 
not  sufficient.  Kirby  Bung  Manuf.  Co.  v.  White,  6  Bann.  <k  A. 
Pat.  Cos.  263  ;  1  Fed.  i2^V,604;  I  McCrary,  166  ;  17  Pat.  Qf. 
Oaz.  974. 

Where  the  bill  states  an  exclusive  possession  of  the  invention 
for  which  the  plaintiff  has  obtained  a  patent,  a  preliminary  injunc- 
tion may  be  granted,  although  the  court  may  feel  doubts  as  to  the 
validity  of  the  patent.  Issacs  v.  Cooper,  4  Wash,  259.  To  nearly 
same  effect,  Woodworth  v.  Hall,  1  Woodb.  Jb  M.  248 ;  6  Pa,  L. 
J.  178. 

Under  the  rules  of  the  circuit  court  in  the  second  circuit,  the 
court,  or  a  judge  out  of  a  court,  has  power,  on  a  motion  for  a  pro- 
visional injunction  where  the  defendant  sets  up  a  license  in  defense, 
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to  permit  the  plaintiff  to  put  in  proofs  in  rebuttal  of  the  proofs  put 
in  by  the  defendant ;  and  the  order  to  admit  such  rebutting  proofs, 
when  made  by  the  court,  is  regular,  although  not  made  till  such 
rebutting  proofs  are  received.  The  defendant  is  not  entitled  to 
reply  to  such  rebutting  proofs  by  further  proofs  on  his  part.  Day 
V,  New  England  Car  Spring  Co.,  3  Blatchf.  164. 

On  a  motion  for  a  preliminary  injunction  to  restrain  the  infringe- 
ment of  letters  patent,  the  court  will  not  look  further  into  the  case 
than  to  ascertain  whether  or  not,  upon  established  principles  of 
equity,  the  interference  of  the  court  is  required  to  prevent  an  irrep- 
arable injury  pending  the  litigation.  And  unless  the  right  is  clear 
upon  the  papers  and  proofs  presented  in  favor  of  the  plaintiffs,  the 
injunction  will  be  refused.     Sickels  v.  Youngs,  8  Blaichf.  293. 

An  application  for  a  provisional  injunction,  to  restrain  a  defend- 
ant from  continuing  an  alleged  infringement  of  a  patent  owned  by 
the  complainant,  is  addressed  to  the  discretion  of  the  court.  Wyeth 
V.  Stone,  1  Storyy  273,  295  ;  4  L,  RepWy  54  ;  Orr  v.  Badger,  1  L. 
JRep^rj  465  ;  1  Brunner  Col,  Cas.  537  ;  Forbush  v,  Bradford,  21  i. 
RepWy  471  ;  1  Fish.  Pat.  Cas.  317  ;  Orr  v.  Littlefield,  1  Woodb.  <t 
M.IS;  8  X.  Bep\  314  ;  Earth  Closet  Co.  v.  Fenner,  5  Ilsh.  Fat. 
Cos.  16  ;  Irwin  v,  Dane,  4  Fish,  Pat.  Ca^.  859. 

In  granting  injunctions  against  the  violation  of  patent  rights, 
the  court  proceeds  according  to  the  course  and  principles  of  courts 
of  equity  in  similar  cases.    Sullivan  t?.  Redfield,  1  Paine^  441. 

On  an  application  for  a  preliminary  injunction  to  restrain 
infringements  of  a  patent  which  had  been  reissued,  and  had  been 
frequently  adjudicated  upon  and  sustained,  it  was  heldy  that  the 
court  would  not  entertain  questions  as  to  the  originality  of  the 
invention,  or  the  validity  of  the  reissued  patent.  Gibson  v.  Betts, 
1  Blatchf.  163. 

Although,  on  a  motion  for  an  injunction  to  restrain  an  infringe- 
ment of  letters-patent,  the  proofs  should  show  that,  on  the  trial  of 
an  issue  awarded  in  the  cause,  on  the  question  of  infringement,  the 
jury  found  in  favor  of  the  plaintiff,  still  the  court  will  not,  as  a 
matter  of  course,  adopt  the  verdict,  but  will  examine  the  whole 
case,  including  the  evidence  given  before  the  jury,  and  will  grant 
or  withhold  the  injunction  according  to  its  own  judgment  thereon. 
Sickels  V.  Youngs,  8  Blatchf.  298. 

Where  the  answer  in  an  infringement  suit  denies  that  the  pat- 
entee was  the  true  inventor,  or  denies  that  the  defendant  uses  the 
plaintiff's  invention,  an  injunction  will  be  refused.    American  Car- 
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^t  Lining  Co.  v.  Beale,  6  Sann.  A  A.  Pat.  Cas,  529 ;  Isaacs  t». 
Cooper,  4  Wash.  259. 

If  the  coiliplainant's  patent  Has  been  sustained  in  a  suit  to  the 
defense  of  which  the  defendants  contributed,  he  is  entitled  to  a 
'provisional  injunction  against  them,  although  they  allege  in  their 
answer  that  they  have  a  witness  to  the  prior  use  of  the  invention, 
Who  was  ndt  examined  on  the  trial.  Birdsall  v.  Hagerstown  Agri- 
S^ultnrkl  Iniplement  Manuf.  Co.,  6  Pat.  Off.  Gaz.  604  ;  1  Bann.  Jb 
A.  Pat.  Cob,  426. 

The  person  who  originally  took  out  the  patent  will  not  be 
allowed,  when  sued  to  enjoin  him  from  infringing  it,  to  dispute  the 
novelty  or  utility  of  the  invention.  Onderdonk  v.  Fanning,  4  Fed. 
Bep*T^  148  ;  5  Sahn.  A  A.  Pat.  Gas,  86. 

In  a  suit  to  restrain  an  infringement,  where  issues  of  fact  are 
presented,  supported  on  one  side  by  affidavits  and  contradicted  by 
liffidavits  on  the  other  side,  so  that  tliey  nohtralize  each  other,  a 
motion  for  the  allowance  of  sucli  an  injunction  will  be  denied. 
Beaiie  w.  Ofr,  9  Pat.  Off.  Gaz,  255. 

If,  on  a  motidn  for  an  injunction,  there  appears,  from  the  affi- 
davits of  the  parties  or  witnesses,  such  a  repugnancy  in  point  of 
fact,  as  makes  it  necessary  to  decide  on  the  relative  truth  of  their 
conflicting  statements,  or  the  credibility  of  the  affirmants,  the 
^injunction  will  not  be  granted.  Oooper  v.  Matthews,  8  i.  JfepV, 
418.  But  where  a -motion  for  an  injiiinction  against  infringement 
rests  upoh  affidavits  of  dealers  in  the  article,  stating  their  opinion 
\»  to  itis  composition,  and  is  opposed  by  counter-affidavits  of  the 
manufacturer  of  the  artiele,  who  states  the  composition  from  his 
'personal  knowledge,  the  repugnancy  is  not  irreconcilable  ;  but  the 
statements  founded  on  personal  knowledge  are  deemed  more  relia- 
ble, and  the  injunction  will  be  denied.  Gutta  percha  Co.  v.  Good- 
year Ob.,  8  Siarej/er,  542 ;  2  Bann.  A  A^  Pat.  Cos.  212. 

A  prelitninary  injunction  ought  never  to  be  issued,  unless  tho 
Tight  of  a  patentee  is  an  established  or  admitted  one,  and  unless  the 
alleged  invaision  of  the  iright  is  proved  beyond  reasonlEtble  doubt. 
•i*krker  V.  Searte,  ^  Pa.  L.  T.  Rep.  443  ;  1  Fish.  Pat.  Oas.  98. 
^tten  i).  Silltnah,  3  Wail.  Jr,  1 24  ;  American  Nicholson  Pavement 
Co.  V.  Elizabeth,  4  Msh.  Pat.  Cas.  189;  3  Pat.  Off.  Gaz.  522  j 
Bailey  Wringing  Machine  Co.  v.  Adams,  5  Cent.  L.  J.  426  ;  8 
Bann.  A  A.  Pat.  Cas.  06  ;  Irwin  v.  Dane,  4  I^tgh.  Pat.  Cds.  359  ; 
*EvanB  t?.  Kelly,  13  Fed.  Rep'Vy  903  ;  9  Biss.  251  ;  26  Int.  Rev.  Reo 
'3*9 ;  23  Pkrt.  Off.  'Gaz.  192  ;  5  Bann.  A  A.  Pat.  Cas.  71. 
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Appliciition  for  ^preliminary  injanotion  may  be  granted  as  to 
articles  embraced  in  the  suit  'which  are  clearly  infringements  and 
denied  as  to  others  which  are  doubtful.  Allid  ^.'^towell,  2d  JPot. 
Off.  Gaz.  1083  ;  16  I'ed.  Bep'r,  242. 

A  district  judge  cannot  sign  a  'Writ  of  injunction  by  himself  in 
Tacation  -when  the  circuit  court  is  sitting  and  can  be  applied  to. 
Oo<)dye^r  Dental  Vulcanite  Co.  v,  Folsom,  5  Bann,  A  A.  Bat,  Oas. 
•590 ;  8  FM.  .Rep*r,  509  ;  26  Int.  Bev.  Bee,  261. 

The  patent  having  been  sustained  npon  final  hearing  against  a 
corporation  intini&tely  bodnected  with  the  defendant,  the  latter,  in 
adduciiig  'new  matter,  niust  ishoW  a  strong  probability^  that  if  it 
had  been  put  in  evidence  in  f oriher  suit,  a  different  result  would 
lisrve  been  YidHChed.  Oolgtde  t^.  €k>ld  ft  Stock  Telegraph*  Oa,  16 
"^FicU.  Of.Gtxz.  688. 

Although  the  court  should  examine  anew  the  case,  the  defend- 
ant not  having  been  a^party  to  any  former  suitb,  yet  if  the-points 
presented  are  the  same,  former  decisibns  must  bagiven  great  weight. 
Potter  V.  Whitney,  8  Msh.JPoa,  Cos,  11. 

Where  a  plaintiff  moVes  for  an  injunction,  and  it  is  denied  on 
'defects  pbinted  out,  it  ie  too  late,  after  defendant  has  closed  his 
proofs  for  final  hearing,  to  renew  his  motion  upon  papers  designed 
tocure  subh  defects.     Wbostbr  v.  Howe  Sewing  Machine  Co.,  16 


859.    Necessiiff  of  First  Establishing  PlaintijPs  Title  at 

Law. 

Arpatent  h  prima  facie  evidence  of  «  right ;  but  to  grant  an 
injunction  upon  the  mere  exhibition  of  a  patent,  and  an  allegation 
that  it  hAs  been  infringed,  is  not  matter  of  course;  the  court  should 
be  reasonably  satisfied  as  to  the  validity  of  the  patent,  either  by 
result  of  some  judicial  investigation  or  by  proof  of  long  public 
acquiescence.  Sullivan  v,  Redfield,  1  Paine^  441  ;  €(rover,  Ac. 
Sewii^  Machine  Co.  v,  Williams,  2  Fish,  Pat.  Cae.  188  ;  Tappan 
V.  National  Bank  Note  Co.  Id,  196. 

8o  long  as  there  is  room  for  doubt  whether  the  patent  under 

which  the  complainant  claims  is  valid,  the  court  will  not  grant  a 

.{)rovi6tdnal  injunction,  but  will  require  him  first  to  establish  its 

validity,  in  an  action  at  law.     Washbnm  v.  Gould,  8  Story ^  122  ;  1 

Weet.  L.  J.  466  ;  1  L.  Bep\  276;  Concord  v,  Norton,  16  Fed. 
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RepW^  477  ;  Sullivan  v,  Rediield,  1  Paine^  441 ;  Thomas  v.  Weeks, 
2  Paine^  92  ;  Isaao  t^.  Cooper,  4  WaeK  259  ;  Ogle  v.  Ege,  Id. 
584  ;  Miller  v.  McElroy,  1  Pa.  L,  J.  Pep,  804  ;  Brooks  v.  Bicknell, 
4  JUcZean^  70  ;  8  West.  L.  J.  109. 

In  general,  a  preliminary  injunction  is  granted  only,  1,  where 
the  right  of  the  complainant  has  been  established  at  law  ;  or,  2, 
where  he  has  enjoyed  the  patent,  avowedly  and  as  against  the  pub- 
lic, for  a  considerable  period  unquestioned  ;  or,  8,  where  his  right 
is  clear  and  unquestionable.  North  v.  Kershaw,  4  BlcUchf.  70  ; 
Toppan  V.  National  Bank  Note  Co.,  Id.  509  ;  2  Fish.  Pat.  Cos. 
202  ;  Irwin  v.  McRoberts,  16  Pat.  Off.  Gaz.  853.  To  nearly  same 
eflfect.  Doughty  v.  West,  2  Msh.  Pat.  Cos.  558. 

Although  a  decision  has  been  made  against  the  validity  of  the 
original  patent  on  account  of  defects  in  the  specifications,  yet  a 
preliminary  injunction  may  be  granted  on  a  reissue.  Schneider  t;. 
Bassett,  18  Ped.  Pep'r,  351 ;  22  Pat.  Off.  Gaz.  1447. 

Whether  the  judgment  at  law  relied  upon  to  support  an  applica- 
tion for  a  preliminary  injunction  must  have  been  rendered  in  the 
same  circuit  or  district  as  that  wherein  the  suit  in  equity  is  filed,  or 
whether  a  judgment  in  another  circuit  or  district  is  sufficient,  see 
Wells  V.  Gill,  2  Pat.  Off.  Gaz.  590  ;  6  Fish,  Pat.  Cas.  89  ;  Penn- 
sylvania Salt  Co.  V.  Myers,  1  Week.  N".  of  Cas.  377  ;  Spring  v. 
Domestic  Sewing  Machine  Co.,  2  If.  I.  L.  I.  214  ;  De  Ver  Warner 
V.  Bassett,  7  Fed.  Eep\  468  ;   12  Rep\  35. 

Prior  adjudications  on  the  same  issues  in  other  circuits  will  be 
sufiScient  for  the  purpose  of  granting  a  temporary  injunction. 
American  Bell  Telephone  Co.  v.  National  Improved  Telephone  Co., 
27  Fed.  Rep%  663. 

Whether  a  judgment  rendered  upon  consent  of  the  parties  is 
such  an  adjudication  as  will  sustain  the  plaintiff  in  making  applica- 
tion for  a  provisional  injunction  against  a  third  person,  see  Orr  v. 
Littlefield,  1  Woodh.  cfc  Jf.  13  ;  8  X.  Bep\  314  ;  De  Ver  Warner 
V.  Bassett,  7  Fed.  RepW^  468  ;  12  Rep\  85, 

For  decisions  of  the  courts  in  former  years  which  determine 
•questions  of  detail  in  the  application  of  the  rule  that  a  patent  must 
have  been  sustained  at  law  before  equity  will  grant  a  preliminary 
injunction,  see  the  following  :  Verdict  without  judgment  sufficient. 
Orr  V.  Badger,  7  L.  RepW^  465  ;  1  Brunner  Col.  Cas.  537.  Recov- 
eries against  other  persons  sufficient  against  an  infringer.  Hovey  v. 
Stevins,  I*  Woodh.  cC  M.  290 ;  Woodworth  v.  Hall,  Jcf.  248  ;  6  Pa. 
L.  J.  178.    Efforts  to  obtain  adjudications,  causing  great  delay 
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and  loss,  but  frustrated  by  disagreemeDts  of  juries,  sufficient.  Buck 
V.  Cobb,  9  It.  RepW^  646  ;  1  Brunner  Col.  Cos.  660.  Where  there 
bad  been  an  adjudication  sustaining  the  claim  of  the  patent  which 
defendant  was  infringing,  although  the  patent  contained  another 
claim  which  was  in  dispute.  Colt  v.  Young,  2  Blatchf,  471.  Where 
there  had  been  an  adjudication  sustaining  the  patent,  but  it  was 
under  review  in  the  supreme  court.  Wells  v.  Gill,  2  Bat.  Off.  Gaz. 
690  ;  6  FUh,  Bat.  Cas,  89.  Decree  against  buyers  and  users,  suf- 
ficient against  manufacturer.  .  United  States,  Aio.  Salamander  Felt-> 
ing  Co.  V.  Asbestos  Felting  Co.,  10  Bat.  Off.  Gaz.  828. 

For  decisions  holding  simply  that  adjudications  or  public  acqui- 
escence in  a  patent,  or  both  combined,  will  warrant  a  preliminary 
injunction,  see  Van  Hook  v.  Pendleton,  1  Blatchf.  187  ;  Robertson 
V.  Hill,  4  Bat.  Of.  Gaz.  132  ;  6  Bish.  Bat.  Cas.  466  ;  Odorless 
Excavating  Co.  v.  Lauman,  12  Bed.  B^\  788;  4  WoodSy  129; 
Kirby  Bung  Manuf.  Co.  v.  White,  6  Bann.  cfc  A.  Bat.  Cas.  263  ; 
1  Bed.  Refr,  604 ;  1  McCrary^  166  ;  17  Bat.  Off.  Gaz.  974. 

Previous  adjudications  in  favor  of  a  patent  entitle  complainants 
to  the  relief  of  a  preliminary  injunction  against  what  seems  to  be  a 
clear  infringement.  Thayer  v.  Wales,  9  Blatchf.  170  ;  6  Fish. 
Bat.  Cas.  130.  S.  P.,  Blaisdell  v.  Dows,  4  Bann.  A  A.  Bat.  Cas. 
499. 

Long  public  acquiescence  in  the  complainant's  patent,  together 
with  the  adjudications  in  favor  of  its  validity,  are  prima  facie  suf- 
ficient reasons  for  the  grant  of  a  preliminary  injunction  when  the 
infringement  is  palpable.  American  Shoe  Tip  Co.  v.  National  Shoe 
Toe  Protector  Co.,  11  Bat.  Off.  Gaz.  740 ;  2  Bann.  Jb  A.  Bat. 
Cas.  661. 

A  decision  upon  an  interference,  although  not  conclusive  in  an 
action  between  the  parties  for  an  infringement  of  the  patent  granted 
in  pursuance  of  such  decision,  is  an  adjudication  upon  the  patenta- 
bility of  the  invention  and  the  right  of  the  successful  party  to  the 
patent,  to  lay  a  foundation  for  a  preliminary  injunction.  Alleged 
anticipation  of  the  invention  by  others,  or  prior  in vention  by  defend- 
ants themselves,  unless  made  clearly  to  appear,  will  not  avail  them 
to  prevent  an  injunction.  Celluloid  Manuf.  Co.  v.  Chrolithian  Col- 
lar, Ac.  Co.,  24  Fed.  BepW,  276  ;  32  Bat.  Off.  Gaz.  383. 

Acquiescence  for  a  considerable  time,  by  a  complainant  in  the 
infringement  of  his  patent,  is  ground  for  refusing  him  a  prelimin- 
ary injunction  in  his  suit  for  such  infringement.  Mundy  t;.  Ken- 
dall, 23  Fed.  B^\  691  ;  32  Bat.  Off.  Gaz.  1237. 
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The  fact  that  a  patent  ib  recent,  and  has  not  been  judieiaily 
declared  to  be  yalid,  is  not,  alone,  ground  for  refusing  a  preliminary 
injunction  in  a  suit  for  infringement.  1886,  Foster  v.  Crossin,  23 
Fed.  Bep'ry  400. 

Where  the  patent  was  not  disputed,  it  was  held^  that  the  fact 
that  the  defendant  had  accepted  and  operated  under  a  license  was 
proof  enough  of  validity  of  the  patent,  to  sustain  a  temporary 
injunction.    Brown  v.  Lapham,  27  Md,  Bep*ry  11. 

Where  in  previous  litigation  a  patent  has  been  sustained  agaittst 
all  the  defenses  ordinarily  set  up  in  patent  cases,  the  question  of  its 
validity  is  hardly  an  open  one  on  an  application  for  a  preliminary 
injunction.  Cary  w.  Domestic  Spring  Bed  Co.,  2V  'MU,  'RtpW^ 
299. 

260.  Or  by  Long  Ptiblic  Acquiescence. 

Where  acquiescence  alone  is  relied  upon  as  a  biteis  for  the 
motion  for  a  preliminary  injunction,  the  infringement  must  be>pal- 
pable  ;  if  the  defendants  are  using  a  machine  openly  made,  fiold 
and  used  under  patents,  and  msinufaotured  in  good  faith  in  op^n 
competition,  there  is  reason  why  the  court  should  hesitate  to  inter- 
fere before  final  decree.  Burleigh  Rock-Drill  Co.  v.  Lobdell,  1 
Holmes,  450  ;  1  Pat.  Off.  Qaz.  836 ;  1  Barm.  A  A.  Pat.  Cos. 
626. 

An  inventor  may  make  ieind  sell  his  invention  for  two  years 
before  his  patent,  and  the  public  may  acquiesce  in  his  claim  during 
such  period  ;  and  such  acquiescence  may  be  entitled  to  weight,  in 
considering  his  right  to  a  temporary  injunction  ;  and  wh^fe  sufii- 
eient  possei^sion  is  thifs  established,  a  doubt  concerning  the  validity 
of  the  patent  will  not  necessarily  prevent  an  injunction.  Sargent 
V.  Seagrave,  2  Curt.  553. 

To  show  lapse  of  time  without  objection  raised,  does  not  prove 
public  acquiescence  ;  there  must  be  circumstances  indicating  that 
no  doubt  existed  of  the  patent.  Guidet  v.  Palmer,  10  Blatchf. 
^17 ;  6  JFish.  Pat.  Cos.  82. 

Where  complainant  has  for  a  number  of  years  been  in  the  exten* 
sive  and  undisputed  use  of  patents,  and  during  all  that  period  there 
has  been  a  public  acquiescence  in  the  monopoly,  a  provisional 
injunction  to  restrain  infringement  will  be  granted,  unless  some 
special  facts  appsar  to  take  it  out  of  the  general  rule.  McKay  •>. 
Dibert,  6  Fed.  JRep%5B1  ;  19  Pat.  Off.  Gaz.  1351  ;  11  J^'r,  386. 
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So  heldy  as  to  acquiescence  in  the,  claim  to  the  invention  daring  the 
two  years  preceding  the  application.  Sargent  v,  Seagrave,  2  Curt. 
058. 

Where  an  invention  is  new  and  useful,  want  of  public  acquies- 
cence cannot  av^il  parties  infringing  the  patent  therefor,  to  defeat 
a  preliminary  injunction.  Hussey  Manuf.  Co.  v.  Deering,  20  Fed. 
Jiep*r,  7^. 

A  reissue  patent,  coAtaihitig  claims  not  in  the  original,  is  to  be 
treated  sfo  a  neW  plitietit  so  far  as  its  standing  as  to  acquiescence 
sLtid  acceptance  by  the  public  is  concerned.  Irwin  v.  McRobertb, 
16  Pat.  Of.'Guz.  864. 


261.  Equitable  Reasons  for  Otimtifig  a  Ptellminary  Injuria 

Hon  on  the  Merits. 

A  preliminary  injunction  is'grantable  wh^re,  upOn  appearance 
of  defendant  to  notice,  he  contests  plaintiff's  title  without  suc- 
cessfully rebutting  the  allegation  of  infringement.  Blackwell  v. 
Armistead,  5  Am.  L.  T,  XT,  S.  Ota.  86. 

Under  an  agreement  to  manufacture  and  sell  a  patented  artictey 
equity  will  enjoin  the  breach  of  negative  covenants  and  decree  a 
specific  perfdrman6e  of  the  agreement  between  the  parties.  Hap- 
gdod  «.  RosenStOck,  ^8  'Fed.  JR^'r,  86. 

'Under  a  contract  giving  the  estclhsive  right  of  sale  of  a  patented 
article,  an  injunction  against  sales  by  the  grantor  will  be  allowed, 
until  the  <iOntract  is  set  aside,  althoi^h  he  claiihs  (hat  the  contraot 
wUR  obtained  by  fraud.  'Goddard  v.  Wilde,  17  Fed.  JRip'r,  846 ; 
16  Bep'r,  617. 

Although  eqtiity  tnight'hav^  decreed  a  surrender  and  cancella- 
tion of  the  contract  giving  phiintiff  the  exclusive  right  in  the 
patent,  yet  until  this  has  been  done  he  must  be  deemed  to  Continue 
in  the'enjoymdnt  of  the  right,  and  to  be  Entitled  toan  injunction 
against  infringement.     Gibson  v.  Barnard,  1  Blatchf.  888. 

A  person  who  has  a  license  to  use  a  patented  machine,  upon  cer- 
tain condrtioh8,'m%y  be  Enjoined  from  using  'it  except  upon  those 
conditions,  but  a  failure  to  perform  such  Conditions  is  not  necessa. 
rily  a  forfeiture  of  his  license,  such  as  entitles  the  plaintiff  to  an 
absolute  injunctidn  against  all  usid  of  'the  mttchlne.  Brooks  v. 
Stblloy,  8  McTjeariy  628-;  2  West.  L.  J.  896 ;  Wilson  v.  Shermiliiy 
1  Bkitcf\f.  686. 
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Bat  where  it  appeared  that  the  licensee  had  violated  the 
restriction  under  a  misapprehension  of  his  rights,  and  had  discon- 
tinued the  violation,  the  injunction  was  refused.  Wilson  v,  Sher- 
man, 1  Blatehf.  686. 

One  who,  for  a  good  consideration,  has  covenanted  not  to  fur- 
ther infringe  a  patent,  may  he  enjoined  from  further  infringing, 
unless  he  shows  some  equitahle  reason  why  the  agreement  should 
not  he  enforced.    Sargent  v,  Larned,  2  Curt,  840. 

A  party  to  a  mutual  and  reciprocal  covenant  respecting  a  patent, 
who  has  broken  it,  cannot  obtain  the  aid  of  a  court  of  equity  to 
restrain  the  other  covenantor  from  its  violation.  Otherwise,  where 
the  covenants  are  independent,  or  only  collaterally  connected  ;  or 
where  the  breach  is  of  such  a  nature  that  it  may  be  folly  repaired. 
Clum  V.  Brewer,  21  X.  jRcpV,  300. 


262.  Preliminary  Injunctions  Qranted  Under  Special  Cir- 
cumstances. 

A  corporation,  owner  of  certain  patents,  granted  an  exclusive 
licMiae  to  the  complainant  to  sell  machines,  and  agreed  to  furnish 
the  machines  at  a  certain  price  ;  but,  afterward,  refused  to  deliver 
them  ;  assigning  the  patent  to  one  having  knowledge  of  the  con- 
tract, in  trust  for  another  association  ;  and  took  measures  for  its 
own  dissolution.  At  the  suit  of  the  licensee,  a  preliminary  injunc- 
tion was  granted  restraining  the  corporation  from  dissolving  its 
organization,  and  the  assignee  in  trust  of  the  patents  from  trans- 
ferring them.  Singer  Sewing  Machine  Co.  v.  Union  Button-hole, 
&c.  Co.,  1  Holmesy  263  ;  4  Pat.  Of.  Oaz,  668. 

After  the  lapse  of  much  time,  the  affidavit  of  a  single  witness 
that  the  patentee  was  not  the  first  inventor  was  field  not  enough  to 
outweigh  the  oath  of  the  patentee  and  the  general  presumption 
arising  from  the  grant  of  the  letters-patent ;  and  that  an  injunction 
should  be  granted.  Woodworth  v,  Sherman,  8  Starf/^  171 ;  7  X. 
ifepV,  279. 

The  complainant  having  been  long  in  the  enjoyment  of  his  pat- 
ent, a  preliminary  injunction  was  ordered,  restraining  the  defendants 
from  infringing,  notwithstanding  affidavits  were  filed,  showing 
that  articles  embodying  the  alleged  invention  had  been  in  use 
before  the  complainant  made  it,  there  being  evidence  to  the  con- 
trary, and  none  of  the  alleged  anticipating  articles  being  produced. 
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Chase  v.  Wesson,  4  JPcU.  Off".  Gaz.  476  ;  1  Holmes^  274  ;  6  Fish. 
Pat.  Cos,  617. 

Where  a  party  held  a  license  under  a  patent,  in  which  the  pat- 
entee reserved  the  power,  upon  default  of  payn^ent  of  the  agreed 
price  for  the  privilege,  to  claim  and  take  hack  the  right ;  and  an 
action  was  brought  to  recover  the  arrears,  the  patentee  was  held 
entitled  to  an  injunction  to  restrain  the  licensee  from  further  use  of 
privilege ;  the  action  for  the  arrears,  and  judgment  therein,  being 
adjudged  no  waiver  of  the  forfeiture.  Armstrong  v.  Hanlenbecl^ 
8  N.  T.  Leg.  Obs.  431. 

The  right  to  a  patent  having  been  established  in  a  suit  at  law, 
a  preliminary  injunction  against  a  like  apparatus  was  granted, 
although  the  defendant  claimed  that  the  apparatus  used  by  him 
was  patented  and  had  been  adopted  by  him  in  good  faith.  Sickles 
V.  Tileston,  4  Blatchf.  109. 

Preliminary  injunction  in  a  suit  for  infringement  of  a  patent 
was  granted,  where  it  appeared  that  a  refusal  would  work  great  and 
perhaps  irreparable  injury  to  complainant's  business,  and  defendant, 
being  a  merchant  and  not  a  manufacturer,  would  not  be  materially 
injured  by  being  required  to  discontinue  his  sales  until  the  ques- 
tions at  issue  should  be  finally  determined.  Covert  t;.  Curtis, 
25  Had.  RepW^  43. 

In  the  case  of  a  license  to  use  a  patented  machine  in  considera- 
tion of  the  licensee's  promissory  notes,  with  a  stipulation  in  writing 
that  if  any  one  of  the  notes  should  become  due  and  be  unpaid,  the 
license  should  be  void,  and  should  revert,  a  provisional  injunction 
against  further  use  was  granted,  unless  the  licensee  should  in  sixty 
days  pay  the  amount  of  the  due  and  unpaid  note.  Woodworth  v. 
Weed,  1  BkOchf.  166. 

Notwithstanding  the  nse  of  the  infringed  combination  was 
stopped  upon  suit  brought,  an  injunction  and  account  were  decreed, 
where  the  defendants  had  made  no  disclaimer  of  the  right  to  nse, 
and  it  did  not  appear  that  the  previous  use,  though  disadvanta** 
geous  to  themselves,  was  without  damage  to  complainants  ;  and 
where  other  evidence  as  to  profits  might  be  given  on  an  accounting 
Bullock  Printing  Press  Co.  v.  Jones,  13  Fat.  Off.  Qaz.  124 ;  3 
Bann.  A  A.  Fat.  Cos.  196. 

The  fact  that  defendant  has,  by  government  grants,  the  exclu- 
sive right  to  operate  a  submarine  telegraph,  so  that  patentee  of  an 
invention  which  defendant  is  using  could  not  make  use  of  his 
invention  over  the  line,  does  not  exempt  defendant  from  injunction 
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to  reBtrain  hia  nae  of  tbe.ioventioQ.    Colgate  v.  InteiTialtional  Ocean, 
Tel.  Co.^  17  JBkUchf.  308  ;  9  JRep'r,  166  ;  4  Bann.  df^A,  JReff,  Qi^ 

A  decree  for-  aa  injanctioa  and  a^scoant  granted  upon  Uie.cirf^ 
cmnataDoea  in  the  particular  case,  against  severa}  defendants  who, 
owned,  rented  or.  occupied  premises  in  wkicb  were  placed-  driyea. 
wells  which,  were  used  by  theoi)  and  against  a.  defiendajiit  wl|o  pur- 
phased  and  rented  out,  b^t  never  personally  occupied  premi^es.coQr. 
taining,  adiiven  well.  Qreen  t>.  Gardner,  2^  Pat*  Off,  Oa^  63a; 
5  N.  J.  L.  J.  174. 

The  main,  and  principal  feature  of  the  artiof  canning  food?  of 
various  kindsi  being  old  and  well  known,  a  patent  fpr..a|^y.  particu% 
lar  article,  of  canned  goods  ''as.  a  new  article  of:  cQpai^f^rce,"  iQustt^ 
1m.  clearly  sostainedi  by  propf  in  order  to  sustain,  an,  injunction^ 
against  other  manufacturers  of  similar  gooda^  Wilson  PapkingCq*. 
p.  Clapp)  S.Bi8$.  154 ;  3  Ba^m.  <&  ^  Pa^  Cos.  243. 
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tion^  (m.  theJIfyritA. 

A  circuit  court  will  not  enjoin  a  patentee  from  m^iifiacturingi 
under  his  patent^  upon  allegations  that  hp  s^urreptitiously^  ijj^ciired' 
\patent  right  for  an  improvenieqt,  fpr,  wh^P^.<<9!PP.l?^iiP&jHt  mad^. 
fy^plioation  for  a  patent^  Vntil  the  coinplaipant  suficeeds  if\^  obtajn- 
ifig.  a  patent)  he  is  not  in  a^posltipn.  to  contest  the  validitj^  of  thC; 
defendapt/s  patent,  by  a.  suit  a^ain^t  him  for  aif  infringement^ 
Hoeltge  «.  Hpeller,  2  Bond^  SB6, 

An  injunction  ought  not  to  issue  to  restrain  i^fr^ngj^men]^  wbei^, 
it.  4pc9..  npt  appear  from  the  r^<^rd^  that  the  dpfend^^t  haa^ever 
m^iB  or  sold,  any  of  the  goods  in  t^e  district.     Wijspn  Packing 
Co,  v.  Clapps  8  Bis8,  154,;  3  Bann,  ds  A.  Pat.  Cqs^  243,     ^<^TQr, 
paj^  Gpo4y,ear  w,  Chaffee,  3  Blatchf.  268, 

A  probability  that  irreparable  injury  may  be  dpne  by  granting 
apreliminary  injunction  may  be  reason  for  refusing  it.  N^orth  ix* 
EershaWy  4.  Bfatchf.  70,  But  see  Sickles  v.  Tilesto^^  4^  Blatcl^f. 
109. 

Where,  the  defendant  is  manufacturing,  under  letters-patent^  the 
p)re8umption  is.  that  he  is  not  infringing,  and  unless  the  court  cm 
see,  from  an  ipspegtion.  alone  of  the  patent,  that  bis  article  is  an 
infringenient^  the  court  will  not  issue  an  injunction  until  after  a 
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full  bearing.     Sargent  Manuf.  Co.  v.  Woodruff,  6  I^iss.  444  ;  1 
I'ish.  Pat.  Cos.  277. 

A;  preliminftiTiy  injunatlon;  will  not  be  granted  where  d^fecdnnts 
have  manufactured  under  the  auction  of  a  patent  of  prior  date, 
which  patent  of  prior  date  has  expired,  and  no  proceedings  have, 
at  any  time,  been  instituted  by  complainants  to  secure  or  protect 
their  rights  under  their  patents.  Whitney  v,  Rollstone  Machine 
Works,  8  Pot  Of^  Gaz.  906.    See  also  Sargent  v.  Ga^rter,  21  Z. 

A  preliminary^  injunction,  will  be  refused  where  grave  doubt 
exists^  oa  Uie  evidence,  whether  there  has  been  any  infringement, 
and  there  is  some  doubt  as  to  the  validity  of  Uie  patent;  Cross  v. 
Ltvermore,  9  J^bd,  Ikp^r,  607. 

The.ezistence  of  a. substantial  doubt  whether  a  reissued  patent 
is  for  the  same  invention  as  the  original^  and  as  to  the  true  con- 
struction to  be  given  to  the  reissued  patent^  is  a  proper  ground  for 
denying  a  motion  for  a  provisional  injunction  to  restrain  the 
infringement  of  the  rei88ued>  patent*  Foppenhusen  v.  Faike,  4 
Blatchf.  403 ;  2  Fuh.  Pat,  Gas.  161. 

Where  a  reissue  is  in  terms  broader  than  the  original,  prelimin- 
ary injunction  denied^  there,  being  a  doubt  as  to  whether  the  pat- 
entee had  applied  for  a  reissue  within  a  proper  time.  Brewster  A 
Co.  V,  Pwry,  14  i^.  Rep'r^  6&4. 

Where  there  was  no  danger  of  loss  to  the  plaintiffy  the  defend* 
ant  being  shown  to  be  fully  respousiUe  for  profits  and  damages, 
and'  great  loss  will  result  to  th^  defendant^  and*  where  the  latter 
does  not  make  or  vend  the  painted*'  article,  it  was  fteldy  that  a  pre- 
liminary injunction  shouldi  be  denied,  the  title  of- plaintiff  not  being 
fully  established;  Morris  v.  Lowell  Manuf.  Co.,  i  FUh*  Pat.  Ceu. 
6^7  ;  3  Wall.  Jn  310  ;  Potter  v.  Whitney,  M  77. 

A  preliminary  injunction  will  not  be  granted  where  the  plaint* 
iff  has  acquiesced  in  the  infringement,  and*  unreasonably  delayed 
suit  against  infringers.  Green  v.  French,  16  Patk  Off\  Oaz^  215  ; 
Morris  v.  Lowell  Manuf.  Co.,  3  Mah.  Pat.  Cos.  67  ;  3  Wall.  Jr. 
310. 

Two  years'  use  by  defendant  of  complainant's  patent  with  the 
latter's  knowledge,  who  took  no  steps  to  stop  it^  was  held*  sufficient 
to  defeat  a  motion  for  a  preliminary  injunction.  Spring  v.  Domes- 
Uo  Sewing  Machine  Co.,  16  i^.  Q^.  Gaz.  721. 
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264.   Refusal  of  Preliminary  Injunctions^  under  Special 

Circumstances. 

The  patent  having  been  reissued  just  after  the  bringing  of  the 
suit ;  and  no  exclusive  possession  of  the  invention  for  any  consider* 
able  time,  accompanied  by  acquiescence  by  the  public,  or  any  ver- 
dict, judgment,  decree,  or  judicial  order,  recognizing  the  validity 
of  the  claim,  being  shown,  nor  irreparable  injury  to  the  complainant 
averred,  a  provisional  injunction  was  refused.  Earth  Closet  Co.  v. 
Fenner,  6  Msh,  Pat,  Cos.  15. 

Where,  on  a  motion  for  a  provisional  injunction,  the  novelty  of 
the  invention  was  denied,  and  it  was  admitted  that  the  plaintiff 
had  sold,  before  his  application  for  a  patent,  large  quantities  of  the 
article  in  packages  marked  as  *^  imported  from  Paris,"  the  injunction 
was  denied  until  the  plaintiff  should  establish  his  right  by  a  suit  at 
law.     Booth  V,  Garelly,  1  Blatchf,  247  ;  6  iV;  Y,  Ley.  Oba.  99. 

The  infringing  articles  were  made  and  sold  in  Rhode  Island,  and 
the  defendant  resided  there  and  carried  on  there  the  business  of 
making  and  selling  them.  It  was  held^  that  a  motion  in  New  York 
must  be  denied  on  the  grounds  that  defendant  was  beyond  the 
process  of  injunction,  and  issuing  it  would  be  inoperative  and  use- 
less ;  and  that  the  proper  place  to  apply  was  in  Rhode  Island. 
Goodyear  v.  Chaffee,  3  Blatchf.  268. 

The  plaintiff  moved  for  an  injunction  to  restrain  the  infringe- 
ment of  a  patent.  It  was  shown  by  the  defendant  that  he  had 
used  the  patented  apparatus  for  nearly  three  years  before  any 
claim  was  made  by  the  plaintiff.  The  court  refused  an  injunction 
until  the  alleged  acquiescence  should  be  explained.  Sykes  v. 
Manhattan  Elevator,  &c.  Co.,  6  Blatchf.  496. 

Where  the  alleged  infringement  consisted  in  using  a  stone 
crusher  in  repairing  roads  in  a  public  cemetery,  the  court  denied  a 
preliminary  injunction  ;  because  the  use  was  for  public  conve- 
nience ;  and  also,  defendants  had  tendered  a  compensation  to  abide 
event  of  the  suit.  Blake  v.  Greenwood  Cemetery,  14  Blatchf. 
842  ;  13  Pat.  Qf.  Gaz.  1046  ;  3  Bann.  <k  A.  Pat.  Cas.  112. 

A  decree,  in  a  suit  founded  on  a  patent,  rendered  in  favor  of 
plaintiff  because  the  defendants  abandoned  the  defense  and  allowed 
the  decree  to  be  entered  without  objection  and  without  a  hearing, 
is  not  sufficient  ground  upon  which  to  grant  a  preliminary  injunc- 
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tion  in  a  Bubseqaent  suit  in  another  district  and  against  other  par- 
tiesy  founded  on  the  same'  patent.  Hayes  t;.  Leton,  5  Fed,  It^\ 
521. 

T]ie  patent  was  for  an  improvement  on  the  horizontal  wheel 
for  gaining  power  to  propel  boats,  but  the  specifications  did  not 
state  the  nature  of  the  original  invention  upon  which  it  was  an 
improvement,  nor  whether  it  had  been  patented,  nor  give  any 
information  respecting  it.  An  injunction  was  refused,  on  the 
ground  that  the  nature  of  the  improvement  was  unintelligible. 
Isaacs  V.  Cooper,  4  Wash,  259. 

Special  injunction  to  stop  one  hundred  mills  on  an  alleged 
infringement  of  the  patent  for  the  Parker  water-wheel,  was 
refused  ;  where  defendants  had  had  many  years'  unchallenged  pos- 
session of  the  machines,  which  they  purchased  from  patentees 
y^llh  prima  facie  evidence  of  title.  An  injunction  is  not  employed 
to  create,  but  to  prevent  mischief.  Parker  v.  Sears,  4  Pa.  Law  J. 
Rep.  443  ;  1  Fish.  Pat.  Cos.  98. 

The  plaintiff's  patent  was  for  the  combination  of  a  flat,  horizon- 
\\\  iron  plate,  in  connection  with  a  chamber  or  recess  below  the 
plate.  The  defendant  put  horizontal  plates  into  fire-places  already 
provided  with  recesses  which  he  had  no  agency  in  constructing. 
It  was  fields  that  the  question  of  infringement  was  so  far  doubtful 
as  to  forbid  the  granting  of  an  injunction.  Dodge  v.  Card,  1  JSond, 
393  ;  2  JFUh.  Pat.  Caa  116. 

Plaintiff's  patent  had  been  upheld  in  another  court,  and  the  first 
claim  declared  to  have  been  infringed  ;  but  there  was  no  evidence 
in  the  present  suit  to  show  that  defendant's  contrivance  was  the 
same  as  the  infringing  articles  in  the  former  suit.  Defendant 
denied  infringement,  and  set  up  another  patent.  The  moving 
papers  contained  no  evidence  of  infringement.  Preliminary  injunc- 
tion was  denied,  but  defendant  ordered  to  keep  an  account.  Blake 
V.  Boisselier,  5  Bann.  df  A.  Pat.  Cos.  352. 

In  a  suit  brought  by  a  patentee,  alleging  an  infringement  and 
claiming  only  a  royalty  or  license  for  the  use  of  the  patented 
device,  a  motion  for  a  provisional  injunction  aimpiiciter  will  not  be 
granted  of  course,  even  where  the  patent  alleged  to  have  been 
infringed  has  been  held  valid  in  other  oases  ;  the  defendant  will  be 
held  only  to  give  bond  to  the  plaintiff,  to  secure  him  to  the  full 
extent  of  his  demand,  with  costs,  &c.  McMillan  t;.  Conrad,  16 
Fed.  Rep'r,  128 ;  5  3fcCrary,  140. 

A  license  to  use  a  machine,  the  patent  for  which  was  assigned 
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by  tlie  licensee  who  in  vented  it,  to  the  licensor,  was  field^  independ- 
ent of  a  license  previously  granted  by  the  same  licensor  to  the  same 
licensee,  to  use  a  process  in  which  the  machine  subseqaently  pat- 
ented was  employed,  so  that  failure  to  pay  royalties  under  the 
earlier  license  did  not  entitle  the  licensor  to  an  injunction  restrain- 
ing the  use  of  such  machine  by  the  licensee.  Washburn,  &,c,  Manuf. 
Co.  ».  Wilson,  19  Ftd.  R^j^r^  233. 

Motion  for  a  preliminary  injunction  was  denied  in  a  case  where 
complainants  had  known  of  the  manufacture  by  the  defendants  of 
the  alleged  infringing  machines  for  several  years,  and  had  neither 
warned  nor  proceeded  against  them,  and  some  doubt  existed  as  to 
the  infringement.  Ballon  Shoe  Machine  Co.  v.  Dizer,'^  Uann,  db 
A.  Pat,  C<u.  540. 

Preliminary  injunction  denied,  where  the  infringing  machiuo 
was  not  identical  with  the  one  declared  in  a  prior  suit  to  be  an 
infringement ;  defendant  having  been  granted  a  patent  since  then 
on  the  present  machine  ;  and  the  patent  of  complainant  never  hav- 
ing been  upheld  on  final  hearing.  Onderdonk  v.  Fanning,  5  Bann. 
dk  A.  Pat.  Cos.  562  ;    2  led.  Jlepr,  56S  ;  9  Pep'r,  737. 

Preliminary  injunction  denied,  because  stopping  the  use  of  the 
invention  would  greatly  embarrass  defendant's  entire  business  (liie 
publication  of  newspapers)  and  was  not  necessary  to  secure  justice 
for  plaintiff.  Hoe  r.  Boston  Daily  Advertiser  Corp.,  14  Ptd.  I2ej/ry 
914  ;  23  Pat,  Of.  Gaz.  1124.  S.  P.,  Swift  r.  Jenks,  19  led,  Pcp'r, 
641. 

Preliminary  injunction  refused,  on  account  of  delay  in  suing, 
coupled  with  other  circumstances  indicating  that  patentee  had  no 
important  right.  Tiilinghast  t\  Hicks,  23  Pat.  Of.  Gaz.  739  ;  13 
Ftd.  ll€p\  388  ;  14  Rep'r,  578. 

Equities  in  favor  of  an  infringer  of  a  patent  which  may  prevent 
an  injunction,  see  New  York  Grape  Sugar  Co.  v.  Buffalo  Grape 
Sugar  Co.,  18  Fed.  Eep\  638  ;  25  Pat.  Off  Gaz.  1076. 

Preliminary  injunction  against  alleged  infringement  denied, 
where  plaintiff  had  failed  to  press  a  pending  suit  at  law  for  the 
same  infringement  against  the  same  defendant,  and  the  latter  was 
pecuniarily  responsible.  United  Nickel  Co.  v.  New  Home  Sewing 
Machine  Co.,  17  Fed.  Iiep\  52G. 

Effect  of  words  '•  to  be  held  to  the  full  end  of  the  term  for 
which  said  letters  patent  are  or  may  be  granted,"  when  used  in  the 
habendum  of  a  deed,  reconsidered.  Where  the  assignor  from  whom 
complainant  derived  title  had  never  done  anything  with  the  patent 
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in  the  State  where  the  suit  is  pending  during  its  extended  term,  and 
defendants  bought  their  machines  in  ignorance  of  his  rights,  and 
the  existence  of  the  machines  now  set  up  as  prior  to  the  patent  was 
the  subject  of  different  issues  from  those  in  the  former  suit  on  the 
j^atent,  in  which  its  validity  was  sustained,  it  was  Jieldy  that  the 
court  would  not,  upon  preliminary  motion,  enjoin  the  defendants 
from  using  the  machines  ;  but  that  the  court  would  have  acted 
differently  if  it  had  appeared  that  the  defendants  were  not  responsi- 
ble ;  also,  that  if  the  court  were  sitting  in  any  other  state,  it  would 
grant  an  injunction  against  uses  of  the  machine  there,  as  the 
assignor's  neglect  would  not  affect  complainant's  rights  in  a  state 
where  complainant's  title  was  not  derived  through  him.  Gear  v. 
Holmes,  0  Fish.  Pat.  Cas.  695. 

A  preliminary  injunction  in  a  suit  by  licensor  against  licensee 
tinder  a  patent,  was  refused  on  the  ground  of  fraud  by  complainant 
in  concealing  an  arrangement  with  another  licensee  for  the  manu- 
facture of  the  patented  article  at  royalties  less  than  the  rates  agreed 
upon  between  the  parties  ;  it  appearing  also  that  complainant  had 
lost  control  of  the  market,  and  left  it  to  be  supplied  by  infringers 
who  paid  no  royalties.  Washburn  &  Moen  Manuf.  Co.  v.  Cincin- 
nati Barbed  Wire  Fence  Co.,  22  Fed.  Rep^r^  712.  And  see  Wash- 
burn A  Moen  Manuf.  Co.  v,  II,  B.  Scutt  A  Co.,  Id.  710. 

A  preliminary  inj^unction  in  a  suit  for  infringement  of  a  patent 
was  refused,  there  being  some  doubt  as  to  the  novelty  of  the  inven- 
tion ;  upon  defendants  giving  security  for  profits  and  damages  for 
infringement,  if  the  patent  should  be  sustained.  New  York  Belt- 
ing, Ac.  Co.  V.  Magowan,  23  Fed.  Rep.  597. 

Preliminary  injunction  in  suit  for  infringement  of  a  reissued 
patent  was  refused,  the  validity  of  the  reissued  patent,  in  respect 
of  the  alleged  infringement,  being  doubtful,  and  the  defect  appeal- 
ing to  be,  under  the  circumstances,  incurable.  Arnheim  v,  Finster, 
24  Fed,  Rep'r,  276  ;  32  Pat.  Off.  Gaz.  250. 

Where  the  claims  of  a  reissued  patent  appear  to  have  been  made 
so  comprehensive  and  elastic  as  to  embrace  ail  subsequent  inven- 
tions which  might  be  made  within  the  same  field  of  improvement, 
which  is  more  than  belongs  to  the  patentee  a  preliminary  injunction 
will  not  be  granted  in  suit  for  infringement,  even  of  a  claim  held 
valid  against  a  defendant  who  has  acted  on  the  assumption  that 
such  reissued  patent  could  not  be  sustained.  Western  Union  TeL 
Co.  V.  Baltimore,  Ac.  Tel.  Co.,  25  Fed.  Uejy'r,  30. 

Preliminary  injunction  in  snit  for  infringement  of  various  pat- 
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eato  for  dies  for  forging  ox-shoes,  and  for  the  process  of  forging  hj 
the  use  of  the  dies^  was  refused  until  final  hearing  of  doubtful  ques* 
tions  of  validity  of  reissues^  and  of  novelty  and  patentability  of 
devices  described.    Gunn  v.  Savage,  25  Fed.  Mep^ty  101. 

In  a  suit  for  infringement  of  a  patent  for  the  use  of  chloride  of 
lime  as  a  sizing  ingredient  in  the  manufacture  of  pulp-sise  paper, 
it  appeared  that  chloride  of  lime  had  long  previous  to  the  patent 
been  used  in  the  manufacture  for  bleaching,  and  was  usually  washed 
out,  at  least  in  part,  before  the  sizing  materials  were  applied  ;  but 
that  the  defendant  had,  long  before  the  date  of  the  patent,  in  manu* 
facturing  such  paper,  allowed  the  chloride  of  lime,  introduced  for 
breaching,  to  remain,  which  was  the  method  of  manufacturing  com* 
plained  of  as  an  infringement.  It  was  hdd^  that  equity  would  not 
interfere  to  restrain  a  continuance  of  the  defendant's  business  or 
manufacture  as  pursued  anterior  to  the  patent.  Dorian  v.  Guie, 
25  Ihd.  RtpW,  816  ;  84  Pa%.   Off.  Qaz.  702. 

Preliminary  injunction  was  refused  in  a  suit  for  infringement, 
notwithstanding  a  decision  of  the  supreme  court  of  the  United 
States  sustaining  the  complainant's  patent  as  valid,  where  there 
was  doubt  as  to  whether  the  device  alleged  to  infringe  was  covered 
by  the  patent.  Consolidated  Safety  Valve  Co.  9.  Ajihton  Valve 
Co.,  26  Fed.  Rep\  319. 

Preliminary  injunction  in  a  suit  for  infringement  of  a  patent 
was  refused,  the  averments  in  the  afiidavits  in  support  of  the 
motion  being  insufficient,  and  the  opposing  affidavits  miakiQg  the 
case  a  doubtful  one.  International  Tooth  Crown  Co.  v.  Mills,  SO 
Pat.  Off.  Gaz,  062. 

Preliminary  injunction  in  suit  for  infringement  of  a  patent  was 
refused,  where  there  was  doubt  as  to  the  title  of  the  ooftiplainant, 
who  claimed  as  an  assignee  of  the  patent.  Continental  Store  Serv-> 
ice  Co.  ».  New  York  Store  Service  Co.,  31  PoA.  Off.  Gaz.  1561. 


2G5.    Granting  or  Refusing  Injunction^  upon  Terma  as  to 

Security^  dtc. 

An  application  for  a  provisional  injunction  may  be  granted  or 
refused  unconditionally,  or  terms  may  be  imposed  on  either  of  the 
parties,  as  conditions  for  making  or  refusing  the  order.  The  state 
of  the  litigation  (where  the  plaintiff's  title  is  denied),  the  nature  of 
the  improvement,  the  character  and  extent  of  the  infringement 
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complained  of^  and  the  comparative  inconvenience  which  will  be 
occasioned  to  the  respective  parties^  by  allowing  or  disallowing  the 
motion,  must  all  be  considered  in  determining  whether  the  injunc- 
tion should  be  allowed  or  refused ;  and  if  allowed,  whether  abso- 
lutely or  upon  some  and  what  conditions*  Forbush  v,  Bradford, 
21  L.  Eep^r,  471 ;  1  Fish.  Pai.  Cos.  817, 

Where  the  defendants  were  using  but  not  making,  certain 
looms  having  a  patented  improvement,  and  an  injunction  would 
stop  their  whole  business,  it  was  held^  that  they  might  be  allowed  to 
give  security  to  keep  and  render  an  account.    Jb, 

If  an  injunction  will  lead  to  serious  injury  in  suspending  the 
works  of  the  defendant,  the  court  may  require  security  of  the  com- 
plainant, to  indemnify  the  defendant  for  such  losd,  if  the  patent  is 
held  void.  Or  it  can  make  an  order  to  expedite  a  final  hearing  and 
decision.     Orr  v.  Littlefield,  L  Woodb.  <£  JIf.  13  ;  8  X.  Bq>^r,  314. 

An  injunction  should  not  be  granted  where  the  plaintiff  is  made 
secure  of  receiving  all  the  profits  which  may  arise  from  the  use  of 
the  machine  until  the  final  hearing.    Foster  v.  Moore,  1  Curt.  27ft. 

When  the  infringement  is  clear  and  the  patent  valid,  an  injunc- 
tion will  not  be  refused  because  the  defendant  offers  to  give  bond 
with  surety  to  pay  any  damages  awarded  against  him.  McWilliams 
Manuf.  Co.  v.  Blundell,  11  Ihd.  Itep\  419  ;  22  Pat.  Off.  Qaz.111. 
8.  P.,  Gibson  fj.  Van  Dresar,  1  Blatchf.  632  ;  Tracy  t?.  Torrey,  2 
BlaJtchf.  275. 

Where  an  injunction  had  been  granted  against  a  person  for  an 
infringement  of  a  patent,  and  while  such  proceedings  were  being 
taken,  a  third  party,  with  full  knowledge  of  all  the  circumstances 
connected  with  such  injunction,  became  the  assignee  of  all  the  rights 
and  interests  of  the  persons  first  enjoined,  it  was  hdd^  that  such 
assignee  stood  in  the  light  of  the  other's  substitute,  and  that  he 
could  not  be  allowed,  by  giving  security  and  giving  an  account,  to 
continue  the  business  till  final  hearing,  but  an  injunction  should 
issue  against  him.    Parkhnrst  t?.  Kinsman,  2  Blatchf.  78. 

Injunction  to  restrain  infringement  was  refused,  against  a  bona 
fide  purchaser,  upon  the  defendant's  giving  bond  to  account, 
although  the  plaintiff's  patent  had  been  established  in  two  trials  at 
law  in  suits  between  other  parties.  United  States  Annunciator, 
Jbc.  Manuf.  Co.  v.  Sanderson,  3  Blatchf.  184. 

Although  the  defendant's  machine  may  infringe,  yet  if  ft  con- 
tain other  valuable  improvements  not  covered  by  plaintiff's  patent, 
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an  order  for  account  and  security  may  be  substituted  for  an  injunc- 
tion,    Stainthorp  v.  Ilnmiston,  2  J*lsh.  Pat,  Cos.  311. 

Upon  an  application  for  an  injunction,  the  defendants  offered  to 
pay  the  plaintiff  a  reasonable  sum  for  the  use  of  the  invention.  It 
^'.18  held,  that  the  defendant  ought  not  to  be  enjoined,  unless  he 
preferred  to  be  enjoined  rather  than  pay  the  plaintiff  a  reasonable 
sum  for  the  use  of  the  invention  ;  such  sum  not  to  exceed  the 
license  fee  usually  charged  in  like  cases,  and  to  be  ascertained  b}*^ 
reference  to  a  master.  Hodge  v.  Hudson  River  R.  R.  Co.,  6 
Clutch/.  1*J2. 

Injunction  withheld  upon  the  giving  of  a  bond  by  ^defendant, 
when  the  prior  adjudication  upon  which  the  right  to  a  preliminary 
injunction  was  based  is  pending  on  appeal  to  the  supreme.  WtUs 
V.  Gill,  6  I^is/i.  Pat.  Cas.  89. 

On  a  motion  for  a  preliminary  injunction  to  restrain  the 
infringement  of  a  patent  for  a  dredging  machine,  the  validity  of  the 
patent  was  denied,  on  the  ground  of  a  prior  public  use.  The  patent 
had  never  been  adjudicated  upon,  and  the  general  allegation  of  pub- 
lic acquiescence  in  the  bill,  and  which  was  the  only  proof  thereof, 
was  denied,  'i'he  defendant  was  constructing,  for  his  own  use,  a 
single  machine.  It  was  heldy  that  the  injunction  ought  not  to  be 
granted,  provided  the  defendant  should  give  security  sufficient  to 
protect  the  plaintiff  against  all  loss  and  damages  by  reason  of  the 
construction  and  use  of  the  machine,  and  to  pay  any  sum  which 
might  be  awarded  to  the  plaintiff  in  the  suit.  Morris  v.  Shelbournc, 
8  Blatchf,  266  ;  4  Fish,  Pat,  Cas.  377. 

The  plaintiffs  in  a  suit  in  the  circuit  court  against  T.  for  manu- 
facturing and  selling  gas  machines,  obtained  a  decree  requiring  T. 
to  account  for  his  gains  and  profits  from  such  manufacture  and 
sale,  and  for  all  damages  sustained  by  the  plaintiffs  from  such 
infringement  by  T.  No  final  decree  had  been  entered.  The  plaint- 
iffs then  brought  this  suit  against  B.  for  infringing  the  patent  by 
the  use  of  a  machine  purchased  by  him  from  T.  and  applied  for  a 
provisionaF  injunction  to  restrain  the  further  use  of  the  machine. 
It  was  held,  that  13.  ought  to  be  allowed  to  give  security  for  the 
payment  of  any  decree  that  might  be  rendered  against  him,  and 
that,  if  he  would  do  so,  the  injunction  ought  not  to  be  granted. 
Gilbert,  Ac.  Manuf.  Co.  v.  Bussing,  12  Blatchf.  426  ;  1  J3ann,  c6 
A.  Pat.  Cas.  621  ;  8  Pat.  Off.  Gaz.  144. 

Where  a  preliminary  injunction  against  the  use  of  a  devioe 
claimed  to  be  patented  would  work  great  injury  to  one  party  with- 
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out  corresponding  benefit  to  the  other,  it  should  not  issue  ;  but  that 
a  bond  to  keep  and  file  a  verified  account  and  to  pay  the  amount  of 
any  decree  for  damages  should  be  given.  Swift  v.  Jenks,  19  JFhd. 
Jiep*r,  641.  S.  P.,  Hoe  u,  Boston  Daily  Advertiser  Corp.,  14  I^ed. 
Hep'r,  914  ;  23  JPat  Off,  Gaz.  1134. 

Where  a  party  has  only  some  vague  and  indistinct  right,  and 
an  order  may  work  an  injury  to  defendant's  business,  a  preliminary 
injunction  will  not  be  granted  simpliciter^  without  a  bond  or  secur- 
ity.    Blake  v.  Boisselier,  16  Fat  Off.  Gaz.  854. 

Where  the  judges  differed  as  to  the  question  of  infringement, 
and  the  jury  had  failed  to  agree,  the  court  directed  that  an  injunc- 
tion already  granted  should  be  dissolved,  upon  the  defendant  giv- 
ing proper  security  to  keep  an  account  ;  or,  if  he  should  fail  so  to 
do,  then,  that  it  should  remain,  upon  the  plaintiff  giving  proper 
security.  Wilson  v.  Barnum,  1  Wall.  t/r.  347  ;  2  Fish.  Fat.  Caa. 
635  ;  0  West.  L.  J.  464. 

If  the  owner  of  a  patent  has  never  made,  used,  or  sold  to  others 
to  be  used,  the  invention  covered  by  his  patent,  an  injunction  will 
be  denied,  in  the  interlocutory  decree,  against  its  use  by  an 
infringer,  on  his  giving  bond  to  secure  any  damages  which  may  be 
awarded  on  final  hearing.     Hoe  v.  Knap,  27  Fed,  Rep^r^  204. 

The  fact  that  defendants  are  well  able  to  pay  ultimate  damages 
is  not  a  sufficient  ground  for  the  refusal  of  a  preliminary  injunc- 
tion. American  Middlings  Purifier  Co.  t?.  Christian,  3  Bann.  & 
A.  Fat.  Cos.  42. 

The  validity  of  the  patents  having  been  passed  upon  in  one 
case,  and  restraining  orders  granted  upon  an  6a; /7ar^6  application 
against  other  defendants,  it  was  heldj  upon  application  for  a  prelim- 
inary injunction  based  upon  the  same  proof  as  to  infiingement,  that 
a  preliminary  injunction  should  be  denied,  there  being  a  doubt  as 
to  infringement,  upon  condition  that  a  bond  be  given  for  any  dam- 
ages that  might  be  awarded,  and  an  account  of  sales  kept.  Steani 
Guage  Co.  v.  St.  Louis  Ry.  Supply  Co.,  25  Fed.  Rep\^  494  ;  33 
Fat.  Off.  Gaz.  889. 

266.    Dissolution  or   Snspension  of   Preliminary  Injunc- 
tions. 

An  injunction  is  not  necessarily  to  be  dissolved  because  the 
right  of  the  patentee  is  made  to  appear  doubtful.  Orr  v.  Badger, 
7  Z.  Fep'r,  465  ;  1  Frumnier  Col.  Cas.  537. 
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An  injonotion  iBsned  on  an  injunction  bill  which  alleges  long 
possession  and  sales  under  the  patent,  and  that  the  validity  of  the 
patent  has  been  supported  by  several  trials,  will  not  be  dissolved  on 
on  answer  of  mere  general  denials  of  the  originality  of  the  patent, 
and  the  defendant's  use  of  the  invention,  unless  the  denial  is  justi- 
fied by  the  facts,  or  the  claim  of  defendant  is  strengthened  by 
some  evidence.    Orr  v.  Merrill,  1  Woodb.  db  M,  376. 

An  injunction  once  granted  should  not  be  dissolved  for  mere 
doubts  ;  particularly  when  they  relate  to  form,  and  the  time  for  a 
trial  on  the  merits  is  near.  Woodworth  v.  Hall,  1  Woodb,  it  Mi 
389. 

The  suspension  of  an  interlocutory  decree  perpetually  enjoining 
the  infringement,  until  the  final  decision,  upon  defendants  giving  a 
bond,  rests  in  the  sound  discretion  of  the  court.  Brown  t;.  Deere, 
6  JFhd.  Jtep'r,  487  ;  19  JPat.  Of.  Gaz.  1217. 

If  the  defendants  contest  the  validity  of  the  plaintiff's  invention, 
the  injunction  will  be  granted  to  continue  only  until  the  validity  of 
the  patent  can  be  determined  by  a  trial  at  law  ;  and  will  be  dis^ 
solved  if  such  suit  is  not  brought  before  the  next  term  of  the  court. 
Woodworth  v.  Edwards,  8  Woodb.  db  M.  120. 

A  motion  to  dissolve  an  injunction  will  not  be  heard  on  the 
same  evidence  on  which  it  was  granted,  nor  upon  new  evidence 
which  defendant,  without  good  excuse  neglected  to  offer  before  ; 
though  upon  new  and  material  evidence  it  may  be.  Woodworth 
V.  Rogers,  3  Woodb,  <£  M.  185.  S.  P.,  Union  Paper  Bag  Co.  v, 
Newell,  11  Blateh.  549 ;  5  Pat.  Off.  Gaz.  459  ;  1  Bann.  Jb  A,  Pal. 
Cos.  113. 

Where  an  answer  is  filed  to  a  bill,  denying  the  validity  of  the 
patent,  and  evidence  supporting  the  answer,  prima  facUy  is  offered, 
the  injunction  will  be  dissolved,  unless  the  other  side  file  counter- 
evidence  sustaining  the  validity  of  the  patent.  lb.  A  common 
injunction  is  usually  dissolved,  as  a  matter  of  course,  on  the  coming 
in  of  an  answer  denying  merits,  or  a  legal  title  in  the  plaintiffs, 
and  without  any  inquiry  into  the  truth  of  the  allegations ;  other- 
wise, of  a  special  injunction.     lb. 

Unless  the  proof  offered  on  motion  to  dissolve  an  injunction 
granted  on  a  bill,  overcomes  the  equity  of  the  bill  and  the  evidence 
supporting  it,  the  motion  will  be  denied.  Sparkman  t;.  Higgins,  1 
Slatch.  205  ;  5  iV:  Y.  Leg.  Ob$.  122  ;  6  Pa.  L.  J.  344. 

Afiidavits  filed  in  support  of  a  motion  to  dissolve  an  injunction 
against  infringement,  showed  that  the  infringing  articles  made  by 
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defendant  were  made  under  lioense  from  the  patentee ;  it  was  held, 
that  the  injunction  must  be  dissolved.  Goodyear  v.  Bourn,  8 
£latcl^,  266. 

Defendant  will  not  be  allowed  to  present,  on  a  motion  to  dis- 
solve an  injunction,  facts  which  he  might  have  presented,  but  did 
not,  in  opposing  a  motion  for  a  preliminary  injunction,  and  in 
opposing  afterward  a  motion  to  punish  Aim  for  a  contempt  in  vio« 
lating  such  injunction.  National  School  Furniture  Co.  v.  Paton, 
16  Blatchf,  663  ;  4  Bann.  A  A.  Pat.  Cas.  432. 

The  mere  failure  to  join  a  proper  party  will  not  be  sufficient 
ground  for  dissolving  an  injunction,  where  the  defendant  is  using 
the  infringing  machine  for  purposes  in  respect  to  which  the  plaint* 
iff  has  an  exclusive  right  under  his  patent.  Bassett  v.  Malone,  11 
Ftd.  Rep\  801. 

The  fact  that  the  complainant,  after  obtaining  an  injunction, 
parted  with  all  his  interest  in  the  patent,  was  held  not  sufficient 
ground  for  dissolving  the  injunction.  Thompson  v.  Barry,  2  Week. 
N.  of  Cae.  100. 

After  a  final  decree  establishing  an  exclusive  right  to  the  use  of 
a  patent  and  awarding  an  injunction  to  protect  it,  the  injunction 
will  not  be  suspended  while  the  decree  stands  unreversed,  unless 
some  extraordinary  cause  outside  of  the  interests  of  the  parties  is 
shown.  Public  necessity  may  be  a  cause  for  such  suspension. 
Munson  tr.  New  York,  19  Fed.  RepW^  813  ;  22  BMchf.  45. 

.  Where  the  bill  or  affidavits  of  the  complainant  did  not  state 
with  certainty  the  infringement  of  the  defendant,  and  the  complain- 
ant did  not  swear  at  the  time  of  the  filing  of  the  bill  that  he 
believed  he  was  the  original  and  true  inventor  of  the  thing  pat- 
ented to  him,  and  the  defendant  denied  on  oath  the  originality, 
novelty  and  utility  of  the  invention,  the  preliminary  injunction  was 
dissolved.  Wilson  t^.  Curtius,  2  West.  Li  J.  511.  Bat  in  such 
case  the  injunction  may  be  revived  on  further  affidavits  setting 
forth  the  particulars  of  the  infringement  complained  of,  and  alleg- 
ing priority  of  invention  in  the  patentee.    Ih. 

The  suspension  of  an  interlocutory  decree,  perpetually  enjoining 
the  infringement  of  a  patent,  until  an  accounting  can  be  had  and  a 
decree  entered  from  which  an  appeal  can  be  taken,  rests  in  the 
discretion  of  the  court  which  granted  the  decree.  Brown  v.  Deere, 
6  Fed.  Eep'r^  487  ;  2  McCrary,  426  ;  19  Pat.  Off.  Oaz.  1217. 

In  a  suit  for  infringement  of  a  patent  for  a  machine  the  com- 
plainant obtained  a  decree  for  the  profits  of  the  manufacture  and 


426  UNITED  STATES  LAWS. 

sale  by  the  defendant  of  machines  embodying  the  patented  inven- 
tion, upon  which  some  money  .was  recovered^  and  real  estate  was 
set  off,  on  execution,  in  satisfaction  of  the  balance.  It  was  /leld^ 
that  this  was,  prima  faciey  a  satisfaction  of  the  decree  ;  and  that 
in  a  subsequent  suit  by  the  same  complainant  for  infringement  of 
his  patent  by  the  use  of  machines  purchased  from  the  defendant  in 
the  former  suit,  and  for  the  manufacture  and  sale,  for  usd  of  which 
ihc  complainant  had  recovered  therein,  a  preliminary  injunction 
should  not  bo  continued.  Steam  Stone  Cutter  Co.  v.  Sheldon,  2 1 
Blatchf.  200. 

Injunction  restraining  employes  of  inventor  of  nndisclosed 
process  of  manufacture  from  divulging  the  secret,  continued  until 
final  hearing.     Salomon  v.  Hertz,  2  Cent,  Hep^r^  18^ 


2G7.    Operation  and  Effect  of  Injunctions  in  Patent  Cases. 

Purchasers  from  an  infringer  who  has  been  enjoined  by  a  cir- 
cuit court,  cannot  be  permitted  to  use  the  machine  purchased  in 
another  circuit  while  the  injunction  remains  in  full  force.  Wood- 
worth  V.  Edwards,  3  Wooclb.  <fc  M.  120. 

An  injunction  in  a  patent  case  does  not  extend  beyond  the  right 
of  the  plaintiff,  as  set  up  in  his  bill.  Byam  v,  Eddy,  2  Blatchf. 
f)21  ;  24  Vt,  666  ;  Wire  Railing  Co.  v.  Walker,  2  Fish.  Pat.  Cos. 
179. 

To  sell  parts  of  a  patented  device  necessary  to  its  operation  but 
not  covered  by  the  patent,  does  not  constitute  a  new  infringement, 
when  they  have  already  been  charged  in  the  accountings  for  the 
sale  of  the  patented  portion.  Buerk  v.  Imhauser,  WPat.  Off,  Gaz. 
112. 

The  words  "  perpetual  injunction,"'  in  a  decree,  mean  only  for 
the  life-time  of  the  patent ;  and  that  must  be  determined  by  the 
statute  and  the  facts  of  the  case,  and  not  merely  by  the  terms  of 
the  [)atent.  De  Florez  v.  Raynolds,  8  Fed.  PepV,  434  ;  17  Blatchf. 
430  ;  17  Pat.  Off.  Gaz.  603  ;  5  Barm,  cfc  A.  Pat.  Cos.  140. 

The  sending  of  circulars  by  complainants  to  parties  engaged  in 
tlu?  trade,  notifying  them  of  a  preliminary  injunction,  is  improper. 
Wilson  Packing  Co.  v.  Clapp,  8  Bisa.  154;  13  Pat.  Off  Gaz. 
30H. 

A  decree  for  a  perpetual  injunction  is  not  final  where  it  also 
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directs  a  reference  to   ascertain  the   damages  by  reason  of  the 
infringement,     Barnard  v.  Gibson,  7  How.  650. 


2G8.   Violation  of  Injunctions^  in  Patent  Cases. 

Where  a  person  had  been  enjoined  not  to  use  a  machine  sub- 
stantially like  the  one  mentioned  in  the  complainant's  bill,  it  was 
held,  that  ho  was  chargeable  with  a  contempt,  by  the  purchase  and 
use  of  a  machine  which  had  been  enjoined  in  another  circuit  as 
being  substantially  like  the  plaintiff's.  Woodworth  v,  Rogers,  3 
Woodb.  it  M.  135. 

To  supply  an  infringing  device  after  service  of  an  injunction  is 
a  violation,  although  done  pursuant  to  a  contract  made  before.  Col- 
gate V.  Gold,  &o.  Tel,  Co.,  17  Fat.  OJ.  Gaz,  103  ;  4  Bann,  d)  A. 
Fat,  Gas,  559  ;  Colgate  v.  Western  Union  Tel.  Co.,  17  Fat.  Off. 
Gaz.  195  ;  4  Bann.  Jb  A.  Fat,  Gas.  552. 

An  injunction  founded  upon  consent,  enjoining  the  use  of  a 
patented  invention,  is  not  necessarily  deprived  of  vitality  by  the 
granting  of  a  conditional  license.  But  an  attachment  will  not  bo 
issued  for  the  violation  of  such  injunction  while  the  license  itself  is 
in  litigation.  Pentlarge  v,  Beeston,  1  Fed,  Fep'r,  802  ;  18  Blatchf. 
38  ;  9  Rciy'r,  774  ;  6  Bann.  <Sb  A.  Fat,  Gas,  326. 

One  who  has  been  enjoined  from  infringing  a  patent  and  who 
continues  to  sell,  is  equally  guilty  of  a  contempt  and  liable  to 
attachment,  whether  he  sells  in  his  own  right  or  as  ageut  for 
another.     Potter  t?.  MuUer,  1  Bo7id,  601  ;    2  Fish.  Fat,  Gas,  631. 

It  is  no  excuse  for  the  violation  of  a  preliminary  injunction  that 
the  patent  is  invalid.     Phillips  v.  Detroit,  16  Fat,  Off,  Gaz,  627. 

Where  an  injunction  has  been  issued  restraining  a  defendant 
from  using  patented  parts  of  a  machine,  he  is  not  at  liberty  to  use 
his  own  judgment  as  to  which  parts  are  infringements,  and  con- 
tinue the  use  of  the  remainder  of  the  machine.  Hamilton  v. 
Simons,  5  Biss.  77. 

The  fact  that  several  persons  are  acting  in  concert  in  the  use  of 
an  infringed  article  as  the  stockholders,  managers  and  servants  of  a 
corporation  does  not  exempt  them  from  the  restraints  of  an  injunc* 
tion.  Poppenhusen  v.  Falke,  4  Blatchf,  493  ;  2  FUh,  Fat,  Gas. 
181.  So  of  the  fact  that  the  person  committing  the  acts  of  infringe* 
ment  is  minor  son  of  defendant.  Dunks  v.  Grey,  3  Fed,  Fep^r^ 
862  ;  10  iJepV,  721 ;  5  Bann.  db  A.  Fat.  Cos.  634, 
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A  sale  of  a  patent  after  snit  broaght,  but  before  injunotion 
isaned,  is  not  a  oontempt.  Uaited  States  v.  Day,  6  Am.  JL  IL^. 
632. 

Id j  auction  may  be  violated  by  selling  outside  the  territorial 
jarisdictioD,  although  the  goods  were  not  sent  to  purchasers  within 
the  jurisdiction.  Macaulay  v.  White  Sewing  Machine  Co.,  0  Fed. 
HepW,  698  ;  21  Pat.  Off.  Gaz.  496. 

Partial  use  of  a  thing  maybe  adjudged  a  contempt  of  an  iojuo 
lion  forbidding  use  of  it.  Matthews  v,  Spangenberg,  23  IkU.  Off. 
Oaz.  1624  ;  15  RepWy  813. 

llie  sale  and  use  by  defendant  of  a  machine  containing  a  feature 
not  claimed  in  plain tifiTs  combination,  if  not  a  mere  colorable  era* 
sion,  will  not  render  the  defendant  liable  for  violation  of  an  injunc- 
tion forbidding  sale,  &q.  of  that  combination  ;  and  the  fact  that  a 
patent  was  issued  to  defendant,  subsequent  to  granting  the  injunc- 
tion, affords  ground  for  him  to  insist  that  the  alteration  was  not 
plainly  colorable.  Onderdonk  v.  Fanning,  2  Fed.  Itep\  568  ;  9 
R€p\  ?37. 

The  continued  infringement  of  a  patent  after  an  interlocutory 
decree  in  a  suit  between  the  same  parties  for  infringement,  consti- 
tutes a  new  cause  of  action,  notwithstanding  such  continued  infringe- 
ment is  also  a  violation  of  an  injunction  awarded  by  the  decree  in 
the  former  suit.    Roemer  v,  Neumann,  23  Fed.  Hep^r,  447. 


269.  Proceedings  to  Punish  a  Violation. 

A  motion  to  punish  violation  of  an  injunction  for  an  infringe- 
ment as  a  contempt,  requires  clear  proof  that  the  infringement  is 
continued.    Smith  t^.  Halkyard,  19  Fed.  Itep\  602. 

Upon  a  motion  to  punish  a  violation  of  an  injunction  against 
infringement  as  a  contempt,  such  questions  as  whether  the  patentee 
was  original  inventor,  whether  the  article  as  sold  was  an  infringe- 
ment, whether  the  patent  was  correctly  construed  in  issuing  the 
injunction,  whether  the  patent  was  valid  ;  do  not  arise.  They  are 
foreclosed  by  the  order  of  injunction,  which  must  be  obeyed  if  the 
court  had  jurisdiction  to  make  it.  Whipple  v.  Hutchinson,  4 
Blatchf.  190  ;  Liddle  v.  Cory,  1 1d.  I  \  Burnett  v.  Estey,  16  Id. 
105  ;  4  Bann.  db  A.  Pat.  Cos.  141 ;  Roemer  v.  Newman,  19  Fed. 
EepWy  98, 

The  motion  to  commit  for  contempt  properly  involves  the  ques- 
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tion  whether  what  defendunt  has  done  since  the  injunotion  was 
iflsned  conatitutes  a  oontempt ;  and  the  plaintiff  is  entitled  to  have 
this  question  decided  on  the  proofs  ;  the  motion  should  not  be 
denied  merely  becaase  the  court  entertains  doubt  upon  it.  Weth- 
erill  V.  New  Jersey  Zinc  Co.,  1  Bann,  ik  A.  JPcU.  Cm.  105. 
Whether  to  determine  the  question  of  infringement  by  inspection 
or  by  testimony  of  experts,  is  a  question  of  discretion  for  the  court. 
Burdett  v.  Estey,  16  Blatchf.  105 ;  4  Bann.  d  A.  Pat.  Cri.  141. 
The  question  whether  the  machine  as  made  by  the  defendant  since 
the  injunction  is  the  same  as  that  enjoined,  is  one  of  fact  to  be 
determined  on  the  evidence ;  models  first,  and  testimony  of  experts 
next,  being  the  evidence.  Birdsell  v.  Hagerstown  Agric.  Imp. 
Manuf.  Ca,  1  MuffKes^  59. 

Should  the  proofs  show  that  defendant  did  not  intend  disobedi- 
ence to  the  order  of  the  court,  but  acted  in  good  faith,  upon  the 
advice  of  counsel,  &o,  in  the  exercise  of* what  he  supposed  were 
rights  reserved  to  him  under  the  injunction^  the  court  will  not 
injBict  punishment,  but  will  limit  its  order  to  payment  of  plaintiff's 
actual  damages  or  loss  of  profits,  and  costs.  Beady  Roofing  Co. 
V.  Taylor,  16  Bla$€h/.  94  ;  3  Bann.  d  A.  Pai.  Cosl  US ;  Mat- 
thews V.  Spangenberg,  lo  lid.  Bep'r^  813  ;  23  PtU.  Off^  Gaz, 
1624  ;  CarsUedt  v.  United  States  Corset  Co.,  UBhUcA/.  371  ;  10 
Pat.  Of,  Gaz.  3  ;  3  Bann.  A  A.  Pat.  Caa.  331. 

Circumstances  arising  since  or  independent  of  the  ixguaction, 
rendering  it  inequitable  for  the  complainant  to  enforce  it, — such  as 
conduct  or  negotiations  on  his  part  which  should  operate  as  a 
release  or  an  estoppeI,-*may  be  shown  in  answer  to  a  moUeo  to 
attach  for  contempt,  and  will  induce  the  court  to  deny  such  OAotion. 
Smith  V.  Patton^  3  Pa.  L.  J.  B^.  508  ;  6  Pa.  L.  J.  189. 

Attachment  for  contempt  in  violating  an  injunction  restraining 
infringements  of  a  patent,  was  refused  ;  no  sufficient  service  of 
notice  of  motion  for  the  attachment  upon  any  person  respensible 
for  the  acts  complained  of  being  shown.  Bate  Refrigerating  Co^ 
t;.  Gilett»  24  Fed.  B^\  696  ;  32  Pat.  Off.  Gaz.  1466. 


270.  Enjoining  Prosecution  of  Suits  for  Infringemeni. 

Resort  to  injunotion  in  patent  matters  is  not  eoofined  to 
infringements  ;  there  are  instances  of  suits  brought  by  alleged 
infringers  seeking  to  restrain  the  prosecution  of  suits  against  them. 
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These  cases  have  not,  however,  according  to  the  reports,  been  very 
frequent,  or  often  successful,  especially  as  respects  grants  of  pre- 
liminary injunctions. 

Patentees  of  an  inproveraent  in  fire-engines  having  brought  a 
suit  against  the  city  of  Dover  for  using  infringing  engines,  the 
city  tiled  a  bill  seeking  to  enjoin  the  prosecution  of  that  suit ; 
alleging  as  grounds  thereof  that  the  invention  covered  by  the 
patent  had  been  anticipated,  that  the  city  had  bought  its  engines 
in  good  faith  from  the  prior  inventor,  and  that  the  patentees  were 
debarred  by  laches  and  estopped  from  prosecuting  their  suit.  The 
patentees  having  filed  an  answer  denying  both  the  anticipation  and 
the  laches,  <&c.,  it  was  held  that  the  prosecution  of  the  suit  could 
not  be  enjoined.     City  of  Concord  v.  Norton,  16  JFhd.  Rep'r^  477. 

The  United  States  cannot  be  heard  to  ask  an  injunction  restrain- 
ing the  commencement  or  prosecution  of  suits  for  infringement  of  a 
patent  for  the  repeal  of  which  they  have  begun  an  action.  United 
States  V,  Colgate,  22  Blatchf,  4J2  ;  21  Fed.  Eep'r,  318. 

The  circuit  court  for  the  southern  district  of  New  York,  in  an 
infringement  suit  pending  in  that  district,  refused  to  make  an 
order  enjoining  or  restraining  the  defendant  in  that  suit  from  pros- 
ecuting suits  he  had  begun  in  other  districts  against  the  plaintiff. 
Rumford  Chemical  Works  v.  Ilecker,  11  Blatchf,  652  ;  5  Fat  Off. 
Gaz,  664  ;  6  Fish,  Fat.  Cas,  629. 

An  injunction  should  not  be  granted  upon  application  of  a 
senior  patentee  to  restrain  tha  order  of  a  junior  patent  alleged 
to  conflict  with  it,  from  bringing  suits  for  infringement  of  his 
patent ;  at  least  until  the  junior  patent  has  been  adjudged  invalid. 
Asbestos  Felting  Co.  v.  United  States,  &c.  Salmander  Felting  Co., 
18  Blatchf.  453;  10  Pat,  Off.  Gaz.  828  ;  2  Bann.  <&  A.  Fat,  Cas. 
369. 

Where  a  suit  is  pending  against  a  defendant  who  is  manufac- 
turing and  vending  an  article  claimed  to  be  an  infringement,  and 
the  defendant  is  responsible  for  damages  and  profits,  the  court  in 
its  discretion  may  enjoin  the  complainant  from  bringing  other  suits 
against  vendees  of  the  defendant,  and  this  although  complainant 
enjoined  may  not  be  within  the  district  at  the  time  of  the  injunc- 
tion.    Birdsell  v.  Manuf.  Co.,  1  Hughes^  64. 

The  court,  upon  a  proper  showing  and  in  a  proper  case,  in  order 
to  avoid  a  multiplicity  of  suits,  may  require  the  prosecution  of  suits 
against  mere  users  and  purchasers  from  the  principal  infringer  to 
be  suspended,  and  await  the  determination  of  the  suit  pendin<r 
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bctweeir'the  patentee  and  the  principal  infringer  ;  but  the  proof 
should  be  conclusive  that  the  patented  article  involved  in  the  suit 
against  the  users  was  purchased  of  the  defendant  in  the  principal 
suit,  and  that  it  is  identical  in  character  with  that  involved  in  the 
suit  against  the  principal  infringer.  Allis  v.  Stowell,  11  I^hd. 
Rep'r,  783. 


XIX,  PIEADINGS ;  AT  lAW  OR  IN  EQUITY. 

271.  Declaration  at  Law,  for  Infriyigement. 

A  declaration  in  an  action  for  damages  for  infringement  is  not 
necessarily  bad  because  it  begins  in  trespass  on  the  case  and  ends 
in  debt  ;  nor  because  it  claims  for  successive,  distinct  infringements 
of  the  same  patent ;  nor  because  it  avers  the  patent  to  be  in  lan- 
guage of  the  imjoort  (instead  of  te^ior)^  following,  setting  it  out  in 
words  and  figures.     Wilder  v.  McCormick,  2  Blatchf,  31. 

If  the  declaration  professes  to  set  fortli  the  specrfication  as  a 
part  of  the  grant,  "according  to  its  tenor"  the  slightest  variation, 
— <?.  g,y  using  the  word  "  wheel "  for  "  whirl," — is  fatal.  Tyron  v. 
White,  Pet.  C,  Ct.  06. 

If  the  declaration  designates  the  patent  by  the  teims  used  in 
the  patent,  the  specification  need  not  be  set  out  in  the  declaration  ; 
it  is  matter  of  evidence  on  the  trial.  The  defendant  can  have  it 
put  on  the  record  by  asking  oyer  of  it  Gray  v,  James,  Pet.  C.  Ct, 
470.  See  Pitts  v.  Whitman,  2  Story^  609  ;  Cutting  v.  Myers,  4 
Wash,  220. 

A  statement  of  the  plaintiff's  patent  and  a  general  allegation 
that  tliQ  defendant  has  infringed  arc  sufficient  to  put  the  defendant 
upt)ii  answer ;  and  proof  of  an  infringement  of  one  of  several 
claims  in  the  patent,  without  proving  an  infringement  of  all,  will 
sustain  the  suit.  Thatcher  Heating  Co.  v.  Carbon  Stove  Co.,  15 
Pat.  Off.  Gaz.  1051  ;  7  Rep'r,  199  ;  4  Bann.  <&  A.  Pat,  Cas,  68  ; 

2  N.  J.  L,  J.  25. 

» 

A  declaration  in  a  patent  suit  which  shows  that  the  plaintiff  has 
partial  interest,  only,  in  the  patent  is  demurrable.  Suydam  v.  Day, 
2  Blatchf,  20.    But  where  the  declaration  did  not  aver  that  the 


432  UNITED  STATES  LAWS. 

plaintiff  had  a  patent,  bat  that  be  claimed  a  patent,  and  that  the 
defendant  enjoyed  the  right,  it  was  hekl,  that,  although  the  objec- 
tion would  have  been  fatal  on  general  demurrer,  yet,  after  verdict, 
the  court  would  presume  that  the  facts  showing  the  right  were 
proved  at  the  trial  ;  and  it  therefore  would  not  arrest  judgment. 
Stanley  r.  Whipple,  2  McLean^  36. 

The  declaration  for  an  infringement  of  a  patent  need  not  aver 
the  specific  date  of  the  invention ;  this  is  immaterial ;  it  must 
tender  an  issue  upon  the  novelty  and  utility  of  the  discovery  pat- 
ented ;  but  it  need  not  aver  the  regularity  of  the  preliminary  pro* 
ceedings  in  the  issue  of  the  patent.  Wilder  v.  McCormick,  2 
Blatchf.  31. 

Where  titles  to  the  original  patent  and  an  improvement  on  it 
are  united  in  the  same  person,  they  constitute  an  entire  right,  and 
must  be  asserted  as  such  in  the  declaration  in  an  action  for  infringe- 
ment ;  damages  cannot  be  claimed  separately  for  infringements  of 
them.     Case  v,  Bedfield,  4  McLean^  52G. 

The  declaration  for  infringement  of  an  improvement  must  set 
out  in  what  the  improvement  consists.  Peterson  t>.  Wooden,  3 
McLean^  248. 

The  declaration  need  not  set  out  in  what  or  by  what  means 
the  defendao^  has  infringed  ;  averring  that  the  defendant  had 
made,  constructed,  used  and  sold  the  thing  patented  is  enough. 
Case  V,  Rediield,  4  McLean^  526.  So  is  averring  that  the  defend- 
ant has  made  the  thing  ''  in  imitation  of  the  plaintiff's  patent.  * 
Parker  t;.  Haworth,  4  McLean^  370. 

The  declaration  need  not  state  that  the  stages  preliminary  to 
the  issuance  of  the  patent  were  observed,  but  it  must  set  up  the 
attestation  of  the  President  of  the  United  States,  and  that  the  pat* 
ent  was  delivered.    Cutting  t;.  Fulton,  4  Wash.  220. 

Averment  that  defendant's  acts  were  done  '^contrary  to  the 
statute,^  is  not  necessary  in  an  action  for  infringement,  but  only  in 
an  action  brought  on  a  penal  statute.  Parker  t>.  Haworth,  4 
JKcieon,  370.    S.  P.,  Tryon  t?.  White,  PeL  C.  Ct.  96. 

The  state  of  the  art  and  steps  which  have  been  taken  by  the 
patentee  or  others  are  a  necessary  part  of  the  testimony,  and  proper 
averments  in  a  bill,  and  it  ia  also  proper  to  recite  the  prior  litiga- 
tion over  the  same  patent.  Steam  Quage  &  Lantern  Co.  v* 
MoRoberts^  3e  Pat.  C^.  Gaz.  822. 
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272.  Plea,  or  Answer ,  at  Law. 

When  an  abandonment  is  relied  on,  it  bIiouM  be  not  only  stated 
in  the  plea,  but  the  facts  on  which  the  pleader  relies  as  showing 
an  abandonment  should  be  stated.     Root  v.  Ball,  4  McLean,  177, 

A  plea  of  prior  use  or  sale  should  aver  that  it  took  place  more 
than  two  years  before  the  application  for  the  patent  ;  such  at  least 
was  the  rule  under  the  act  of  1839,  §  7.  Root  v.  Ball,  4  McLean, 
177. 

Where,  in  an  action  for  infringement,  no  plea  or  answer  is  put 
in,  the  charge  in  the  declaration  is  considered  as  admitted.  Parker 
V.  Banker,  6  McLean,  631. 

A  special  plea  that  the  selling  alleged  in  the  declaration,  if  any 
such  was  done,  was  made  by  defendant  solely  as  agent  and  not  for 
bis  own  profit,  was  held  bad  on  special  demurrer,  because  hypo- 
thetical, and  because  it  did  not  state  the  name  of  the  person 
for  whom  the  defendant  claimed  to  have  acted  as  a^rent.  Morse  v. 
Davis,  5  Blatehf.  40. 

In  order  to  rely  upon  a  defect  of  title  as  a  defense  under  the 
New  York  Code,  it  must  be  pleaded.  Ilobbie  v.  Smith,  27  Fed, 
Rep\,  656. 

By  taking  issue  upon  a  plea  its  sufficiency  is  admitted  in  point 
of  form  and  substance,  and  the  truth  of  the  facts  therein  having 
been  established,  defendants  are  entitled  to  judgment.  Birdseye  f. 
Heiiner,  26  Fed,  Refr,  147. 

The  proper  mode  of  pleading  special  matter  in  defense  to  an 
action  for  infringement  of  a  patent,  is  considered  with  reference  to 
the  practice  under  the  Oregon  Code,  in  Cottier  v.  Stimson,  0 
Sawyer,  435  ;  10  Sawyer,  212  ;  18  Fed.  EepW,  689 ;  20  Fed.  RepW, 
906 


273.    Necessity  and  Uses  of  Notice  Additional  to  the  Oen- 

eral  Issue. 

The  defenses  authorized  by  section  15  of  the  act  of  1836  to  be 

proved  under  a  notice  accompanying  a  plea  of  the  general  issue  are 

not  required  to  be  set  up  in  that  manner.     The  defendant  may,  if 

he  prefers,  plead  specially,  setting  up  the  matters  of  which  he 

IL— 28 
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could  pve  notice.  The  right  to  plead  the  general  issue  and  give 
notice  is  an  enlargement  of  the  defendant's  mode  of  defense ;  it 
does  not  take  away  the  privilege  of  a  special  plea.  Wilder  v. 
Oayler,  1  Blotch/:  597  ;  Day  v.  New  England  Car  Spring  Co., 
8  Blotch/.  179  ;  Read  v.  Miller,  3  rtsh,  Pat.  Cos.  310;  2  Biss. 
12  ;  Phillips  v.  Comstock,  4  McLean^  525  ;  -Root  v.  Davis,  Id.  370  ; 
Cottier  v.  Stimson,  18  I'ed.  Rep\  689. 

To  entitle  a  defendant  to  contest  on  the  trial  the  novelty  of 
plaintiff's  invention  under  the  general  issue,  he  must  serve  a  notice 
in  compliance  with  the  statute.  If  he  fails  to  do  so  he  caimot 
introduce  evidence  to  controvert  the  presumption  of  novelty  dednc- 
ible  from  the  production  of  a  patent  on  the  part  of  a  plaintiff. 
Blanchard  v.  Putnam,  8  WaU.  420 ;  rev'g  2  Bond^  84  ;  3  Fish. 
Pat.  Cos.  186.  See  Judson  v.  Bradford,  16  Pat.  Of.  Gaz.  171  ;  3 
Bonn,  it  A.  Pat.  Cos.  539  ;  La  Baw  v.  Hawkins,  6  Pat.  Off.  Gaz. 
724  ;  1  Bonn.  A  A.  Pat.  Cos.  42S  ;  Root  v.  Ball,  4  McLeany  177  ; 
Westlake  ».  Carter,  4  Pat.  Off.  Gaz.  636  ;  6  Fuh.  Pat.  Cos.  610  ; 
Pickering  v.  Phillips,  10  Pat.  Off.  Gaz.  420  ;  4  Cliff.  3»3  ;  2 
Bonn,  it  A.  Pot.  Cos.  417  ;  Bragg  v.  City  of  Stockton,  27  Fed. 
Bep'r,  509. 

Evidence  of  what  is  old  and  was  in  general  use  at  the  time  of 
an  alleged  invention  is  admissible  in  actions  at  law  under  the 
general  issue,  and  in  equity  cases,  without  any  particular  averment 
in  the  answer.     Brown  v.  Piper,  91  W.  S.  87. 

Persons  sued  for  infringement  may,  on  complying  with  the 
statutory  condition  as  to  notice,  give  the  special  defenses  mentioned 
in  the  patent  act  in  evidence  under  the  general  issue  ;  or  in  a  suit 
in  equity,  such  notice  may  be  given  iu  the  answer  ;  and  if  any  one 
of  those  defenses  is  proved,  the  judgment  or  decree  must  be  in 
favor  of  the  defending  party,  with  costs.  But  in  a  case  where  the 
invention  consists  in  a  combination  of  old  elements  incapable  of 
division  or  separate  use,  such  defenses  must  be  addressed  to  the 
entire  invention  and  not  merely  to  separate  parts  of  the  thing  pat- 
ented. Bates  V.  Coe,  98  Ui  8.  31.  S.  P.,  somewhat  more  fully. 
Parks  V.  Booth,  102  Ui  8.  96  ;  aff'g  1  Flippin,  381  ;  1  Bonn,  A 
A.  Pat.  Cos.  226. 

Evidence  on  the  part  of  the  defendant  as  to  whether  the 
machine  used  by  him  is  like  the  model  of  plaintiff's  machine,  pro- 
duced in  court,  is  proper  under  the  general  issue  ;  no  notice  is 
necessary.  Evans  v.  Hettich,  7  Wlieat.  453,  469 ;  aff'g  3  Wasli. 
408. 
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Notice  is  not  necessary  to  warrant  tbe  introduction  of  evidence 
of  the  state  of  the  art  to  which  the  plaintifPs  invention  belongs,  at 
the  alleged  date  of  his  invention.  Vance  v.  Campbell,  1  Blacky 
427  ;  rev'g  1  Msh.  Pai.  Cos,  483.  S.  P.,  La  Baw  v.  Hawkins,  6 
PaL  Of.  Gaz.  724 ;  1  Bann.  tJb  A.  Pat.  Cas.  428 ;  Westlake  v. 
Carter,  4  Pat.  Of.  Gaz.  636;  6   Hah.  Pat.  Cas.  519. 

Where  no  question  is  made  by  the  pleadings  as  to  the  novelty 
and  originality  of  the  invention,  and  the  prior  use  relied  on  in 
defense  is  a  use  by  the  inventor  or  under  his  license,  notice  of  the 
persons  using  the  invention,  or  of  the  places  where  it  was  used, 
is  not  required.  American  Hide,  &c.  Dressing  Machine  Co.  v. 
American  Tool,  doo.  Co.,  1  HdlmeSy  503  ;  4  Pish.  Pat,  Cos.  284. 

The  statute  does  not  enumerate  all  the  defenses  of  which  the 
defendant  may  avail  himself.  Others  are  allowable ;  such  as'  a 
denial  of  infringement ;  an  averment  of  a  license.  Whittemore  v^ 
Cutter,  1  Gall.  429,  435. 

Evidence,  taken  under  objection  that  no  notice  was  given  of  it 
in  the  answer,  will  not  be  received  because  the  answer  is  afterward* 
amended  so  as  to  include  such  a  notice.    Roberts  v.  Blake,  3  Pat, 
Of.  Gaz.  268. 

The  rule  is  that  if  the  thing  patented  is  an  entirety,  the  statu* 
tory  defenses  must  be  addressed  to  the  invention  itself,  not  merely 
to  some  one  or  more  of  its  features.  This  does  not  prevent  each 
patent  in  suit,  or  each  invention  contained  in  it,  as  set  forth  in  the 
distinct  claims,  from  being  made  the  subject  of  separate  pleas  in 
defense.  Kelleher  v.  Darling,  14  Pat.  Of.  Gaz.  673  ;  4  Clif  424. 
S.  P.,  Parks  v.  Booth,  102  U.  S.  96  ;  aff'g  1  Plippin,  381  ;  1  Baym. 
d  A.  Pat.  Cas.  225. 

All  the  defenses  which  the  statute  authorizes  may  be  made  as 
well  in  respect  to  patents  granted  upon  renewed  applications  undiT 
Rev.  Stat.  §  4897,  as  in  respect  to  those  issued  upon  original  appli- 
cations. United  States  Rifle,  Ac.  Co.  t;.  Whitney  Arms  Co.,  11 
Pat.  Of.  Gaz.  373  ;  14  Blotch/.  94  ;  2  Bann.  dt  A.  Pat.  Cas.  403. 
Where  the  defense  to  an  action  for  infringement  is,  that  the 
plaintiff  is  not  the  original  inventor,  defendant  is  not  forbidden  to 
prove  former  use  by  certain  persons  because  he  specified  other  per- 
sons in  his  notice.  Evans  v.  Kremer,  Pet.  C.  Ct.  215  ;  Tread- 
well  t;.  Bladen,  4  Wash.  703. 
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274.  Requisites  and  Sufficiency  of  such  Notice. 

No  order  of  court  is  necessary  to  entitle  a  defendant  to  serve 
and  file  the  notice  of  special  matter ;  it  may  be  given  after  the 
depositions  relied  on  have  been  filed  in  court ;  and  if  at  first  defec- 
tive, or  not  sufiiciently  comprehensive,  the  defendant  may  give 
another.  All  that  is  required  is  a  notice  in  writing,  served  thirty 
days  before  trial.     Teese  v.  Huntingdon,  23  How,  2. 

A  mere  general  reference,  in  a  notice  of  special  matter  accom- 
panying the  general  issue,  to  an  entire  and  large  volume,  such  as 
"  Ure's  Dictionary  of  Arts,  Manufactures,  and  Mines," — in  which 
an  invention  has  been  described,  is  not  suflicient  notice.  There 
must  be  a  more  particular  reference  to  the  parts  relied  on,  either  by 
pages,  titles,  or  otherwise.  Nor  can  such  book,  under  such  a  notice, 
be  introduced  as  "evidence  of  prior  knowledge  and  use,  by  said 
Ure,"  because  the  notice  does  not  state  r.t  what  places  the  thing 
was  used.     Silsby  v,  Foote,  14  JTow.  218  ;  affg  1  BLatchf.  445. 

A  notice  under  the  act  of  1836,  §  ]5,  in  a  suit  for  infringing  a 
patent  for  mill-stones,  which  states  the  names  and  residences  of  the 
witnesses,  is  sufiiciently  particular  ;  the  particular  mill  in  which  the 
stones  were  used  need  not  be  designated.    Wise  v.  Allis,  9  WaU,  737. 

The  true  construction  of  the  act,  is  that  the  names  of  those  only 
who  invented  or  used  the  anticipating  machine  or  improvement, 
not  the  names  of  those  who  are  to  testify  as  to  its  invention  or  use, 
must  be  pleaded  ;  this  is  enough  to  protect  a  patentee  against  sur- 
prise. Wilton  V.  Railroads,  1  WalL  Jr.  192  ;  Planing  Machine 
Co.  V.  Keith,  101  U.  S.  479  ;  Judson  v.  Bradford,  16  Pat.  Off. 
Gaz.  171  ;  3  JBann.  <b  A.  Pat.  Cos.  539  ;  Many  v.  Jagger,  1 
Blatchf.  372.  Compare  Judson  v.  Cope,  1  Fish.  Pat.  Cos.  610  ;  1 
Bond,  327. 

Notice  specifying  certain  mining  establishments  where  defend- 
ant will  show  the  invention  to  have  been  in  use  is  sufiicient  compli- 
ance with  the  requirement  as  to  specifying  places  and  persons. 
Smith  V.  Frazer,  2  Pat.  Of.  Gaz.  174  ;  5  Fish.  Pat.  Cos.  543  ;  3 
Pittsb.  397. 

Where  an  answer  relies  on  a  previous  use  of  the  invention,  and 
witnesses  are  examined  to  sustain  the  defense  without  objection  by 
the  complainant,  he  cannot  afterward  have  their  testimony  strudv 
out  for  want  of  the  notice  of  their  residences  required  by  Rev.  Stat, 
g  4920.     Lock  V.  Pennsylvania  R.  R.  Co.,  1  JV.  J.  L.  J.  227. 
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275.  Reception  of  Evidence  under  It 

Under  a  notice  of  evidence  that  the  machine  had  been  in  use  in 
various  places  in  the  United  States,  evidence  cannot  be  given  of  a 
prior  use  in  England.     Dixon  v,  Moyer,  4  Wash,  68. 

The  act  of  18H6  did  not  make  the  "  public  work"  mentioned  in 
the  notice  evidence  of  any  other  fact  than  that  such  description  of 
the  improvement  was  published  ;  statements  in  such  book,  that  the 
machine  described  was  operated  successfully  in  cpecified  years  will 
not  authorize  the  jury  to  infer  that  it  was  in  operation  during  the 
intermediate  time.  Seymour  v,  McCormick,  19  ^ato.  96  ;  aff'g  3 
Blatchf.  209. 

Where  a  defendant  gives  notice  of  a  prior  use  of  the  invention 
in  suit  by  a  specified  person,  he  is  not  obliged  to  call  that  person, 
but  may  prove  the  fact  by  another.  Planing  Machine  Co.  v.  Keith, 
101  U.  S.  479,  492  ;  Many  v.  Jagger,  1  BlaJtchf.  376. 

Objection  that  witnesses  produced  to  show  a  prior  use  of  the 
invention  were  not  named  in  the  notice  must  be  made  when  the 
testimony  is  taken,  otherwise  it  will  be  disregarded.  Roemer  t;. 
Simm,  6  Pat,  Off.  Gaz.  655. 

Where  no  notice  of  prior  use  has  been  given,  and  it  has  not 
been  set  up  in  the  answer,  testimony  taken,  under  objection,  before 
a  commissioner,  will  be  rejected  by  the  court.  Bragg  v.  City  of 
Stockton,  27  Fed.  Bep\^  509. 


276.  Bill  in  Equity  for  Infringement. 

In  a  suit  for  infringement  of  a  patent,  an  allegation  in  the  com- 
plaint, of  the  residence  of  the  parties,  is  not  necessary  to  inipart 
jurisdiction.     Teese  v.  Phelps,  McAU.  17. 

Where  the  bill  shows  that  defendant  resides  in  another  district, 
the  marshal's  return  of  service  must  show  affirmatively  that  the 
subpcBna  was  served  within  the  district  in  which  the  suit  is  brought, 
to  give  the  court  jurisdiction  ;  unless  there  is  a  voluntary  appear- 
ance, which  is  a  submission  to  the  jurisdiction,  and  will  cure  the 
defect.     Thayer  v.  Wales,  6  Fish.  Pat.  Cos.  448. 

The  bill  itself,  or  an  affidavit  accompanying  it  on  the  motion 
for  a  preliminary  injunction,  must  contain  an  averment  that  the 
complainant  (if  the  patentee),  wau  the  inventor  ;  the  usual  oath  in 
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making  application  for  the  patent,  to  the  originality  of  the  inven- 
tion will  not  supply  the  p1«Lce.  Sullivan  v.  liedfield,  1  Paine,  441. 
To  same  effect,  Rogers  v,  Abbott,  4  Wash.  514. 

The  bill  should  set  forth  that,  after  the  issuing  of  the  patent, 
the  complainant  had  put  his  invention  into  use,  or  had  sold  the 
same  for  a  valuable  consideration,  and  is,  at  the  time  of  the  filing 
of  the  bill,  in  the  exclusive  possession  of  such  patent.  Isaacs  v. 
Cooper,  4  Wash.  259. 

Where  a  patent  is  void  on  its  face  for  want  of  novelty,  a  hill  in 
a  suit  for  infringement  may  be  dismissed  without  regard  to  the 
answer.  Qnirolo  v.  Ardito,  1  JFhd.  Hep^r,  610  ;  17  Blatchf.  400  ;  6 
Bann.  &  A.  Pat.  Cas.  80. 

Allegations,  in  a  bill  of  equity  for  infringement  of  a  patent, 
describing  prior  patents  to  the  same  inventor  involving  the  same 
principle,  upon  exceptions  to  them  as  immaterial  and  impertinent, 
were  held  proper  as  showin*^  tlic  the  history  of  the  invention. 
Steam-guagc  &  Lantern  Co.  t\  MoRobcrts,  2C  Fed.  licpWy  765. 

It  is  not  necessary  to  allege,  in  a  bill  for  the  infringement  of  a 
patent  for  a  machine,  what  articles  were  made  by  the  use  of  the 
machine,  in  addition  to  the  fact  that  it  was  used.  Fischer  v.  Ilayes, 
6  Fed.  EepW,  76  ;  19  Blatchf,  26. 

The  bill  need  not  specify  the  particulars  of  the  infringement  ; 
a  general  charge  of  infringement  is  all  that  is  necessary  to  require 
the  defendant  to  answer  the  bill.  Turrell  v.  Cammerer,  3  FUfi* 
Pat.  Cas,  462  ;  Haven  v.  Brown,  6  Id.  413. 

Infringement  must  be  shown  to  have  occurred  prior  to  filing 
the  bill  therefor.  Slessinger  v.  Buckingham,  17  Fed.  Bep^r,  454  ; 
8  Saxof/er^  469. 

The  bill  need  not  contain  an  express  prayer  for  damages  ;  they 
are  recoverable  under  the  prayer  for  general  relief.  Emerson  v. 
Si  mm,  3  Pat.  Off.  Gaz.  293  ;  6  Fish.  Pat.  Cas.  281. 

A  bill  in  equity  for  infringement  of  a  reissued  patent  need  not 
aver,  specifically,  the  ground  on  which  the  original  patent  wa? 
surrendered  and  the  reissue  obtained ;  nor  need  it  allege  facts  to 
show  that  the  commissioner  of  patents  had  jurisdiction  to  entertain 
the  application.  Spaeth  v.  Bnrney,  22  Fed.  BepW,  828  ;  30  Pat. 
Off.  Gaz.  907. 

An  assignee  of  a  patent  need  not  aver  in  his  bill  the  recording 
of  the  instrument,  but  may  treat  the  defendant  as  a  wrongdot  r, 
and  put  him  to  set  up  in  his  answer  that  he  is  a  bonafida  purchaser 
for  value  without  notice.     Perry  v.  Corning,  7  BUxtchf.  195. 
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A  bill  for  infriDgement  filed  by  the  assignee  r^^  a  patent,  set 
forth  the  infringement  as  having  occurred  while  the  patent  was 
owned  by  the  assignor,  the  assignment  of  "  all  the  right,  interest 
and  claim  for  and  to  the  past  use  of  said  invention,''  and  prayed 
for  an  injunction  and  an  accounting,  and  for  ''  such  other  and  fur- 
ther relief  as  shall  be  agreeable  to  equity."  This  was  held  sufii- 
cient  to  en t' tie  complainant  to  recover  for  infringement  before  as 
well  as  after  the  assignment  to  him.  Campbell  v.  James,  2  JFed. 
Bep'r,  338;  18  BkUchf.  92  ;  18  Pat.  Off.  Gaz.  1111;  10  Ilep'r, 
103  ;  6  Bann.  <k  A.  Pat.  Cos.  354.  See  also,  5  Md.  liepW^  80G  ; 
10  Eep'r,  686. 

It  is  unnecessary  to  set  up  in  a  bill,  the  various  facts  from 
which  complainant's  title  may  be  deduced  ;  a  simple  averment  that 
the  title  was  vested  in  the  plaintiff  is  sufficient.  Nourse  v.  Allen, 
4  Blatchf.  876  ;  3  lUh.  Pat,  Cos.  63. 

277.    Multifariousness  in  stick  Bills. 

A  bill  is  not  necessarily  obnoxious  to  the  charge  of  multifarious- 
ness because  the  suit  is  brought  upon  more  than  oik*  patent.  Court :« 
encourage  this- to  avoid  multiplicity  of  suits,  but  in  such  cases  the 
bill  must  allege  and  the  proof  show  that  the  inventions  omI)ra('c-(l 
in  several  patents  are  capable  of  conjoint  use  and  are  so  used  by 
defendants.  Lilliendahl  v.  Det wilier,  18  I^ed.  Jicp\  170 ;  IG 
Bep'r,  715. 

When  a  bill  in  equity  alleges  infringements  of  several  patents 
for  different  inventions,  to  escape  the  objection  of  multifariousnos.^; 
it  must  aver  that  the  inventions  are  capable  of  conjoint  use,  and 
that  they  are  in  fact  so  used  by  the  defendant.  Barney  v.  IVck, 
16  IflcLBep'r,  413  ;  15  Rep'r,  548  ;  24  Pat.  Off.  Gaz.  101.  iS.  1>., 
Gamewell  Fire  Alarm  Tel.  Co.  v.  Chillicothe,  7  J'cd.  Jiep\  oo  i  ; 
Gillespie  v.  Cummings,  3  ISawyer^  259  ;  1  Bann,  cD  A.  Pat.  Cas. 
687  ;  Nourse  v.  Allen,  4  Blatchf.  370  ;  3  Flak.  Pat.  Cas.  03  ; 
Shickle  v.  South  St.  Louis  Foundry  Co.,  22  Fed.  Bep\  105  ;  p4)po 
Manuf.  Co.  v.  Marqua,  15  Fed.  /i<y?>,  400. 

A  bill  can  not  be  brought  for  the  infringement  of  distinct  pat- 
ents which  are  not  capable  of  being  used  together  m  making  a  sin> 
glo  structure.  Hayes  v.  Dayton,  8  Fed.  liepWy  702  ;  18  Blatchf. 
420  ;  18  Pat.  Off.  Gaz.  1400  ;  iO  T^ty/r,  802  ;  Hayes  v.  Bickcl- 
haupt,  10  Pat.  Off.  Gaz.  177  ;  Bariuy  v.  Peck,  24  l\il.  Off.  Gaz. 
101 ;  S.  C,  16  Fe<l.  Jlep'r,  413. 
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TTpoD  the  alleged  infringement  of  five  distinct  patents  by  the 
ase  of  one  machine,  each  invention  being  capable  of  separate  nse, 
it  was  held  that  the  trial  of  the  validity  and  infringement  of  each 
must  be  apon  separate  issues,  and  that  a  bill  uniting  the  cause  was 
multifarious.  Consolidated  Electric  Light  Co.  t^.  Brush-Swan  Elec- 
tric Light  Co.,  20  Fed.  Jiep\  602  ;  22  Blatchf.  206  ;  28  Pat.  Off. 
&az.  644. 

A  bill  brought  by  a  patentee  to  recover  profits  and  damages  for 
an  alleged  infringement  of  thirty-eight  claims  in  six  different  pat- 
ents, is  demurrable  on  the  ground  of  multifariousness,  where  there 
is  nothing  in  the  bill  to  show  that  any  two  or  more  of  the  patents 
are  in  fact,  or  are  capable  of  being,  used  in  making  a  single  struc- 
ture, and  where  the  defendant  would  be  prejudiced  by  being  com- 
pelled to  defend  himself  in  one  suit  against  so  many  alleged  causes 
of  action.  Hayes  v,  Dayton,  8  Fhd.  Rep^r^  702  ;  18  Blatchf.  420  ; 
18  Pat.  Off.  Gaz.  1406  ;  10  Rep'r,  802. 

Where  suit  is  brought  for  the  infringement  of  several  patents 
for  different  improvements  not  necessarily  embodied  in  the  con- 
struction and  operation  of  any  one  machine,  the  bill  must  contain 
an  explicit  averment  that  the  infringing  machines  contain  all  the 
improvements  embraced  in  the  several  patents,  or  it  will  be  bad  for 
multifariousness.     Nellis  v.  McLanahan,  6  Pish.  Pat.   Cas.  286. 

A  bill  which,  under  Rev.  Stat.  §  4918,  prays  an  adjudication 
concerning  conflicting  patents,  and  also  alleges  an  infringement  of 
the  plaintiff's  patent  by  the  defendant,  and  prays  an  accounting 
and  damages,  is  not  demurrable  for  misjoinder  of  causes  of  action. 
Xeach  v.  Chandler,  18  Ped.  Rep'r^  262. 

Where  the  right  to  both  patents  alleged  to  be  infringed,  for  the 
.State  of  California,  has  been  assigned  to  complainant,  the  bill  is 
.not  bad  for  multifariousness  because  the  assignment  of  one  of  the 
patents  also  embraces  other  territory  than  the  State  of  California. 
'Gillespie  v.  Cummings,  3  /SVncycr,  259  ;  1  Bann.  <jb  A.  Pat.  Vas, 
687. 

A  bill  in  equity  against  a  corporation  and  its  assignee  under  a 
State  insolvent  law,  alleged  the  making  of  such  assignment 
infringement  of  complainant's  patent  by  the  corporation,  and  by  the 
assignee  after  the  assignment  to  him,  and  that  he  was  threatening 
to  distribute  to  the  creditors  of  the  corporation  the  moneys  realized 
by  him  from  its  property  and  assets  ;  and  prayed  an  injunction,  an 
accounting  of  profits,  damages,  ftc.  It  was  Md  that  the  bill  was 
not  multifarious.;  and  that  the  jurisdiction  of  the  circuit  court  to 
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entertain  the  suit  was  not  affected  by  the  insolvent  law  of  the 
State.    Gordon  v.  St.  Paul  Harvester  Works,  23  Fed.  Rep%  147. 


278.  What  Faults  in  such  Bills  may  he  Reached  by 

Demurrer. 

As  to  all  merely  formal  defects  in  the  bill,  the  objection  must 
be  taken  by  way  of  demurrer.  Pelham  v.  Edelmyer,  26  Pai,  Off. 
Gaz.  292  ;  15  Fed,  Rep'r,  262  ;  21  BUUchf.  188. 

In  a  suit  for  infringement  of  a  patent,  a  demurrer  to  the  com- 
plaint on  the  ground  that  it  did  not  state  Where  the  complainant, 
a  corporation,  was  located  or  did  business,  was  overruled.  National 
Hay-rake  Co.  v,  Herbert,  2  Week.  N.  of  (Jos.  100, 

If  one  who  has  no  interest  in  the  subjert-raatter  of  the  suit,  or 
in  the  relief  prayed,  be  joined  as  a  party  complainant,  the  defect 
may  be  reached  by  a  general  demurrer  for  want  of  equity.  Hodge 
V.  Northern  Missouri  &>  Iron  Mt.  R.  R.  Co.,  1  DiU.  104  ;  4  FUh. 
Pat.  Caa.  161. 

A  bill  in  equity,  based  on  two  patents,  which  alleged  that  the 
defendant  was  using  machines  containing,  in  one  and  the  same 
apparatus,  the  inventions  secured  by  each  of  the  two  patents,  was 
sustained  on  demurrer.  Horman  Patent  Manuf.  Co.  v.  Brooklyn 
City  R.  R.  Co.,  16  Blatchf.  444  ;  4  Bann.  <fc  A.  Pat.  Cos.  86  ;  7 
Bep'r^  296. 

A  bill  in  equity  for  the  infringement  of  a  patent  alleged  that 
the  complainant  *'  was  the  true,  original  and  first  inventor  of  a  cer- 
tain new  and  useful  improved  application  of  steam  power  to  the 
capstans  of  vessels,  not  known  or  used  before,"  and  made  profert  of 
his  letters-patent  and  the  specifications  thereto  annexed  ;  and  fur- 
ther alleged  '^  that  the  defendant  is  now  constructing,  using  and 
selling  steam  power  capstans  for  vessels,  in  some  parts  thereof  sub- 
stantially the  same  in  construction  and  operation  as  in  the  said  let- 
ters-patent mentioned."  It  was  heldy  upon  demurrer  to  the  bill, 
that  it  sufficiently  described  tbe  patent  and  alleged  infringement 
of  it.  McMillin  v.  St.  Louis  &  Mississippi  Valley  Transp.  Co.,  6 
McCrary,  661  ;  18  Fed  Rep'ry  260. 

A  bill  in  equity  for  injunction  and  an  accounting,  alleged  that 
one  of^the  defendants  made  a  machine  infringing  complainant's 
patent,  anci  sold  it  to  the  other  defendant,  who  had  ever  since  used 
it  and  still  continued  to  use  it ;  but  it  appeared  that  the  machine 
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was  made  more  than  three  yean  before  the  complaint  was  filedi  and 
there  was  no  claim  of  any  threat  to  repeat  the  wrongful  act ;  and 
it  also  appeared  that  the  extent  of  the  injury  to  complainants  from 
the  use  of  the  machine  was  a  suitable  license  fee.  It  was  heUI^  on 
demurrer,  that  there  was  an  adequate  remedy  at  law,  and  no  ground 
of  equity  jurisdiction.  Smith  v.  Sands,  24  Jfhd.  iZepV,  470  ;  32 
Fat.  Off.  Gaz.  1467. 

Upon  a  bill  in  the  usual  form  for  infringement,  a  demurrer  on 
the  sole  ground  that  the  complainant  is  not  entitled  to  equitable 
relief,  should  not  be  sustained,  where  there  is  nothing  in  the  bill 
to  indicate  laches  on  the  part  of  the  complainant,  or  that  lie  has 
granted  or  intends  to  grant  licenses,  or  that  a  money  judgmeiii  for 
damages  alone  will  indemnify  him,  or  that  ultimately  an  injunction 
should  not  ipRue  for  his  protection.  Brick  v,  Staten  Islan^l  R.  Co., 
25  Md.  Rep\,  663. 

A  bill  in  equity  alleged  the  invention  of  a  new  and  original 
design  for  a  curtain  and  loop,  and  that  letters  patent  therefor,  of  a 
specified  number  and  date  were  granted  and  delivered  to  the  inven- 
tor, and  contained  the  usual  averments  in  regard  to  the  execution 
of  the  letters  patent ;  but  no  other  description  of  the  invention 
was  given,  and  no  reference  was  made  to  the  patent  for  a  further 
description.  It  was.  heUl^  upon  demurrer,  that  the  bill  did  not 
sufficiently  describe  the  invention  as  patented.  Post  t;.  T.  C  Rich- 
ards Hardware  Co.,  26  Fed,  RepWy  906. 

Where  it  appears  from  a  bill  founded  on  a  reissue  patent  that 
the  sole  object  of  the  reissue  was  to  enlarge  and  expand  the  claims 
of  the  original  patent ;  and  that  a  delay  of  more  than  two  or  more 
years  took  place  in  applying  for  the  reissne,  which  is  not  explained 
by  special  circumstances  showing  it  to  be  reasonable,  a  general 
demurrer  lies  to  the  bill  for  want  of  equity.  The  decision  of  tiie 
patent-office  as  to  the  reasonableness  of  the  delay  is  not  conclusive. 
And  the  delay  hmi^ prima  facie  unlawful,  the  party  seeking  to 
establish  the  jurisdiction  of  the  patent-office  to  grant  the  reissue 
has  the  burden  of  proving  the  facts  on  which  it  rests.  VVollensak 
V.  Reiher,  22  Fed.  Eep'r,  661  ;  aflPd,  \\b  U.  8.  06. 

A  bill  which,  under  section  9818  Revised  Statutes,  upon  proper 
averments  prays  an  adjudication  concerning  conflicting  patents  and 
also  alleges  infringement  by  reason  of  the  manufacture  and  sale  by 
defendant  of  articles  constructed  under  his  patent,  and  prays  an 
accounting  and  damages,  is  not  demurrable  for  misjoinder  of  causes 
of  action.     Leacb  v.  Chandler,  18  Fed,  RepW^  202. 
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In  an  action  for  infringement  of  patent,  an  assignment  of  the 
patent,  profert  of  which  is  formally  made  in  the  complaint,  is  for 
all  purposes  presented  to  the  court  as  part  of  the  pleading,  and  a 
demurrer  for  a  cause  arising  therefrom  may  be  sustained  as  if  it 
appeared  upon  the  face  of  the  complaint.  Bogart  v.  Hinds,  25 
Ihcl  Hep'r,  484. 

279.  Plea^  or  Answer^  in  Equity. 

A  plea  filed  in  answer  to  a  bill  against  a  single  defendant  for 
infringement,  which  alleged  that  the  sales  were  not  made  by 
defendant  alone,  but  were  made  by  him  and  another  person  namod 
in  the  plea,  was  held  bad,  because  it  failed  to  allege  that  such  other 
person  was  yet  living  within  the  jurisdiction  of  the  court.  Good- 
year V.  Toby,  6  Blotch f,  180. 

Where,  in  answer  to  a  bill  of  complaint  for  infringement,  the 
defendants  filed  a  plea  involving  three  distinct  grounds  of  defense, 
such  plea  was  h,eld  bad  for  duplicity.  Tiie  several  matters, 
although  relating  in  a  general  way  to  but  a  single  defense, — viz. : 
the  invalidity  of  the  complainant's  patent, — were  essentially  inde- 
pendent of  one  another,  and  by  their  retention  destroyed  the  very 
office  of  the  plea,  which  is  to  secure  singleness  in  the  issue.  Keiss- 
ner  v.  Anness,  12  Pat,  Off.  Gaz.  842  ;  3  Bann.  tt  A.  Pat.  Cos. 
148.  The  general  rule  is  that  a  plea  must  not  contain  more  than 
one  defense.  It  is  not  limited  to  one  fact ;  it  may  embrace  various 
facts ;  but  they  must  all  conduce  to  a  single  point  on  which  the 
defendant  rests  his  defense.  If  there  is  more  than  one  distinct 
ground  of  defense  to  be  urged,  the  defendant  should  set  the  matter 
forth  by  way  of  answer  and  not  of  plea.     lb. 

To  a  bill  for  infringement,  which  by  sworn  allegations  fully 
Tested  the  court  with  jurisdiction,  the  defendant  filed  a  sworn  plea 
which  admitted  the  validity  and  infringement  of  the  patents,  but 
denied  the  jurisdiction,  as  it  alleged  a  right  to  use  the  patented  pro- 
cesses under  a  contract  emanating  from  the  only  complainant  in 
interest,  and  as  such  complainant  was  a  citizen  of  the  same  State 
with  himself,  in  the  absence  of  further  proof, — the  plea  was  held 
insufficient.     Lilienthal  v.  Washburn,  8  Fed.  RepW^  707. 

Ex  parte  affidavits  introduced  without  notice  to  complainant,  or 
without  tender  of  affiani  for  cross  examination,  and  writings  under 
private  signature  unauthenticated,  are  inadmissible  upon  the  hear- 
ing of  such  plea.     lb. 
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Where  parties  in  their  answer,  as  originally  filed,  to  a  bill  for 
infringing  a  patent,  admit  that  they  did  manufacture  and  sell  the 
articles  alleged  to  have  been  patented,  the  fact  thus  admitted  in  the 
answer  must  be  accepted  as  established  ;  but  the  court  will,  when 
justice  will  be  promoted,  assume  that  the  smallest  number  of 
articles  consistent  with  the  circumstances,  were  made.  Jones  v, 
Morehead,  1  Wall.  156. 

Where,  in  a  suit  for  the  infringing  of  letters  patent  for  a  com- 
bination of  old  elements  or  devices,  the  parts  of  which  are  not 
susceptible  of  division  or  separate  use,  the  answer  sets  up  that  the 
complainant  is  not  the  first  and  original  inventor,  the  defense  must 
apply  to  the  combination  as  an  entirety,  and  not  to  a  part  of  it,  or 
to  one  or  more  of  the  claims  of  the  letters,  if  they  do  not  cover  the 
entire  invention.    Parks  v.  Booth,  102  U.  S,  96. 

An  answer  to  a  bill  which  avers  that  the  defendant  will  in 
future,  as  he  has  heretofore  done,  violate  the  rights  secured  by  the 
patent  as  established  on  the  trial  at  law,  unless  restrained  by 
injunction,  is  not  sufficient  if  defendant  merely  alleges  that  what 
he  has  done  since  the  trial  has  not  been  in  violation  of  the  plaint- 
iflPs  rights  ;  but  should  state  distinctly  that  the  defendant  does  not 
intend  in  future  to  do  the  specific  things  which  the  court  has 
determined  he  has  no  right  to  do.  Poppenhusen  v.  New  York 
Gutta  Percha  Comb  Co.,  4  JBlcUchf.  184  ;  2  Fish.  Pat.  Cos.  14. 

The  defense  that  the  specification  is  insufiicient  is  not  available 
unless  properly  pleaded.  Goodyear  v.  Providence  Rubber  Co.,  2 
Clijff".  351  ;  2  Ihh.  Fat.  Cos.  499. 

Persons  charged  as  infringers  may  set  up  the  defense  that  the 
patentee  was  not  the  original  and  first  inventor  of  the  alleged 
improvement ;  but,  if  the  suit  is  in  equity,  they  must  allege  in  the 
answer  the  names  and  places  of  residence  of  those  whom  they 
intend  to  prove  have  possessed  the  prior  knowledge  of  the  thing, 
and  where  the  same  has  been  used.  Such  notice  is  required  for  the 
.  benefit  of  the  complainant  to  prevent  surprise  ;  but  an  answer 
does  not  meet  that  requirement  if  it  furnishes  to  the  complainant 
no  means  of  knowing  the  respondent\s  theory  of  the  construction 
of  the  patent.  Graham  v.  Mason,  4  Cliff.  88  ;  6  F^sh.  Pat.  Cas. 
1.  S.  P.,  Orr  V.  Merrill,  1  Woodb.  dk  M.SIQ;  Teese  v.  Hunting- 
ton, 23  Hoio.  2, 10. 

Unless  the  answer  contains  notice  of  prior  patents,  or  persons 
by  whom,  and  places  where,  the  patented  improvement  was  known 
or  used  before  the  alleged  invention  of  the  patentee,  copies  of  the 
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drawings  of  prior  patents,  and  testimony  respecting  them,  are  not 
admissible  in  evidence,  against  the  complainant's  objection,  to 
show  that  the  patentee  was  not  the  original  and  first  inventor  of 
the  patented  improvement.  Earl  v.  Dexter,  I  Uolmea,  412  ;  6  Pat, 
Of.  Gaz.  ^29  ;  1  J)an7i.  S  A.  Pat.  Cos.  400. 

In  suits  for  infringement  the  pleadings  should  be  single,  clear, 
and  free  from  evasion  ,  and  the  issue  tendered  clear  and  uncondi- 
tional. More  than  one  defense  may  be  presented  in  an  answer,  but 
each  should  be  separately  and  clearly  alleged  without  condition  or 
qualification.  Graham  v.  Mason,  4  Cliff.  88  ;  5  Fish.  Pat.  Cm.  1. 
To  same  effect,  Jordan  v,  Wallace,  5  Pish.  PaJt.  Cos.  185  ;  8  Phila. 
165  ;  1  Leg.  Gaz.  355. 

Defenses  not  set  up  in  the  answer  will  not  be  considered  by 
the  court  in  rendering  its  decision.  Howes  v.  Nute,  4  Cliff.  173  ; 
Wonson  v.  Peterson,  13  Pat.  Off.  Gaz.  548. 

Evidence  of  what  is  old  and  in  general  use  at  the  time  of  an 
alleged  invention,  is  admissible  in  equity  cases  without  any  aver- 
ment in  the  answer.  Brown  v.  Piper,  0  V.  S.  37.  See  also.  Slaw- 
son  V.  Grand  St.  R'y  Co.,  107  IT.  S.  649. 

Ap  averment,  in  the  answer,  that  a  patent  *^  was  obtained  upon 
false  and  fraudulent  representations  by  the  plaintiffs,  or  some  of 
them,  made  to  the  commissioner  of  patents,  and  is  wholly  void  in 
law,"  is  too  general  to  raise  any  traversable  issue.  Clark  v.  Scott, 
6  Pish.  Pat.  Cos.  245  ;  9  Blatchf.  301  ;  2  Pat.  Off.  Gaz.  4. 

The  defense  that  the  patentee  had  allowed  the  invention  to  be 
in  public  use  or  on  sale  for  more  than  two  years  before  he  applied 
for  a  patent  is  distinct  from  the  defense  that  he  had  abandoned  it 
to  the  public,  and  should  not  be  blended  with  it  in  the  same  plead- 
ing. Jones  V.  Sewall,  3  Cliff.  563  \^Z  Pat.  Off.  Gaz.  630 ;  6  Fish. 
Pat.  Cos.  343. 

If  defendant  wishes  to  claim  that  the  supposed  invention  is  not 
new,  that  defense  should  be  set  up  in  the  plea  or  answer ;  other- 
wise the  evidence  in  support  of  the  defense  is  not  admissible  ;  but 
the  pleadings  need  not  specify  that  the  subject  of  the  invention  is 
not  patentable  in  its  character  ;  this  may  be  shown  under  the  gen- 
eral issue.     Guide t  v.  Barber,  5  Pat.  Off.  Gaz.  149. 

The  defenses  of  a  prior  patent  or  previ6us  description  in  a 
printed  publication,  specified  in  Rev.  Stat.  §  4920,  subd.  3,  must, 
in  a  suit  in  equity,  be  set  up  in  an  answer  and  not  in  a  technical 
plea.     Carnrick  ».  McKesson,  8  Fed.  llep\^  807  ;  19  Blaichf.  369. 

In  a  suit  for  infringement,  a  plea  which  sets  up  in  general  terms 
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the  single  defense  of  non-infringement,  without  ansirering,  will  be 
stricken  out  on  motion.  Sharp  v,  Reissner,  9  Fed.  RqfPr^  445  ;  20 
Blatchf.  10 ;  20  Pat.   Of.  Gaz.  1161  ;  12  B^^r,  611. 

A  licensee  under  a  patent  cannot,  by  a  plea  in  bar,  raise  such 
issues  as  are  usually  made  in  answer  to  a  suit  for  infringement. 
White  V.  Lee,  4  Fed.  RepW^  916. 

In  an  equity  suit  against  a  licensee  for  an  account  of  profits  and 
damages,  and  for  an  injunction  for  infringement  of  a  patent,  it  is 
not  inconsistent  to  allege  in  an  answer  that  respondent  was  acting 
under  a  license,  or  that  the  patent  was  invalid,  where  the  recital  or 
covenants  of  the  instrument  do  not  forbid  the  setting  up  of  such  a 
defense.    National  Manuf.  Co.  v.  Myers,  7  Fed.  Itep\  355. 

Though  an  answer  denying  information  as  to  the  infringement 
of  a  patent,  and  denying  damages,  is  insufficient,  the  orator  by 
replying  admits  its  sufficiency,  and  assumes  the  burden  of  proving 
the  infringement.  Wooster  v.  Muser,  20  Fed.  Rep^r^  162  ;  28  Put. 
Off.  Gaz.  286. 

An  answer  which  only  denies  that  the  defendants  used  the  pat* 
ented  invention  '^  with  a  full  knowledge  of  the  premises  mentioned 
in  said  bill  of  complaint,  and  in  violation  of  the  complainant  ^s 
exclusive  right  secured  by  the  patent  of  1864,"  is  an  implied  admis- 
sion of  its  actual  use,  and  complainant  is  not  required  to  make  any 
further  proof  of  infringement.  Jordan  v.  Wallace,  5  Fish.  Pat 
Cos.  18.5 ;  8  PhUa.  165  ;  1  Leg.  Gaz.  355. 


280.  Amended^  Supplemented^  or  Cross  Bill. 

• 

The  bill  having  been  brought,  answered  and  tried  upon  the 
theory  that  a  recovery  upon  the  assigned  claims  was  sought,  the 
assignee  of  a  patent,  in  a  suit  against  an  alleged  infringer,  was 
allowed  to  amend  his  bill,  before  the  signing  of  an  interlocutory 
decree,  so  as  to  include  assigned  claims  for  damages  and  profits 
due  to  mesne  assignors.  Kew  York  Grape  Sugar  Co.  v.  Buffalo 
Grape  Sugar  Co.,  20  Fhd.  JRep'r^  505. 

In  order  to  continue  an  injunction  granted  on  an  original  patent 
as  to  the  amended  patent,  issued  upon  the  surrender  of  the  original 
patent,  a  supplemental  bill  must  be  filed.  Woodworth  t7.  Stone,  H 
Story^  749. 

Where  a  bill  in  equity  was  filed  in  a  case  of  infringement  of 
reissued  letters  patent,  to  which  answer  was  made  by  i*e8pondents. 


PLEADINGS.  447 

and  complainant  closed  his  prima  facte  c&se  by  taking  proofs,  it 
was  held  that  such  complainant  would  be  allowed  to  file  a  subse- 
quent bill  for  infringement  of  the  letters-patent  after  the  filing  of 
the  first  bill  of  complaint,  and  that  in  such  proceedings  the  testi- 
mony taken  in  the  first  proceeding,  so  far  as  relevant,  could  be  used 
and  considered  in  the  subsequent  proceedings.  Turrell  v.  Spaeth, 
0  Pat.  Off.  Gaz.  1163. 

Where  the  question  of  priority  of  invention  was  put  in  issue  in 
the  original  suit,  evidence  of  other  alleged  anticipations  than  those 
set  up  in  that  suit  is  merely  cumulative,  and  is  not  a  ground  for 
granting  leave  to  file  a  supplemental  bill.  Blandy  v,  Griffith,  6 
Fish.  Pat.  Cos.  434. 

Leave  to  file  a  supplemental  bill,  in  the  nature  of  a  bill  of 
review,  after  dismissal  of  the  original  bill  in  a  suit  for  infringe- 
ment, for  the  purpose  of  introducing  new  evidence,  was  refused, 
where  it  was  not  sufficiently  shown  that  the  petitioner  could  not 
with  reasonable  diligence,  have  obtained  the  new  evidence  before 
the  hearing  on  the  original  bill,  and  the  new  matter  was  itself  not 
material.     Spill  v.  Celluloid  Manuf.  Co.,  29  Pat.  Off.  Gaz.  778. 

A  cross-bill  is  properly  filed  to  establish  an  equitable  title  to 
letters-patent,  the  legal  title  to  which  is  in  the  plaintiff  in  the  original 
bill  filed  for  an  infringement  of  such  patent.  Brandon  Manuf.  Co. 
V.  Prime,  14  Blatchf.  371  ;  8  Bann.  <6b  A.  Pat.  Cas.  191.  Where 
a  cross-bill  brought  for  relief  as  well  as  defense  shows  that  persons 
not  parties  to  the  original  bill  are  necessary  parties  to  the  cross- 
bill, they  may  properly  be  made  such.     Jb. 

In  a  suit  against  an  interfering  patentee,  under  section  4918  of 
the  Revised  Statutes,  the  defendant  is  not  required  to  file  a  cross- 
bill in  order  to  obtain  affirmative  relief.  Lookwood  v.  Cleavelandj 
6  JPW.  B^'r,  721. 


281.    Amended  or  SupplementcU  Answer. 

Where,  after  setting  up  the  defense  of  prior  knowledge  and  use, 
and  giving  the  names  and  residences  of  witnesses  intended  to  be 
called  to  prove  the  defense,  the  answer  to  a  bill  for  infringement 
alleges  that  the  names  and  residences  of  certain  other  witnesses  are 
unknown  to  the  defendant,  and  prays  leave  to  insert  and  set  forth 
in  the  answer  such  names  and  residences  when  they  shall  be  dis- 
('Overud,  such  amendment  may  be  allowed,  on  subsequent  discovery 
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of  the  facts  ;  and  leave  to  make  it  may  be  granted  nunc  pro  tunc. 
Boemero.  Simon,  06  tL  8.  214, 

In  view  of  certain  circumstances  the  oourt  permitted  an  amend- 
ment, at  the  hearing,  of  tlie  answer  with  relation  to  the  notice, 
nunc  jyro  tunc  a»  of  tbe  time  the  answer  was  filed.  Roberts  v, 
llycr,  11  JJlutc/tf,  II,  34. 

Tbe  objection  to  the  omission,  in  an  answer,  to  set  forth  tlic 
defense  of  want  of  uov(;ky  with  suHicient  distinctness  ought  to  be 
taken  by  exce])tions  ;  as  the  answer  may  be  amended  under  special 
order.     Graham  v.  Ma.>on,  4  Cliffy.  88  ;  6  lush,  Pat.  Cas.  1. 

Upon  a  motion  to  open  a  decree  and  amend  the  answer  by  set- 
ting up  the  prior  issue  of  a  French  patent  for  the  same  invention, 
it  was  held  that  such  patent  could  be  admitted  only  as  affecting  the 
question  of  the  duration  of  the  United  States  patent,  and  not  upon 
the  question  of  novelty.  De  Florez  v.  Ilaynolds,  8  JP^e/.  MepWy  434  ; 
17  Blatchf.  436  ;  17  Pat.  Of,  Gaz.  603. 

A  motion  will  be  denied  which  was  made  after  reference  to  a 
master  to  amend  an  answer  by  settmg  up  a  new  defense  denying 
the  manufacture  of  the  articles  alleged  to  be  an  infringement  of 
plaintiffs'  patent,  where  the  omission  was  not  due  to  inadvertence 
or  mistake.     Evory  v.  Candee,  6  Bann.  &  A.  Pat.  Caa.  6'^. 

A  motion  will  not  be  granted  for  an  amendment  to  answer  and 
commission  to  take  testimony  in  a  foreign  country  to  prove  who  is 
the  original  inventor  of  a  patent,  when  the  affidavits  tiled  by  plaint- 
iff show  that  the  answer,  if  amended  as  proposed,  cannot  be  sus- 
tained by  proof.     Hicks  «.  Otto,  17  Fed.  RepWy  639. 

After  answering  a  bill  for  infringement,  setting  up  that  defend- 
ants held  an  assignment  from  plaintiffs,  the  defendants  discovered 
reason  to  believe  that  the  patent  was  invalid.  It  was  held  that 
they  might  file  a  supplemental  answer  denying  the  validity  of  the 
patent.    Morehead  v,  Jones,  3  WaU.  Jr.  306. 
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XX.    EYIDENCE. 

282.  Judicial  Notice. 

The  courts  of  the  United  States,  in  determining  a  question 
whether  the  production  of  a  particular  patented  article  has  involved 
an  exercise  of  the  inventive  faculties,  may  take  judicial  knowledge 
of  matters  of  common  knowledge,  and  of  things  in  common  use* 
Brown  v.  Piper,  91  U.  S.  ^1  \  Terhune  v.  Phillips,  99  U.  8.  692  ; 
KingtJ.  Gallun,  109  U.  S.  99;  Dunbar  w.  Myers,  94  U.  S.  167; 
Slawson  v.  Railroad  Co.,  107  U.  S.  649. 

283.  Presumptions. 

As  a  patent  is  allowed  by  law  to  be  issued  only  upon  prelimin- 
ary proofs  to  be  laid  before  the  commissioner,  upon  the  sufficiency 
of  which  he  is  to  decide,  the  fact  that  a  patent  has  been  granted 
raises  a  presumption  that  sufficient  proof  of  the  required  facts  was 
duly  made,  and  found  satisfactory,  and  that  all  proceedings  upon 
which  he  was  required  to  pass  were  regularly  taken.  Philadelphia 
&  Trenton  R.  R.  Co.  v.  Stimpson,  14  Pet.  448,  458  ;  Potter  t;. 
Holland,  1  Ihh.  Pat.  Cob.  382  ;  4  BlcOehf.  238  ;  Cahoon  v.  Ring,  1 
Fish.  Pat.  Ca%.  397  ;  Hays  v.  Sulsor,  Id.  632  ;  1  Bondy  279  ;  Jud- 
son  v.  Moore,  1  Bandy  285  ;  1  JPis/i.  Pat.  Cas.  644  ;  Matthews  v. 
Skates,  Id.  602  ;  Wayne  v.  Holmes,  2  Msh.  Pat.  Caa.  20 ;  1  Bondy 
27  ;  Poppenhusen  v.  N.  Y.  Gutta  Percha  Comb  Co,,  2  FUh.  Pat. 
Cas.  62  ;  Hussey  i>.  Whiteley,  Id.  120  ;  1  Bond.  407  ;  Cox  v.  Griggs 
2  Ihh.  Pat.  Cas.  174  ;  1  Biss.  362  ;  Poppenhusen  v.  Falke,  2  Fish. 
Pat.  Cas.  181  ;  6  Blatchf.  493  ;  Clarke  Patent  Steam,  4c.  Co.  v. 
Copeland,  2  Fish.  Pat.  Cas.  221 ;  Union  Sugar  Refinery  Co.  t;. 
Matthiessen,  Id.  600  ;  3  Cliff.  639  ;  Giant  Powder  Co.  v.  Safety 
Nitro  Powder  Co.,  19  Fed.  Rep\  609. 

This  is  so  even  though  no  recital  to  such  effect  appears  in  the 
patent  Gear  v.  Grosvenor,  3  Pat.  Off.  Oaz.  880  ;  1  ITolmes,  216  ; 
6  Fish.  Pat.  Cas.  314. 

And  the  rule  applies  to  the  granting  of  reissues  ;  the  presump- 
tion of  law  being,  that  the  commissioner  of  patents  has  done  his 
duty  in  granting  a  reissue,  thoroughly,  faithfully  and  properly, 
and  the  question  of  its  propriety  is  not  open  for  re-examinatioD|' 
L— 29  ^  '-^ 
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except  on  the  groand  of  fraud.  Miller^  &o,  Manaf.  Co.  v.  Da 
Bral,  2  Bonn,  it  A.  Fat.  Cos.  618  ;  12  Pat.  Off.  Oaz.  351.  The 
reissue  is  presumed  right,  and  the  burden  of  proving  the  reverse 
is  on  the  party  alleging  the  invalidity.  American  Middlings  Puri- 
fier Co.  V.  Atlantic  Milling  Co.,  8  Bann.  <t  A.  Pat.  Cas.  168  ; 
Allen  V.  Blunt,  2  Woodb.  df  M,  121, 138  ;  Stimpson  o.  Westchester 
R  R.  Co..^  4  JTaw,  380.  And  where  the  infringement  consists  in 
the  defendant's  using  a  machine  for  which  a  pat^it  has  beea 
issued  to  him,  he  should  have  the  beoefit  of  a  like  presnmptioo  in 
his  favor,  arbing  from  the  official  investigation  of  the  originality 
of  his  invention,  as  the  plaintiff  has  by  reas<Mi  of  his  patent. 
Coming  v.  Burden,  15  ITow.  252,  271. 

But  the  action  of  the  commissioner  in  issuing  a  patent  does  not 
preclude  one  charged  with  infringing,  from  impeaching  the  patent 
by  proof  that  before  it  was  issued,  the  patentee  had  abandoned  his 
invention  to  the  public.  Planing  Machine  Co.  v.  Keith,  101  U.  JS. 
419. 

Issuing  the  patent  is  presumptive  evidence  of  the  novelty  and 
utility  of  the  invention,  and  throws  the  burden  of  disproving  them 
upon  the  defendant.  Alden  v.  Dewey,  1  Storyy  386  ;  3  L.  RepW^ 
383.  S.  P.,  Needham  v.  Washburn,  4  Cliff.  254  ;  7  Pat.  Off.  Gaz. 
64& ;  1  Bann.  tt  A.  Pat.  Caa.  bZ'l ;  Storrs  v.  Howe,  10  Pat.  Off, 
Qaz.  421  ;  4  Cliff.  388  ;  2  Bann.  &  A.  Pat.  Caa.  420  ;  Parker  v. 
Stiles,  5  McJ^ean^  44,  62  ;  7  West.  L.  J.  168  ;  Teese  v.  Phelps, 
McAU.  48  ;  Corvallis  Fruit  Co.  tj.  Curran,  8  Fed.  iZcpV,  150 ;  7 
Savsyer^  270  ;  27  Int.  liev.  Bee.  272.  A  renewal  of  the  patent 
strengthens  the  presumption,  though  it  still  may  be  overthrown. 
Ransom  v.  New  York,  1  Fish.  Pat.  Cos.  252  ;  Smith  v.  Plympton,  4 
We&t.  L.  J.  49. 

When  the  question  is  as  to  issuing  a  preliminary  injunction, 
presumptions  of  the  novelty  of  a  patented  invention  may  arise  :  1. 
From  the  oath  of  the  patentee  that  he  was  the  first  and  original 
inventor.  2.  From  the  action  of  the  patent-office  in  granting  the 
patent  after  full  examination.  3.  Undisturbed  enjoyment  of  all 
the  benefits  of  the  exclusive  rights  granted  by  the  patent.  4. 
Direct  adjudications,  either  at  law  or  in  equity,  establishing  the 
validity  of  the  patent.  5.  Injunctions  granted  to  restrain  infringe- 
ment of  the  patent.  When  such  grounds  exist,  courts  will  not 
refuse  an  injunction^  or,  if  granted,  will  not  dissolve  it>  unless  the 
patent  is  impeached  by  the  most  conclusive  evidence.  Hussey  v. 
Whitely,  1  Bo'nd^  407  ;  2  Fish.  Pat.  Cas.  120. 
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The  Muing  of  a  patent  raises  a  presumplion  that  the  patentee, 
at  the  time  of  making  his  application  for  a  patent,  believed  himself 
to  be  the  original  inventor  or  disooverer  of  the  thing  patented 
(Union  Sugar  Refinery  Co.  v.  Mathiessen,  8  Clif.  639  ;  2  MsA. 
Pat.  Cos,  OOO);  and  this  presumption,  arising  from  the  oath  of  the 
applicant  that  he  believes  himself  to  be  the  first  inventor  or  dis- 
coverer of  the  thing  for  which  he  seeks  letters  patent,  remaina 
until  the  contrary  is  proved.  Elizabeth  v.  Pavement  Co.,  97  VI 
JS.  126. 

The  presumption  of  patentability  arising  from  the  graiiit  of  a 
patent,  was  /leld  not  repelled,  where  the  device  in  question,  though 
common,  was  shown  never  to  have  been  used  for  the  purpose  pat- 
ented.   Patterson  v.  Puff,  20  Md,  HepVy  641. 

The  issue,  reissue  and  extension  of  a  patent,  and  the  fact  that 
it  has  been  sustained  in  previous  suits,  create  a  strong  presumption 
against  a  defense  of  want  of  novelty  in  ihe  invention.  Jordan  v, 
Dobson,  2  Abb.  U,  S.  398  ;  7  PhUa.  533.  And  see  Tyler  u.  Crane, 
7  Ihd.  Rej^r,  775  ;  19  PcA.  Of.  Gaz.  128 

Inasmuch  as  letters-patent  for  an  invention  are  issued  upon 
adjudication  of  public  ofidcer,  the  presumption  is  that  he  adjudi- 
cated the  facts  correctly  ;  if  in  due  form,  they  raise  a  presumption 
that  the  person  named  as  inventor  is  the  original  and  first  inventor 
of  what  is  therein  described  as  the  improvement ;  and  the  burden 
of  proof  to  sustain  an  opposite  conclusion  is  on  the  party  attacking 
the  patent  Sands  v.  Wardwell,  3  Cliff,  277  ;  Union  Sugar  Refinery 
Co.  V.  Mathiessen,  2  Fish.  Pat.  Cos,  600;  Hudson  v.  Draper,  4  Fish. 
Pat,  Cos.  256  ;  4  Cliff.  178  ;  Goodyear  Dental  Vulcanite  Co.  t;. 
Gardner,  8  Cliff.  408  ;  5  Pai.  Off,  Gaz,  586  ;  4  Fish.  Pat.  Cos. 
224  ;  Storrs  v.  Howe,  4  Cliff.  388  ;  10  Pat.  Off.  Gaz.  421  ;  2  i?ann, 
cfc  A.  Pat.  Cas.  420  ;  Haskell  t;.  Shoe  Machinery  Manuf.  Co.,  3 
Bann,  cfc  A.  Pat.  Cas.  553. 

A  patentee  has  a  right  to  rest  upon  his  patent  for  his  invention, 
till  its  validity  is  overthrown  ;  thus,  if  there  is  reasonable  doubt  as 
to  defendant's  claim  to  priority  of  invention,  the  patentee  is  entitled 
to  the  benefit  of  that  doubt.  Crouch  v.  Spear,  6  Pojt.  Off.  Gaz, 
187  ;  1  Bann.  d>  A.  Pat.  Cas.  145 ;  Wasbburn  v.  Gould,  3  Story^ 
122,  142  ;  7  L.  Bep\  276  ;  1  West.  L.  J.  465. 

Priority  in  the  oonstmetion  of  a  mechanical  appliance  is  ground 
for  a  presumption  of  priority  of  invention.  Atkinson  v.  Boardman, 
1  MacArthur  Pat.  Cas.  80  ;  Warner  v,  Goodyear,  Id.  60. 

The  presumption  arising  from  the  letters  patent,  that  the  paten* 
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tee  was  the  original  and  first  inventor,  in  the  absence  of  the  appli- 
cation for  the  patent,  extends  back  only  to  the  date  of  the  letters 
patent,  and  in  no  case  does  it  extend  further  back  than  to  the  time 
of  the  filing  of  the  original  application  ;  when  a  patentee  needs  to 
show  that  his  invention  was  made  prior  to  the  date  of  his  applica- 
tion, he  must  prove  the  fact  by  other  sufficient  evidence.  Wing  v, 
Richardson,  2  Fish.  Pat.  Cos.  535  ;  2  Cliff,  449.  S.  P.,  Jones  u. 
Sewall,  6  Fish.  Pat.  Cos.  343  ;  3  Cliff.  563  ;  3  Pat  Off.  Gaz.  630  ; 
Union  Sugar  Refinery  Co.  v.  Mathiessen,  2  F^h.  Pat.  Cos.  600  ; 
3  Cliff.  639. 

In  order  to  overcome  the  presumption  raised  by  a  patent  that 
the  patentee  is  the  first  inventor  of  the  article  monopolized,  it  must 
be  shown  that  there  was  a  prior  knowledge  of  the  invention  under 
such  circumstances  as  to  give  the  public  a  right  to  continue  the  use 
of  it.  This  presumption  prevails  over  a  reasonable  doubt  existing 
as  to  the  truth  of  the  evidence  adduced  to  impeach  the  novelty  of 
invention.  Crouch  v.  Speer,  6  Pat.  Off.  Gaz.  187  ;  1  Bann.  A  A. 
Pat.  Cos.  145.  To  same  effect,  Patterson  v.  Duff,  20  Fed.  Hcp'r, 
641  ;  Comstock  v.  Sandusky  Seat  Co.,  3  Cin.  L.  Bui.  73. 

The  issuance  of  a  patent  raises  a  presumption  that  the  patentee 
was  first  inventor  ;  in  other  words,  the  courts  presume  the  decision 
of  the  commissioner  in  favor  of  the  originality  of  the  patentee  to 
be  correct.  Dopoghe  v.  Hubbard,  27  Fed,  Jiep\  742  ;  Pitts  v. 
Hall,  2  Blatchf.  229  ;  Rogers  v.  Beecher,  3  Fed.  Bep'r,  639  ;  5 
Bann.  &  A.  Pat.  Cos.  619  ;  18  Pat.  Off.  Gaz.  793  ;  Konold  v. 
Klein,  5  BepWy  427  ;  McMillin  v.  Barclay,  4  Brews.  276 ;  3  PiUsb. 
371 ;  6  P^sh.  Pat.  Cos.  189  ;  Brodie  v.  Ophir  Silver  Mining  Co., 
5  Savoy cr^  608  ;  4  Fish.  Pat.  Cos.  137. 

This  presumption  of  originality  of  invention  is  not  overcome 
by  evidence  introduced  to  impeach  novelty,  which  does  not  clearly 
establish  that  the  alleged  anticipating  device  embodied  the  same 
construction  and  mode  of  operation.  Brady  v.  Atlantic  Works,  10 
Pat.  Off.  Gaz.  702  ;  4  Cliff\  408 ;  2  Bann.  db  A.  Pat.  Cos.  436. 

The  claim  that  the  patentee  was  the  first  inventor  of  the 
improvement  patented  is  not  defeated  by  showing  the  construction 
of  the  improvement  before  the  patent  issued  ;  there  must  be  proof 
that  the  construction  preceded  the  invention  of  the  patentee  ;  that  is, 
before  the  conception  of  the  improvement  was  applied  in  practice. 
Brodie  v.  Ophir  Silver  Mining  Co.,  5  Sawyer,  608  ;  4  Fish.  Pat. 
Cas.  137. 

Clear  and  satisfactory  proof  is  required  to  rebut  tlie  presump- 
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lion  of  priority  of  invention  arising  from  the  issaing  of  a  patent. 
Rogers  v.  Beecher,  5  Bann,  <k  A.  Pat.  Cas.  619  ;  3  Fed.  Bep^r^ 
639  ;  18  Pat.  Off.  Gaz.  793  ;  Konold  v.  Klein,  5  Rep\  427. 

When  the  invention  consists  of  an  improvement  on  an  old 
machine,  it  may  be  taken  for  granted  that  a  practical  mechanic  is 
acquainted  with  the  construction  of  the  machine  on  whicli  the 
improvement  is  made.  Ives  v.  Hamilton,  92  U.  S,  426  ;  6  Fi»Ii. 
Pat.  Cos.  244  ;  1  PaJt.  Off.  Oaz.  836. 

There  is  a  presumption  that  any  person  who  takes  out  a  patent 
will  ascertain,  so  far  as  possible,  from  the  public  records  what 
patents  of  the  same  nature  have  previously  been  taken  out.  Odi- 
orne  t?.  Winkley,  2  OM.  61. 

The  presumption  of  right  in  a  patentee,  because  of  the  acqui- 
escence of  the  public  in  his  claim,  is  not  changed  in  consequence  of 
the  original  patent  being  surrendered  on  account  of  its  informality. 
Orr  t?.  Badger,  7  L.  J?<5e>V,'466  ;  1  JSrunner  Col.  Cos,  637. 

A  presumption  of  abandonment  cannot  arise  from  the  sale  or 
use  of  an  invention  with  the  knowledge  and  consent  of  the  pat- 
entee, intermediate  the  application  for  a  patent,  and  the  grant. 
Howe  t;.  Newton,  2  Fiah^  Pat,  Cos.  531. 

The  patentee  must  have  had  such  an  exclusive  possession,  as, 
with  his  claim  and  the  acquiescence  of  the  public,  lays  a  reasonable 
foundation  for  the  presumption  of  the  validity  of  his  patent.  An 
unsuccessful  attempt  to  interrupt  a  possession  strengthens  the  pre- 
sumption which  arises  from  it.     Sargent  v.  Seagrave,  2  Curt.  '553. 

The  plaintiff  had  a  patent  for  a  pavement,  and  had  been 
employed  to  lay  some  fourteen  miles  of  it  by  the  authorities  of  the 
cities  of  New  York  and  Brooklyn,  during  the  past  four  years. 
This,  standing  alone,  was  held  not  suHicient  proof  of  acquiescence 
to  raise  a  presumption  in  favor  of  the  validity  of  the  patent.  Oui- 
det «.  Palmer,  10  Blatchf.  217  ;  6  Fish.  Pat.  Cos.  82. 

The  action  of  the  commissioner  of  patents  usually  makes  a 
prima  facie  case  for  or  against  an  application  for  an  interlocutory 
injunction.  Yuengling  v.  Johnson,  1  Hughes,  607  ;  3  Bann.  tJb  A. 
Pat.  Cas.  9d. 

It  is  a  presumption  of  law  that  all  mechanics  interested  in 
upholding  or  defeating  a  patent  were  fully  acquainted  with  the 
state  of  their  art  when  they  took  out  their  patent,  or  when  they 
built  their  machine.    Crompton  t;.  Knowles,  7  I^id.  Bep\  199. 

When  a  party  claiming  an  exclusive  right  to  an  invention  has 
used  it  publicly  and  notoriously,  for  any  considerable  length  of 
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time,  the  pablic  are  presamed  to  have  acqaieseed  in  that  daim. 
American  Middlings  Purifier  Co.  v.  Christian^  3  Bonn.  A  A.  Pai. 

Caa,  42. 

Knowledge  by  the  public  of  an  invention  is  presamed  irhere  the 
means  of  such  knowledge  have  existed.  Perkins  t^.  Nashua  Oard, 
ic.  Co.,  2  Fed,  RepW,  451  ;  17  Pat.  Off,  Gaz,  1285  ;  10  Rep'r^  7  ; 
6  Bann,  ^  A.  Pat,  Cob,  395. 

There  is  no  obligatory  presumption  that  third  persons  would 
have  purchased  of  the  patentee  what  they  are  shown  to  have 
bought  of  the  infringer,  in  case  the  latter  had  not  made  and  sold 
the  thing  patented.  Seymour  r.  McCormick,  16  How,  480  j  rev'g 
2  Blatchf.  240. 

A  jury  are  not  authorized  in  presuming  that  a  machine  was  in 
continuous  operation  for  twenty-four  years,  from  the  mere  facts 
that  it  was  described  in  a  book  in  1820,  and  was  in  use  in  1853. 
Seymour  v,  McCormick,  1 9  How,  95. 

Patented  articles  are  presumed  to  be  patentably  different  from 
those  covered  by  other  patents.  Btierk  v,  Imhaueser,  11  Ptff.  €)ff. 
Gaz.  112. 

Where  a  joint  application  is  illed  for  a  patent,  the  presumption 
is  that  the  invention  is  jornt,  and  clear  and  unequivocal  evidence 
will  be  reqnii*ed  to  rebut  this  presumption.  Gottfried  v.  Phillip 
Best  Brewing  Co.,  6  Bann,  A  A.  PaJt,  Cos,  4;  17  Pat.  Off.  Gaz.  675. 

The  mere  deposit  in  the  patent-office  of  a  model  does  not  raise 
the  inference  that  the  application  for  a  patent  was  completed  at 
that  date.  Draper  v.  Wattles,  16  Pat,  Off.  Gaz.  629  ;  8  Barm,  db 
A.  Pat.  Cos.  618. 

In  a  suit  for  infringement,  the  patentee  will  be  presumed  to  be 
still  the  owner,  where  no  assignment  has  been  alleged  or  proved. 
Fischer  v.  Neil,  6  Fed,  Bep'r,  89  ;  19  Pat.  Off.  Gaz.  608. 

The  fact  of  the  granting  of  a  patent  has  no  tendency  to  show 
that  the  invention  described  in  it  does  not  infringe  a  prior  patent ; 
and  the  decision  of  the  patent-office,  on  a  question  of  interference 
between  the  two,  is  evidence  of  such  fact  on  a  motion  for  ihjunc^ 
tion.  HoUiday  v.  Pickhardt,  12  Fed,  Rep\  147  ;  22  PaJt.  Off.  GoM. 
420. 

Whete  a  patentee  is  in  the  employ  of  another,  and  uses  the  lat- 
ter^s  tools  and  materials  in  perfecting  his  inventions,  and  such  othei- 
pcrson  uses  such  inventions  for  a  number  of  years  without  payment 
of  royalty,  a  special  license  will  be  presumed.  Jencks  v.  Langdon 
Mills,  27  Fed.  Bep'r,  622. 
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284.  Burden  of  Proof  . 

The  InirdBn  is  on  the  defendant  to  show  that  the  proper  sdtioe 
has  been  given  nnder  the  statute  to  enable  him  to  examine  witnesses 
to  prove  that  the  invention  of  the  plaintiff  had  been  known  or  nsed 
before  bis  invention,  Philadelphia  &  Trenton  R.  R.  Co.  v.  Stimp- 
son,  14  Pet,  448  ;  Id,.,  Banks'  ed.  note. 

in  order  to  avoid  liability  for  profits,  made  by  an  infringer  who 
uses  an  article  patented  as  an  entirety  or  produet,  the  burden  is 
upon  him  to  show  that  a  portion  of  these  profits  is  the  result  of 
some  other  thing  used  by  him.  Elizabeth  «.  Pavement  Co.,  97  U. 
8.  126.  But  compare  Fitch  v.  Bragg,  16  Ikd.  Hep'r^  243  ;  21 
BUUchf.  802. 

In  a  suit  for  infringement  of  a  patent  for  an  improvement  and 
not  for  an  entirely  new  machine  or  oontrivance,  the  burden  rests  upon 
the  patentee  to  show  in  what  particulars  his  improvement  has 
added  to  the  usefulness  of  the  machine  or  contrivance,  and  he  must 
separate  its  results  distinctly  from  those  of  the  other  parts,  so  that 
the  benefits  derived  may  be  distinctly  seen  and  appreciated.  Gar- 
retson  v.  Clark,  111  XT.  S.  120 ;  afPg  15  Blatchf  70 ;  14  Pat.  Of. 
Oaz.  485. 

Upon  the  question  whether  what  has  been  done  by  the  defend- 
ant amounts  to  infringement,  the  complainant  universally  has  the 
burden  of  proof ;  he  ndust  show  satisfactorily  that  his  right  has 
been  violated.  Washburn  v.  Gould,  3  Storey  122  ;  7  L.  i2^V,  276  ; 
1  West.  L.  J.  465  ;  Graham  t?.  Mason,  4  Cliff.  88  ;  6  Fi»h.  Pat. 
Cos.  1  ;  Hudson  v.  Draper,  4  Cliff.  1 78  ;  4  Fish.  Pea.  Cos.  256 ; 
Storrs  i).  Howe,  4  Cliff.  388  ;  10  Pat.  Off.  0<iz.  421 ;  2  Ban9i.  df 
A.  Pat.  Cos.  420 ;  American  Middlings  Purifier  Co.  v.  Atlantic 
Milling  Co.,  8  Bann.  <ft  A.  Pat.  Gas.  168  ;  Brooks  t^.  Jenkins,  8 
McLean^  432,  453  ;  S.  C,  sub  nam.  Brooks  v.  Btoknell,  2  West.  L. 
J^.  11  ;  Parker  v.  Stiles,  5  McLean^  44. 

Section  7  of  the  act  of  1889,— -allowing  the  use  and  sale  of  an 
invention  for  two  years  before  the  application  for  a  patent,  — is  in 
the  nature  of  a  statute  of  limitations  ;  and  the  defendant  setting 
np  a  sale  more  than  two  years  before  must  establish  the  fact  (^ 
such  a  sale,  in  a  manner  that  will  justify  a  jury  in  taking  away  the 
property  of  the  plaintiff*    Hovey  o.  fienry,  8  West.  L.  J.  158. 

In  an  action  for  infringement,  if  the  defendant  contests  the 
originality  of  the  invention,  the  burden  of  proof  is  upon  him  to 
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show  that  it  was  known  before  the  invention  of  plaintiff.  Hovey 
V.  Henry,  3  West.  L.  J.  153  ;  Winans  v.  New  York  &  Harlem  R. 
R.  Co.,  31  «7btir.  Fr.  Inst.  {Zrd  8.)  320  ;  Brooks  v.  Jenkins,  3 
McLean^  432  ;  S.  C,  sub  nom.  Brooks  v.  Bicknell,  2  West  L.  J. 
11  ;  Parker  v.  Stiles,  5  McLean^  44  ;  7  West  L.  J.  A\^.  To  same 
effect,  Doherty  t>.  Haynes,  4  Cliff.  291  ;  6  Pat.  Off.  Gaz.  118;  1 
Bann.  A  A.  Pat.  Cas.  289  ;  Hoe  v.  Cottrell,  1  Fed.B^W,  597  ;  17 
BkOchf.  546  ;  18  Pat.  Off.  Oaz.  59  ;  5  Bann.  df  A.  Pat.  Cas.  256  ; 
Worswick  Mannf.  Co.  v.  Buffalo,  20  Ihd.  Bep^r^  126.  And  see 
Parker  v.  Remhoff,  17  Blotch/.  206 ;  3  Bann.  A  A.  Pat.  Cas. 
550. 

The  date  of  the  patent  is  to  be  taken,  in  the  absence  of  other 
evidence,  as  the  date  of  invention  ;  and  the  harden  of  proof  is 
npon  the  defendant  to  show,  beyond  any  fair  doabt,  prior  knowl- 
edge and  use.  Webster  Loom  Co.  t^.  Higgins,  16  Pat.  Off.  Gaz. 
675.  To  same  effect,  Eagleton  Manuf.  Co.  v.  West,  &c.  Manuf. 
Co.,  2  Fed.  BepW,  774  ;  18  Blatchf.  218  ;  17  Pat.  Off.  Gaz.  1604  ; 
10  i2^V,  297. 

Where  an  equitable  title  to  an  interest  in  a  patent  is  set  up 
against  a  bonajtde  purchaser  and  holder  of  the  legal  title,  the  bur- 
den of  proof  lies  upon  him  who  impeaches  the  legal  title.  Gibson 
V.  Cook,  2  Blatchf,  144,  151.  Compare  Calais  Steamboat  Co.  v. 
Scudder,  2  Blacky  372. 

The  burden  of  proof  is  on  the  defendant  who  alleges  a  prior 
sale  or  use.  Allen  v.  Blunt,  2  Woodb.  tt  M.  121,  145  ;  Hide  & 
Leather  Co.  v.  American  Tool  Co.,  1  Holmes^  503  ;  4  Fish.  Pat. 
Gas.  284  ;  Roemer  v.  Sinn,  5  Pat.  Off.  Gaz.  555. 

Power  to  grant  reissued  as  well  as  original  patents  is  vested  in 
the  commissioner ;  and,  when  lawfully  exercised,  a  patent  has  been 
duly  granted,  whether  reissued  or  onginal,  it  is,  of  itself,  if  intro- 
duced in  evidence  where  a  party  claims  redress  for  alleged  infringe- 
ment, prima  facte  evidence  that  the  patentee  is  the  original  and 
first  inventor.  Its  effect  may,  however,  be  overcome  by  proof  that 
the  improvement  was  previously  made  by  another  in  this  country, 
or  had  previously  been  described  in  some  printed  publication,  prior 
to  the  supposed  invention  by  the  patentee.  Judson  v.  Bradford, 
16  Pat  Off.  Gaz.  171  ;  3  Bann.  &  A.  Pat.  Cas.  539. 

Under  the  act  of  1801,  §  13, — ^requiring  the  word  "patented," 
with  the  date  when  granted,  to  be  affixed  to  patented  articles  offered 
for  sale, — the  burden  of  proof  is  upon  the  defendant  to  show  that 
the  pl^ntiff  has  failed  to  mark  patented,  as  required,  articles  made 
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or  Bold  under  a  patent,  and  then  the  burden  is  shifted  upon  the 
plaintiff  to  show  that  defendant  had  notice  that  he  was  infringing, 
Gk>od7ear  v.  AUyn,  6  Blatchf,  83  ;  3  Fish.  Pat.  Cas.  874. 

In  a  case  where  the  application  fails  to  take  the  date  of  inven- 
tion back  of  the  date  of  the  patent,  and  the  defendant  shows, 
beyond  a  reasonable  doabt,  knowledge  and  use  before  the  date  of 
the  patent,  the  burden  of  proof  is  shifted  on  to  the  plaintiff,  to 
show  the  date  of  invention  to  be  prior  to  the  knowledge  and  use 
shown  by  defendant.  Eaglet'in  Mannf.  Co.  v.  West,  &c,  Manuf • 
Co.,  2  Ikd,  Rep%  774  ;  18  Blatchf.  218  ;  17  Pat.  Off.  Gaz,  1504  ; 
10  Rep'ry  297  ;  Thayer  v.  Hart,  20  thd.  Rep\  693. 

Where  the  bill  alleges  that  defendant's  infringement  was  with- 
out the  consent  of  the  plaintiff,  which  was  not  specifically  denied 
by  the  answer  or  any  consent  or  license  alleged,  the  burden  of 
prooFdoes  not  rest  upon  the  plaintiff  to  show  want  of  consent,  but 
upon  the  defendant  to  prove  consent.  Fischer  v.  Hayes,  6  Fed. 
RejfPry  76  ;  4  Bann.  <t  A.  Pat.  Cos.  317. 

The  burden  is  on  the  plaintiff,  in  an  infringement  suit,  to  prove 
that  defendant's  article  is  like  plaintiff's.  Francis  v.  Mellor,  4  Am. 
L.  T.  U.  3.  Cts.  237 ;  1  Ler/.  Gaz.  Rep.  291 ;  8  Phila.  167. 

The  burden  is  upon  the  defendant  to  establish  the  defense  that 
the  invention  is  not  so  described  as  to  enable  a  skillful  mechanic  to 
construct  a  machine.  Brooks  v.  Jenkins,  3  McJjean,  432,  445  ;  S. 
C,  sub  nam.  Brooks  v.  Bicknell,  2  West.  L.  J.  l\. 

In  a  suit  for  infringement,  the  allegation  of  a  license  is  an 
affirmative  defense,  and  must  be  made  out  by  the  proof.  Watson 
V.  Smith,  7  Fed.  Rep\  350  ;  20  Pat.  Off.  Gaz.  300. 

Where  complainant  seeks  to  recover  damages  on  the  basis  of 
an  established  royalty  for  the  use  of  several  claims,  only  a  part  of 
which  have  been  infringed,  the  burden  of  proof  is  upon  him  to 
show  the  relative  value  of  the  claims  which  have  been  infringed. 
Willimantic  Thread  Co.  v.  Clark  Thread  Co.,  27  Ihd.  Rep'r.  866. 

In  an  action  for  infringement  of  letters  patent,  where  the 
defendant  sets  up  want  of  novelty,  the  burden  is  on  him  to  estab* 
lish  this  defense,  and  prove  the  facts  set  up  by  him  beyond  a 
reasonable  doubt.     Cantrell  t;.  Wallick,  111  U.  8.  689. 

In  a  suit  for  infringement  of  a  patent,  the  burden  is  upon  tho 
defendants  to  establish  a  defense  of  prior  knowledge  and  use 
beyond  a  reasonable  doubt.  Dreyfus  v.  Schneider,  25  Fed.  Rep\^ 
481. 

A  party  asserting,  as  a  defense  to  a  suit  for  infringement,  that 
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the  device  covered  by  Ae  patent  btt  boon  in  pa 
for  more  than  two  yean  prior  t9  the  appltcati< 
assames  the  burden  of  proof,  and  is  bound  to  s 
by  clear  and  oonvinoing  testimony.  Proof  rest 
recollection  of  persons  who  claim  to  hav>e  ipeeti  i 
devices  twenty  years  before  they  testified,  wfa 
devices  is  produoedi  and  it  does  not  appear  that 
each  kind  was  ever  made,  is  too  unreliabie  to  fot 
jodtcial  action.    Adams  A  Westlake  Matiuf.  Cc 

The  decision  of  the  patentK^ffioe  is   not  cob 
court  where  priority  of  invention  between  interfc 
question,  bnt  is  of  sufficient  weight  to  cast  the 
upon  the  party  against  whom  it  was  rendered.     M 
Machine  Co.  o.  Stevenson^  11  JPkL  JRep'r^  166  ;  13 


286.  C^enerat  Bides  of  EtHdence  as  to  the  Co 
Validity  of  the  Patent^  and  Extend  of  th 

Confers. 

Evidence  is  admissible  to  show  the  meaning  of 
letters  patent,  as  well  as  the  state  of  the  art.  1a 
gins,  105  U.  S.  680  ;  fev'g  16  JUatohf.  44« ;  16  Fat. 
4  Bonn,  it  A.  Pat.  Cos.  8& 

In  determining  the  question  as  to  whether  the  pa 
himself  to  be  the  &«t  inventor,  it  is  competent  for 
to  show  that  the  patentee  knew  of  the  existenee  of 
abroad.  B«t  ka  c<msidm])g  whefth^  the  pstentee  di 
self  to  be  the  first  inventor,  it  is  material  to  determi 
was  the  first  inventon  Forbasfa  v.  Cook,  10  L,  Rq 
2  lUh.  Pat.  Cos.  MS. 

The  qnestion  of  novelty  Is  to  be  settled  by  a  < 
prior  machines  with  the  machine  patented,  mther  tha 
the  machine  in  nse.  Blake  o.  Rawson,  8  Biss,  11;  8  J 
122  ;  6  Mah.  PoJt.  CaM.  74w 

In  an  action  at  law,  where  the  issue  of  novelty  i 
not  competent  to  compare  prior  machines  with  the 
defendant ;  the  only  comparison  admissible  is  with 
the  patentee.    Jndson  v.  Cope,  1  Bondi  827 ;  1  Fu 
615. 
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"Where  a  patent  is  assailed  for  lack  of  novelty,  sketches  and 
drawings  may  be  oooinilted  to  ^x  the  date  of  inceptive  invention, 
and  if  there  has  been  no  unreasonable  delay  subsequently  in  adapt* 
ing  the  invention  and  applying  for  patent,  the  protection  of  the 
patent  will  be  carried  back  to  the  date  thus  established.  Draper 
V.  Potomska  MiUs  Corp.,  13  Pat.  Of.  Gtxz.  276  ;  8  Bann.  A  A. 
Pea.  Cos.  2U  ;  Kneeiand  v.  Sheriff,  2  Fed,  BepW,  901  ;  10  i?^V, 
234  ;  18  Pat.  Off.  Qaz.  242  ;  6  Bann.  &  A.  Pat.  Cae.  482. 

The  patent  itself  is  prima  facie  evidence  that  the  alleged  inven- 
tor had  made  the  invention  at  the  date  the  specification  was  filed. 
Jones  V.  Sewall,  8  Cliff.  668  ;  8  Pott.  Off.  Gaz.  630  ;  6  Msh.  Pat. 
Cas.  348.    S.  P.,  Dane  v,  Chicago  Manaf.  Co.,  8  Biss.  880. 

Defendants  in  a  salt  on  a  reissao  patent,  may  read  the  original 
patent  in  evidence  at  the  trial,  althongh  it  may  not  have  been  put 
in  evidence  before  the  examiner,  in  order  to  show  that  the  reissue 
is,  in  fact,  for  a  different  invention  from  the  original.  Knapp  v. 
Shaw,  28  Pat.  Off.  Gaz.  2286  ;  16  Ped.  JR^'r,  116.  S.  P.,  National 
Cylinder  Co.  v.  Simmons  Hardware  Co.,  18  Pid.  Bq>\  824. 

Against  an  allegation  that  a  patentee  had  abandoned  his  discov- 
ery, the  lapse  of  time  from  the  grant  of  the  patent  to  the  commence- 
ment of  the  action  being  nrged  as  proof  of  that  fact,  he  may  give 
evidence  of  his  filing  of  drawings,  or  of  any  other  act  done  by  him 
in  assertion  of  his  right.    Emerson  n.  Hogg,  2  Blatehf.  \, 

The  fact  that  a  patent  has  been  issued  for  an  invention  does 
not,  of  itself,  prove  the  introdnction  of  the  invention  into  public 
and  common  use.  Weston  t^.  White,  13  BUUchf.  864  ;  9  Pat.  Off. 
Gaz.  1196  ;  2  Bann,  tb  A.  Pat.  Cas.  821. 

In  an  action  for  infringement,  where  there  was  proof  that  a 
machine  oonstmcted  before  the  plaintiff^s  invention,  tfnd  identical 
with  it,  for  a  person  who  lived  some  distance  from  the  place  of 
construction,  was  taken  away  by  him  to  be  put  up ;  but  it  was 
never  afterward  seen  by  the  witness  who  assisted  in  its  construe 
tion,  it  was  held^  that  the  evidence  was  sufficient  to  establirii  the 
fact  of  want  of  novelty  ia  the  plaintiff's  invenUon,  though  there 
was  no  proof  to  show  that  the  prior  machine  was  ever  used.  Par- 
ker V.  Ferguson,  1  BkLtc?\f.  407. 

When  an  alleged  invention  proves  snperior  to  what  has  been 
known  before,  this  superiority  is  evidence  in  favor  of  its  novelty. 
Birdsell  v.  McDonald,  6  Pat.  Off.  Qaz.  682  ;  Jiidson  t;.  Cope,  1 
Bondy  827  ;  1  Fish.  Pat.  Cos.  616.  S.  P.,  Carter  «•  Baker,  4  Fish. 
Pat.  Cas.  404';  Smith  t>.  Woodruff^  1  MacArthur^  469 ;  6  Fish. 


460  UNITED  STATES  LAWS. 

Fta.  Cob.  4?0.  Bat  except  to  show  a  differenoe  between  the  two 
inventioDSy  evidence  that  the  defendant's  is  superior  to  plaintiff's  is 
not  admissible.    Alden  v.  Dewey,  1  Story^  336  ;  3  Z.  Hep^r,  383. 

The  facts  that  many  persons  tried  to  accomplish  the  result,  and 
that  the  patentee  alone  succeeded,  are  legitimate  evidence  that  his 
invention  was  new  and  useful.  Western  Electric  Manuf.  Co.  v. 
Chicago  Electric  Manuf.  Co.,  14  led.  Bep'r,  691  ;  Ward  t>.  Grand 
Detour  Plow  Co.,  14  lid.  -P^V,  696  ;  11  Hiss.  427. 

Rejected  applications  for  patents  are  not  alone  evidence  of 
the  existence  of  perfected  inventions  at  their  dates  of  filing  ;  there 
should  be  proof  that,  at  such  dates,  machines  embodying  the  inven- 
tions were  in  existence  and  operation.  Howes  v,  MoNeal,  15  I^at.  Offi 
Oaz.  608  ;  15  Blatchf.  103  ;  3  Bann.  <t  A.  Flat.  Can.  376 ;  Lyman 
Ventilating  Co.  v.  Chamberlain,  10  Pat.  Off.  Qaz.  588  ;  2  Bofin.  A 
A.  Pat.  Cos.  433. 

In  connection  with  evidence  of  the  construction  of  an  opera- 
tive machine  embodying  the  invention,  a  rejected  application 
for  a  patent  for  it  may  be  received.  Northwestern  Fire  Extin- 
guisher Co.  V.  Philadelphia  Fire  Extinguisher  Co.,  6  Pat.  Off.  6az. 
34  ;  10  Phila.  227  ;  1  Bann.  <fb  A.  Pat.  Cos.  177. 

File  wrappers  are  not  competent  as  evidence,  in  a  suit  on  a 
patent,  to  show  the  reduction  to  practice  and  use  of  inventions 
claimed  to  be  prior,  so  as  to  invalidate  such  patent.  Howes  t;. 
McNeal,  4  Ped.  iJepV,  151  ;  17  Blatchf.  396  ;  17  Pat.  Off.  Gaz. 
799  ;  11  Bep'r,  362  ;  5  Bann.  d  A.  Pat.  Cos.  77. 

If  the  signature  of  a  letter  acknowledging  the  receipt  of  an 
application  for  a  patent  is  proved,  the  letter  is  competent  as  an  offi- 
cial act  and  document  of  a  public  officer  in  relation  to  such  a  sub- 
ject, and  a  part  of  the  transaction ;  for,  being  made  at  the  time, 
and  in  relation  to  the  subject-matter,  it  is  competent  as  a  part  of 
the  res  gestcsy  and  explanatory  of  what  took  place.  Pike  v.  Potter, 
3  Pish.' Pat  Cos.  55. 

A  different  result  is  evidence  of  some  new  cause  or  means, 
although  the  mechanism  may  apparently  be  substantially  the  same. 
Hence  a  greater  degree  of  utility  achieved  by  one  machine  is  evi- 
dence of  novelty.    Eames  v.  Cook,  2  Pish.  146. 

It  is  decisive  evidence  that  a  new  mode  of  operation  has  been 
introduced  if  the  practical  effect  of  the  invention  is  either  a  new 
effect  or  a  materially  better  effect,  or  as  good  an  effect  more 
economically  attained.    Furbush  v.  Cook,  2  Pish.  Pat.  Cas.  668. 

Public  demand  for  an  article  when  its  existence  is  made  known. 
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18  not  oondnsiTe  eyidence  of  novelty  and  invention.    Hill  v.  Bid- 
die,  27  lid.  Bep\,  560. 

The  extensive  use  of  a  device,  however  simple,  is  evidence  of 
its  utility,  and  consequently  of  its  patentable  merit.  Lorillard  v, 
McDowell,  23  Int,  Bev.  Itec.  90  ;  11  Fat.  Off.  Gaz.  640;  2  Bann. 
cfc  A.  Pat.  Cos.  531  ;  13  Phila.  461. 

The  fact  that  defendant  chose  to  ase  the  invention  patented  by 
complainant,  has  been  held  sufficient  evidence  of  utility  in  the 
invention  to  sustain  it  as  patentable  for  the  purposes  of  that  suit. 
Smith  V.  Glendale  Elastic  Fabric  Co.,  1  Holmes,  340  ;  5  Pat.  Off. 
Oaz.  429  ;  1  Bann.  d>  A.  Pat.  Cos.  58  ;  Lee  v.  Blandy,  1  Bond, 
361  ;  2  Fish.  Pat.  Cos.  89.  Otherwise,  of  evidence  that  strangers 
to  the  suit  offered  to  take  licenses  from  the  plaintiff.  Evans  v. 
Hettick,  3  Wash.  408  ;  aff'd  on  other  points,  7  Wfieat.  453. 

The  fact  that  a  mill  for  grinding  bark  would  grind  double  the 
quantity  that  could  be  ground  by  the  old  mills,  is  evidence  enough 
of  utility  to  sustain  a  patent.     Wilbur  v.  Beecher,  2  Blatchf.  132. 

Where  the  evidence  establishes  the  facts  that  the  patentee  was 
the  first  to  conceive  the  idea  of  constructing  the  device  described 
in  his  patent,  whereby  improved  results  were  accomplished,  and 
that  the  public  has  attested  its  superior  utility  and  value  by  adopt- 
ing the  same,  instead  of  the  constructions  previously  used,  there  is 
sufficient  proof  of  patentable  merit.  Miller  v.  Pickering,  16  Fed. 
Bep\  540. 

On  a  motion  for  a  preliminary  injunction,  the  defense  of  prior 
public  use  will  be  entertained,  although  unsuccessfully  made  in  for- 
mer cases,  where  such  defense  is  much  more  strongly  fortified 
than  before  by  corroborative  evidence,  and  it  is  reasonable  to 
believe  that  a  different  result  would  have  been  reached  if  the  new 
evidence  had  been  presented.  Lock  wood  v.  Faber,  27  Fsd.  Bep^r, 
63. 

Clear  proof  is  required  of  mistake  in  drawings  on  file,  after 
destruction  of  model.  Royer  v.  Russell,  9  Fid.  Bep'r,  696  ;  20 
Pat.  Off.  Gaz.  1819. 

The  defense  of  a  prior  knowledge  and  use  is  established  when 
the  evidence  shows  that  the  invention  was  complete  and  capable 
of  working,  and  had  been  put  in  public  use,  and  was  known  to  any 
considerable  number  of  persons.  Judson  v.  Bradford,  16  Pat.  Off, 
Gaz.  171  ;  3  Bann.  <t  A.  Pat.  Cae.  539. 

Where  there  has  been  a  public  acquiescence  in  the  validity  of  a 
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patent,  the  court  will  Bomtinize  evidenoe  of  its  iBTftlidity  with  tho 
greatest  care.    Bobbie  v.  Smithy  27  JFed.  R^W^  656. 

A  claim  to  prior  use  needs  to  be  proved  beyond  a  reasonable 
donbt.  Coffin  tr.  Ogden,  18  WaU.  120  ;  Troy  Iron,  Ac  Factory 
V.  Coming,  1  Blatchf.  467  ;  Campbell  t;.  James,  17  Blatchf.  42  ;  4 
Bann.  Jb  A.  PaL  Cm.  456  ;  18  PaL  Of.  Gaz.  979  ;  8  lUpW^  4o& ; 
see  reversal,  104  (7,  ^SL  357  ;  Campbell  v.  New  York,  9  Fed.  jRep\ 
500  ;  Troy  Iron,  Ac.  Co.  v.  Odiorne,  17  Bow.  72  ;  20  Blaiehf.  67  ; 
20  P<U.  Off.  Gaz.  1817  ;  Doableday  v.  Beatty,  11  F&d.  ^«pV,  729  ; 
22  Pat.  Off.  Gaz.  859 ;  llawes  u.  Antisdel,  8  Pat.  Off.  Gaz.  685  ; 
Washburn,  Ac.  Manaf.  Ca  o.  Haish,  4  Rd.  ii^V,  900;  10  Bus. 
55  ;  19  PaJt.  Off.  Gaz.  173  ;  Everest  t^.  Baffalo  Lubricating  Oil 
Co.,  20  Fed.  RepWy  848  ;  Wetherell  r,  Veith,  27  Fed.  Bep'r,  364  ; 
Hobbie  V.  Smith,  Id.  656.     See  also  infra^  p.     . 

The  fact  that  a  manufacturer  for  a  long  period  does  not  make 
use  of  a  means  of  production  important  in  the  business,  shows  that 
he  did  not  have  the  idea.  Roots  v.  Hyndman,  4  Pat.  Off.  Gaz. 
29  ;  6  FUfi.  Pat.  Cos.  439. 

Making  and  exhibiting  a  new  article  is  presumptive  proof  of 
invention  ;  but  if  the  exhibitor  makes  no  claim  at  the  time  to  hav- 
ing invented  it,  this  tends  to  rebut  the  presumption.  Pennock  v. 
Dialogue,  4  Wash.  538. 

Evidence  that  in  operating  a  prior  machine  a  greater  number  of 
persons  necessarily  have  to  be  employed  than  are  required  in  the 
operation  of  a  patented  machine,  tends  to  prove  that  the  machines 
are  not  alike.     Coupe  v.  Weatherhead,  23  Pat,  Off.  Gaz.  1927. 

If  two  devices  produce  different  results,  this  is  some  evidence 
that  the  devices  themselves  are  different.  Waterbury  Brass  Co. 
V.  New  York  Brass  Co.,  3  Fish.  Pat.  Cos.  43. 


286.  BtUes  of  Evidence  as  to  Matters  Connected  with 

Reissues. 

The  question  of  the  identity  of  an  invention  described  in  the 
I  original  and  the  reissued  letters  patent  is  one  of  law  for  the  court, 
whenever  it  can  be  determined  solely  from  their  face  by  mere  com- 
parison of  specifications,  without  the  aid  of  extrinsic  evidence. 
Heald  v.  Rice,  104  U.  S.  737. 

A  defective  patent  was  surrendered  and  a  new  one  taken  out. 
In  an  action  for  a  violation  thereof,  in  which  the  infringement  was 
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laid  subsequent  to  the  date  of  the  reissue,  evidence  of  a  use  of  a 
machine  prior  to  the  di^te  of  the  second  patent,  but  subsequent  to 
that  of  the  first,  is  not  admissible  in  defense.  Stimpson  v.  West 
Chester  B.  B.  Co.,  4  Bow.  380. 

Where  the  defendant  sets  up  as  a  defense  in  a  suit  for  infringe- 
ment of  reissued  letters  patent,  that  they  are  broader  than  the 
original,  and  therefore  invalid,  and  the  plaintiff  fails  to  introduce 
the  original  in  evidence,  the  defendant  may  introduce  them,  and 
the  question  of  the  validity  of  the  reissued  patent  may  ba  passed 
upon  by  a  comparison.  National  Pump  Cylinder  Co.  v.  Simmons 
Hardware  Co.,  18  Fed.  Repr^  324.  S.  P.,  Enapp  v.  Shaw,  23  Pai. 
Of.  Gaz.  2236  i  15  Fed.  UeipWy  U6. 

287.  Evidence  as  to  Plaintifa  Title  to  the  Patent  or  to  the 

Damages. 

In  a  court  of  equity,  an  equitable  title  is  sufficient,  as  against 
the  patentee,  and  those  claiming  under  him  if  with  notice  of  the 
complainant's  title,  and  that  notice  appears  by  the  records  of  the 
complainant's  title.  Ruggles  v.  Eddy,  10  Blatchf.  52. ;  5  Fish. 
Pat.  Gas.  681. 

A  decree  obtained  for  infringement  cannot  be  introduced  on  the 
trial  of  an  action  against  one  not  a  party  nor  privy  to  the  former 
suit,  for  the  purpose  of  proving  his  acquiescence  in  the  rights  of 
plaintiff  under  the  patent.  Such  decrees,  although  admissible  upon 
motions  for  a  provisional  injunction,  are  proceedings  inter  alioe^ 
and  are  not  competent  evidence  on  a  trial  upon  the  merits.  Mat- 
thews V.  Iron  Clad  Manuf.  Co.,  10  Fed.  iS^V,  321. 

A  license  granted  by  the  patentee  of  an  invention,  permitting 
the  invention  to  be  manufactured  and  used  upon  certain  terms  and 
conditions,  cannot  be  deemed  evidence  ol  an  acquiescence  in 
infringements  of  his  right ;  it  is,  rather,  an  assertion  of  an  ezdu* 
sive  right  in  the  invention.  Jordan  t;.  Dobson,  2  Abb.  V.  S.  308 ; 
1  Phila.  633. 

A  patentee  who  has  given  another  person  a  writing  showing 
that  he  has  an  interest  in  the  patent,  may  show  by  parol  that  the 
writing  does  not  contain  the  contract  nor  express  the  intention  of 
the  parties.  Kearney  v.  Lehigh  Valley  R.  Co.,  27  Fed.  RepW^ 
600. 
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2SS.  As  to  the  Charge  of  Infringement. 

EYideooe  that  third  penons  who^  as  defendant  has  shown^  have 
used  a  machine  like  pluntiflTs,  prior  to  his  inventioD,  and  paid 
plaintiff  for  licenses,  is  competent,  though  not  important.  Evans 
V.  Eaton,  3  Wheat.  454,  505. 

When,  npon  appea}  in  an  action  for  an  infringement,  it  appears 
that  the  parties  have  admitted  that  the  defendants  have  used 
machinery  constrocted  in  conformity  with  the  plaintiff's  patent, 
the  admission  is  sniBcient  to  make  a  prima  facie  case  of  infringe- 
ment.    Chaffee  o.  Boston  Belting  Co.,  22  JTbtr,  217. 

The  fact  that  the  device  defendant  mannfactores  works  better 
than  another  which  is  patented,  and  has  driven  it  oat  of  market, 
is  prima  facie  evidence  that  the  use  of  it  does  not  violate  the  pat- 
entee's monopoly.  SSmith  o.  Woodruff,  1  MacArihur,  459  ;  6  .Fish, 
Pat  Cas.  476. 

Where  the  answer,  under  oath,  is  responsive  to  a  bill  seeking  an 
injunction  against  infringement,  and  denies  the  infringement, 
something  more  than  the  evidence  of  a  single  witness  must  be  pro- 
daced  to  overcome  it  and  justify  an  injunction.  Woodworth  v. 
Hail,  1  Woodb.  A  Jf.  248  ;  6  Pa,  Z.  J.  178. 

Exclusive  right  in  the  person  under  whom  the  defendants 
claim  a  right  to  uAe  the  machine  in  controversy,  cannot  be  shown 
by  evidence  that  the  defendants  have  for  several  years  used  the 
machine,  with  the  plaintiff's  knowledge,  and  without  any  objection 
on  his  part.    Baldwin  t;.  Sibley,  1  Clif^.  150. 

A  failure  on  the  part  of  a  defendant  charged  with  infringement 
to  bring  into  court  the  article  in  question,  when  it  is  within  his 
power  so  to  do,  will  be  taken  as  an  admission  of  infringement. 
Ely  V.  Monson,  Ac.  Manuf.  Co.,  4  Fish.  Pat.  Cos,  64. 

Parol  evidence  of  a  written  contract  for  the  use  of  a  patent 
article,  was  held  admissible  in  a  suit  for  infringement.  Andrews  «. 
Creegan,  7  Md.  RepW,  477  ;  19  Blaichf.  113  ;  19  P(U.  Off.  Gaz. 
1140;  11  Rep\  527. 

In  defense  of  a  suit  for  infringement  of  a  prior  patent,  a 
licensee  may  put  in  evidence  the  patent  of  his  licensor.  Blanchard 
V.  Puttman,  3  Fish.  Pat.  Cos.  186  ;  2  Bond^  84. 

Proof  of  the  charge  of  infringement  must  be  clear.  Racine 
Seeder  Co.  v.  Joliet  Wire  Check  Sower  Co.,  27  Fhd.  R^W^  367. 

In  a  suit  for  infringement  of  a  patent  for  improvement  in  ovens, 
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evIJoncc  that  defendant  put  up  the  oven  constitutmg  the  infringe- 
metity  and  controlled  and  managed  it,  was  held  sufficient  to  estab- 
lish the  infringement  alleged.  I'eterson  v.  Simpkins,  25  Jf'ecL 
Jiej)\  480  ;  33  Fat.  Of.  Gaz.  1392. 

Where  the  answer  under  oath  denies  infringement,  the  testi- 
mony of  one  witness  is  insufficient,  unless  corroborated  by  cirdim- 
stances.  Slessinger  v.  Buckingham,  17  Ped.  Hep^r,  454.  Sec 
Spring  V.  Domestic  Sewing  Mach.  Co.,  21  Pat.  Off.  Oaz.  633  ; 
Bennett  t;.  Fowler,  8  Wall.  445. 

When  the  proof  showed  that  defendant's  machine  did  not  cor- 
respond with  the  description  of  the  patent,  and  the  functions  of 
plaintifTs  devices  would  not  work  in  defendant's  machine,  it  was 
held  no  infringement.  Kirby  v.  Dodge  Sc  Stevenson  Manuf.  Co., 
10  Blatchf.  307. 

When  the  answer  does  not  explicitly  deny  infringement,  the 
court  may  infer  from  the  testimony  of  a  witness  who  saw  infring- 
ing machines  in  the  possession  of  the  defendants,  some  of  which 
were  in  use,  that  all  the  machines  had  been  used  by  all  the  defend- 
ants.    Oearv.  Fitch,  16  PaJb.  Off.  Oaz.  1231, 

When,  from  the  evidence,  it  appears  that  the  defendant  is  sim- 
ply pursuing  tho  same  process  of  manufacturing,  which  he 
followed  before  the  patent  in  question  was  issued,  the  court  will 
not  .interfere  to  restrain  defendant  from  continuing  its  use.  Dor* 
Ian  V.  Quie,  34  Pat.  Off.  Gaz.  702. 


289.  Aa  to  Matters  of  Affirmative  Defense. 

Evidence  that  for  a  long  time  after  making  an  invention,  and 
without  special  cause,  the  inventor  neglected  to  make  and  prose- 
cute an  application  for  letters  patent,  under  attendant  circum- 
stances evincing  an  intent  to  abandon,  may  suffice  to  prove 
abandonment.  Planing  Machine  Co.  v.  Keith,  101  U.  S,  479.  S. 
P.,  Re  Rowley,  2  Am.  L.  T.  U.  8.  Cts.  106. 

It  is  strong  evidence  for  a  jury,  of  an  intent  to  abandon,  that  a 
claimant  of  an  invention  withdrew  it  from  use,  and  neglected  or 
discarded  it,  and  did  not  attempt  to  resume  it  until  a  rival  device 
had  been  brought  forward.  Johnson  v.  Root,  2  Cliff.  108  ;  2  Fish. 
Pat.  Cos.  291 ;  Parkhurst  v.  Kinsman,  1  Blatchf.  488  ;  8  iV!  Y. 
Leg.  Obs.  146  ;  aff'd  on  other  points,  18  Hoio.  280. 

Evidence  of  abandonment  of  a  part  only,  and  that  not  the  most 
XL— 00 
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important  part  of  the  claim  of  a  patent,  docs  not  warrant  a  general 
.  fiuding  of  abandonment.    New  York  Grape  Sugar  Co.  v.  Buffalo 
Grape  Sugar  Co.,  18  Ilsd.  llep'r,  638  ;  25  Pat.  Of.  Oaz.  1076. 

Evidence  that  a  person  abandoned  the  use  of  a  particular 
machine,  ia  not  evidence  that  the  machine  itself  was  a  new  aband- 
oned experiment.     Pickering  v.  McCullogh,  13  PaL  Off,  Gaz.  818. 

Clear  proof  is  Bcoessary  to  establish  the  defense  of  anticipation 
(Donogbe  r.  Hubbard,  27  Fed,  KepW,  742  ;  Gottfried  ».  Phillip 
Best  Brewing  Co.,  17  Pat.  Off.  Gaz.  675  ;  5  Bann.  A  A.  Pat. 
Cos.  4)  ;  especially  where  the  allegation  is  that  an  invention  was 
long  ago  anticipated  by  one  which  never  became  generally  known. 
Lane  v.  Peck,  9  Ihd.  Hep'r^  101. 

Where  the  alleged  prior  inventor  was  shown  to  be  very  near 
the  realization  of  the  invention,  but  could  not,  at  a  period  long 
subsequent,  make  a  practical  machine  embodymg  the  invention,  it 
was  held  that  his  operations  were  not  sufficient  to  defeat  a  patent, 
although  witnesses  testified  that  they  were  successful.  American 
Bell  Telephone  Co.  v.  People's  Telephone  Co.,  34  Pat.  Off.  Gaz. 
561. 

290.  As  to  Amount  of  Damages  mnd  Profits. 

Evidence  of  amounts  received  by  patentee  in  settlements  for 
other  infringements  cannot  be  received  in  aid  of  determining  the 
amount  which  ought  to  be  paid  by  defendant  for  his  infringement 
of  the  same  patent.    Westcott  v.  Rude,  19  Fed.  Rep^r,  830. 

A  license  for  future  use  of  a  patented  invention,  given  wholly 
or  partly  in  consideration  of  a  settlement  for  past  infringements,  is 
not  admissible,  as  against  a  stranger,  to  establish  the  amount  of  a 
royalty.  Gottfried  «.  Crescent  Brewing  Co.,  22  Fed.  Rep\  433  ; 
30  Pat.  Off.  Gaz.  892. 

Proof  of  sales  of  patented  machines,  and  an  agreement  between 
patentees  for  their  manufacture  and  sale  was  held  admissible, 
although  not  conclusive,  in  a  suit  for  infringement,  as  tending  to 
show  the  value  of  the  invention  ;  although  the  sales  had  not  been 
numerous  or  uniform  enough  to  establish  a  license  fee.  Gottfried 
y.  Crescent  Brewing  Co.,  lb. 

Admissibility,  in  a  suit  for  infringement  of  one  of  several  claims 
in  a  patent,  of  evidence  of  profits  derived  from  the  use  of  the  pat- 
ented invention,  as  an  entirety,  considered*  Fischer^v.  Hayes,  22 
Fed.  Itep%  629. 
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Evidence  for  plaintiff  in  siiits  for  infringement,  was  held  incon- 
clusiye,  and  not  sufficient,  under 'the  circumstances,  to  sustain  the 
bills.    Deplanque  v.  Ripka,  24  JFhd.  R€p\  278. 

Where  complainant's  device  was  but  of  little  value,  and  the 
defendant  added  improvements  which  rendered  the  device  market- 
able, it  was  Iieldy  that  the  complainant  must  show  what  proportion 
of  profits  was  due  to  the  original  invention  ;  and  failing  in  that,  the 
complainant  is  entitled  to  nominal  damages,  only.  Bostock  v.. 
Goodrich,  34  Pat.  Off.  Gaz.  104.7. 


291.  Ikdarations  of  Inventor,  dtc. 

The  conversations  and  declarations  of  an  inventor  stating  that 
he  had  made  an  invention,  and  describing  its  details,  and  explain- 
ing its  op^ations,  are  properly  deemed  an  assertion  of  his  rigbt,  at 
that  time,  to  the  extent  of  the  facts  and  the  circumstaiices  which 
be  then  makes  known,  although  not  of  their  existence  at  any 
^interior  time,  and  is  competent  evidence  to  fix  the  date  of  invention 
as  of  that  time.  Philadelphia  A  Trenton  B.  B.  Co.  v.  Stimpson, 
14  Peters^  448. 

The  statements  of  a  person  claiming  to  be  an  inventor,  made 
prior  to  the  proceedings  for  interference,  in  which  he  graphically 
describisB  the  invention,  are  admissible  as  part  of  the  res  gestCB. 
Yearsley  v.  Brookfield,  1  MacArthur  Pat.  Gas.  193. 

The  declarations  of  an  inventor  in  describing  the  details  of  a 
device  and  its  mode  of  operation,  are  admissible  in  his  favor  as 
part  of  the  res  gestos^  when  the  priority,  of  invention  is  in  question: 
Richardson  v.  Uicks,  1  MacArthur  PaU.  Cos.  335  ;  Stephens  v. 
Salisbury,  Id.  379. 


292.  Testimony  of  Ordinary  Witnesses. 

Since  the  rules  of  evidence  prescribed  by  the  State  are  rules  of 
decision  for  the  United  States  courts,  it  was  held,  that  a  plaintiff  in 
an  action  for  infringement  was  competent  as  a  witness  ;  it  appear- 
ing that  under  the  laws  of  the  State  where  the  trial  was  had,  par- 
ties to  a  suit  were  declared  competent  witnesses.  Vance  v.  Camp- 
bell, 1  Black,  427  ;  rev'g  1  Msh.  Pat.  Cos,  483  ;  Hausakneoht  «• 
Claypool,  t  Black,  431. 
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In  considering  the  question  of  originality,  the  oath  of  the  inrcn- 
tor,  made  prior  to  the  i88ae  of  the  letters-patent,  that  he  was  the 
first  inventor  of  the  thing  patented,  may  be  opposed  to  the  oath  of 
a  witness  offered  to  show  that  the  invention  was  not  original. 
Alden  v.  Dewey,  1  Start/,  330 ;  3  Z,  Rep\  383. 

The  testimony  of  a  witness  who  had  no  knowledge  as  to  how 
the  articles  resembling  complainant's  invention  were  made,  is 
insufficient  to  invalidate  plaintiff's  patent  on  the  ground  that  he 
was  not  the  original  inventor,  or  that  the  same  was  in  use  before 
ids  invention.     Treadwell  v,  Bladen,  4  Wash,  703. 

The  priority  of  knowledge  and  use  of  an  invention  is  a  question 
of  fact,  which  a  jury  may  decide  from  one  witness ;  the  question  is 
on  the  credibility  and  not  on  the  number  of  witnesses.  Whitney  t;, 
Bmmett,  Baldw.  303,  310. 

The  fact  that  the  maker  of  the  alleged  prior  machine  is  not 
examined,  where  priority  is  attempted  to  be  proved,  though  pres* 
cnt,  is  a  circumstance  to  be  considered  in  weighing  other  testimony 
as  to  the  existence  and  character  of  the  machine.  Wood  v.  Cieve* 
land  Rolling  Mill  Co.,  4  Msh.  Fat.  Cos.  650. 


293.  Experts. 

Where  a  patent  is  attempted  to  be  invalidated  by  a  prior  pat- 
ent, it  is  proper  to  take  the  testimony  of  experts  as  to  the  diversity 
in  the  inventions,  and  submit  the  evidence  to  the  jury  with  proper 
Instructions,  leaving  them  to  determine  the  question  of  identity. 
The  court  cannot  be  required  to  compare  the  two  specifications, 
and  to  instruct  a  jury,  as  matter  of  law,  whether  the  inventions  are 
or  are  not  identical.     Bischoff  v.  Wethered,  9  Wall.  812. 

Experts  may  be  examined  to  explain,  if  necessary,  models  and 
drawings.  Winans  v.  New  York  A  Erie  B.  R.  Co.,  21  JIoic. 
88,  100. 

The  opinions  of  skillful  persons,  whether  the  principles  of  two 

machines  are  the  same,  are  competent  evidence  to  be  introduced  in 

a  patent  cause.    *  Barrett  v.  Hall,  1  Mas.  447,470;  Blanchard  v. 

Beers,  2   Blatchf.  411  ;   Parker  t^.  Stiles,  5   McLean^  44,  64  ;  7 

West.  L.  J.  168. 

The  patent  law  contemplates  two  classes  of  persons  as  appropri- 
ate witnesses  in  patent  cases. 

1.  Artisans,  engaged  in  the  trade,  employment,  or  business  of 
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the  particular  branch  of  mechanics  to  which  the  patent  right 
applies,  as  to  whether  the  specification  sufficiently  described  the 
invention  so  that  it  could  be  constructed  and  used, 

2.  Persons  who,  although  not  practical  artisans,  are  thoroughly 
conversant  with  the  subject  of  mechanics  as  a  science,  as  to  the 
questions  of  novelty  of  invention,  or  identity  or  diversity  of 
mechanical  apparatus,  and  contrivances,  and  equivalents.  Allen  v. 
Blunt,  3  Story,  742,  747  ;  8  X.  Bep'r,  IQo.  S.  P.,  Olcott  v,  Hawk- 
ins, 2  Am,  X.  J.  jr.  8.  321. 

The  testimony  of  a  chemist,  who  has  analyzed  the  ingredients 
of  a  composition  of  matter,  as  to  the  nature  of  such  composition,  is 
not  matter  of  opinion,  but  evidence  of  a  fact  demonstrated.  Allen 
V,  Hunter,  6  McLecCti^  303. 

Where  the  opinions  of  experts  are  expressed  in  ex  parte  affida- 
vits, and  there  is  no  opportunity  for  the  court  to  ascertain  in  what 
sense  important  words  are  used,  nor  what  facts  they  take  in  view, 
nor  what  standards  of  comparison  they  assume,  their  opinions  are 
of  very  little  value.  Sargent  v.  Carter,  1  Fish.  PcU^  Cos.  277  ;  11 
X.  Rep\  N.  S.  651. 

In  a  suit  for  infringement  the  testimony  of  a  mechanical  expert 
is  to  be  tried  by  the  tests  applied  to  the  evidence  of  other  wit* 
nesses.     May  t;.  County  of  Fond  du  Lac,  27  Fed.  liep^r^  691. 

Expert  testimony  is  not  essential  to  prove  an  alleged  infringe- 
ment of  a  patent,  llayes  v.  Bickelhoupt,  23  Md.  Iiep*r,  183  ;  32 
Fat.  Of.  Oaz.  133. 

Experts  assume  the  duty  of  the  court  when  they  undertake  to 
tell  what  the  patent  is  for,  or  what  is  or  is  not  a  violation  of  the 
patent.  Waterbury  Brass  Co.  v,  >iew  York  A  Brooklyn  Brass  Co., 
3  Fish.  Pat.  Cas.  43. 


294.  Evidence^  with  Reference  to  Particular  Pleadings. 

Where,  in  an  action  to  recover  the  consideration  for  an  assign- 
ment of  a  patent,  the  declaration  alleged  that  a  certain  improve- 
ment containing  one  principal  and  three  minor  improvements,  all 
of  which  were  included  in  a  patent,  which  patent  was  reissued  iu 
four  reissues,  and  that  the  original  described  all,  and  no  more  than 
the  improvements  specified  in  the  four  reissues,  it  was  held  that  tho 
reissues  related  back  and  were  included  w*ithin  the  assignment,  and 
that  the  declaration  was  sufficient.     Read  r.  Bowman,  2  WaU.  601. 
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In  a  salt  for  an  infringement,  letters  patent  granted  earlier  than 
tho8e  under  which  eomplainant  claims,  describing  the  same  inven- 
tion, may  be  read  in  evidence  to  disprove  priority  of  his  invention, 
notwithstanding  s*ich  letters  are  not  set  up  in  the  answer.  Atlantic 
Works  V.  Brady,  107  K  A  9-2  ;  2  Stfp.  Ct,  jRep\  225. 

Where  a  bill  was  filed  for  an  injunction  to  restrain  the  running 
of  a  machine  in  violation  of  the  plaintiflTs  rights,  and  the  defend- 
ants justified  nnder  a  license,  which  the  complainant  alleged  had 
been  abandoned,  and  no  issue  of  ubandonroent  was  raised  by  the 
pleadings,  it  was  heid,  that  no  evidence  of  abandonment  could  be 
received,  and  therefore,  an  injunction  could  not  issue.  Wilson  v, 
Stolley,  4  McLean,  275  ;  4  Wesi.  L.  J.  412. 

The  plaintifE  is  confined  to  giving  evidence  of  infringements  dur- 
ing the  period  which  he  specifies  in  his  declaration.  Eastman  v* 
Bodfish,  I  JSiory,  528  ;  2  Jtobb^  72. 

In  a  SBic  in  equity  to  restrain  an  infringement,  a  prior  patent 
not  alleged  in  the  answer  is  admissible  as  evidence  of  the  state  of 
the  art  at  the  date  of  the  complainant's  invention,  only  ;  and  not 
to  show  want  of  novelty  in  that  invention.  American  Saddle  Co. 
V.  Hogg,  1  Bolmcif,  133  ;  6  I^h,  Pai,  Cos.  67. 

In  a  suit  for  an  infringement  for  a  design,  testimony  as  to  the 
prior  knowledge  and  itse  of  the  patented  design  by  persons  not  named 
in  the  answer  is  incompetent.  Collender  is,  Griffith,  11  Blatchf, 
212 ;  3  Fat.  Off.  Oaz.  689. 

Testimony  offered  by  the  defendants  respecting  a  prior  rejected 
application  of  a  third  person,  the  use  of  his  invention,  and  his  prior 
knowledge  of  the  thing  patented,  is  not  admissible  to  show  that 
the  patentee  was  not  the  original  inventor,  unless  these  facts  are 
set  up  in  the  answer.  Union  Paper  Bag  Machine  Co.  v.  Pultz,  &c. 
Co.,  15  Blatchf,  100 ;  15  Pat.  Off.  Gaz.  423  ;  3  Bann.  d;  A.  Pat. 
Cos.  403. 

Evidence  of  the  manufacture  and  use  of  an  article  similar  to 
that  covered  by  the  patent  at  the  time  of  its  issuance,  was  hekl 
proper,  as  tending  to  show  what  was  in  existence  at  the  time, 
though  knowledge  had  not  been  pleaded.  ZtLtxe  v.  Loffe,  2  H(L 
Bep^T^  229 ;  6  Bann.  A  A.  Pat.  Cos.  284. 
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XXI.    MATTERS  OF  PRACTICE  INCIDENTAL  TO 

PATENT  SUITS. 

295.  Abatemerd  of  Suii. 

A  suit  i&  equity  seeking  relief  against  an  infringement  does  not 
abate  by  the  death  of  the  plaintiff,  but  may  be  prosecuted  to  final 
judgment  by  his  legal  representative.  Illinois  Central  R.  R.  Co.  v. 
Turrill,  110  U.  A  301. 

A  bill  in  equity  for  an  injunction  and  account  of  profits  for  an 
infringement  does  not  abate  by  the  death  of  the  defendant,  the 
infringer,  bnt  may  be  revived  against  his  representativesi.  In  the 
equity  suit  for  an  infringement,  the  complainant  is  allowed^  instead  of 
bringing  action  at  lair  to  recover  damages,  to  sne  tke  infringer  aa 
a  trustee  of  the  profits  realized  by  hini^  and  to  enforce  his  aoconnt- 
ability  for  them  in  that  character  ;  and  this  being  the  basis  of  the 
suit,  the  equitable  liability  of  an  infringer  is  dearly  not  determined 
by  his  death.  The  fact  that  the  suit  cannot  be  proaecnted  against 
the  representatives  for  the  injunction,  does  not  negative  the  right 
to  revive  the  suit  for  the  accounting  ;  as  the  jnrisdidion  of  the 
circuit  courts  to  enforce  an  accounting  in  patent  eausea  is  not 
altogether  dependent  on  the  jurisdiction  to  enjoin.  Smith  «•  Baker, 
5  Fat.  Off,  Gaz.  4M  ;  ID  Int.  Jtev.  Bee  149  ;  10  UMl  221  ;  1 
Bann,  db  A,  Pat^  Cos.  117. 


296.  ConipvJsory  Disclosure 

It  has  been  ruled  that  a  defendant  who  both  attacks  the  validity 
of  the  patent,  and  also  denies  that  he  is  infringing  H,  cannot  bo 
com  polled  to  disclose  the  name  of  customers  to  whom  he  has  sold 
the  articles  said  to  infringe.  Roberts  v,  Walley,  14  JFetL  Hep^r^ 
167  ;  20  Lit  llev.  Ree.  47  ;  20  Pat,  Off.  Gaz.  107  ;  1ft  J?6/>V,  39. 

On  hearing  of  an  application  for  an  injunction  against  an 
infringement,  the  court  may  adjudge  the  patented  article  unpatent- 
able and  the  patent  void,  from  inspection,  and  without  taking 
evidence.  Everett  t;.  Thatcher,  10  Jhit.  Off.  Gaz.  1040.  But  it 
has  been  Mdy  that  exhibition  of  models  of  the  machines  of  thfl 
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respective  parties  will  not  suffice  to  determine  such  applications ; 
there  must  be  an  examination  into  the  detail  of  the  construction, 
combination  and  operation  of  all  their  parts,  by  competent  mechan- 
ics*    Cooper  t;.  Matthews,  8  Z.  RtpW^  418. 

On  a  bill  for  an  infringement,  if  the  defendants  refuse  to  allow 
the  plaintiffs  to  examine  the  machines  used  by  them,  the  court  may 
order  an  inspection  ;  or  may  order  that  the  defendants  run  their 
machines  in  the  presence  of  some  expert,  and  that  the  expert  may 
bring  into  court  specimens  of  the  work  produced.  Sloat  v.  Patten, 
24  Jour,  Ft.  Inst.  Zrd  S.  23. 


297.  Motions. 

Motion  to  allow  a  patent  cause  to  be  carried  up  to  the  supreme 
court,  notwithstanding  the  amount  of  damages  in  controversy  ia 
less  than  the  jurisdictional  limit,  ought  not  to  be  granted  except  in 
exercise  of  a  sound  discretion,  and  in  cases  where  questions  impor* 
tant  and  doubtful,  and  arising  on  the  construction  of  the  patent 
law  itself,  are  involved.    Allen  t;.  Blunt,  2  Woodb.  A  M.  121,  155. 

Decrees  sustaining  the  validity  of  the  patents  involved  were 
f'ntered  in  certain  suits,  by  consent  of  parties ;  but  the  fact  that 
they  were  upon  consent  did  not  appear  in  the  decrees.  A  stranger 
to  the  suits  made  a  motion  for  leave  to  intervene,  for  the  purpose 
of  having  these  decrees  vacated  or^nodified  ;  alleging,  as  a  reason 
for  requesting  such  relief,  that  the  decrees  were  being  used  to  sup- 
port applications  for  injunctions  pending  against  himself  or  his 
agents,  in  other  circuits.  It  was  hdd^  that  such  motion  must  be 
denied.  Matter  of  Iowa  Barb  Steel  Wire  Co.,  5  Jiann.  Jb  A,  Fat, 
Cos.  279. 

Application,  in  a  suit  for  infringement,  for  leave  to  amend  the 
answer,  and  for  a  rehearing,  for  the  purpose  of  setting  up  a  new 
defense  of  prior  use,  was  denied  ;  because  there  was  nothing  to 
show  but  that  the  facts  constituting  the  new  defense  could  have 
been  discovered  by  the  exercise  of  reasonable  diligence  before  the 
hearing.  Hicks  v.  Otto,  22  Blatchf.  122.  To  nearly  the  same 
effect,  where  the  new  defense  was  want  of  novelty,  Lockwood  v» 
Cleveland,  20  Fed.  EepW,  164. 

A  motion  to  consolidate  several  bills  in  equity  founded  on  differ- 
ent patents  and  pending  against  different  persons,  may  be  granted 
when  all  the  mechanical  devices  alleged  to  be  infringed  are  used 
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in  ono  machine.    DiBering  v,  Winona  Harvester  TVorks^  24  JFhd. 
Bep'r,  90 ;  32  Pea.  Off.  Oaz.  664. 

A  motion  to  stay  proceedings  upon  an  order  for  an  accounting, 
will  not  be  granted  merely  because  the  patent  has,  since  the  order 
was  made,  been  declared  void,  by  another  courts  if  an  appeal  has 
been  taken,  and  the  facts  in  the  two  oases  are  not  alike.  Celluloid 
Manuf.  Co.  v.  Comstock  &  Cheney  Co.,  27  Fed.  Jiep*r,  358. 


298.  Trial 

Whether  an  application  for  a  patent  claimed  to  be  new,  was 
really  a  continuance  of  a  former  one ;  whether  a  machine  embodied 
in  a  patent  required  or  admitted  of  invention,  whether  a  patent 
described  and  claimed  a  novel  device,  and  whether  important  parts 
of  defendant's  machine  are  merely  equivalents  for  corresponding 
paits  of  the  patented  one  ;  are  questions  of  fact  for  the  jury. 
Jievin  V.  East  Hampton  Co.,  5  JFlsh.  Pat.  Cos.  23  ;  0  Blatchf.  50  ; 
Poppenhusen  t;.  Falk,  5  JBkttehf.  49  ;  Bischoff  t;.  Withired,  9  Wall. 
812  ;  May  v.  County  of  Pond  du  Lac,  27  Fed.  JRep*r,  691. 

Upon  trial  of  an  infringement  suit  before  a  jury,  if,  after  the 
plaintiff's  evidence  is  all  in,  the  court  is  of  opinion  that  it  is  insuf- 
ficient in  law  to  establish  the  infringement  and  warrant  a  judgment 
on  the  verdict  if  one  should  be  rendered  for  the  plaintiff,  the  court 
may  direct  a  verdict  for  the  defendant  and  discharge  the  jury. 
(Millncr  v.  Schofield,  4  JBughes^  258)  ;  but  the  defect  of  evidence 
must  be  undoubted.    Klein  v.  Russell,  19  WaU.  433. 

On  a  motion  for  a  new  trial  after  verdict  for  plaintiff,  in  an 
action  for  infringement,  he  may  in  a  proper  case  have  leave  to 
retain  his  verdict  on  consenting  to  a  remission  of  damages,  lius- 
sell  V.  Place,  9  Blatehf.  173  ;  Conway  v.  Bumsey,  4  Fish.  Pat. 
Caa,  276. 

299.  Hearing^  and  Rehearing. 

If  complainant's  patent  is  seen  to  bo  void  because  the  device  or 
contrivance  described  is  not  patentable,  the  court  at  the  hearing 
should  dismiss  the  cause  on  that  ground,  whether  defendant  raises 
the  objection  or  not.    Slawson  v.  Grand  St.  R.  Co.,  107  U.  8.  649. 

A  decree  for  an  injunction  against  the  infringement  of  a  patent 
and  for  an  accounting  is  interlocutory,  and  a  rehearing  may  bo 
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ordered  before  the  report  of  the  master  and  final  decree  thereon. 
Reeves  v.  Keystone  Bridge  Co.,  2  Week,  N,  of  Cos,  523. 

Applications  for  rehearing  bare  been  denied,  in  oases  where  the 
reaRous  assigned  urcre :  Newly-diseovered  evidenee  to  establish 
anticipation,  Kerosene  Lamp  Co.  v.  Littell,  2  N.  J,  L.  J,  150  ; 
Newly-diRcovered  evidence  to  estaMish  prior  qk.  Hicks  v.  Ferdi- 
nand, 20  Fefh  JRep'ry  111  ;  Because  defeadant  did  not  have  proper 
expert  testimony  on  the  original  hearing,  Hitchcock  v.  Treraaine,  9 
Blatchf,  550  ;  4  Fish,  Pat.  Cos.  508. 

A  petition  by  the  defendant  for  a  rehearing  because  of  newly- 
discovered  evidence  in  a  suit  for  infringement,  should  ask  leave  to 
file  a  supplemental  bill  to  bring  in  the  new  evidence,  and  that  when 
the  proofs  are  made  thereunder,  the  cause  may  be  reheard.  Hitch- 
cock V.  Tremaine,  supra. 

Rehearing,  in  a  suit  for  infringement  of  patent,  was  granted 
to  allow  further  proofs  that  claims  in  the  patent  had  been  rejected 
upon  a  previous  application  by  the  same  inventor  for  a  patent,  and 
such  rejection  acquiesced  in  and  right  of  appeal  waived  by  him. 
Railway  Register  Manuf.  Co.  v.  Broadway  d;  Seventh  Ave.  R.  R. 
Co.,  tS2  Pat.  Of.  Gaz.  257. 

A  motion  for  a  rehearing  was  granted  on  the  condition,  that 
in  case  there  should  be  the  same  decree  rendered,  the  tcMimony 
already  taken  upon  an  accounting  by  the  master  should  stand  for 
use  in  the  case  as  if  taken  by  the  parties  respectively  n]>on  such 
new  accounting.  American  Diamond  Rock  Boring  Co.  v,  Shel- 
dons,  24  Fed.  J?€pV,  374  ;  32  Pat,  Off,  Oaz,  1240.  And  see  S.  C, 
26  Ped.  BepW,  768 ;  33  Pat.  Off.  Gaz,  1508. 

Application  by  the  defendant  for  a  re-argument  of  a  suit  for 
infringement  of  a  patent,  was  dc^nicd,  upon  the  same  evidence, — 
the  only  ground  stated  being  that  one  of  the  defenses  was  not  fully 
presented  at  the  argument.  Railway  Register  Manuf.  Co.  t;. 
North  Hudson  County  R.  Co.,  20  Fed.  Pcp'r^  411. 


300.  Jury  Trial  in  Equity. 

Allowance  of  a  jury  to  settle  the  question  of  infringement  aris- 
ing in  a  suit  in  equity,  is  not  matter  of  right,  but  rests  in  discre- 
tion ;  it  is  granted  when  the  equity  judge  entertains  reasonable 
doubts  and  wishes  the  aid  of  a  jury  Brooks  v.  Norcross,  2  Fish. 
Pat.  Cos.  361. 
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The  differences  of  witnesses  as  to  the  fact  of  infringement, 
should  be  snbmitted  to  a  jury,  either  by  action  at  law,  or  by  an 
issne  directed  by  the  coart.  Brooks  v,  Bicknell,  3  McLeany  250 ; 
1  West,  i.  J,  1 50. 

On  the  trial  of  a  feigned  issue  the  patent  is  not  admissible,  if  it 
has  no  tendency  to  support  the  issue.  Where  the  feigned  issues 
presented  no  issue  of  fraud  or  mistake,  and  the  bill  of  complaint 
was  founded  exclusively  upon  the  reissued  letters  patent,  it  was 
held,  that  the  original  letters  patent,  if  objected  to,  were  not 
admissible  on  the  trial.     Cahoon  v.  Ring,  1  Cliffy.  592. 

A  court  of  equity  is  not  bound  to  try  by  a  jury,  the  issue,  as  to 
whether  a  reissue  is  for  the  same  invention  as  the  original,  although 
the  fact  that  there  is  considerable  doubt  may  be  a  reason  for  so 
doing.  Poppenhusen  v,  Falke,  4  Blatchf.  493  ;  2  Fish.  Pat.  Cas. 
181. 

The  act  of  February  16,  1875,  provides  : 

That  said  coui'ts,  [circuit  courts]  when  sitting  in  equity 
for  the  trial  of  patent  causes,  may  impanel  a  jury  of  not 
less  than  five  and  not  more  than  twelve  persons,  subject  to 
such  general  rules  in  the  premises  as  may,  from  time  to 
time,  be  made  by  the  Supreme  Court,  and  submit  to  them 
such  questions  of  fact  arising  in  such  cause  as  such  ciixniit 
court  shall  deem  expedient. 

And  the  verdict  of  such  jury  shall  be  treated  and  pro- 
ceeded upon  in  the  same  manner  and  with  the  same  effect 
as  in  the  case  of  issues  sent  from  chancery  to  a  court  of 
law  and  returned  with  such  findings.  Act  of  Feb.  16,  1873, 
c.  77,  §  2 ;  1  Supp.  to  Rev.  Stat.  136. 

The  above  enaetmeDt  does  not  affect  the  established  nilcs  of 
eqnity  practice  governing  the  effect  of  the  verdict  on  a  feigned 
issue  and  the  mode  of  seeking  a  review*  Watt  «.  Starke,  101  IL 
S.  247. 
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301.  B^erence  to  Ascertain  Damages  or  Profits. 

Where  infringement  to  any  extent  is  admitted,  and  the  patent 
held  to  be  valid,  the  proper  practioe  i»,  to  enter  an  interlocutory 
decree  for  complainant  and  send  the  cause  to  a  master  to  ascertain 
the  amount  the  complainant  is  entitled  to  recover.  Carew  v.  Bos- 
ton Elastic  Fabric  Co.,  3  Ciif.  356 ;  1  Pat.  Off.  Oaz.  91  ;  5  FisK 
Fat.  Cos.  90;  Jackson  v.  Breck,  11  Pat.  Off.  Gaz.  112. 

The  defendants,  adjudged  infringers,  must  go  forward  in  the 
accounting  ordered,  and  pay  the  master's  fees.  Umer  v.  Kayton, 
17  Fed.  Rep'r^  639 ;  24  Fat.  Off.  Gaz.  1178  ;  16  ^^V,  225.  To 
the  contrary,  as  to  payment  of  fees,  MacDonald  v.  Shepard,  10  Fed. 
RepW^  919. 

The  amount  of  profits  or  damages  to  be  allowed  in  a  suit  for 
infringement  is  matter  of  fact  calling  for  proof,  and  if  affirmative 
proof  is  not  made,  a  master's  report  of  a  substantial  sum,  founded 
on  conjecture,  must  be  disallowed  on  proper  exceptions  filed  ;  and  a 
decree  entered  for  nominal  damages  only.  IngersoU  v.  Musgrove, 
13  Fat.  Off.  Gaz.  966  ;  14  Blatchf.  541  ;  3  Bann.  &  A.  Fat.  Cos. 
304. 

The  master  should  simply  examine  and  decide  as  to  the  extent 
of  the  infringement  as  to  the  particular  machine  used  by  the  defend- 
ants ;  and  should  not  enter  into  the  general  question  of  infringe- 
ment, nor  consider  the  general  scope  and  extent  of  the  patent. 
Turrill  v.  Illinois  Central  R.  R.  Co.,  5  Bias.  344. 

The  master  may  take  the  account  down  to  the  time  of  the  hear- 
ing before  him,  if  the  infringement  continues  to  that  period. 
Tatham  v.  Lowber,  4  Blatchf.  66.  S.  P.,  Knox  t;.  Great  Western 
Quicksilver  Min.  Co.,  14  Fat.  Off.  Gaz.  897  ;  7  Bep'r,  325  ;  4  Ba?in. 
db  A.  Fat.  Cos.  25  ;  6  Sawyer^  430. 

The  defendants,  having  been  adjudged  infringers  of  a  patent  for 
a  process,  claimed  on  the  accounting,  to  have  so  altered  their  appar- 
atus that  its  use  thereafter  no  longer  infringed  the  patent ;  and 
exhibited  to  the  master  such  portions  of  it  as  were  not  in  use,  but, 
though  requested,  refused  to  exhibit  the  portions  that  were  in  use. 
It  was  lield^  that  the  master  was  justified  in  finding  tliat  the 
defendants  still  infringed  the  patent.  Piper  v.  Brown,  1  llobues^ 
196  ;  C  Fish.  Fat.  Caa.  240. 

Masters  charged  with  the  duty  of  computing  and  reporting  the 
profits  of  respondents  in  infringement  suits  may  examine  the  re8> 
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pon dents,  and,  if  necessary,  inspect  their  books  ;  but  it  is  incum- 
bent upon  the  complainant  to  furnish  whatever  additional  proof 
may  be  necessary  to  enable  the  master  to  make  the  proper  compu- 
tation. Brady  v.  Atlantic  Works,  16  Pat.  Off.  Gaz.  066  ;  3  Bann. 
S  A,  PcU,  Cos.  677.  Compare  Fisher  v,  Shaughnessy,  16  JRep\ 
613. 

A  subpoena  duces  tecum  may  be  issued.  Its  proper  form.  Tur- 
rell  V.  Speath,  ^Pat.  Off.  Gaz.  986;  2  Bann.  cfc  A.  Pat.  CVw.  185  ; 
Right  of  defendant  to  demand  production  of  plaintifiPs  books,  in 
connection  with  cross-examining  him.  Wisner  v.  Dodd,  14  FhcL 
Bep'r^  666. 

The  evidence  adduced  upon  an  accounting  for  profits  made  by 
the  use  of  a  patented  bond  and  coupon  register  was  held  insuffi- 
cient to  sustain  the  master's  report  on  an  arbitrary  estimate  based 
on  comparison  with  a  different  system,  and  not  tending  to  show 
the  profits  actually  derived  by  the  defendants  from  their  use 
of  the  patented  system  as  they  used  it.  Munson  v.  New  York,  21 
Blatckf.  842. 

302.   Costs. 

A  verdict  for  nominal  damages  only,  for  infringement,  under 
the  act  of  1836,  carried  costs.  Merchant  v.  Lewis,  1  Bond^  172. 
Under  the  Revised  Statutes,  assessment  of  costs  in  such  cases 
depends  on  the  circumstances*  Calkins  v.  Bernard,  8  Fed.  Bep^r, 
766  ;  10  Bis8.  445. 

On  the  taking  of  an  account  of  profits,  the  plaintiff  exaggerated 
his  claim,  introduced  irrelevant  evidence,  and  recovered  only  a 
small  sum«*  It  was  held^  that  neither  party  should  recover,  against 
the  other,  any  costs  or  expenses  that  accrued  before  the  master, 
embracing  the  fees  of  witnesses,  the  taking  and  printing  of  the  evi- 
dence, and  all  disbursements  before  him,  but  each  party  should 
bear  his  own.  Troy  Iron,  Ac.  Factory  v.  Corning,  6  Fieh.  Pat. 
Cos.  86  ;  10  BkOchf.  223. 

Where  the  complainants  united  in  their  bill  two  causes  of  action 
on  different  patents,  and  by  the  allegation  that  the  defendants 
infringed  both,  compelled  them  to  litigate  both,  and  as  to  one  of 
these  causes  of  action  the  defendants  prevailed,  it  was  hdd,  that 
neither  party  should  recover  costs  as  against  the  other.  Adams  r. 
Howard,  19  Ikd.  Bcp'r,  317  ;  22  BkOchf.  47  ;  26  Put.  Off.  Gaz. 
825. 
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CoBtfl  of  taldng  teBtimony,  to  be  used  in  two  suits  between  the 
same  parties  for  infringement,  should  be  equally  divided  between 
the  suits.    Thayer  v.  Hart,  30  I\U.  Off.  Qa».  776. 

In  aa  action  for  infringement,  the  expense  of  obtaining  a  model 
of  the  infringing  maohine,  is  not  taxable  as  a  disbursement  by  the 
plaintiff.     Corneldy  v.  Markwald,  24  Fed,  RepWy  187. 

Where  the  defendants  have  in  good  faith  obtained  models  of 
the  devices  shown  in  plaintiff's  patent,  they  may  be  taxed  as  costs. 
Woodruff  V.  Barney,  1  JSondf  528.  So  also  such  models  aa  are 
copies  of  models  deposited  in  the  patent-office,  and  procured  for 
use  as  a  part  of  the  evidence,  may  be  taxed.  Hussey  v.  Bradley,  5 
JBlatchf.  210.  But  see  Parker  v.  Bigler,  1  lUk.  FaJt.  Co;  285. 
Where  the  f^aintiff  obtains  a  decree  for  nominal  damages  only, 
but  the  defendant  persistently  contests  the  validity  of  the  patent, 
and  the  question  of  infringement,  88  well  as  the  amount  of  damages, 
the  court  will  award  all  costs  against  the  defendant.  Calkins  tf. 
Bertrand,  10  J^iMeU,  445. 


303.  CostSy  as  Affected  by  Disclaimer. 

When  judgment  or  decree  is  rendered  for  the  plaintiff  or  com- 
plainant, in  any  suit  at  law  or  in  equity,  for  the  infringement  of  a 
part  of  a  patent,  in  which  it  appears  that  the  patentee,  in  his  speci- 
fication, claimed  to  be  the  original  and  first  inventor  or  discoverer 
of  any  material  or  substantial  part  of  the  thing  patented,  of  which 
he  was  not  the  original  and  first  inventor,  no  costs  shall  be  recov- 
ered, unless  the  proper  disclaimer,  as  provided  by  the  patent  laws, 
has  been  entered  at  the  patent-office  before  the  suit  was  brought. 
liev.  Stat,  g  973. 

Rev.  Stat.  §§  4017,  4922,  see  arUe,  206,  207,  permit  the  filing  of 
disclaimers;  and  section  4^22,  see  in/ra^  contains  the  following 
proviso  : 

But  in  every  such  case  in  which  a  judgment  or  decree  shall  be 
rendered  for  the  plaintiff  no  costs  shall  be  recovered  unless  the 
proper  disclaimer  has  been  entered  at  the  patent«office  before  the 
commencement  of  the  suit. 

For  the  nature  and  uses  of  disclaimers,  their  effect,  and  the 
effect  of  neglect  or  delay  in  filing,  see  ante^  pp.  207-211. 

Under  act  of  1837,  section  9,  the  fact  that  after  verdict  the 
plaintiff  had  disclaimed  one  of  several  claims  in  the  patent,  did  not 
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necessarily  deprive  him  of  costs.  Peck  v.  Frame,  5  Fish.  Pat.  Cos. 
211.  But  ander  Rev.  Stat.  492*2,  where  a  patent  containing  two 
claims  was,  as  to  one  claim,  held  fovalid,  and  as  to  the  other  sus- 
tained ;  the  oourt  Juid  that  complainant  was  not  entitled  to  oosis 
Stewart  v,  Malioney,  5  Fed.  Rej^r^  860  ;  4  Bann.  4b  A,  Pat,  Cas, 
84.       • 

But  this  provtticm  does  not  mean  that  claims  not  in  issne  shoul 
be  cimtested  for  the  mere  purpose  of  settling  the  ^oets.    American 
Bell  Telephone  Ca  v.  Spencer,  8  Mil,  i^V,  609 ;  20  Pat.  Off. 
Gaz.  299. 

And  it  applies  only  to  patentees  claiming  without  original 
right,  not  to  those  whose  claims  have  been  abandoned  by  laches  in 
applying  for  a  reissnie.  Mundy  v.  lidgerwood  Manuf.  Co.,  20 
Fed.  £ep'rj  191. 

Costs  should  not  be  allowed  to  a  complainant  in  a  suit  for 
infringement,  who  prevails  only  on  account  of  a  disclaimer  filed 
after  suit  brought,  and  fails  as  to  a  large  part  of  his  case.  Hayee 
7>,  Bickelhoupt,  23  Fed.  Bep\,  183  ;  62  Pot.  Off.  Qaz.  183. 


804.  Decrees. 

In  a  suit  for  infringement  of  two  patents,  after  the  testimony 
as  to  one  of  them  was  closed,  and  the  cause  set  down  for  hearing, 
an  application  for  leave  to  discontinue  eo  moch  of  the  bill  as  related 
to  that  patent,  was  made  by  the  plaintiffs.  It  was  hM  that  th? 
decree  upon  granting  such  leave  should  contain  the  condition  that 
the  evidence  taken  by  the  defendants  in  relation  to  the  patent 
might  be  stipulated  into  any  future  suit  upon  the  same  patent  by 
the  plaintiffs  against  the  defendants.  Brush  v.  Condit,  22  BlatchJ^. 
246  ;  20  Fed.  Rep'r^  826  ;  28  Pat.  Off.  Gaz.  451. 

In  an  interlocutory  decree  in  a  snit  for  infringement  of  a 
patent,  awarding  profits  and  damages,  and  directing  a  reference  to 
a  deputy  clerk  of  the  court  to  take  an  account  of  profits,  and  to 
assess  the  damages,  no  special  reason  for  the  appointment  of  such 
clerk  as  referee  was  assigned,  as  is  required  by  the  act  of  March  3, 
1879  (20  Stat.  415.)  It  was  held  not  a  ground  for  setting  aside  hisi 
rc|>oit,  where  the  appointment  was  made  upon  the  assent  in  opon 
conrt  of  solicitors  for  both  parties,  and  they  had  proceeded  before 
him  for  several  months  with  knowledge  that  he  was  such  deputy 
clerk  ;  and  the  decree  amended  to  recite  such  facts  as  special  reason 
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for  the  appointment.  Fischer  v,  Hayes,  22  BUUchf.  605  ;  22  Fed. 
BepWy  92. 

The  fact,  that,  upon  a  decree  dismissing,  with  costs,  a  bill  for 
infringement  of  patents,  execution  for  the  costs  has  been  issaed 
and  returned  unsatisfied,  is  not  ground  for  the  appointment  of  a* 
receiver  of  the  patents  as  equitable  assets,  to  be  disposed  of  .for  the 
satisfying  of  the  decree,    Thayer  v.  Hart,  24  lid^  Rq^r^  558, 

When  the  decree  is  interlocutory  and  not  final,  the  court  has 
power  to  open  the  same  and  allow  a  new  defense,  on  motion,  and 
without  the  formality  of  a  bill  of  review  ;  but  when  the  application 
is  in  fact  and  substance  for  a  rehearing  on  newly  discovered  evi- 
dence, it  must  be  supported  by  the  same  sort  of  proof  as  is  required 
in  order  to  give  a  party  relief  upon  a  bill  of  review,  or  a  supple* 
mental  bill,  after  a  final  decree.  Application  denied  as  it  did  not 
show  that  the  newly  discovered  evidence  could  not,  with  reasonable 
diligence,  have  been  discovered.  Willimantic  Linen  Co.  v.  Clark 
Thread  Co.,  24  Fed*  Rep'r,  799  ;  32  FaL  Of.  Oaz.  1356. 

An  interlocutory  decree  in  a  suit  for  infringement  of  a  patent, 
entered  pro  con/essOy  which  finds  the  patent  valid,  but  leaves  open 
the  questions  of  profits,  damages  and  costs,  and  orders  a  reference 
to  take  an  account,  is  not  conclusive  upon  the  defendant  as  to  the 
validity  of  the  patent  in  a  suit  between  the  same  parties  for  subse- 
quent infringements ;  even  where  an  agreement  was  entered  into 
between  them,  whereby  the  complainant  waived  damages,  profits 
and  costs,  so  that  he  might  have  had  the  interlocutory  decree  made 
final.     Boemer  v,  Neumann,  20  JFkd.  Rep^r^  332. 
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XXII.    CASES  OF  SPECIFICATION  TOO  BROAD ; 
OE  PRIOR  FOREIGN  INTENTION. 

305.  Suit  for  Infringement  Wliere  Specification  is  too 

Broad. 

Whenever,  through  inadvertence,  accident,  or  mistake, 
and  without  any  willful  default  or  intent  to  defraud  or  mis- 
lead the  public,  a  patentee  has,  in  his  specification,  claimed 
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to  be  the  original  and  first  inventor  or  discoverer  of  any 
material  or  substantial  part  of  the  thing  patented,  of  which 
he  was  not  the  original  and  first  inventor  or  discoverer, 
every  such  patentee,  his  executors,  administrators,  and 
assigns,  whether  of  the  whole  or  any  sectional  interest  in 
the  patent,  may  maintain  a  suit  at  law  or  in  equity,  for  the 
infringement  of  any  part  thereof,  which  was  bona  fide  his 
own,  if  it  is  a  material  and  substantial  part  of  the  thing 
patented,  and  definitely  distinguishable  from  the  parts 
claimed  without  right,  notwithstanding  the  specifications 
may  embrace  more  than  that  of  which  the  patentee  was 
the  first  inventor  or  discoverer.  But  in  every  such  case  in 
which  a  judgment  or  decree  shall  be  rendered  for  the  plaint- 
iff no  costs  shall  be  recovered  unless  the  proper  disclaimer 
has  been  entered  at  the  patent-office  before  the  commence- 
ment of  the  suit.  But  no  patentee  shall  be  entitled  to  the 
benefits  of  this  section  if  he  has  unreasonably  neglected  or 
delayed  to  enter  a  disclaimer.    Bev.  Slat.  §  4922 

For  the  nature  and  uses  of  disclaimers,  their  effect,  and  the 
consequences  of  neglect  or  delay  in  filing,  see  ante^  pp.  207-211. 
As  to  costs  as  affected  by  disclaimer,  see  ante,  p.  478. 


306.  Patent  not  Void  on  Account  of  Previous  Use  in 

Foreign  Country. 

Whenever  it  appears  that  a  patentee,  at  the  time  of 
making  his  application  for  the  patent,  believed  himself  to 
be  the  original  and  fii-st  inventor  or  discoverer  of  the  thing 
patented,  the  same  shall  not  be  held  to  be  void  on  account 
of  the  invention  or  discovery,  or  any  part  thereof,  having 
been  known  or  used  in  a  foreign  country,  before  his  inven- 
tion or  discovery  thereof,  if  it  had  not  been  patented  or 
described  in  a  printed  publication.    Rev.  Slat.  §  4923. 

XL— 81 
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The  use  of  copies  of  certified  copies  of  foreign  letters-patent  is 
provided  for  by  Hev.  Stat,  §  893,  ante^-p,  27.  The  subjection  of 
United  States  patents  to  foreign  patents  for  the  same  invention  is 
governed  by  Rev,  Stat.  §  4887,  ante^  p.  63.  In  addition  to  the  cases 
on  that  subject  there  cited,  the  following  should  be  mentioned  : 
Time  when  a  United  States  patent  would  expire,  as  governed  by 
the  date  of  an  English  patent,  in  a  particular  case,  determined,  see 
Weston  V.  White,  13  Blatchf,  364  ;  9  Pat.  Off.  Gaz.  1196  ;  2 
Bann.  <b  A.  Pat.  Cas,  321.  The  life  of  a  foreign  patent  limits 
that  of  an  American  patent  for  the  same  invention.  Globe  Nail  Co. 
V.  Superior  Nail  Co.,  27  Ped.  Pep'r,  450  ;  provided  the  foreign 
patent  is  valid,  Bate  Refrigerator  Co.  v.  Gillett,  20  Id.  192. 

It  is  only  a  patent   for  an  invention  which  has  been  previously 
actually  patented  in  a  foreign  country  that  is  limited  by  the  for- 
eign  patent.      Holmes    Electric   Protective   Co.    v.   Metropolitan' 
Burglar  Alarm  Co.,  22  Ped.  Pep'r,  341  ;  32  Pat.  Off.  Gaz.  384. 

As  to  the  question  of  identity  between  the  invention  described 
in  the  foreign  patent  and  the  U.  S.  patent,  it  was  heldy  that  the 
inventor  was  not  estopped  from  showing  a  lack  of  identity,  by  rea- 
son of  having  represented  their  identity  to  be  a  fact  in  his  applica- 
tion for  a  U.  S.  patent,  when  he  labored  under  a  mistake  as  to  this 
point.  Commercial  Manuf.  Co.  v.  Fairbanks  Canning  Co.,  27  Ped. 
P(p\  78. 

A  fair  test  of  identity  is  to  inquire  whether  the  invention 
described  in  the  U.  S.  patent  will  infringe  the  invention  described 
in  the  foreign  patent.     Jd. 

An  error  in  designating  the  date  from  which  the  patent  for  an 
invention  which  has  been  patented  in  a  foreign  country  is  to  begin 
to  run,  may  be  corrected  by  a  reissue.  Buerk  v.  Valentine,  5  Pish. 
Pat.  Vas.  306  ;  9  JUai^hf.  479  ;  2  Pat.  Off.  Gaz.  295. 

A  capacity  of  being  prolonged  so  as  to  have  a  duration  of  fifteen 
years  is  not  equivalent  to  having  a  term  of  fifteen  years,  when  tho 
patent  is  granted  for  one  year,  and  then  prolonged  so  as  to  expire 
at  the  end  of  ten  years.  Gramme  Electrical  Co.  v.  Hochhausen 
Electric  Co.,  17  Ped.  Pcp'r,  8.38  ;  25  Pat.  Off.  Gaz.  193.  But  see 
Holmes  Electrical  Protective  Co.  v.  Metropolitan  Burglar  Alarm 
Co.,  28  Pat  Off\  Gaz.  1189. 

Section  4887,  is  not  to  be  construed  as  requiring  the  limitation 
to  be  expressed  upon  the  face  of  the  patent,  but  merely  as  control- 
ling ^he  effect  or  duration  of  the  grant.  Canan  v.  Pound  Manuf. 
Co.,  31  Pat.  Off.  Gaz.  119. 
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XXIII.  EXTENSIONS. 

307.  The  former  Law  Oranting  and  Regulating  Extensions 

of  Patents. 

The  five  sections  of  the  Revised  Statutes  relating  to  extensions, 
viz.  §§  4924  to  4928  inclusive,  and  namerous  decisions  to  which  they 
gave  rise,  are  omitted,  for  the  reason  that  the  authority  for  grant- 
ing extensions  by  the  commissioner,  has  long  been  abrogated.  The 
commissioner  cannot  by  the  existing  law  entertain  an  application 
to  extend  a  patent,  and  all  extensions  heretofore  granted  have 
expired.  See  ante^  p.  4.  Congress  can,  however,  grant  an  exten- 
sion of  a  particular  patent  (see  ante^  p.  2),  and  may  condition  such 
A  grant  upon  the  results  of  an  inquiry  to  be  made  before  the  com- 
missioner. The  rules  of  the  patent-office  presciibe  the  manner  of 
conducting  such  an  inquiry.     See  Mules  of  Ftac,  Nos.  172-186. 


XXIV.    PATENTS    FOR   DESIGNS. 

308.   Patents  for  Designs  authorized. 

Any  person  who,  by  his  own  industry,  genius,  efforts, 
and  expense,  has  invented  and  produced  any  new  and 
original  design  for  a  manufacture,  bust,  statue,  alto- 
relievo,  or  bas-relief ;  any  new  and  original  design  for  the 
printing  of  woolen,  silk,  cotton,  or  otht^r  fabrics  ;  any  new 
and  original  impression,  ornament,  patent,  print,  or  pic- 
ture to  be  printed,  painted,  cast,  or  otherwise  placed  on  or 
worked  mto  any  article  of  manufacture  ;  or  any  new,  use- 
ful, and  original  shape  or  configuration  of  any  article  of 
manufactm-e,  the  same  not  having  been  known  or  used 
by  others  before  his  invention  or  production  thereof,  or 
patented  or  described  in  any  printed  publication,  may,  upon 
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payment  of  the  fee  prescribed,  and  other  due  proceedings 
had  the  same  as  in  cases  of  inventions  or  discoveries,, 
obtain  a  patent  therefor.    Rev.  Stat.  §  4929. 

309.  Practice  in  the  Patent  Office^  as  to  design  patents. 

A  patent  for  a  design  may  be  granted  to  any  person,  whe- 
ther citizen  or  alien,  in  the  cases  specified  in  Rule  24,  upon  pay- 
ment of  the  duty  required  by  law,  and  other  proceedings  had,  a» 
in  other  cases  of  inventions  or  discoveries.     Rules  of  Prac.  No.  78. 

Patents  for  designs  are  granted  for  the  term  of  three  and  one-^ 
half  years,  or  for  seven  years,  or  for  fourteen  years,  as  the  appli- 
cant may,  in  his  application,  elect.     Id.  79. 

The  proceedings  in  the  applications  for  patents  for  designs  are 
substantially  the  same  as  in  applications  for  other  patents.  The- 
specification  must  distinctly  point  out  the  characteristic  features  of 
the  design,  and  carefully  distinguish  between  what  is  old  and  what 
is  believed  to  be  new.  The  claims  also,  when  the  design  admits  of 
it,  should  be  as  distinct  and  specific  as  in  the  case  of  other  patents. 
The  following  order  of  arrangement  should  be  observed,  when  con- 
venient, in  framing  the  specification. 

1.  Preamble  showing  name  and  residence  of  the  applicant,  title 
of  the  design,  and  the  name  of  the  article  for  which  the  design  haa 
been  invented. 

2.  Detailed  description  of  the  design  as  it  appears  in  the  draw- 
ing or  photograph,  letters  or  figures  of  reference  being  used. 

3.  Claim  or  claims. 

4.  Signature  of  inventor. 

5.  Signatures  of  two  witnesses. 

When  the  design  can  bo  sufiiciently  represented  by  drawings  or 
photographs,  a  model  will  not  be  required.     Id.  No.  81. 

Whenever  a  photograph  or  an  engraving  is  employed  to  illus* 
trate  the  design,  it  must  be  mounted  upon  Bristol  board,  10  by  1& 
inches  in  size,  and  properly  signed  and  witnessed.  The  applicant 
will  be  required  to  furnish  ten  extra  copies  of  such  photograph  or 
engraving  (not  mounted),  of  a  size  not  exceeding  7^  inches  by  11. 
Negatives  are  not  required.     Id,  No.  82. 

Whenever  the  design  is  represented  by  a  drawing  made  to  con- 
form to  the  rules  laid  down  for  drawings  of  mechanical  inventions,, 
but  one  copy  need  be  furnished.     Additional  copies  will  be  sup- 
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plied  by  the  photolithographic  process  at  the  expense  of  the  patent- 
office.     Id,  No.  38. 

(Forms  to  be  used  in  applications  for  design  patents,  are  given  in 
appendix  to  the  Rules,  Forms  9  and  15.) 


310.   What  Designs  are  Patentable. 

The  patent  allowed  by  the  law  authorizing  design  patents  (for- 
merly act  of  March  2,  1861,  §  11,  now  Rev.  Stat  §  4929),  is  simply 
for  the  design  itself,  not  for  the  means  of  producing  the  design* 
CJlark  V.  Bousfield,  10  WalL  133. 

The  law  authorizing  patents  for  designs  contemplates  its  appear- 
ance rather  than  utility  ;  and  that,  not  an  abstract  impression,  or 
picture,  but  an  aspect  given  to  one  of  the  objects  mentioned  in  the 
^cts.  The  thing  for  which  a  patent  is  granted  is  that  which  gives 
a  peculiar  or  distinctive  appearance  to  the  manufacture,  or  article 
to  which  it  may  bo  applied,  or  to  which  it  gives  form  ;  not  the 
mode  in  which  those  appearances  are  produced,  but  the  appearance 
itself.  It  is  the  appearance,  no  matter  how  caused,  that  is  the  pat- 
rentable  element.     Gorhara  Co.  v.  White,  14   Wall,  511. 

If  a  new  idea  is  embodied  in  the  method  of  arrangement,  a 
Jesign  patent  is  not  defeated  merely  because  scrolls  and  ornamen- 
tation similar  in  effect  to  the  scrolls  and  ornamentation  described 
in  the  patent  have  before  been  employed.  The  statute  permits  a 
patent  for  any  new,  useful,  and  original  shape  or  configuration  of 
any  manufacture  ;  and  where  these  conditions  are  comj)lied  with, 
the  invention  is  patentable.  Simpson  v.  Davis,  12  Fed,  liep^r^  144 ; 
20  Blatchf,  413. 

Design  patents  stand  on  as  high  a  plane  as  utility  patents,  and 
recjuire  as  high  a  degree  of  exercise  of  the  inventive  or  originative 
faculty  ;  a  person  cannot  be  j)erinitte(l  to  scleL-t  an  existing  form, 
and  to  claim  a  patent  merely  for  putting  it  to  a  new  use,  any  more 
than  he  can  be  permitted  to  patent  a  double  use  of  a  machine  ;  but 
the  selection  and  adaptation  of  an  existing  form  may  amount  to 
patentable  design,  just  as  the  adaptation  of  an  existing  mechanical 
device  may  amount  to  patentable  invention.  Western  Electrio 
Manuf.  Co.  v,  Odell,  18  Fed,  Bep\  321. 

Although  a  drawing  or  casting  or  pattern  of  a  letter  of  the 
alphabet  is  not,  alone,  patentable  as  a  new  design,  the  requisite 
novelty  and  usefulness  may  exist  in  a  combination  for  some  pur- 


4V3  UNITED  STATES  LAWS. 

p  >sj,  with  something  eUe  ;  as  the  shape  or  confignration  of  the 
Roman  It-tter  G.,  for  a  sewing  machine,  to  which  configuration  the 
working  macliinerj  of  the  sewing  machine  is  to  be  applied.  Gibbs 
r.  Eliithorp,  1  Mac  Arthur  Pat.  Cas,  702. 

To  show  that  a  design  lacked  novelty  when  patented,  it  is 
proper  to  introduce  specimens  of  it  as  made  before  complainant's 
invent iun.  Theberath  r.  Rubber  &  Celluloid  Harness  Trimming 
Co.,  15  Ftd.  Il€pr,  246  ;  6  X  J.  L.  J.  77;  23  Pat,  Of.  Gaz.  1121. 

Meclianical  aud  de^ign  patents,  distinguished.  See  Cone  v, 
Morgan  Envelope  Co.,  4  Bann,  cfc  -rl.  Pat.  Cas,  107. 

A  beautiful  appearance  or  color  which  is  the  mere  result  of  the 
common  efforts  of  persons  ordinarily  skilled  in  a  particular  art, 
such  as  workers  in  enamel,  is  not  such  a  design  as  may  be  patented  ; 
the  law  requires  that  it  should  be  new  and  original,  and  the  result 
of  invention  and  genius.  Matter  of  Niedringhaus,  2  MacArthuTy 
149. 

The  law  does  not  require  utility  in  a  design  in  order  to  sustain 
a  patent,  but  it  does  require  that  the  shape  or  design  shall  be  the 
result  of  industry,  effort,  genius,  or  expiMiditure  ;  the  shape  or  con- 
figuration sought  to  be  secured  must  be  new  and  original,  as  applied 
to  articles  of  manufacture.  When  a  well  known  form  was  given 
to  a  new  device,  and  no  advantage  whatever  was  derived  from  the 
adoption  of  such  form,  except  the  incidental  one  of  a  trade-mark, 
and  the  selection  was  but  an  arbitrary,  chance  selection  of  one  of 
many  well  known  shapes,  all  equally  adapted  to  the  purpose,  it  was 
held,  that  the  patent  could  not  be  sustained.  Wooster  v.  Crane,  5 
JUatchf.  282  ;  2  FUh.  Pat.   Cas.  583. 

A  design  for  a  card  holding  buttons  arranged  in  rows,  upon 
spaces  marked  on  the  cards,  is  not  "  new  and  useful  "  in  such  sense 
as  to  be  patentable  under  \\w  law  authorizing  design  patents  ;;^such 
cards  have  long  been  in  use.  Pratt  i\  Rosen f eld,  3  Fed.  Rep^Ty 
335  ;  18  Blatchf.  234  ;  10  II pr,  328  ;  21  Pit,  Off.  Gaz.  SQQ. 

An  improvement  in  spelling-blocks,  consi.sling  in  the  placing  of 
two  or  more  letters  on  each  block,  is  not  patentable,  although  the 
inventor  was  the  first  one  to  place  the  letters  systematically,  with 
a  view  to  enlarge  the  usefulness  of  the  blocks.  Hill  v,  Houghton, 
6  Pat.  Off.  Gaz.  3  ;  1  Bonn.  <b  A.  Pat.  Cas.  291. 

Modifvinc:  the  form  of  sieves  bv  "  flarinc:,"  so  that  a  number 
may  l>e  "  nested,"  is  not  new,  and  therefore  is  not  patentable,  even 
if  the  idea  were  a  patentable  design.  Adams  &  Westlake  Manaf- 
Co.  V.  St.  Louis  Wire  Goods  Co.,  3  Banii.  <&  A.  Pat.  Cas.  77. 
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The  mere  substitution  of  one  material  for  another,  in  the  con- 
struction or  for  the  purposes  of  an  ornament,  the  ornament  to  be 
**  of  any  approved  form,"  cannot  properly  be  patentable.  Thus  a 
design  described  as  "  a  curtain  and  loop,  consisting  of  an  ornamen- 
tal metallic  chain,  in  connection  with  a  ourtain  adapted  to  be  gath- 
ered to  the  side  of  the  window,  and  be  held  by  said  chain  ;"  the 
claim  covering  merely  the  substitution  for  the  old  loop,  composed 
of  silk  or  woolen,  of  one  made  of  metal,  no  new  form  or  shape  being 
given  to  the  curtain  or  to  the  loop,  is  not  patentable  as  a  design, 
even  if  such  a  change  can  properly  be  called  a  design.  Post  v. 
Richards  Hardware  Co.,  26  JFed.  i?ejt>V,  618,  §ee  Post  v,  Richards 
Hardware  Co.,  25  Md,  RepW^  905  ;  Theberath  t?.  Rubber  ife  Cellu- 
loid Harness  Trimming  Co.,  3  Fed,  Jiep^r^  161 ;  6  Bann,  ib  A.  Pat. 
Cas,  584. 

311.   Validity  of  Design  Patents. 

The  patent  is  2^^1171  a  facie  evidence  of  both  the  novelty  and 
utility  of  the  design.  Lehnbetter  v.  Holthaiis,  105  W,  S.  9^  ;  21 
Pat.  Of,  Gaz.  ITSS. 

Where  a  bill  founded  on  a  design  patent  with  a  claim  for  a 
pattern,  and  separate  claims  for  each  of  its  parts,  is  taken  as  con- 
fessed, it  alleging  infringement  of  the  "  invention,"  the  patent  will 
be  held  valid  for  the  purposes  of  the  suit.  Dobson  v.  Hartford 
Carpet  Co.,  114  CT  aS'.  4:^9. 

A  claim  of  **  the  design  for  a  carpet,  substantially  as  shown," 
refers  to  the  description  and  the  drawing,  and  is  valid,     lb, 

A  claim  to  **  the  configuration  of  the  design,"  is  a  claim  to  the 
design,  figure,  or  pattern.  Dobson  v,  Dorman,  35  Pat.  Off.  Gaz. 
150  ;  0  Sup.   Ct.  r,ep\,  940. 

'Fo  constitute  a  valid  patent  it  is  not  necessary'  that  the  "  inven- 
tor "  (of  a  design)  should  personally  have  the  manual  skill  and 
dexterity  to  make  the  drafts  ;  if  the  idea-^  are  furnislied  by  him,  he 
may  avail  himself  of  the  mechanical  skill  of  o'Jurs  lu  carry  them 
out.     Sparkman  v,  Iliggins,  1  Blatchf  205;  5  N,  Y.Leg,  Obs.  122. 

A  preliminary  injunction  may  be  granted  in  a  proper  case, 
although  there  has  not  been  a  decision  at  law  sustaining  the  validity 
of  the  patent,  nor  any  long  continued  jiublic  acquiescence.  So 
held,  in  a  case  of  a  design  patent,  but  on  grounds  applicable  to 
cases  of  mechanical  patents.     Foster  v,  Crossin,  23  Fed,  Mep^r,  400. 

The  claim  in  a  patent  for  a  design  for  figured  silk  buttons,  was 
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for  the  radially  formed  omamenta  od  the  face  of 
batton,  combined  with  the  mode  of  windings  the 
fiarac.  The  specification  described  the  configara 
and  the  winding  it  with  various  colored  tbre: 
describe  the  process  of  winding  the  silk.  It  was  /u 
•did  not  cover  that  process,  but  was  for  the  arrau^ 
ferent  colored  threads  in  such  manner  as  to  produce 
<iescribtd.     Booth  v,  Garelly,  1  Blatchf,  247;  6  S 

An  inventor  of  a  design  for  buttons  manufactii 
and  put  them  upon  the  market  two  or  three  ri 
applied  for  a  patent  for  the  design.  It  was  held^ 
whether  his  doing  so  was  an  abandonment  of 
quebtion  of  intention,  to  be  determined  as  a  ques 
trial  at  law  ;  and  that  a  preliminary  injunction  mi 
held  until  such  trial  should  be  had.     lb. 

Billiard  tables  with  beveled  ends  are  old  ;  hen 
billiard  table,  having  a  greater  bevel  than    has 
used,  is  void,  as  not  involving  any  sufficient  invent 
Collenderr.  Griffith,  11  Blatchf.  212  ;  3  Pat,  O^ 
CoUender  w.  Griffith,  18  JUatrhf.  110. 

A  combination  or  aggregation  of  old  designs  pi 
appearance,  is  not  patentable  ;  thus  a  design  patent 
Ifir  provision-safe,  was  held  invalid,  the  only  origi 
in  the  use  of  two  vertical  panels  in  each  wall, 
niouUling  around  the  top  and  bottom.  Northruj 
Pat.  Off.  Gnz,  430  ;  2  Baiui,  iSc  A,  Pat,  Cas.  5(57. 

A  design  patent  is  valid  when  the  specification 
for  the  entire  description  of  the  design  to  a  photoj 
tion  aee()m[)anying  the  specifieation.  Dobson  v.  I 
Off,  Ga-.  750  ;  6  Sup.  Ct,  licj/r,  940. 

But  where  the  prominent  elaiuj  in  a  design  pate 
for  figures  in  relief,  a  photograph  of  the  design,  si 
show  the  relief,  fails  to  sufficiently  describe  tlie 
absence  of  a  minute  description  in  the  specifi(;atioi 
V.  Jeannot,  20  Ihl.  Itep'r,  503. 

Regulations  and  provisions  applicable  to  the  o 
hibition   of  patents  for  inventions  or  discoveries,  i 
with  the  existing  patent  act,  apply  to  patents  for  < 
modification  or  variation.     Miller  v.  Smith,  5  Fed, 
Pat.  Off,  Gaz.  1047. 

Design  patents,  as  well  as  mechanical  pjitonts, 
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liaving  been  in  public  use  or  on  sale  for  more  than  two  years  prior 
to  tbe  application.  Theberath  v.  Rubber  Ss  Celluloid  Ilarness,  Sdo. 
Co.,  6   N.  J.  L.J,  11  \  15  Fed  Rep'Vy  246. 

312.  Infringement  of  Design  Patents, 

It  is  not  essential  to  constitute  infringement,  that  tbe  appear- 
ance of  tbe  imitation  should  be  tbe  same  as  that  of  tbe  genuine,  to 
the  eye  of  an  expert.  The  test  of  a  patent  for  a  design  is  the  eye 
of  an  ordinary  observer.  If,  to  an  ordinary  observer,  giving  such 
attention  as  a  purchaser  usually  gives,  two  designs  are  substantially 
the  same,  if  the  resemblance  is  such  that  the  imitation  would 
deceive  such  an  observer,  inducing  him  to  purchase  one  supposing 
it  to  be  the  other,  the  one  first  patented  is  infringed  by  the  other. 
Gorhain  Manuf.  Co.  v.  White,  14  Wall,  611  ;  reversing  1  Blatchf, 
513;  Miller  w.  Smith,  5  Bid.  EepW,  359  ;  18  Pat.  Off,  Gaz,  1047  ; 
Dryfoos  v,  Friedman,  18  Fed.  IiepVy  824  ;  21  Blatvhf,  503  ;  Jen- 
nings V,  Kibbe,  10  Fed.  Rep'r,  BOO  ;  22  Pat,  Off.  Gaz.  331  ;  20 
Blatchf,  363  ;  Wood  v,  Dolby,  V  Fed,  RepW,  475  ;  Dreyfus  v. 
Schneider,  25  Fed,  Rep^r^  481.  In  a  proper  case  the  court  may 
determine  this  question  of  identity  by  an  inspection  of  the  two 
designs.     Jennings  v.  Kibbe,  supra. 

A  patent  for  a  design  which  covers  the  ornamentation  shown  in 
it,  is  not  infringed  by  the  use  of  the  principal  figure  without  the 
ornamentation.  Collender  v.  Griffith,  11  Blatchf,  212  ;  3  Pat,  Off\ 
Oaz.  689. 

It  is  an  infringement  where  the  difference  between  the  two 
designs  is  not  appreciable  by  observing  their  artistic  effect,  such 
diflFerences  being  merely  in  detail.  Wood  v,  Dolby,  7  Fed,  Rejrr^ 
475. 

It  is  an  infringement  to  adopt  the  design  so  as  to  produce  sub- 
stantially the  same  appearance  ;  adoption  of  the  design  in  every 
particular  is  not  necessary.     Root  v.  Ball,  ^McLean,  177. 

Infringement  of  a  design  patent  may  exist  notwithstanding  the 
fact  that  the  alleged  infringing  article  is  made  to  carry  a  distin- 
guishing name  or  distinguishing  marks  of  other  character.  Perry 
V,  Starrett,  14  Pat.  Off.  Gaz.  599  ;  3  Bann,  Jb  A,  Pat,  Cos,  485. 

There  may  bo  an  infringement  of  a  design  without  taking  tho 
whole  of  it  ;  but  in  such  cases  the  part  taken  must  be  a  part 
covered  by  the  patent.  Dryfoos  v.  Friedman,  18  Fed.  Rep\  824  ; 
21  Blatchf.  603. 
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To  constitute  an  infringement  of  a  patent  for  a  design,  there  \9 
no  necessity  that  the  patented  design  should  be  copied  in  every  par- 
ticular. If  the  infringing  design  has  the  same  general  appearance, 
if  to  the  eye  of  an  ordinary  person  the  two  are  substantially  similar 
there  is  actionable  infringement.  Tomkinson  v.  Willets  Manuf. 
Co.,  23  Ihcl  RepWy  895;  31  PaU  Off,  Oaz,  918. 

A  patent  for  a  design  for  a  fringed  lace  fabric,  the  novelty  of 
which  appertains  to  the  fringe  alone,  is  not  infringed  by  articles 
similar  to  the  body  of  the  fabric,  but  differing  as  to  the  fringe^ 
Jennings  v.  Kibbe,  24  Fed,  EepW,  697  ;  32  Pat,  Off,  Gaz,  653. 

313.  Damages  or  Profits  for  Such  Infringement. 

To  warrant  an  award  of  more  than  nominal  damages  for  an 
infringement  of  a  design,  plaintiff  must  introduce  some  evidence 
either  of  what  sum  he  lost  or  defendant  realized,  by  the  infringe- 
ment, or  of  what  value  was  added  to  the  manufactured  article  by 
the  design  ;  the  award  of  damages  or  profits  in  patent  cases  is  a 
subject  of  proof,  not  of  mere  inference  or  conjecture.  Dobson  v. 
Hartford  Carpet  Co.,  114  U,  S,  439. 

In  a  suit  for  infringement  of  a  patent  for  a  design,  the  remain- 
der of  the  price  realized  by  defendant  from  the  sale  of  articles  of 
the  patented  design,  after  deducting  the  cost  of  making  them,  and 
a  fair  profit  for  their  manufacture,  may  be  presumed  to  represent 
the  profit  realized  by  the  defend  ant  from  his  adoption  of  the  design  j 
and  this  presumption  is  not  dispelled  by  proving  that  defendant 
realized  the  same  profit  from  adopting,  in  the  manufacture  of  sim- 
ilar articles,  a  different  and  unpatented  design.  Simpson  v,  Davis,. 
22  Blatchf.  113  ;  22  Fed,  Bep'r,  444. 

Damages  for  infringement  of  design  patents  are  to  be  computed 
on  the  same  principle  as  in  the  case  of  machine  patents  ;  they  can- 
not include  the  entire  profits  of  the  manufacture,  but  must  be 
confined  to  the  profits  which  arise  from  the  use  of  the  particular- 
design.  Dobson  V,  Dorman,  35  Pat,  Off,  Gaz,  750  ;  6  Sup,  Ct. 
Ji€p%  946  ;  following  Dobson  v.  Hartford  Carpet  Co.,  supra. 

In  a  suit  for  infringement  of  a  design  for  carpets,  the  evidence 
showed  the  quantity  of  complainant's  carpet  sold  during  the  season 
of  its  introduction,  its  cost,  the  profit  upon  it,  the  quantity  of 
respondent's  carpet  sold  during  the  next  season,  and  that  there  was- 
then  a  decline  in  complainant's  sales.  The  measure  of  damages 
was  held  to  be  the  profits  which  would  have  accrued  to  complain- 
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ants  on  the  quantity  of  carpet  sold  by  defendant.     Bigelow  Carpet 
Co.  V.  Dobson,  10  Fed.  liep'r^  385  ;  13  Eep'r^  265. 

314.  Additional  Provisions  as  to  Design  Patents.    Models 

of  Designs. 

The  commissioner  may  dispense  with  models  of  designs 
when  the  design  can  be  sufficiently  represented  by  draw- 
ings or  photographs.     Rev.  Stat.  §  4930 

315.  Duration  of  Patents  for  Designs. 

Patents  for  designs  may  be  granted  for  the  term  of 
three  years  and  six  months,  or  for  seven  years,  or  for  four- 
teen years,  as  the  appUcant  may,  in  his  application,  elect, 
Reu.  Stat.  §  4931. 

316.  Extension  of  Patents  for  Designs 

Patentees  of  designs  issued  prior  to  the  second  day  of 
March,  eighteen  hundred  and  sixty-one,  shall  be  entitled  to 
extension  of  their  respective  patents  for  the  term  of  seven 
years,  in  the  same  manner  and  under  the  same  restrictions 
as  are  provided  for  the  extension  of  patents  for  inventions 
or  discoveries,  issued  prior  to  the  second  day  of  March, 
eighteen  hundred  and  sixty  one.     Rev.  Stat.  §  4932. 

This  section  has  become  obsolete.  See  notes  to  Rev.  Stat.  4924, 
ante,  483. 

317.  Patents  for  Designs  Subject  to  Qeneral  Rules  of 

Patent  Law. 

All  the  regulations  and  provisions  w^hich  apply  to 
obtaining  or  protecting  patents  for  inventions  or  discov- 
eries not  inconsistent  with  the  provisions  of  this  title,  shall 
apply  to  patents  for  designs.    Rev.  Stat.  §  4933. 
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318.  Copyright  of  Designs. 

Act  of  June  18,  1874,  c.  301,  §  1,  contains  the  following 
provision,  relative  to  copyright  of  a  class  of  designs. 

No  person  shall  maintain  an  action  for  the  infringement 
of  his  copyright,  unless  he  shall  give  notice  thereof  by 
inserting  in  the  several  copies  of  every  edition  published 
.  .  .  if  a  .  .  .  model  or  design  intended  to  be  perfected 
and  completed  as  a  work  of  the  fine  arts,  by  inscribuig 
upon  some  visible  portion  thereof,  or  of  the  substance  on 
which  the  same  shall  bo  mounted,  the  following  words> 
viz  :  *^  Entered  according  to  act  of  Congi-ess,  in  the  year 

,  by  A.  B.,  in  the  office  of  the  Librarian  of  Congress, 

at  Washington  ;"  or,  at  his  option,  the  word  '*  Copyright," 
together  with  the  year  the  copyright  was  entered,  and  the 
name  of  the  party  by  whom  it  was  taken  out ;  thus — 
'*  Copyright,  18—  by  A.  B."  18  Stat  p.  78,  §  1.  1  Supp. 
Rev.  Stat.  40,  §  1. 

Where  a  design  patent  for  a  billiard  table  waa  declared  void, 
and  the  defendant  had  a  right  to  make  thorn  as  he  did,  it  was  heldf 
that  there  was  no  infringement  of  a  copyriu^ht,  which  was  a  mere 
<'opy  of  the  design,  in  defendant's  publisliing  an  engraving  of  his 
tables.  Coliender  v.  Griffith,"  11  Blatohf.  21'^;  3  Pat,  Of.  Oaz. 
089. 

A  copyrighted  design  for  playing  cards  is  infringed  by  cards 
which,  though  diflpcring  in  some  respects,  exhibit  a  striking  similar- 
ity in  those  distinctive  features  of  the  main  design,  wherein  the 
cards  registered  diifer  from  other  playing  cards  pieviously  used. 
Richardson  v.  Miller,  12  Fat.  Off.  Gaz,  3. 

319.  Begistration  of  Prints  or  Labels. 

Act  of  June  18,  1874,  c.  301,  §  3,  contains  the  following 
provision  relative  to  registration,  in  the  patent-office,  of 
prints  or  labels  : 
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No  prints  or  labels  designed  to  be  used  for  any  other  art- 
icles of  manufacture  shall  be  entered  under  the  copyright 
law,  but  may  be  registered  in  the  patent-office.  And  the 
commissioner  of  patents  is  hereby  charged  with  the  super- 
vision and  control  of  the  entry  or  registry  of  such  prints  or 
labels,  in  conformity  with  the  regulations  provided  by  law 
as  to  copyright  of  prints,  except  that  there  shall  be  paid  for 
recording  the  title  of  any  print  or  label  not  a  trade-mark, 
six  dollars,  which  shall  cover  the  expense  of  furnishing  a 
copy  of  the  record  under  the  seal  of  the  commissioner  of 
patents,  to  the  party  entering  the  same.  18  Stat.  p.  79, 
§  3 ;  1  Supp.  Rev.  Stat.  41,  §  3. 

The  doctrine  that  the  several  acts  of  Congress  relating  to  the 
registration  of  prints  designed  to  be  used  as  labels,  allow  registra- 
tion of  a  label  which  might  also  be  registered  as  a  trade-mark ;. 
and  that  the  question  whether  the  commissioner  of  patents  shall 
regard  an  application  submitted  to  him  for  registration  as  being  a 
trade-mark  or  a  label,  depends  wholly  upon  the  will  of  the  proprie- 
tor (United  States  v.  Marble,  I  Mackeyy  284  ;  22  Pai.  Off.  Oaz. 
1366)  ;  has  since  been  overruled  in  United  States  t;.  Butterworth,. 
80  Pat.  Off.  Gaz.  97. 


XXT.  FEES  AND  CHARGES. 

320.  Fees  in  obtaining  Patents. 

The  following  shall  be  the  rates  for  patent  fees. 

On  filing  each  original  application  for  a  patent,  except 
in  design  cases,  fifteen  dollars. 

On  issuing  each  original  patent,  except  in  design  cases, 
twenty  dollars. 

In  design  cases :  For  three  years  and  six  months,  ten 
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dollars  ;  for  seven  years,  fifteen  dollars  ;  for  fourteen  yeais^ 
thirty  dollars. 

On  filing  each  caveat,  ten  dollars. 

On  every  application  for  the  reissue  of  a  patent,  thirty 
dollars. 

On  filing  each  disclaimer,  ten  dollars. 

On  every  application  for  the  extension  of  a  i)atent,  fifty 
dollars. 

On  the  granting  of  every  extension  of  a  patent,  fifty 
doUars. 

On  an  appeal  for  the  first  time  from  the  primary  exam- 
iners to  the  examiners  in  chief,  ten  dollars. 

On  every  appeal  from  the  examiners  in  chief  to  the 
commissioner,  twenty  dollai's. 

For  certified  copies  of  patents  and  other  papers,  includ- 
ing certified  printed  copies,  ten  cents  per  hundred  words. 

For  recording  every  assignment,  agreement,  power  of 
attorney,  or  other  paper,  of  three  himdred  words  or  rmder, 
one  dollar  ;  of  over  three  hundred  and  under  one  thousand 
woids,  two  doUai-s  ;  of  over  one  thousand  words,  three 
dollars. 

For  copies  of  drawings,  the  reasonable  cost  of  making 
them.     Rev.  Stat  §  4934. 


Thc^  above  are  the  fees  j)rescribe(l  by  the  Ilcvised  /Statutes,  The 
table  given  in  Rule  'JOD  Rules  of  Practice  in  the  patent-office,  is 
8omewhat  more  minute  ;  and  covers  a  number  of  services  as  to 
which  the  statutes  have  not  made  any  express  provision. 

The  rules  of  the  patent-office  prescribe  that  : 

An  order  for  a  copy  of  an  assignment  must  give  the  liber  and 
page  of  the  record,  as  well  as  the  nam©  of  the  inventor ;  otherwise 
an  extra  charge  will  be  made  for  the  time  consumed  in  making  any 
search  for  such  assignment  {Rules  of  Prac.  No.  210);  and  that  : 

No  person  will  be  allowed  to  make  copies  or  tracings  from  the 
files  or  records  of  the  office.  Such  copies  will  be  furnished,  when 
.ordered,  at  the  rates  already  specified.    Id,  211. 
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The  list  of  prices  of  publications  may  be  found  in  the  Rules  of 
Practice,  Nos.  217,  218. 


821.  The  Exemption  of  Oovernment  Officers  from  Payment 

of  Fees. 

The  act  of  March  3,  1883,  o.  143,  contains  the  following  provis- 
ion : 

The  secretary  of  the  interior  and  tiie  commissioner  of  patents 
are  authorized  to  grant  any  officer  of  the  Government,  except  offi- 
cers and  employees  of  the  patent-office,  a  patent  for  any  invention 
of  the  classes  mentioned  in  section  forty-eight  hundred  and  eighty- 
six  of  the  Revised  Statutes,  when  such  invention  is  used  or  to  be 
used  in  the  public  service,  without  the  payment  of  any  fee  :  JPro- 
videdy  That  the  applicant  in  his  application  shall  state  that  the 
invention  described  therein,  if  patented,  may  be  used  by  the  Gov- 
ernment, or  by  any  of  its  officers  or  employees,  in  the  prosecution 
of  work  for  the  Government,  or  by  any  other  person  in  the  United 
States,  without  the  payment  to  him  of  any  royalty  thereon,  which 
•stipulation  shall  be  included  in  the  patent.  Act  of  March  3,  1883, 
22  Stat.  0.  143,  p.  625. 


822.  Mode  of  Payment 

Patent  fees  may  be  paid  to  the  commissioner  of  patents, 
or  to  the  treasurer,  or  any  of  the  assistant  treasiu'ers  of  the 
United  States,  or  to  any  of  the  designated  depositaries, 
national  banks,  or  receivers  of  public  money,  designated  by 
the  secretary  of  the  treasury  for  that  purpose ;  and  such 
officer  shall  give  the  depositor  a  receipt  or  certificate  of 
deposit  therefor.  All  money  received  at  the  patent-office, 
for  any  purpose,  or  from  any  source  whatever,  shall  be 
paid  into  the  treasury  as  receiver,  without  any  deduction 
whatever,    Rev.  Stat.  %  4935. 

The  Bales  of  Practice  numbers  208,  212,  218  and  214,  also 
jielate  to  the  mode  of  payment. 
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323.  Refunding. 

The  treasurer  of  the  United  States  is  authorized  to  pa^r 
back  any  sum  or  sums  of  money  to  any  person  who  has 
through  mistake  paid  the  same  into  the  treasury,  or  to  any 
receiver  or  depositary,  to  the  credit  of  the  treasury,  as  for 
fees  accniing  at  the  patent-office,  upon  a  certificate  thereof 
being  made  to  the  treasurer  by  the  commissioner  of  patents. 
Bev.  Stat  §  4936. 

See  also  Bales  of  Practice  No.  215. 


FORMS. 

[From  the  Pamphlet :    Rules  of  Practice  in  the  United 

States  Patent' Office ;  ed.  1885.] 

PETITIONS. 

1.  Bt  ▲  SOLI  ZNTSN10B. 

To  the  Commiatianer  of  PatenU  : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing  at  S.,  in  the  county 
of  M.,  and  State  of  N.  \or^  subject,  &c.],  prajs  that  letters  patent  be  granted  to  him. 
for  the  improTement  in  sewing-machines  set  forth  in  the  annexed  specification. 

A.B. 
2.  Bt  joint  intbntobs. 

To  the  CommiMioner  of  PafenU  : 

Your  petitioners,  A,  B.  and  0.  D.,  citizens  of  tho  United  States  residing  respec- 
tively at  L.,  in  the  county  of  M.,  and  State  of  N.,  and  at  6.,  in  the  county  of  H.,  and 
State  of  I.  [or^  subject,  &c.],  pray  that  letters  patent  may  be  granted  to  them,  as 
joint  inventors,  for  the  improvement  in  washing-machines  set  forth  in  the  annexed 
specification. 

A.B. 
C.  D. 

8.   Bt  an  INTXNTO&  FOB  HIHSKLT  AXD  AX  ASSIONII. 

To  the  Commissioner  of  PatenU  : 

Your  petitioner,  A.  B^  a  citizen  of  the  United  States  residing  at  L.,  in  the  coonty 
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of  H.,  and  State  of  N.  [or,  subject,  &c.],  prays  that  letters  patent  may  be  granted  to 

himself  and  C.  D.,  a  citizen  of  the  United  States  residing  at  L.,  in  the  county  of  M., 

and  State  of  N.,  as  his  assignee,  for  the  improvement  in  printing  presses  set  forth  in 

the  annexed  specification. 

A.  B. 
4.  Petition  with  poweb  of  ATTOBmr. 

To  the  CammiMumer  of  PatenU : 

Your  petitioner,  A.  B.,  a  citissen  of  the  United,  States  residing  at  L.,  in  the  county  of 
M.,  and  State  of  N.  [or^  subject,  &c.],  prays  that  letters  patent  may  be  granted  to  lilin 
for  the  improvement  in  lamps  set  forth  in  the  annexed  specification  ;  and  he  hereby 
appoints  C.  D.,*  of  the  city  of  B.,  State  of  8.,  his  attorney,  with  full  power  of  substi- 
tution and  revocation,  to  prosecute  this  application,  to  make  alterations  and  amend- 
ments therein,  to  receive  the  patent,  and  to  transact  ail  business  in  the  patent-office 
connected  therewith. 

A.B. 
6.  Bt  an  administrator. 

Tq  the  CommiMnoner  of  PatenU  : 

Tour  petitioner,  A.  B.,  a  citizen  of  tlie  United  Sutes  residing  at  L.,  in  the  county 
of  M.,  and  State  of  N.  [ovy  subject,  &c.],  administrator  of  the  estate  of  C.  D.,  late  a 
citizen  of  S.,  deceased  (as  by  reference  to  the  duly  certified  copy  of  letters  of  adminiti- 
tration,  hereto  annexed,  will  more  fully  appear),  prays  that  letters  patent  may  be 
granted  to  him  for  the  invention  of  the  said  C.  D.  (improvement  in  fire-hose)  set  forih 
in  the  annexed  specification. 

A.  B.,  AdminUtrator^  dsc, 

6.   Bt  an  I2X0UT0B. 

To  the  Commiuioner  of  PaietUa  : 

Tour  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the  county 
of  M.,  and  State  of  N.  [or^  subject,  &c.],  executor  of  the  last  will  and  testament  of  C. 
D.,  late  a  citizen  of  S.,  deceased  (as  by  reference  to  the  duly  certified  copy  of  Icttei-s 
testamentary,  hereto  annexed,  will  more  fully  appear),  prays  that  letters  patent  mny 
be  granted  to  him  for  the  invention  of  the  said  G.  D.  (improvement  in  chums),  uet 
forth  in  the  azmexed  specification. 

A.  B.,  JSucutor^  Ac, 
?.  For  a  reissue  (bt  thb  inventor). 

To  the  CommiMiofier  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the  county 
of  H.,  and  State  of  N.  [or^  subject,  &c.],  prays  that  he  may  l>e  allowed  to  surrender 
the  letters  patent  for  an  improvement  in  coal-scuttles,  granted  to  him  May  16,  1867, 
whereof  he  is  now  sole  owner  \ory  whereof  C.  D.,  on  whose  behalf  and  with  whot<e 
assent  this  application  is  made,  is  now  sole  owner,  by  assignment],  and  that  letters 
patent  may  be  reissued  to  him  [or,  the  said  C.  D.]  for  the  same  invention,  upon  the 
annexed  amended  specification.  With  this  petition  is  filed  an  abstract  of  title,  duly 
certified,  as  required  in  such  cases. 

A.  B. 

*  If  the  power  of  attorney  is  to  a  firm,  the  name  of  each  member  of  the  ftnn  must 
be  given  in  f  ulL 

II.-J 
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AaSEST  Of  18SIGKU  TO  RKIS8CI. 

Tbe  andersigned,  asti^ee  of  the  entire  [or,  of  an  andiTided]  loteieal  in  Qm 
abore-mentioned  letters  patent,  hereby  assents  to  the  accompanying  applicaUoo. 

CD. 

8.  For  a  reissui  (bt  assionk). 

(To  be  used  only  when  the  inventor  is  dead  or  the  ori<!pnal  patent  was  issued  and 

assigned  prior  to  July  8,  1870.) 
To  the  Commi$»ioner  of  VaienU  : 

Your  iieiitioners,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the  county 
of  H.,  and  Suite  of  X.[v),  subject,  kc],  and  C.  D.,  a  citizen  of  the  United  States 
residing  at  U.,  in  tlic  county  of  L,  and  State  of  K.  [or,  subject,  &c.],  pray  that  they 
miiy  be  allowed  to  surrender  the  letters  patent  for  an  improvement  in  coal-scuttles, 
granted  May  16,  1867,  to  £.  F.,  now  deceased,  whereof  they  are  now  owners,  by 
assignment,  of  the  entire  interest,  and  that  the  letters  patent  may  be  reissued  to  them 
for  the  same  invention,  upon  the  annexed  amended  specification.  With  this  petition 
is  filed  an  atistract  of  title  [or,  au  order  for  making  and  filing  the  same,  &c.]. 

A.  3. 

9.  For  Lirms  patimt  ior  a  DisiaH. 

To  the  Commitgiotter  of  Patents  ; 

Tour  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the  countr 
of  M.,  and  State  of  N.  \or^  subject,  &c.],  prays  that  letters  patent  may  be  granted  to 
him  for  the  term  of  three  and  oue-hnlf  years  [or,  seven  years,  or^  fourteen  years]*  for 
the  new  and  original  design  for  carpets  set  forth  in  the  annexed  specification. 

A.B. 

10.  Catkat 

The  petition  of  A.  B.,  a  citizen  of  the  United  States  residing  a(  L.,  in  the  county 
of  If.,  and  State  of  N.  [or,  subject,  &c.,  sec  Rule  191],  represents: 

That  he  has  made  certain  improvements  in  cotton-gius,  and  that  he  is  now  enpiged 
in  making  experiments  for  the  purpos<e  of  perfecting  the  same,  preparatoiy  to  apply- 
ing for  letters  patent  therefor.  He  therefore  prays  that  the  subjoined  description  of 
his  invention  may  be  filed  as  a.  caveat  in  the  confidential  archives  of  the  patent  office. 

A.B. 

11.  Foe  the  bxmxwal  or  ▲  roRTEiTED  ippucAnoH. 

To  ike  Commwicumer  of  Patents : 

Tour  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  In  the  eountjr 
of  H.,  and  State  of  N.  [or^  subject,  Ac],  reprei^ents  that  on  May  8,  1868,  he  filed  an 
application  for  letters  patent  for  an  improvement  in  fences,  serial  number  865,  wltieh 
application  was  allowed  July  7,  1868,  but  that  he  failed  to  make  payment  of  the  fioal 
fee  within  the  time  allowed  by  law.  He  now  makes  renewed  application  for  letteni 
patent  for  said  invention,  and  prays  that  the  original  specification,  oath,  dni«inga, 
and  model  may  be  used  as  a  part  of  this  application. 

A.B. 

*  Section  4981  of  the  R.  S.  requires  the  election  to  be  made  in  the  original  sf^lica* 
tion. 
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SPECIFICATIONS. 

12.  For  an  art  oh  process. 

To  aU  tohom  U  may  concern  : 

Bo  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the 
county  of  M.,  and  State  of  N.  \or^  subject,  £c.],  have  invented  certain  new  and  useful 
improvements  in  purifying  and  increasing  the  illuminating  power  of  gas  without  appre* 
ciable  loss  of  bulk  (for  which  I  have  received  letters  patent  in  England,  No.  750,  dated 
July  6,  1878*) ;  and  I  do  hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  of  the  invention,  which  will  enable  others  skilled  in  the  art  to  which  it 
appertains  to  make  and  use  the  same.  « 

Heretofore  gus  has  been  purified  by  passing  it  through  animal  charcoal ;  but  when 
this  is  used  alone,  after  a  short  time  it  loses  its  power  of  absorbing  impurities,  and 
must  then  be  washed  with  steam  or  water,  or  have  atmospheric  air  blown  through  it, 
or  be  revivified  by  heat  Used  alone,  animal  charcoal  also  reduces  the  candle-power  of 
the  gas  passed  through  it  and  diminishes  its  bulk. 

The  object  of  my  invention  is  thoroughly  to  purify  illuminating  gas,  to  make  the 
operation  continuous,  and  to  purify  the  gas  without  detracting  from  its  illuminating 
power,  and  without  causing  any  appreciable  diminution  in  bulk  ;  and  to  this  end  my 
invention  consists  in  increasing  the  power  of  animal  charcoal  to  eliminate  from  illum- 
inating gas  those  substances  which  are  considered  impurities,  in  charging  the 
charcoal  with  a  substance  which  will  prevent  it  from  depriving  the  gas  of  illumi- 
nants,  and  in  passing  the  gas  to  be  purified  with  atmospheric  air  through  the  animal 
charcoal. 

To  carry  my  invention  Into  effect,  I  moisten  the  charcoal  (which  may  be  either  new 
or  spent)  with  coal-tar,  or  with  coal-tf  r  and  water,  or  in  some  cases  with  water  only, 
and  then  charge  this  mass  into  one  or  moi-e  vessels,  which  then  constitute  the  purifiers. 
I  may  put  the  mass  into  the  vessels  while  still  wet,  or,  unless  water  alone  is  used, 
after  it  has  dried.  Through  these  vessels  the  gas  is  to  pass  ;  but  before  it  is  admitted 
I  introduce  into  it  at  the  retorts,  or  at  the  stand-pipe  or  mains  beyond,  in  order  to 
insure  a  thorough  admixture,  a  small  quantity  of  atmospheric  air — say,  from  eight- 
tenths  to  two  and  a  half  per  cent,  of  the  bulk  of  the  gas  to  be  purified.  The  qu.in- 
tity  of  air  will  depend  directly  upon  the  impurities  of  the  gas.  Any  suitable  mixing 
device  for  thoroughly  mixing  the  admitted  air  with  the  gas  may  be  located  at  any  point 
in  the  mains  between  the  retorts  and  the  bone-black  purifiers,  or  even  at  the  point  of 
admission  to  the  purifier.  For  water-gas,  the  charcoal  wet  with  water  alone  will  suf*- 
fice,  air  being  introduced  into  the  gas. 

The  oxygen  of  the  air  partly  unites  with  the  sulphur  to  form  soluble  salts,  and  the 
rest  combines  totally  with  the  hydrogen  of  the  sulphureted  and  other  hydrogen  sulphur 
compounds  to  form  water,  and  part  of  the  sulphur  ef  the  sulphureted  hydrogen  and 
other  sulphur  compounds  is  precipitated  in  a  free  state  in  thechanx>al,  while  its  nitro- 
gen partly  goes  to  form,  with  part  of  the  remaining  hydrogen,  ammonia  bases.  No 
free  oxygen  passes  off  with  the  purified  gas,  while  if  any  nitrogen  goes  over,  the  quan- 
tity is  so  small  that  it  is  not  detrimental. 

*  If  no  foreign  patent  has  been  obtained,  the  words  in  parenthesis  should  be 
omitted. 
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By  tbe  application  of  air  in  this  manner  the  proc 
■•  the  charcoal  is  kept  constantly  active  for  a  great  leogtl 

When  the  absorbing  power  of  the  charcoal  finally  beco 
be  sold  for  tbe  valuable  ammoniacal  salts  it  contains,  01 
washed  and  freed  from  sulphur  by  a  suitMble  sulphur  soIt 

By  charging  tbe  bone-black  with  coal-tar,  I  prevent  it 
any  oleflant  gas  or  other  heavy  hydrocarbons  serving  as  ill 

I  may  treat  the  black,  dther  before  or  after  putting  ii 
most  convenient  or  suitable,  with  any  substAuce  correlati^ 
gas — ^that  is,  with  any  substance  which  will  impregnate  tl 
that  it  will  not  t«ke  up  such  illuminants.  X  have  pai 
because  that  is  most  readiljr^at  hand  ;  but  its  hydrocarbo 
•eries  will  answer. 

In  the  case  of  coal-gas,  not  only  is  the  sulphureted  hy< 
taminated  taken  up,  as  just  dcscnbed,  but  the  illuminatini 
somewhat  reduced  if  passed  through  dry  animal  cbai 
decreased  when  air  is  used  and  the  animal  charooal  or  boi 
is  actually  improved,  inasmuch  as  it  gives  a  whiter  flame 
as  tbe  gas  not  passed  through  animal  charooal  or  bone-bia 

By  the  old  method,  when  purification  was  effected  by  1 
eted  hydrogen  and  carbonic  acid  were  absorbed  by  the  1 
course,  a  loss  of  the  original  bulk  of  the  gas.  Now,  by  n 
hydrogen  are  separated,  the  sulphur  remaining  in  the  char 
ing  through  with  the  gas  while  the  carbonic  acid  passes  tl 
it  passes  through  unchanged,  it  is  sufficiently  carbureted  n< 
inating  power  of  the  gas.  I  thus  have  practically  the  sam 
iion  as  before  this  operation,  aud  loss  is  prevented  with 
sumer. 

A  striking  advantage  of  my  process  is,  that  it  unites  it 
operations,  for  the  gas  may  be  passed  directly  from  the  coi 

To  eliminate  sulphureted  hydrogen,  I  may  also  mix  wi 
which  will  of  itself  decompose  sulphureted  hydrogen  con 
of  iron,  tin,  manganese  ore,  &c. 

When  the  gas  issues  from  my  purifiers  it  is  entirely 
sulphur  compounds,  and  is  nearly  inodorous. 

When  the  charcoal  is  removed  from  the  purifiers  it  is 
sense  offensive  and  disgusting  like  gas-lime. 

Having  fully  described  my  invention,  what  I  desire  to  • 
patent,  is — 

1.  In  the  purification  of  illuminating-gas  by  means  of  a 
of  preventing  absorption  of  illuminants  of  the  gas  by  the 
supplying  the  charcoal  with  a  suitable  correlative  to  such  il 

2.  The  process  of  purifying  illuminating-gas,  which  c 
with  air  and  then  passing  it  through  animal  charcoal  imf 
substantially  as  described. 

Witnesses: 

P.  G. 
J.D. 
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18.   Fob  ▲  xacbihv. 

7b  a//  icltom  U  may  concern : 

Be  it  kuown  that  I,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the 
county  of  M.,  and  State  of  N.  [ar^  subject,  &c«],  have  invented  a  new  and  useful  Meat 
chopping  Machine  (for  which  I  have  obtained  a  patent  in  Great  Britain,  No.  870,  bear- 
mg  date  June  24,  1878),  of  which  the  following  is  a  specification: 

My  invention  relates  to  improvements  in  meat<chopping  machines  in  which  verti- 
cally reciprocating  knives  operate  in  conjunction  with  a  rotating  chopping-block ;  and 
the  objects  of  my  improvements  are,  first,  to  provide  a  continuously  lubricated  bear- 
ing for  the  block  ;  second,  to  aiford  facilities  for  the  proper  adjustment  of  the  knives 
independently  of  each  other  in  respect  to  the  face  of  the  block  ;  and  third,  to  reduce 
the  friction  of  the  reciprocating  rod  which  carries  the  knives. 

I  attain  these  objects  by  the  mechanism  illustrated  in  the  accompanying  drawing, 
in  which* 

A.B. 

Witnesses : 

C.  D. 
E.  F. 

14.  Fob  ▲  ooMFOsinoN  of  mattxb. 

To  all  whom  it  may  concern  ; 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the 
county  of  M.,  ond  State  of  N.  [or,  subject,  Ac.],  have  invented  a  new  and  useful  com- 
position of  matter  to  be  used  for  the  removal  of  hair  and  grease  from  hides  prepara- 
tory to  tanning,  of  which  the  following  is  a  specification : 

My  composition  consists  of  the  following  ingredients,  combined  in  the  proportions 
stated,  viz : 

Pure  water 600  gallons. 

Unslacked  lime 82  gallons. 

Soda-ash 100  pounds. 

Saltpetre 20  pounds. 

Flowers  of  Sulphur 10  pounds. 

These  ingrediento  are  to  be  thoroughly  mingled  by  agitation. 

In  using  the  above-named  composition  the  hides  should  first  be  freed  from  all  salt 
and  impurities,  by  soaking  green  hides  one  day  and  dry  hides  eight  days,  and  then 
placing  the  hides  so  cleaned  in  the  said  solution,  and  allowing  them  to  remain  in  it 
48  hours.  The  hides  are  then  to  be  removed  from  the  solution  and  unliaired  in  the 
usual  way. 

By  the  use  of  the  above  composition  the  hair  is  speedily  and  thoroughly  loosened 
and  the  hides,  while  retaining  all  of  that  portion  of  the  substance  which  can  be  con- 
verted into  leather,  are  at  the  same  time  entirely  cleaned  from  grease  and  other  sub- 
stances which  would  prevent  them  from  being  tanned  quickly. 

I  am  aware  that  a  composition  consisting  of  soda-ash,  water,  lime,  and  sulphur 
has  been  used  for  the  same  purpose,  and  that  a  patent  therefor  was  granted  to  C.  D., 

*  For  the  drawing  referred  to,  and  the  description  of  the  machine  see  the  Rules  and 
directions,  p.  58. 
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July  10,  1875,  No.  96,726.  I  am  also  aware  that  ealtpetrehas  been  used  in  depilatory 
proce8«es ;  but  I  am  not  aware  that  nil  of  ihc  ingredients  of  my  compoeition,  in  the 
proportion  stated,  have  been  used  together.        ^ 

What  I  claim,  and  desire  to  secure  by  letters  patent  of  the  United  States,  is — 
The  herein-described  composition  of  matter  to  be  used  for  depilating  hide^s  and 
preparing  them  for  being  tanned,  consisting  uf  water,  uuslacked  lime,  aoda-ash,  salt- 
petre, and  flowers  of  sulphur,  in  the  proportions  specified. 

Witnesses : 

0.  D. 
E.  F. 

16.  Fob  A  design. 
To  aU  whom  it  may  eoticem  : 

Be  it  known  that  t,  A.  fi.,  a  citizen  of  the  IJuited  States  residing  at  L.,  in  the 
county  of  M.,  and  State  of  N.  [or,  subject,  &c.],  have  invented,  and  produced  a  new 
and  original  design  for  watch-cases  or  lockets,  of  which  the  following  is  a  specifica- 
tion, reference  bemg  had  to  the  accompanying  drav-iu«;9,  forming  part  thereof. 

Figure  I  is  a  sectional  view  of  my  newly  designed  Vum*.  Fig.  2  a  side  elevation  of 
same,  and  Fig.  3  an  edge  view,  these  three  views  beiug  lieemed  necessary  to  full/ 
illustrate  my  design. 

Heretofore  watch-cases  and  lockets  have  been  made  which  pre:$ented,  when  viewed 
in  elevation,  as  in  Fig.  2,  a  scalloped  outline  or  periphery,  some  being  made  to  imitate 
shells.  In  these  the  scallops  extend  entirely  across  from  lid  to  1i<l,  and  in  a  watch- 
case  the  center  which  holds  the  movements  is  also  scalloped  to  correspond. 

The  leading  feature  of  my  design  eonsistit  in  a  raised  or  '*  struck  up  "  scalloped 
surface,  the  outlines  of  which,  when  viewed  in  elevation,  as  in  Fig.  2,  will  fall  entirdv 
within  the  circular  outline  or  circumference  of  the  center. 

A  is  the  center  of  the  case,  which  is  circular  in  its  general  contour,  and  B  B  are 
the  lids.  These  are  also  circular  in  their  outer  contour  where  they  join  the  center, 
but  have  scallops  C  G  C  formed  in  some  way  upon  them,  substantially  as  represented 
in  the  several  figures.  The  indented  outline  of  the  scalloped  surface  falls  within  the 
outer  contour  line  of  the  case,  thus  presenting  to  the  eye  the  combined  effect  of  a 
smooth  circular  outline  or  center  and  an  indented  or  scalloped  outline  within  it. 

I  claim — 

1.  The  design  for  a  watch  case  or  locket  herein  shown  and  described,  the  same 
consisting  of  the  raised  scallops  C  C  C  on  the  lid,  forming  an  indented  outline  wholly 
within  the  circular  outline  of  the  edge  of  the  lid  and  the  center  A. 

2.  The  design  for  a  watch-case  or  locket  herein  shown  and  described,  the  same 

consisting  of  a  circular  lid,  B,  having  a  connected  series  of  raised  scallops,  COG,  the 

contour  of  the  same  being  entirely  within  the  contour  of  the  lid. 

A.  B. 
Witnesses : 

C.  D. 

E.  F. 

]  6.  For  a  catxat. 

To  the  Comminioner  of  Patents  : 

Be  It  known  that  I,  A.  B.,  a  citizen  of  the  United  States  residing  at  L.,  in  the 
county  of  M.,  and  Slate  of  N.  [or,  subject,  &c.     See  RtUe  191.],  having  inyented  an 


FORMS.  603 

improTement  in  TelocipedeSy  and  desiring  further  to  mature  the  uime,  file  this  my 
caveat  therefor,  and  pray  protection  of  my  right  until  I  shall  have  matured  my  inven- 
tion. 

The  following  is  a  description  of  my  newly-invented  velocipede,  which  is  as  full, 
ciear,  and  exact  as  I  am  able  at  this  time  to  give,  reference  being  had  to  the  drawing 
liereto  annexed. 

This  invention  relates  to  that  class  of  velocipedes  in  which  there  are  two  wheels 
^RNinected  by  a  beam  forming  a  saddle  for  the  rider,  the  feet  being  applied  to  cranks* 
tbat  revolve  the  front  wlieeL 

The  object  of  my  invention  is  to  render  it  unnecessary  to  turn  the  front  wheel  fo 
much  as  heretofore,  and  at  the  same  time  to  facilitate  the  turning  of  sharp  curve.^. 
This  I  accomplish  by  fitting  the  front  and  the  hind  wheels  on  vertical  pivots,  and  con- 
necting them  by  means  of  a  diagonal  bar,  as  shown  in  the  drawing,  so  that  the  tuni- 
ing  of  the  front  wheel  also  turns  the  back  wheel  with  a  position  at  an  angle  with  the 
beams,  thereby  enabling  it  easily  to  turn  a  curve. 

In  the  drawing,  A  is  the  front  wheel,  B  the  hind  wheel,  and  C  the  standards 

extending  from  the  axle  of  the  front  wheel  to  the  vertical  pivot  £,  in  the  beam  F,  anti 

B  18  the  cross-bar  upon  the  end  of  E,  by  which  the  steering  is  done.     The  hind  wheel 

B  is  also  fitted  with  iaws  G  and  a  vertical  pivot  H. 

A.  B. 
Witnesses : 

CD 

£.  F 

OATHS. 

17.  By  an  inventor. 

(To  follow  specifteation.) 

Stitk  or  ,  County  of  ,  m  : 

,  the  above-named  petitioner,  citizen  of*  ,  and  resident  of 

in  the  county  of  and  State  of  ,  being  duly  sworn  (or  affirmed),  depose 

and  say  that*  verily  believe*  to  be  the  original,  first,  and*  inventor 

of  the  improvement  in*  described  and  claimed  in  the  foregoing  specification  ; 

that  the  same  has  not  been  patented  to*  ,  or  to  others  with^  knowledge 

or  consent,  except  in  the  following  countries  :*  ;  that  the 

tame  has  not  to*  knowledge  been  in  public  use  or  on  sale  in  the  United  Stutei*, 

for  more  than  two  years  prior  to  this  application,  and**  do  not  know  and  do  not 
believe  that  the  same  was  ever  known  or  used  prior  to"  invention  thereof. 

(Inventor's  full  name): 

'  If  the  applicant  be  an  alien,  he  will  *  Here  insert,  if  previously  patented, 

state  of  what  foreign  or  sovereign  state     the  country  or  countries  in  which  it  hn<: 

he  is  a  citizen  or  subject.  been  so  patented,  giving  tlie  dat>o   nml 

*  "  He  "  or  **  they.'*  number  of  each  patent.    If  not  previously 

*  "  Himself"  or  **  themselves.**  patented,  erase  the  words  "  except  in  the 

*  **  Sole  *'  or  *'  joint.*'  following  countries  '*  and  insert  the  words 

*  insert  title  of  invention.  **  in  any  country.** 

*  "  Himself  *'  or  "  themselves.**  »  »'  U\i  "  or  '♦  their." 
'  "  His  "  or  "  their."  '•  "  He  "  or  "  they." 

"  "  His"  or  "  their.** 
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Sworn  to  and  rabaciibed  before  me  this  day  of  ,188 

[l.  8.]  (fMgnatore  of  jastice  or  notary) : 

(Oi&cial  character) : 

[For  bffieein  before  whom  the  oath  may  be  made^  $ee  Jtule  46.  If  tk$  appUeofU  be 
an  alien^  the  oath  teill  ehow  of  what  foreign  state  or  aovereiffn  he  ie  a  citizen  or  subjeei. 

If  the  applieante  claim  to  be  joint  inventore,  the  oath  will  show  *'  that  they  verily 
believe  themselves  to  be  the  original^  first  and  joint  inventors"  dbc. 

If  the  inventor  be  dead,  the  oath  will  be  made  by  the  administrator  or  executor^  who 
will  dedare  his  bdief  that  the  party  named  as  invetUor  was  the  original  and  first  tuMW- 
tor.] 

19.   Bt  ax  ▲FFLZCAirT  FOR  A   UCISfilTI   (nrTSBTOB). 

Stats  of  I,  County  of  K,y  ss : 

A.  B.,  the  above-named  petitioner,  beinj;  duly  awom  [or,  affirmed],  deposes  and 
Bays  that  he  rerily  beUevea  that  his  aforesaid  letters  patent  are  inoperatiTe  [or,  invalid, 
or^  both]  by  reason  of  a  defectiye  [or,  insafficient]  specification  [or  both,  or  by  reason  of 
the  patentee  claiming  as  his  own  invention  or  discovery  more  than  he  had  a  right  to 
claim  as  new],  and  that  the  error  arose  by  inadvertence  [or  accident  or,  mistake], 
without  any  fraudulent  or  deceptive  intent ;  that  he  is  the  sole  owner  of  tsld  letters 
patent ;  [or,  that  £.  F.  is  the  sole  owner  of  said  letters  patent,  and  that  this  applica- 
tion is  made  on  the  behalf  and  with  the  consent  of  said  E.  F.;]  and  that  he  verUj 
believes  himself  to  be  the  first  and  original  inventor  of  the  improvement  set  forth  and 
claimed  in  this  amended  specification,  and  does  not  beliew  that  the  same  was  e^er 
before  known  or  used. 

iuB. 

Sworn  to  and  subscribed  before  me  this  26th  day  of  July,  1869. 

CD., 
[Tide  of  office,} 

20.  Bt  ax  afpucaht  fob  a  rkissue  (assignee). 

(To  be  used  only  when  the  inventor  is  dead  or  in  cases  of  patents  issued  and 

assigned  prior  to  July  8,  1870.) 

State  of  I.,  County  of  K,^  ss : 

A.  B.  and  G.  D.,  the  above-named  petitioners,  being  duly  sworn  [or  affirmed j, 
depose  and  say  that  they  verily  believe  that  the  aforesaid  letters  patent  granted  to  E. 
F.  are  [here  folUnos  form  19,  mutatis  mutandis];  that  the  entire  title  to  said  letters- 
patent  is  vested  in  them ;  and  that  they  verily  believe  the  said  K.  F.  to  be  the  first 
and  original  inventor  of  the  invention  set  forth  and  claimed  in  the  foregoing  amended 

epecification ;  and  that  the  said  E.  F.  is  now  deceased. 

A.  B. 

CD. 
Sworn  to  and  subscribed  before  me  this  14th  day  of  November,  1869. 

A.  B., 
[7\tle  of  Office.] 

21.  StrPPLSUENTAL  OATHS  TO  ACCOlfFANT   A    NEW  OR  AN  ENLABOED  CLADL 

State  of  I.,  County  of  K,  ss  : 

A.  B.,  whose  application  for  letters  patent  for  an  improvement  in  seed-drills  (Serial 
.  Number  .4fi26,  was  filed  in  the  United  States  patent  office  on  or  about  the  16th  day 
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of  March,  1869,  being  daly  sworn  [or^  affirmed],  deposes  and  says  that  he  vorOy 

licleves  himself  to  be  the  original  and  first  inventor  of  the  improvement  as  described 

and  claimed  in  the  foregoing  amendment,  in  addition  to  that  which  was  embraced  in 

the  claims  originally  made,  and  that  he  does  not  know  and  docs  not  believe  that  the 

same   was  ever  before  known  or  used,  and  that  the  matter  sought  to  be  inserted 

formed  a  part  of  his  original  invention  at  the  date  of  filing  said  application. 

A.B. 

Sworn  to  and  snbscribed  before  me  this  11th  day  of  July,  1870. 

0.  D., 

[Offleialiiae.] 

22.  Oath  as  to  tei  toss  of  lkttbrs  patent. 

State  of  I.,  Counitf  of  JT.,  m  .• 

A.  B.,  of  said  county,  being  duly  sworn  [or,  affirmed],  doth  depose  and  say  that 

the  letters  patent  No.  12,213,  granted  to  him,  and  bearing  date  on  the  9th  day  of 

January,  A.  D.  1856,  have  been  either  lost  or  destroyed;  that  he  has  made  diligent 

search  for  the  said  letters  patent  in  all  places  where  the  same  would  probably  be 

found,  if  existing,  and  that  he  has  not  been  able  to  find  them. 

A.  B. 
Subscribed  and  sworn  to  before  me  this  5th  day  of  October,  1868. 

C.  D., 

[Offleial  tUle.] 

28.  Oath  of  admihistratoe  as  to  the  loss  of  jlsttsbs  patent. 

State  of  L,  County  o/K,^  n : 

A.  B.,  of  said  county,  oeing  duly  sworn,  doth  depose  and  say  that  he  is  adminis- 
trator of  the  estate  of  £.  F.,  deceased,  late  of  L.,  in  said  county  ;  that  the  letters  pat- 
ent Xo.  12,219,  granted  to  said  E.  F.,  and  bearing  date  of  the  9th  dny  of  January,  A. 
D.  1856,  have  been  lost  or  destroyed,  as  he  verily  believes  ;  that  he  has  made  diligent 
search  for  the  said  letters  patent  in  all  places  where  the  same  would  probably  be 
found,  if  existing,  and  especially  among  the  papers  of  the  decedent,  and  that  he  has 

not  been  able  to  find  said  letters  patent 

A.  B., 

Adminisrator,  dse, 

Snbscribed  and  sworn  to  before  me  this  6th  day  of  October,  18C8. 

C.  D., 

[Ogicial  iitle,^ 

24.    POWEB  OF  ATTORNEY  AFTER  APPLICATION  FILED. 

If  the  power  of  attorney  be  given  at  any  time  other  than  that  of  making  opplica- 
tion  for  letters  patent,  it  will  be  in  substantially  the  following  form : 
To  the  Commissioner  of  Patents : 

The  undersigned  having,  on  or  about  the  20th  day  of  July,  1869,  made  application 
for  letters  patent  for  an  improvement  in  horse-powers  (Serial  Number  982),  hereby 
appoints  C.  D.,  of  L.,  in  the  county  of  M.,  and  State  of  N.,  his  attorney,  With  full 
power  of  substitution  and  revocation,  to  prosecute  said  application,  to  make  alterations 
and  amendments  therein,  to  receive  the  patent,  and  to  transact  all  business  in  the 
patent-office  connected  therewith. 

Signed  at  L.,  in  the  ponnty  of  M.,  Stote  of  N.,  this  6th  day  of  June,  1879. 

A.  B. 
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26.    RiYOCATIOH  OV  FOWKR  OP  ATTORMIT. 

To  (he  Commitsiotier  of  PattnU : 

The  undersigned  having,  on  or  about  the  26th  day  of  Deoembef,  1867,  appointed 
C.  D.,  of  L.,  in  the  county  of  M^  and  State  of  X.,  his  attorney  to  prosecute  an  applica- 
tion for  letters  patent,  which  application  was  filed  on  or  about  the  1st  day  of  June, 
1868,  for  an  improvement  in  the  running  gear  of  wagons  (Serial  Number  870),  hereby 
revokes  the  power  of  attorney  then  given. 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  2l8t  day  of  July,  1869. 

A.  B. 

26.  Amxndmekt.* 

To  the  CommUritmer  of  PcUenU. : 

In  the  matter  of  my  application  for  letters  patent  for  an  improvement  in  sewing 
machines,  filed  May  1,  1879  (Serial  Number  640),  I  hereby  amend  my  specification  as 
follows : 

By  striking  out  all  between  the  6th  and  20th  lines,  inclusive,  of  page  8  ; 

By  inserting  the  words  connected  mth  after  the  word  *^  and  **  in  the  Ist  line  of  the 
2d  claim  ;  and 

By  striking  out  the  8d  claim,  and  substituting  therefor  the  following : 

"  8.  The  combination,  with  the  driving  shaft,  the  needle-bar,  and  mechanism  for 
reciprocating  the  same,  of  the  shuttle-carrier,  the  shuttle -lever,  and  a  cam  carried  by 
the  driving-shaft,  whereby  the  proper  reciprocating  movement  is  imparted  to  the  shut- 
tle-carrier, and  the  needle-bar  is  caused  to  operate  in  unison  therewith,  substantially 
as  described.'* 

Signed  at  L.,  in  the  county  of  H.,  and  State  of  N. 

A.  B., 

By  S.  Z., 

JBSs  AUomey  in  Fad. 

DISCLAIMERS. 

27.  Disclaimer  after  patskt. 

To  the  Commissioner  of  Paienia  : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States,  residing  at  L.,  in  the  county 
of  M.,  iind  State  of  N.  [ory  subject,  &c.],  represents  that  in  the  matter  of  n  certain 
improvement  in  printing-presses,  for  which  letters  patent  of  the  United  States  No. 
76,''00  were  granted  to  C.  D.,  on  the  12th  day  of  June,  1879,  here  is  [here  state  the 
exact  interest  of  the  diaclairoant;  if  assignee,  set  out  liber  and  p:ige  where  assign- 
ment is  recorded],  and  that  he  has  resison  to  lielieve  that,  through  iiiadvertence 
[ticeidcnt  or  mistake],  the  specification  and  claims  of  snid  let trrn  patent  arc  too  brotid, 
including  that  of  which  said  patentee  was  not  the  fir^t  inventor.  Your  petitioner 
therefore,  hereby  enters  his  disclaimer  to  that  part  of  the  claim  in  .said  specification 
which  is  in  the  following  words,  to  wit : 

"  I  also  claim  the  sleeves  A  B,  having  each  a  friction-cnro,  0,   and  connected, 

*  In  the  preparation  of  all  amend-  tion,  in  order  to  aid  the  ofl9ce  in  making 
ments  a  separate  paragraph  should  be  de-  the  entry  of  the  amendment  into  the'  case 
voted   to  each  distinct  erasure  orinscr-      to  which  it  pertains. 
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respectively,  by  means  of  chains  or  chords  K  L  and  M  N,  with  an  oscillatory  lerer,  to 

operate  substantially  as  herein  shown  and  described." 

A.B. 
Witness : 

CD. 

28.  Disclaimer  during  lyTERmiKKOi. 

A.  B.  \ 

V.     >  Before  the  examiner  of  interferences. 
C.  D.  ) 

Subject-matter :  Sewinj^  machines. 
T(*  the  CommMoner  of  PaltnU: 

Sir  :  In  the  matter  of  the  interference  above  naicd,  under  the  provision's  of  and 
for  the  purpose  set  forth  in  Rule  104,  I  disclaim  [set  forth  the  matter  as  given  in 
declaration  of  interference],  ap  I  am  not  the  first  inventor  thereof,  and  I  herewith  trans- 
mit an  amendment  to  rov  application  (Serial  Kumber  1566),  for  the  purpose  of  having 
the  above  disci dimur  embodied  as  part  of  my  specification. 

Signed  at  L.,  in  the  county  of  N,  and  State  of  N.,  this  15th  day  of  June,  1879. 

A.B. 

Witnesses : 

E.  F. 
G.H. 

APPEALS. 

29.  From  a  principal  ixaminxr  to  thi  ezamihkbs-ih-chixf. 

To  the  Commutsioner  of  Paterd*  : 

Sir  :  I  hereby  appeal  to  the  examiners-in-chief  from  the  decision  of  the  principal 

examiner  in  the  matter  of  my  application  for  letters  patent  for  an  improvement  in 

Wagon  brakes,  filed  January  10,  1869,  which  on  the  20th  day  of  July,  1809,  was 

rejected  the  second  time.    The  following  are  the  points  of  the  decision  on  which  the 

appeal  is  taken  :  [HerefoUown  a  stcUement  of  the  points  on  vfhieh  the  appeal  ie  taken^ 

as  provided  in  Rule  128.] 

[Place  and  date  of  signing, "] 

A.  B. 

80.  From  a  principal  ezamimxr  to  the  commissioner. 

7\>  the  Commissioner  of  Patents  : 

Sir:  I  hereby  appeal  to  you  in  person  from  the  decision  of  the  principal  examiner, 
made  April  7,  1879,  in  the  case  of  my  application  for  letters  patent  for  an  improve- 
ment in  harvesters,  filed  January  10,  1879,  wherein  he  refused  to  consider  the  case 
upon  its  merits  until  certain  alleged  inaccuracies  of  expression  in  the  specification 
should  be  corrected.  Tho  following  are  the  points  of  the  decision  on  which  the  appeal 
is  taken  :  [Here  follow  points  on  which  appeal  is  taken,"] 

[Place  and  date  of  signing.] 

A.B. 

81.  From  the  ezaminer8-in*crief  to  the  commissioher. 


To  the  Commissioner  of  Patents : 
Sir  :  I  hereby  appeal  to  you  ii 
made  April  7,  1879,  in  the  intrrfrn'nce  between  my  npplicttion  for  lcltci*8  patent  for 


Sir  :  I  hereby  appeal  to  you  in  person  from  the  decisions  of  the  examiner-in-chfof 
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improTement  in  sewing-machinefl  and  the  letters  patent  of  A.  B.,  in  which  priority  of 
inrentlon  was  awarded  to  said  A.  B.  The  rollowing  are  assigned  for  reasons  of^ 
appeal :  [Here  thauldfoUoto  an  explicit  etatemaU  of  the  alleged  erron  in  the  deeinon 
of  the  examinere-in^ief] 

CD. 

88.   FrOH  TBI  KXA.MINIR  IH  CHABOI  Off  nmEBTIBIHOBS  TO  TBI  lXAMUnEB8-ZH-GHIKr. 

To  the  Commietioner  of  Patente  : 

Sib  :  I  hereby  appeal  to  the  examincrs-in  chief  from  the  decision  of  the  examiner 

of  inferences  in  the  matter  of  the  interference  between  my  application  for  letters  patent 

for  improvement  in  sewing  machines  and  the  letters  patent  of  A.  B.,  in  which  priority 

of  iiTvention  was  awarded  to  said  A.  B.    The  following  are  assigned  for  reasons  of 

appeal :  [Here  should  follow  an  explicit  etaiement  of  the  alleged  errors  m  the  decieiofi  of 

tht  examiner  of  inicrferenceitA 

CD. 

88.  From  tbob  iXAMiims-iii-CHiXF  to  thi  coxiassiovsB.  ^ 

7b  the  CommtMnoner  of  Patents  : 

Sir  :  We  hereby  appeal  to  the  commissioner  in  person  from  the  decision  of  the 
examiners-in-chief  in  the  matter  of  our  application  for  the  reissue  of  letters  patent  for 
an  improvement  in  cotton-presses,  granted  to  A.  B.,  May  18,  1866.  The  followmg 
are  assigned  for  reasons  of  appeal :  [HerefoUaw  the  reasons  as  in  Form  81.] 

CD. 
E.F. 

84.  From  thi  commissionxr  to  thi  buprrmi  court  or  THf  DiSTRicr  of  Columbia. 

Wabbihotoii,  D.  C,  Jvfy  20, 1871. 
To  the  Supreme  Court  of  the  District  of  Columbia^  in  bane: 

The  petition  of  A.  B.,  of  L.,  in  the  county  of  H.,  and  State  of  N.,  respectf  ally  show- 
eth  :  That  he  has  heretofore  invented  a  new  and  usef al  improvement  in  velocipedes ; 
that  on  or  about  the  1st  day  of  Hay,  1870,  he  applied  to  the  patenUoffice  of  the  Uni- 
ted States  for  a  patent  for  the  same  [or^  for  the  reissue  of  a  patent  granted  therefor 
under  date  of  June  10, 1862],  and  complied  with  the  requirements  of  the  several  acts 
of  congress,  and  with  the  rules  of  the  patent-office  prescribed  in  such  cases ;  that  his 
said  application  was  rejected  by  the  commissioner  of  patents,  on  appeal  to  him,  on  or 
about  June  20,  1871 ;  that  he  has  filed  in  said  office  due  notice  to  the  commissioner  of 
patents  of  this  his  appeal,  accompanied  with  the  reasons  of  appeal ;  and  that  the 
commissioner  has  furnished  him  with  complete  copies  of  all  the  original  papers  and 
evidence  in  the  case,  all  of  which,  together  with  a  copy  of  the  reasons  of  appeal, 
accompany  this  petition,  and  are  to  be  taken  as  a  part  hereof. 

And  the  said  A.  B.  prays  that  his  said  appeal  may  be  heard  and  determined  by 
your  honorable  court  at  such  early  time  as  may  be  appointed  for  that  purpose ;  and 
that  the  commissioner  of  patents  may  be  duly  notified  of  the  same,  and  directed  in 
what  manner  to  give  notice  thereof  to  the  parties  vterested. 

A.B. 

7h  the  Commissioner  of  Patents : 

A.  B.,  of  L.,  in  the  county  of  H.,  and  State  of  N.,  hereby  gives  notice  that  he  has 
appealed  from  jour  decinon,  rendered  on  or  about  the  20th  day  of  June,  1871,  reject- 
ing his  application  for  a  patent  [or ^  for  a  reissue  of  a  patent  granted  to  him  June  10, 
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1862],  for  an  improvement  in  velocipedes ;  and  of  this  you  are  respectfully  requested 
to  take  notice. 

And  tlie  said  A.  B.,  assigns  the  following  reason  for  appealing  from  the  said  decis- 
ion of  the  commissioner  of  patents,  viz: 

[HerefoUovo  reatoru,  which  t?toulcl  be  full  and  explieitf  and  eomtUtUe  a  brief  of  the 
appellant* »  argttmeni,'] 

A.B. 

85.  Preliminabt  statxiumt. 

'     '  I  Interference  in  the  U.  S.  patent^>ffice. 
n    V)  i  Preliminary  statement  of  A.  B. 

A.  B.,  of  L.,  in  the  county  of  M.,  and  State  of  N.,  being  duly  sworn,  doth  depose 

and  say  that  he  is  a  party  to  the  interference  declared  by  the  commissioner  of  patents 

June  8,  1879,  between  A.  B.'s  application  for  letters  patent,  filed  May  6,  1879,  and 

the  patent  of  G.  D.,  granted  April  20,  1879,  for  a  twine-machine;  that  he  conceived 

the  invention  set  forth  in  the  declaration  of  interference,  on  or  about  the  1st  of  June, 

1877 ;  that  during  the  said  month  he  made  drawings  of  the  irvention  and  explained  it 

to  others  ;  that  he  made  a  model  showing  the  invention  on  or  about  July  20,  1877  ; 

that  he  embodied  it  in  a  full-sized  machine,  which  was  completed  on  or  about  August 

16,  1877 ;  that  on  the  21it  day  of  the  last-named  month  he  successfully  operated  the 

said  machine  at  his  shop  in  the  town  of  L.,  county  of  M.,  and  State  of  N.,  and  that  he 

has  since  continued  to  use  the  same  machine,  and  has  also  manufactured  others  for 

use  and  sale. 

A.  B. 
Subeoribed  and  sworn  to  before  me  this  10th  day  of  April,  1879. 

E.F., 

[Official  tUU,} 

86.  RvLn  or  thi  bittsuh  oouet  in  appeals  prom  thk  oommissiohir  op  pathtts,  adop- 
ted KovxMBXB  80,  1870. 

1.  The^appellant's  petition  shall  be  addressed  to  the  court,  and  shall  be  substan- 
tially as  follows : 

•*  To  the  Suprems  CavH  of  the  Dittriet  of  Columbia^  in  bane, 187-. 

^  The  petition  of  ,  a  citizen  of  ,  in  the  \8taU,  Territory 

diatriel'\  of  ,  respectfully  shows  as  follows : 

«*(1.)  About  the  day  of  ,18,1  invented  [deeeribe  thetubjeet  of  the 

detired  patent  in  the  identical  worde  of  the  application  to  the  pateni-offieej] 

"  (6.)  On  the  day  of  ,  18 — ,  in  the  manner  prescribed  by  law,  I 

presented  my  application  to  the  patent^>iBce,  praying  that  a  patent  be  issued  to  me 
for  said  invention. 

*'  (8.)  Such  proceedings  were  had  in  said  otQce,  upon  said  application,  that  on  the 
day  of  ,  18    ,  it  was  rejected  by  the  commissioner  of  patents. 

*'  (4.)  I  thereupon  appealed  to  this  court,  and  gave  notice  thereof  to  the  commis- 
sioner, and  filed  in  his  office  the  following  reasons  for  said  appeal : 

'*  (5.)  The  commissioner  of  patents  has  furnished  me  a  complete  q>py  of  all  the 
proceedings  in  his  office  upon  my  said  application,  which  copy  has  been  filed  here- 
with, and  is  to  be  taken  as  part  hereof. 
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'*  (6.)  And  hereupon  I  pray  thai  the  court  do  reTise  and  reverse  said  decUion,  tQ 
the  end  that  justice  may  be  done  in  the  premises. 

4i  _____  ..^_^__  »» 

• 

2.  This  petition  shall  be  filed  in  the  clerk's  office  of  this  court ;  and  as  soon  as  the 
petitioner  has  made  the  deposit  required  by  law  at  the  eommencement  of  suits  in  thiB 
court,  or  said  deposit  has  been  dispensed  with,  the  clerk  shall  enter  the  case  in  a 
docket  to  be  provided  by  him  for  the  purpose,  and  in  which  a  brief  of  said  filing  and 
of  all  subsequent  proceedings  in  the  case  shall  be  entered  as  and  when  they  suooes- 
sively  occur,  down  to  and  including  the  final  decision. 

8.  The  clerk  shall  provide  a  minute-book  of  his  office,  in  which  he  shall  record 
every  order,  rule,  judgment,  or  decree  of  the  court  in  each  case,  in  the  order  of  time 
in  which  said  proceedings  occur ;  and  of  this  book  there  shall  be  two  alphabetical 
indexes,  one  showing  the  name  of  the  party  applying  for  the  patent,  and  the  other 
designating  the  invention  by  its  subject-matter  or  name. 

4.  The  cases  in  the  docket  of  causes  shall  be  successively  numbered  from  No.  1 
onward,  and  each  case  shall  also  be  designated  by  the  number  assigned  to  it  on  tbe 
records  of  the  patent>office. 

6.  This  docket  shall  be  called  for  the  trial  of  the  cases  thereon  on  the  first  day 
of  each  session  of  this  court  in  general  term,  provided  the  petition  has  been  filed  ten 
days  before  the  commencement  of  the  term. 

6.  The  opinions  of  the  court,  when  written,  shall  be  kept  by  the  derk,  in  tbe 
order  of  their  delivery  and  in  a  temporary  book-file,  indexed  ;  and  when  so  many  have 
been  delivered  as  will  make  a  volume  of  convenient  size,  he  shall  cause  them  to  be 
bound. 

7.  The  clerk  shall  furnish  to  any  applicant  a  copy  of  any  paper  in  any  of  said 
appeals  on  payment  of  the  lawfiil  fees. 

8.  Hearings  of  said  appeals  shall  be  subject  to  the  rules  of  the  court  provided  for 
other  causes  therein. 

9.  When  the  testimony  of  the  commissioner,  or  of  any  examiner,  touching  tbe 
principles  of  invention  in  question,  shall  be  deemed  necessary,  it  shall  be  taken  orally 
in  open  court,  unless  otherwise  ordered  by  the  court.  And,  in  such  case,  the  court 
may  order  it  to  be  reduced  to  writing,  and  filed  or  entered  on  its  niiixutes,  if  if,  jl^ink 
proper. 

10.  The  final  judgment  or  order  of  the  court  shall  not  recite  any  of  the  fact?  made 
to  appear  iu  the  case,  but  shall  be  to  the  following  effect : 

*'  This  appeal  having  been  heard  upon  the  record  from  the  patent  office  [add  ajcu^ 
upon  the  testimony  of  the  commissioner  of  patents  [or,  of  one  of  the  exaqainers] 
[touching  the  principles  of  the  invention],  and  having  been  argued  by  {counsel  for] 
the  petitioner  and  [foi*]  ihe  commissioner : 

"  It  is  thereupon  ordered  and  adjudged  that  the  [petition  be  dismissed]  [ory  com- 
missioner do  issue  to  the  petitioner  a  patent]  [as  prayed],  [granting  the  petitioner  (^to 

"  And  that  the  clerk  of  this  court  transmit  to  the  oommissioner  of  patents  a  copy 
of  thifl  decree  duly  authenticated." 


J 

■L 
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ASSIGNMENTS. 
89.  Op  an  kntiiu  iktkrest  in  an  intention  before  the  issue  of  letters  patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  M.,  State  of  N.,  have  invented  a  certain  nev 
at.d  useful  improvement  in  harvesters  [giving  title  of  the  same],  for  which  I  am  about 
tu  make  Hpplication  for  letters  patent  of  the  United  States  ;  and  whereas  6.  D.,of  R., 
I'ounty  of  S.,  State  of  N.,  is  desirious  of  acquiring  an  interest  in  said  invention,  and 
in  the  letters  patent  to  be  obtained  therefor : 

Now,  therefore,  to  all  whom  it  may  concern,  be  it  known  that,  for  and  in  consider- 
ation of  the  sum  of  five  thousand  dollars  to  me  in  hand  paid,  the  receipt  of  which  is 
hereby  acknowledged,  I,  the  said  A.  B.,  have  sold,  assigned,  and  transferred,  and  by 
these  presents  do  sell,  assign,  and  transfer  unto  the  said  G.  D.,  the  full  and  exclusive 
right  to  the  said  invention,  as  fully  set  forth  and  described  in  the  specification  pre- 
pared and  executed  by  me  on  the day  of ,  188 — ,  preparatory  to  obtaining 

letters  patent  of  the  United  States  therefor ;  and  I  do  hereby  authorize  and  request 
the  Commissioner  of  Patents  to  issue  the  said  letters  patent  to  the  said  G.  D.,  as  the 
iis^signee  of  my  entire  right,  title,  and  interest  in  and  to  the  same,  for  the  sole  use  and 
bc'hoof  of  the  said  G.  D.  and  his  legal  representatives. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed  my  seal  this  4th 

day  of  May,  A.  D.  1879. 

A.  B.  [seal.] 
In  presence  of — 

0.  P. 

S.  T. 

38.  Of  the  entire  interest  in  letters  patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  H.,  State  of  N.,  did  obtain  letters  patent  of  thf 
United  States  for  an  improvement  in  car-wheels,  which  letters  patent  are  numbered 
95,000,  and  bear  date  the  6th  day  of  June,  in  the  year  one  thousand  eight  hundred 
and  sixty-nine,  and  whereas  I  am  now  the  sole  owner  of  said  patent  and  of  all  rights 
under  the  same :  and  whereas  E.  F.,  of  B.,  county  of  S.,  State  of  N.,  is  desirous  of 
ac(|uinng  the  entire  interest  in  the  same : 

Now,  therefore,  to  all  whom  it  may  concern,  be  it  known  that,  for  and  in  consider- 
ation of  the  sum  of  five  thousand  dollars  to  me  in  hand  paid,  the  receipt  of  which  is 
hereby  acknowledged,  I,  the  said  G.  D.,  have  sold,  assigned,  and  transferred,  and  by 
these  presents  do  sell,  assign,  and  transfer  unto  the  suiU  £.  F.,  the  whole  right,  title, 
ond  interest  in  and  to  the  said  improvement  in  carwhrels,  Rnd  in  and  to  the  letters 
patent  tiierefor  aforesaid ;  the  same  to  be  held  and  enjoyed  by  the  said  E.  F.,  for  liis 
own  use  and  behoof,  and  for  the  use  and  behoof  of  his  legal  representatives,  to  the 
full  end  of  the  term  for  whicii  said  letters  patent  are  or  may  be  granted  [thus  includ- 
ing extention],  as  fully  and  entirely  as  the  same  would  have  been  held  and  enjoyed 
by  me  had  this  assignment  and  sale  not  been  made. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed  my  seal  at  L.,  in 
the  county  of  H.,  and  State  of  N.,  this  26lh  day  of  July,  A  D.  1878. 

A.  B.  [seal.] 

In  presence  of — 
N.P. 
0.  T. 
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89.   Of  AN  UHDiriDID  XNTBRXST  IN  LRTKR8  PATINT. 

Whereas  I,  A.  B.,  of  L^  county  of  H.,  State  of  N.,  did  obtain  letters  patent  of  the 
United  Sutes  for  an  improvement  in  hay-rakes,  which  letters  patent  are  numbered 
89,920,  and  bear  date  the  8rd  day  of  August,  in  the  year  one  thousand  eight  hun- 
dred and  sixty ;  and  whereas  CD.,  of  R.,  county  of  S.,  State  of  K.,  is  desiitiua  of 
acquiring  an  interest  in  the  same : 

Now,  therefore,  to  all  whom  it  may  concern,  be  it  known  that,  for  and  in  consider- 
ation of  the  sum  of  five  hundred  dollars  to  me  in  hand  paid,  the  receipt  of  which  is 
hereby  acknowledged,  I,  the  said  A.  B.,  have  sold,  assigned,  and  transferred,  and  by 
these  presents  do  sell,  assign,  and  transfer  unto  the  said  D.  £.,  the  undivided  one>ha]f 
part  of  the  whole  right,  title,  and  interest  in  and  to  the  said  invention,  and  in  and  to 
the  letters  patent  therefor  aforesaid ;  the  said  undivided  one-half  part  to  be  held  and 
enjoyed  by  the  said  G.  D.,  for  his  own  use  and  behoof,  and  for  the  use  and  behoof  of 
his  legal  representatives,  to  the  full  end  of  the  term  for  which  said  letters  patent  are 
or  may  be  granted  [thus  including  extension],  as  fully  and  entirely  as  the  same  would 
have  been  held  and  enjoyed  by  me  had  this  assignment  and  sale  not  been  made. 

lu  testimony  whereof  I  have  hereunto  set  my  hand  and  afBxed  my  seal  at  L.,  in 

the  county  of  M.,  and  State  of  K.,  this  Vth  day  of  June,  A.  D.  1862. 

A.  B.  [bbal.] 
In  the  presence  of— 

N.  P. 

0.  T.  . 

40.  TkRBITOBIAL   interest  AVrER  GRANT  or  PATENT. 

Whereas  I,  A.  B.,  of  L.,  county  of  H.,  State  of  N.,  did  obtain  letters  patent  of  the 
United  States  for  improvement  in  grain-binders,  which  letters  patent  are  numbered 
87,564  and  bear  date  the  8th  day  of  June,  in  the  yetir  one  thousand  eight  hundred 
and  sixty ;  and  whereas  I  am  now  the  sole  owner  of  the  said  patent  and  of  all  rights 
under  the  same  in  the  below-recited  territory ;  and  whereas  C.  D.,  of  R.,  county  of  S., 
State  of  N.,  is  desirous  J  acquiring  an  interest  in  the  same : 

Now,  therefore,  to  all  whom  it  may  concern,  be  it  known  that,  for  and  in  consider- 
ation of  the  sum  of  five  thousand  dollars  to  me  in  band  paid,  the  receipt  of  which  is 
hereby  acknowledged,  I,  the  said  A.  B.,  have  sold,  assigned  and  traubferred,  and  by 
these  presents  do  sell,  assign,  and  transfer,  unto  the  said  0.  D.,  all  the  right,  title,  and 
interest  in  and  to  the  said  invention,  as  secured  to  me  by  said  Utters  patent,  for,  to, 
and  in  the  Sute  of  N.,  and  for,  to,  or  in  no  other  place  or  places ;  the  same  to  be  held 
and  enjoyed  by  the  said  G.  D.  wiihin  and  throughout  the  above- specified  territory,  bat 
not  elsewhere,  for  his  own  use  and  behoof,  and  for  tlie  use  and  behoof  of  his  lega| 
representatives,  to  the  full  end  of  the  terra  for  which  said  letters  patent  are  or  may 
be  granted  (thus  including  extension),  as  fully  and  entirely  as  the  same  would  havo 
been  held  and  enjoyed  by  me  had  this  assignment  and  sale  not  been  made. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed  my  seal  at  L.,  in 

the  county  of  M.,  and  State  of  N.,  this  8rd  day  of  liay,  A.  B.  1861. 

A.  B.  [axAL.] 

In  the  presence  of— 

S.  T. 

B.D. 
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41.  I4CV|(«S— ^BOP-EIOBT. 

In  consideration  of  the  lum  of  fifty  dollan,  to  be  paid  bv  the  firm  of  S.  J.  k  Co., 

of  L.J  in  .the  coifinty  of  IL,  State  of  N.,  I  do  hereby  licenae  and  empower  the  aaid  S. 

^J.  &  (Jk>,  to  maottfacture  in  aajd  L.  [or  other  pUce  agreed  upon]  the  improvement  in 

,  cotton-seed  plapters,  for  which  letters  patent  of  the  United  State0  No.  71,846  were 

granted  to  me,  November  18,  1868,  and  to  sell  the  machines  so  manufactured  through- 

out  .the  United  states,  to  the  full  eyd  of  the  term  for  which  said  letters-patent  are 

^grantod. 

Signed  at  L.,  in  the  county  of  IL,  and  State  of  N.,  this  22d  day^pf  April,  1869. 

A.  B. 

42.  License — ^mot  bzclubite — with  botaltt. 

This  agreement,  made  this  12th  day  of  September,  1868,  between  A.  B.,  of  L.,  in 
the  county  of  M.,  and  State  of  N.,  party  of  the  first  part,  and  C.  B.  k  Co.,  of  0.,  in 
the  county  of  R.,  and  State  of  S.,  party  of  the  second  part,  witnesseth,  that  whereas 
letters  patent  of  the  United  States  No,  67,540,  for  an  improvement  in  horse-ralcea  were 
granted  to  the  party  of  the  first  part,  dated  October  4,  1867 ;  and  whereas  the  party 
of  tlie  second  part  is  desirous  of  manufacturing  horse-rakes,  containing  said  patented 
improvement :  Now,  therefore  the  have  agreed  as  follows : 

I.  The  party  of  the  first  part  hereby  licenses  and  empowers  the  party  of  the  second 
part  to  manufacture,  subject  to  the  conditions  hereinafter  named,  at  their  factory  in 
0.,  and  in  no  other  place  or  places,  to  the  end  of  the  term  for  which  said  letters  patent 
were  granted,  horse-rakes  containing  the  the  patented  improvements,  and  to  sell  the 
same  within  the  United  States. 

II.  The  party  of  the  second  part  agrees  to  make  full  and  true  returns  to  the  party 
of  the  first  part,  under  oath,  upon  the  first  days  of  July  and  January  in  each  year,  of 
all  horse-rakes  containing  the  patented  improvements  manufactured  by  them. 

III.  The  party  of  the  second  part  agrees  to  pay  to  the  party  of  the  first  part  five 
dolUrs  as  a  license-fee  upon  every  horse-rack  manufactured  by  said  party  of  the  second 
part  containing  the  patented  improvements ;  provided,  that  if  the  said  fee  be  paid  upon 
the  days  provided  herein  for  semi-annual  returns,  or  within  ten  days  thereafter,  a  dls. 
count  of  fifty  per  cent,  shall  be  made  from  said  fee  for  prompt  payment 

IV.  Upon  a  failure  of  the  party  of  the  second  part  to  make  returns  or  to  make 
payment  of  license-fees,  as  herein  provided,  for  thirty  days  after  the  days  herein  named, 
the  party  of  the  first  part  may  terminate  this  license  by  serving  a  writt^  notice  upon 
the  party  of  the  second  part ;  but  the  party  of  the  second  part  shall  not  thereby  be 
discharged  from  any  liability  to  the  party  of  the  first  part  for  any  license-fees  due  at 
she  time  of  the  service  of  said  notice. 

In  witness  whereof  the  parties  above  named  have  hereunto  set  their  hands  t^e  day 

and  year  first  above  written,  at  L.,  in  the  county  of  H.,  and  State  of  N. 

A.B. 

G.  B.  k.  CO. 

EXTENSIONS. 

Forms  numbered  48  to  48  inclusive  are  omitted  because  they  se)%te.ta  prooeedings 
to  obtain  extensions,  only. 
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DEPOSITIONS. 

49.  Nones  or  takeko  TuriicoirT. 

Boston,  Mass.,  Martk  29, 1869. 
In  the  mutter  of  the  interference  between  the  application  of  A.  B.  for  a  paper-collar 
machine,  and  the  patent  No.  25,038,  granted  December  16, 1868,  to  0.  D.,  now  pend- 
ing before  the  commiasioner  of  patents. 
Sib:  Yon  are  hereby  notified  that  on  Wednefidaj,  March  81,  1809,  at  the  office  of 
£.  F.,  esq..  No.  30  Court  street,  Boston,  Mass.,  at  nine  o'clock  in  the  forenoon,  I  shall 
proceed  to  take  the  testimony  of  6.  H.,  J.  K.,  and  L.  M.,  all  of  B.,  as  witnesses  In 
my  behalf. 

The  examination  will  continue  from  day  to  day  until  completed.    You  are  mTited 

to  attend  and  cross-examine. 

A.  B., 

By  R.  &,  hu  AUomof. 
[Place  and  date  of  signing.] 

Proof  o/tervioe. 
SiATi  OP  M.,  County  of  N,j  m: 

Personally  appeared  before  me,  a  justice  of  the  peace  [or  other  officer],  the  above- 
named  A.  B...  who,  being  duly  sworn,  deposes  and  says  that  he  senred  the  above 
notice  upon  0.  P.,  the  attorney  of  the  said  C.  D.,  at  one  o'clock  p.  m.  of  the  80th day 
of  March,  1869,  by  leaving  a  copy  at  his  office  in  R.,  in  the  ooonty  of  S.,  and  Stateof 

N.,  in  charge  of  his  paitner,  R.  S. 

A.  B. 

Sworn  to  and  subscribed  before  me  at  L.,  in  the  county  of  M.  and  State  of  N^  this 

8Ist  day  of  March,  1869. 

E,  F., 

[Official  tUU.^ 

[StTviee  may  he  acknowledged  by  the  party  upon  tohom  it  is  made,  aefoUoum: 

Service  of  the  above  notice  acknowledged  this  80th  day  of  Mardi,  1869. 

CD., 

By  £.  F.,  hit  Attorney,} 

60.  Form  or  DEFOsmoN. 

Before  the  commissioner  of  patents,  in  the  matter  of  the  interference  between  the 
application  of  A.  B.  for  a  paper-collar  machine  and  letters  patent  No.  86,088, 
granted  December  16,  1868,  to  0.  D. 
Depositions  of  witnesses  examined  on  behalf  of  A.B.,  pursuant  to  the  annexed  notice, 
at  the  office  of  £.  F.,  No.  80  Court  street,  Boston,  Mass.,  on  Wednesday,  March  81, 
1869.    Present,  S.  T.,  esq.,  on  behalf  of  A.  B.,  and  Y.  W.,  esq.,  on  behalf  of  C.  D. 
G.  H.,  being  duly  sworn  [or,  affirmed],  doth  depose  ^d  say,  in  answer  to  inie^ 
rogatories  proposed  to  him  by  S.  T.,  esq.,  counsel  for  A.  B.,  as  follows,  to  wit : 
Question  1.  What  is  your  name,  age,  residence,  and  occupation  ? 
Answer  1.  My  name  is  G.  H. ;  I  am  forty- three  years  of  age  ;   I  am  a  manufao> 
turerof  paper  collars,  and  reside  at  C,  in  the  State  of  M. 

Question  2,  Ice.  .  ....  .         . 

And  in  answer  to  cross-interrogatories  proposed  to  him  by  Y.  W.,  esq.,  counsel 
for  C.  D.,  he  saith : 
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Crosg-qoefltion  1.    How  long  fasve  you  known  A.  B.? 

Answor  1.       •  ...••••• 

O.H. 

51.  Cebtiucatb  or  omcsB. 

(To  follow  deposition.) 

State  of  M.,  County  of  N.^  « .* 

I,  A.  B.,  a  notary  public  within  and  for  the  county  of  M.,  and  State  of  N.  [or 
other  officer,  as  the  case  may  be],  do  hereby  certify  that  the  foregoing  deposition  of 
0.  D.  was  [or^  depositions  of  C.  D. ,  £.  F.,  &c.,  were]  taken  <m  behalf  of  O.  !{.«  in 

pursuance  of  the  notice  hereto  annexed,  before  me  at ,  in  the  city  [or,  town,  &c.] 

of  K.,  in  said  county,  on  the--^4ay  [w  days]  of  August,  1879  ;  that  said  witness^or, 
eacli  of  said  witnesses]  was  by  me  duly  sworn  before  the  commencement  of  his  testis 
mony ;  that  the  testimony  of  said  witness  [or,  of  each  of  said  witnesses]  was  written 
out  by  myself  \or,  by  0.  P.  in  my  presence];  that  the  opposing  party,  X.  T.,  was 
present  [or,  absent]  during  the  taking  said  testimony ;  that  said  testimony  was  taken 
at ,  and  was  commenced  at  9  o'clock  a.  m.  on  the  21st  of  Angust,  1879,  was  con- 
tinued pursuant  to  adjournment  on  the  22d,  28d  [&c.],  and  was  concluded  on  the 
28th  of  said  month ;  that  I  am  not  connected  by  blood  or  marriage  with  either  of 
said  parties,  nor  interested  directly  or  indirectly  in  the  matter  in  controversy. 

In  testimony  whereof  I  hare  hereunto  set  my  hand  and  affixed  my  seal  of  office,  at 

^  in  said  county,  this  1st  day  of  September,  1879. 

8.  T., 

[Offleial  tiOe.^ 
The  mogittraU  wiU  then  append  to  the  depoeition  the  notice  under  which  it  toot 
taken,  and  trill  seal  up  the  testimony^  and  direct  U  to  the  eomnUmoner  of  patentee  jlac* 
ing  upon  the  efivelope  a  eeiiiJSeaiey  in  eubttance  ae/oUowe : 

I  hereby  certify  that  the  within  deposition  of  O.  H.  [if  the  package  eontaim  more 
than  one  deporition  give  all  the  namee]^  relating  to  the  matter  of  interference  between 
A.  B.  and  C.  D.,  was  taken,  sealed  up,  and  addressed  to  the  commissioner  of  patents 
by  me  this  26th  day  of  April,  A.  B.  1869. 

B,F.. 

[OffUial  title.} 
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UtttGUAT. 

LoLW  (^  Industrial  Pate7itsj  November  13, 1885.* 

CIUPTER  I. 

QES91UL  PjBaVMKMrS. 

AmwB  !•  Antborixofr  tbe  Jljooative  >Pov0r  Ao  ji^iie  pstento 
,with.exoliiai3rerigblft  for  ioFffOtioniv  or  mpBo-y^om^ff^  jj^fgu  iar^ff 
lions. 

Abt.  2.  It, baa  t)ie  fame  posir«ir  with  reipect  toihe  persons  wlio, 
I>avi^g  tikk^Q  qot  a|)ateiit  in.  a  |on^gn(K>aiitr7,|K>Iicit, a  privilege  to 
.i^rrj  on  ibe4n4nBtrj  in  tbe  cpHO^y,  pn^^dod  ttie  application  (te 
madajKidiiu  tbeifiivt  yeiu*  of  tbe.origiiHiLpaikeiit  and.  the  appUoaat 
be  eitbar  Ibe  ipventor  Jiifaaslf,  :his  Mi>oaiBj,  <ff  Iflwim  of  t^ie 
patent. 

Abt.  8.  New  discoveries  or  inventions  of  any  tieaeripiion  entitle 
th6,au.tbors  thereof  to  the  exclasive  right  of  working  tlie  same  for 
the  period.apd  under  the  conditions  expressed  in  this  Law. 

Abt.  4.  The  following  are  oonsidered  4wKXV(9ries  or  new  inren* 
tions  :  New  prodaots  of  industry,  new  methods  or  means  and  new 
application  of  known  jmetbods  or  i^eaiis  for  the  attainment  of  a 
.result  pr  .ii^du^Jirial  .pjrpduct. 

Art.-.^.  PffitPiit  rights  will  not  be.gra^ted  fpr  financial  jscbemes 
discoveries  or  inventions  well  known  in  the  country  .or  abroad,  in 
written,  worjcs,  or  printed  periodicals,  which  are  purely  theoretic 
and  which  do  not  show  practically  their  proper  application,  chemi* 
cat  compositions,  and  such  as  be  contrary  to  the  laws  of  morality 
and  the  republic. 

Art.  6.  The  Government  docs  not  guarantee  either  the  merit  or 
the  priority  of  discoveries  or  inventions. 

Art.  7.  Patents  will  be  granted  for  3,  6- or  9  years  according  to 
the  request  of  the  applicant.  .  .  '• 

Art.  8.  Upon  each  patent  an  annuit]^  of  |25  shall  be  paid  whilst 
the  privilege  lasts. 

Art.    0.    The  payment  of  .the  annuities  referred  to  shall  bo 

cfiFected  in  the  Credito  Publi(5b  dffice  within  the  first  ten  days  of 

:■;:•    • 

*  There  is  a  later  decree  which  regulates  onl.?  the  gnintiiig  of  pntentn.  the  oon- 
dttct  of  the  patent-ofQ^  &c. 
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e^UAi  yeafy  trtfder  penalty  of  Iobs  or  canoelment  of  ther  pyFtilege, 
and  the  lettolrs  piiCent  will  not  b«  iatfued  until  the^raC^tliefie 
annaitieslitf  plaid  by  th^  appKeant  oY  appiiosMfl  for  thid  {mMAft. 

Alrr.  Wi  The*  term'  of  ten  days  mentioned^  in*' tbe- preceding 
article  harfng  expired  withont  the  payinenili  being-  effbcled,-  the^ 
KxeoQtire  Power  wiil  entertain,  and  in  sneh  case  give  pifefer^ncto  to 
appfieationrfor  privileges  of  thesain^  natiire  whteh  may  bepre^ 
aented  by  other  interested  parties. 

Abt.  11.  In  all  cases  where  a  privilege  is  granted, the  Ezeontive  ' 
Power,  previously  informed  by  the  cbUncil  of  public  health  upon 
privileges  fior  unheakhy  iDdastrlfts,)  Afiii  designate  tt  reasonable 
term  within  which  to  commence  woi4cing  the  industry  to  which  the 
patent  refers. 

Anr.  12.  Itpon  th^  oommemsismenc' of ^  working' tfc6ii^tf(utry  i 
within  the*  term  stipulated  by  the  Bx^utiver  IWer,  the  pa^ 
ei^tee  in  a  petition  to  the  patent^oAbe  shftU  give  no^ce'  of  thie  said 
working  stating  the  place  wh^re  the  Work  is  carried  on,  Whtefa  peti* 
tion  shall  be  annexed  to  the  despatch  and  forwarded  to  thtd  head 
oA'ce -of  public  Works  and  the' board  x)f  health  for  thdr 'report  as  to 
the  full  observance  of  the  terms  of  the  privilege. 

AttT.  13.  In  the  caiie  of  fbfGe:  mcifeute  or  difichlties  occn^ing 
which  can  possibly  justify  delay  in  the  estaUfshmen^  of-  the 
industry  within  the  term  designated  by  the  Executive  Power  uilrder 
article  11,  the'patentee  shall  be  able  to  petition  thior  Leg^sHrtive 
Power  for  a  prolongation  of  the  term  to  commence  working. 

This  petition  for  prolongation  should  be  made  at  least*  three 
months  before  the  termination  of  such  term.  * 

CHAPTER  n. 

Abt.  li.  The  letters  patent  referred  to  in  thepreCeding'aMcleii 
shall  be'  inscribed  upon  the  stamped  paper  designated  by*  the-  Itf# 
and  by  the  department  of  trade  and  commercial  marks,  which' from 
the  promulgation  of  this  law  shall  be  styled  ^  Office  of  Paitents  of 
Inventions,  Trade  and  Commercial  Marks." 

The  letters  patent  shall  be  sealed  and  signed  by  the  minUliro  ds 
ffobiemo,  whose  signature  shall  be  countersigned  bythe  chief  of  the 
aboved-named  office. 

Abt.  15.  The  staff  of  the  office  shall  be  composed  of  a  chief  and 
a  secretary  with  the  salaries  allowed  by  the  budget. 
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Abt.  16.  No  employe  of  this  office  may  have,  directly  or  uidi« 
rectly,  any  interest  in  the  privileges  he  may  have  to  deal  with, 
under  penalty  of  immediate  dismissal  after  the  fact  be  proved. 

Abt.  17.  The  chief  of  the  office  is  responsible  to  the  govem- 
ment  for  all  papers  and  objects  deposited  which  he  shall  preserve 
with  the  greatest  care  and  order.   . 

Abt.  18.  This  office  will  be  under  the  direction  of  the  ministro 
de  ffobiemo. 

CHAPTER  IIL 

FOBKALITIBS  FOB  THB  CoNCBSSIOK  OF  PATENTS. 

Abt.  ]  9.  Any  person  wishing  to  obtain  a  patent  shall  present  a 
petition  on  paper,  bearing  a  stamp  of  one  dollar  on  each  sheet, 
addressed  to  the  minUtro  de  gobiemOy  and  hand  it  to  the  chief  of 
the  *' patent  and  marks  of  factories  and  commerce  office"  who 
will  despatch  it  immediately  upon  its  receipt  so  that  it  may  be  duly 
dealt  with. 

On  the  said  petition  the  last  named  office  must  note  the  day  and 
hour  at  which  it  was  presented. 

Abt.  20.  A  specification  in  duplicate  must  be  attached  to  the 
petition  giving  a  clear  and  sufficient  description  of  the  invention, 
together  with  samples,  drawings,  or  models,  according  to  the  nature 
of  the  case,  and  also  an  oath  declaring  the  invention  to  be  the 
property  of  the  applicant  and  asking  for  a  patent  securing  his 
pghts. 

The  samples,  models,  etc.,  presented  with  and  accompanying  the 
petition,  must  be  substantial  and  well  made. 

Art.  21.  The  petition  shall  simply  ask  for  the  privilege  (patent) 
stating  the  term  for  which  it  is  desired,  and  must  not  contain 
restrictions,  conditions,  or  reserves;  it  must  indicate  the  title  under 
which  the  inventor  may  designate  it  and  describe  the  invention 
precisely,  and  must  be  written  in  Spanish  with  all  corrections  or 
erasures  which  may  appear  in  the  text  being  duly  testified.  The 
drawings  accompanying  it  must  be  made  in  ink  and  according  to 
the  metric  scale  established  in  the  republic. 

Abt.  22.  The  patent  will  be  granted  in  the  name  of  the  nation 
and  will  be  guaranteed  by  the  decree  granting  it,  which  will  be 
accompanied  by  the  specifications  and  drawings. 

Abt.  28.  The  grant  of  the  patent  will  not  affect  the  dispositions 
of  article  35. 
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Abt.  24.  Every  three  months  the  chief  of  the  patent-office  will 
send  to  the  Government  a  concise  and  detailed  report  upon  patents 
issued,  for  publication. 

Abt.  25.  He  will  also  send  an  annual  report  to  the  general 
directory  of  statistics  of  the  patents  granted,  the  term  of  their  dura- 
tion and  the  amount  paid  by  the  patentees. 

Abt.  26.  Every  two  years  the  patent-office  shall  publish,  in  ono 
volume,  all  the  despatches  of  patents  granted  with  descriptions  of 
same  and  their  respective  drawings  and  models. 

CHAPTER  IV. 
Cebtificates  of  Addition  of  iMPBOVEiJtBNTs  upon  Intsntionb. 

Abt.  27.  Any  one  who  may  improve  upon  a  patented  discovery 
or  invention  shall  have  the  right  to  solicit  an  extra  certificate  which 
will  in  no  case  be  granted  for  a  longer  period  than  the  remainder  of 
the  term  of  the  original  patent. 

The  extra  certificate  shall  be  issued  on  the  stamped  paper  des- 
ignated by  the  law,  and  be  signed  and  sealed  by  the  ministro  de 
gobiemo  and  indorsed  by  the  chief  of  the  patent-office.  The  stamp 
on  this  certificate  is  $100. 

Abt.  28.  To  obtain  an  extra  certificate  the  same  formalities  shall 
be  observed  as  for  a  patent,  excepting  the  tax,  of  which  only  a 
third  part  of  that  corresponding  to  the  patent  shall  be  paid  when 
the  applicant  be  the  original  patentee  and  two  thirds  when  he  be  a 
third  party. 

Abt.  29.  When  the  extra  certificate  is  obtained  by  a  third  party 
he  shall  not  enjoy  the  entire  exploration  of  the  invention  without 
paying  a  share  to  the  original  inventor,  the  amount  of  which  shall 
be  determined  by  two  experts  appointed  by  the  interested  parties 
and  a  third  in  case  of  disagreement,  taking  into  consideration  the 
importance  of  the  improvement  and  that  part  still  held  by  the  orig- 
inal inyention. 

Abt.  30.  The  original  inventor  shall  be  able  to  retain  the  right 
to  the  share  (or  royalty)  decided  upon  in  the  previous  article,  or 
the  adoption  of  the  improvement  in  competition  with  the  inventor 
of  such  improvement. 

If  he  decide  upon  the  latter  course,  an  equal  extra  certificate 
with  the  same  rights  and  privileges  will  be  granted  to  him  with  the 
inventor  of  the  improvement. 
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Abt.  31.  The  inventor  of  the  improvement  can  in  no*  ease 
ftoquire  tlie  right  to  ciirry  oat  the  original  invention. 

Neither  can  the  original  inventor  make  use  of  the  improvetilent' 
except  in  the  second  case  provided  for  in  the  preceding  aiticte. 

Abt.  32.  If  two  or  more  persons  solicit  a  patent  at  the  same 
time  for  the  same  industry,  or  extra  certificate  for  the  same 
improvement,  none  of  the  documents  will  be  despatched  unless  the 
applicants  make  an  agreement  together  beforehandl 

CHAPTER  V. 
Tba27SF£B  of  Patents 

Abi*.  33.  Any  one  having  obtained  a  patent,  or  an  extra  certifi- 
cate, shall  be  able  to  transfer  his  rights  under  the  conditions  be 
may  think  proper,  but  the  transference  mtist  be  made  public  and 
the  patent-office  be  advised  previously^  without  which  observance 
the  transference  to  a  third  party  will  be  of  no  value. 

Abt.  34.  Comprised  with  the  patent  shall  be  included  all  rights 
conceded  to  the  patentee,  and  they  shall  be  transfiferred  w4th  it 
excepting  when  the  deed  of  transfer  contains  a  speciar  clabse  to  the 
contrary. 

CHAPTER  VI. 
Nullity  and  Lapsb  of  Patents. 

Abt.  35.  Patents  or  certificates  acquired  in  defiance  of  the 
prescriptions  in  article  5  shall  be  null.  Those  shall  also  be*  null 
that  are  obtained  by  false  witness  or  information,  when  the  dNtw- 
ings  or  specifications  be  imperfect  and  incomplete,  and  when,  being 
a  foreign  invention,  its  origin  has  been  represented  as  of  th^  country 
(ilraguay),  in  which  case  the  defaulter  shall  be  fined  $50b,  or  be 
sentenced  to  6  months  imprisontnent. 

Abt.  36.  Valid  patents  shall  lapse  when  the  working  of  the 
patented  industry  be  not  .commenced  within  the  term  fixed' and 
under  the  conditions  expressed  in  the  letters  patent ;  when  the  time 

» 

for  which  it  was  granted  is  lapsed  ;  if  working  be  stepped  for  the 
space  of  a  year,  excepting  cases  of  accident  orf<yirce'ma^Te^  which 
events  must  be  proved  by  the  interested  party  with  sufficient  proofs 
within  the  term  of  one  month,  when,  if  such  be  not  produced,  the 
chief  of  the  patent-office  shall  publish  in  the  newspapers'  the  for- 
feiture of  the  patent. 

Abt.  37.      If  the  conditions  prescribed  by  article  12  be  not  ful- 


<. 
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ftfed  by  the  patentee;  the  offloe  of'  that  branch  0I  the  s^rviee  shall 
cteil  Qpon  bhn  to  appear,  by  lAeatas  of  advertisementg  during  one 
month|  at  the  end  of  which  time  if  he  does  not  present  htmself,  tho 
jiatent'  granted  shall  be  declared  lapsed,  and  the' fact  made  public 
atpi^eseribed  in  the  latter  part  of  thepiWoding  article- 

Art.  38.  A  suit  for  annntment  can  only  be  bronght  by  the 
interested  party  before  the  civil  conn. 

AlBT.  a9;  For  the^palented' discover^  or  invention*  to  become 
pmblio  property,  a*  judicial  declaration  is  not  indispensable ;  it  is 
sufficient  that  it  has  become  null  or  forfeited,  that  all  be  at  liberty 
to  explore  the  patented  industry. 

Abt.  40*  In  the  event  of  the-ptroprfetor  of  a  patent,  Which  bar 
been  forfeited  or  become  void,  disputing  the  free  exploratioti'  of 
the  invention  or  industry  to' which  it  refers  by  laiv";  suit  or  other 
means,  any  person  can  request  the  civil  judge  for  a  deola;iration 
proving  its  forfeiture  or  invalidity. 

Art.  41.  The  jadginent  shall  be  summary,  allowing^  the'  prbofs 
of  right,  the  patentee  not  being  able  to  show  proofs  against  the 
documents  issued  by  the  patent-office,  in  snpport  of  his  privilege. 
The  term  for  proof  shall  not  exceed  twenty  days^  and*  tear  days 
after  the  term  for  proof  the  judge  shall  paiss  judgment  with  costtf 
against  the  loser  of  the  suit. 

From  this  judgment  there  shall  be  an  appeal  to  the  Supreme 
Tribunal  of  Appeals,  which  may  be  sitting,  which  with  previous 
report  from  the  patent*oiBce,  shall  definitely  decide  the  question 
without  further  proceedings. 

Art.  42.  A  patent,  once  declared  null  or  forfeited,  the  judge 
Who  passM  the  sentence  shall  announce  the  fact  to  the  chief  of  the 
pittent-offlce,  who  will  immediately  make  it  public; 

CHAPTER  Vtt 

iNFRIKOEMEirrS,  THEIR  SUPPRESSION  ANb  FlNRS. 

Art.  43.  The  infringement  of  the  patent  right  shall  be  deemed* 
crime  of  counterf eiture,  and  punished  with  a  fine  ol  from  #100  to^ 
t500,  or  by  imprisonment  for  fh>m  one  to  six  months,  the  loss  of 
the  objects  counterfeited  and  indemnification  of  damages^  an  1 
losses. 

Art.  44.  Those  who,  knowing  of  the  counterfeiture,  aid-  it'  by 
any  means,  shall  suffer  the  same  penalties  as  those  laid  down  in  the 
preceding  article. 
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Art.  45.  The  penalties  imposed  previoiisly  shall  be  doubled  f<^ 
him  who  renews  coanterfeiture  within  five  years  after  being  first 
condemned. 

Abt.  46.  Having  been  a  workman  or  employe  of  the  patentee^ 
or  having  obtained  knowledge  of  the  invention  by  stealth  or  brib- 
ery,  shall  be  considered  aggravating  ciroumstanoesL 

Abt.  47.  The  suit  for  the  application  of  penalties  above-men* 
tioned  Is  private,  and  shall  be  heard  before  the  criminal  judge  in 
office,  and  be  accompanied  by  the  letters  patent,  without  which 
judgment  will  not  be  passed. 

Abt.  48.  The  only  opposition  to  the  suit  are  the  proofs  of  nul* 
lity,  forfeiture,  participation  in  the  patent,  or  the  exclusive  posses- 
sion thereof. 

Abt.  49.  The  plaintiff  can  exact  caution  money  from  the 
defendant  so  as  not  to  interrupt  him  in  the  working  of  the  patent 
if  the  latter  wishes  to  continue  working. 

In  default  of  the  caution  money,  the  plaintiff  can  ask  for  sus- 
pension of  the  working  of  the  patent  and  embargo  the  effects  con- 
stituting it,  and,  if  required,  sufficient  caution  money. 

Abt.  50.  He  shall  be  considered  an  infringer  and  be  subject  to 
the  penalties  established  for  such,  who,  not  being  the  patentee,  and 
not  enjoying  the  privileges  of  same,  may  raise  a  suit  as  if  he  were 
being  deprived  of  same. 

CHAPTER    Vni. 

Final  Dispositions. 

Abt.  51.  The  copies  of  the  despatches  of  the  patent,  models, 
etc.,  shall  be  asked  for  in  writing  from  the  patent-office  by  their 
owners,  or  those  who  represent  them,  in  person  or  by  right,  during 
the  term  of  the  privilege,  after  which  any  person  may  apply  for 
them  who  may  require  them. 

Abt.  52.  The  ministro  dc  gobierno  will  give  order  that  they  be 
delivered  on  2nd-cla8s  stamped  paper,  at  the  cost  of  the  applicant, 
who  must  pay  in  addition,  as  copy  duty,  two  dollars  per  folio,  and 
cost  of  plans,  drawings,  models,  etc.,  as  public  works  tax  at  the 
request  of  the  ministro  de  gobierno. 

Abt.  53.  The  amount  of  the  duties  and  fines  imposed  by  this  law 
shall  be  applied  to  general  expenses  of  the  nation. 

Abt.  54.    The  chief  of  the  patent-office  shall  present  the  indis- 
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pCDsable  and  necessary  books,  all  duly  signed  on  each  page,  to  the 
chief  official  of  the  ministry  de  gobiemo. 

These  books  shall  show  respectively  :  1.  The  patents  granted, 
their  class,  the  date  and  term  of  the  patent,  and  all  other  observa- 
tions which  may  be  judged  useful  for  this  branch  of  the  service. 
2.  The  date  of  entry,  name  of  the  applicant,  and  nature  of  the  priv- 
ilege asked  for  in  each  case. 

These  notes  must  be  signed  in  the  book  by  the  applicants  for 
the  patent. 

Abt.  55.  The  law  of  June  20,  1853,  and  all  other  dispositions 
opposed  to  the  present  law,  are  repealed. 

Art.  56.  The  Executive  Power  will  administer  the  present 
law. 

Furnished  for  this  work  from  tKe  collection  of  Patent  Zatoa,  of 
Mr.  W.  E.  Richards, 
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Act  of  Map  25,  1882. 

The  Congress  of  the  Unitc'd  States  of  Yeneiada  oitltiiis : 

Abticls  1.  Any  one  who  has  invented  or  disooyered  any  new 
and  useful  manufacture,  a  machine,  a  process,  or  a  combinstion  of 
materials,  or  also  any  new  and  useful  im]>roveiiient  da  the  same, 
d&a  x>btahi  a  patent  therefor,  upon'  payment  of  the  sum^  fixed  by 
this  law,  and  subject  to  the  other  provisions  of  the  said  law :  Pro* 
Tided:  That  the  invention,  discovery,  or  improvement  be  not 
already  known  to  or  used  by  others  dwelling  in  this  country,  that 
it  has  not  been  either  patented  or  described  in  a  public  print  pub- 
lished either  in  the  republic  or  abroad,  or  that  it  has  neither  been 
in  public  use  nor  offered  for  sale  for  more  than  two  years  preceding 
the  applicatiou,or  that  the  discontinuance  of  same  has  not  been  proved. 

Abt.  2.  The  patent  documents  are  to  be  issued  by  the  Execu- 
tive in  the  name  of  the  United  States  of  Venezuela,  and  only 
countersigned  by  the  minister. 

Art.  3.  The  government  guarantees  neither  the  correctness  nor 
the  utility  nor  the  priority  of  the  patented  invention  or  discovery. 

Abt.  4.  Any  person  desirous  of  obtaining  a  patent  must  accom- 
pany the  application  with  a  description  of  the  invention  or  discov- 
ery, machine,  manufactures,  composition,  or  improvement,  wherein 
the  nature  and  object  of  same  are  clearly  set  forth,  together  with 
the  corresponding  drawings  or  samples. 

Abt.  5.  The  applicant  must  in  his  application  make  a  declaration 
under  oath  that  he  is  the  true  inventor  or  discoverer  of  the  art, 
machine,  process,  composition,  or  improvement  for  which  he  desires 
to  obtain  a  patent,  and  any  opposition  calling  the  correctness  of 
this  declaration  in  question  must  be  decided  in  ordinary  course  of 
law  by  the  interested  parties  before  the  state  courts. 

Abt.  6.  Patents  are  granted  for  five,  ten,  or  fifteen  years,  and 
become  void  six  months,  one  year,  and  two  years,  respectively, 
after  the  grant,  unless  the  invention  or  discovery  to  which  they 
relate  has  been  carried  into  operation  within  the  specified  time. 
The  patent  will  state  the  duration  and  time  of  expiration.  Its 
duration  dates  from  the  day  of  grant. 
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Atff.fl.  AppU^ioM  lor  ipatenis  .«re  %o  tjhe.  t^dnn^  to  tbe 
Btftte  £xeentive  Ibroitgb  thaiAmiater .of  MBWerqe. 

A1IT..8.  If  4he  qondttiopt  itipulated  Igr  iUs  l^ir  ^ay^e  bean 
{MIM,  a  fiatent  will  be  i^raoted  to  tbe.apiiliaMt»  w^livcb  empowers 
him  to  make  use  of  his  inventioDy  discoyery,  or  in^oKfim^pt  in  the 
whole  territory  of  the  United  States  of  YeManela  and  its  tervitpries. 
The  patent  will  be  granted  by  the  fitate  .£aeQUtiy^  j^hroiigh  the 
minister  of  oommeroe  in  tbeform  preaoribed  below.  It  juust  con- 
tain.a  title  or  a.sbort  ^description  exactly  aetti^g  forth  Ibe  iiature 
and  object  of  the  invention  or  .^iacoyery,  as  also  tfm  excliuuve 
permission  to  the  patentee,  his  heirs  and  assigns  to  {»pduce;  nse,  or 
sell  the  invention  pr  discoTery. 

''The  President  of  the  Republic  with  ihe  a0sent  of  ]bbe  Federal 
Conneil : 

Wherosfl  has  appeared  before  ibe 'Federal  Jlxecntive  and 

has  applied  for  a  patent  f<Mr  the  purpose  of,  [here  give  the  nature  of 
the  application,]  and  having  c^omplied  with  the  <H>pditio9sprescribed 
in  the  law  of  May  25,  1882,  in  aooordaaoe  with  article  8  of  the 
above-cited  law,  and  in  the  name  of  tbeUnitod^Statea  of  Venessuela, 
I  grant  unto  him  the  present  patent  for  ibe  pwiod  of--*--^ — ^years 
for  the  sole  use  of  the  above-mentioned  industry  .for  his  own  profit, 
or  the  profit  of  his  heirs  or  assigns,  but  in  sneh  m^nper  that  the 
Executive  does  not  guarantee  either  the  utility,  the  correctness,  or 
the  priority  of  the  patented  discovery  or  invention. 

''After ^from  the  present  date  this  patent  shall  cease  and 

determine,  unless  the  invention  has  been  put  intoopen^tion  in  the 
interim. 

''Signed,  sealed,  and  countersigned,  in  the  palape  of  the  federi^i- 
tion  at  Caracas,  the ,  AcJ* 

Art.  9.  Patents  are  subject  to  the  payment  of  a  tax  of  80  francs 
(Bolivars)  annually  in  the  case  of  an  invention  or  discovery,  aqd 
of  60  francs  .(or  Bolivars)  annually  when  the  subject  is  an  improve 
ment  of  a  known  process. 

Abt.  10.  The  tax  prescribed  in  the  previous  article  is  payalile 
into  the  national  treasury  of  the  public  service.  £very  applicant 
for  a  patent  who  applies  to  the  Executive  according  to  article  7 
must  accompany  the  application  with  a  ceitifieate  lhat.be  has  paid 
the  half,  of  the  daty  corresponding  to  the  period  of  protection  re- 
quired. If,  conformably  to  the  provisions  of  this  law,  the.  patent 
cannot  be  granted,  the  applicant  shall  lose  the  sum  deposited,  which 
shall  be  applied  for  popular  education.    If  the  patent  be  granted, 
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the  unoont  pftid  ■ball  be  dednot«d  from  i 
bas  to  p«7  for  tha  period  of  tli«  patent.  T 
power  to  relMTs  mob  pat«iite«a  of  indnatria 
of  the  taxes  due  noder  article  9  of  tins  Ian 
vortfay  of  thii  favor. ' 

Art.  11.  Every  pertoa  vbo  baa  obtaine 
the  fact  in  advertiaemeDta  and  in  his  trade-n 
cation  conatitDting  a  guarantee  of  the  gQv< 
of  the  product,  or  of  tbe  priority  of  the  ini 
becoming  of  any  nndae  valne  vbatever  t< 
prior  right!  of  a  third  party. 

Abt.  12.  Every  person  who  baa  had  a  pal 
an  invention  or  discovery  in  a  foreign  coui 
patent  in  this :  Provided  ;  That  it  baa  not  al 
any  one.  In  anch  case  tbe  patent  ahalt  only  I 
equal  to  tbe  unexpired  term  of  tbe  patent  in 

Abt.  13.  On  tbe  expiration  of  a  patent  l 
discovery  or  Invention  shall  be  published  ii 
and  from  this  time  forward  the  nse  of  the  d 
together  with  the  mannfactnre  or  sale  of  ti 
hitherto  protected  by  the  patent,  shall  be  opci 

Abt.  14.  The  patent  iball  also  be  publisbei 
ing  to  article  6  of  this  law,  lapse  before  the  io 
lias  been  earned  into  operation,  oonformablj 
law,  or  when  before  its  expiration  or  lapse  it 
void,  except  in  tbe  case  provided  for  ander  art 

Akt.  is.  All  Bpectfi cations,  drawing*,  and  a 
obtaining  a  patent  are  to  be  deposited  wilh  tb 
affairs. 

Abt.  Iff.  After  an  application  for  a  patent  I 
tbe  Executive,  the  same  shall  be  notified  in  I 
but  the  patent  (in  the  event  of  its  being  granted 
tinUl  the  expiration  of  thirty  days  after  this 
peared. 

Abt.  17.  Inventions,  improvementa,  or  new  i 
dicial  to  health,  public  order,  morals,  or  prior  i 
patentable.  Fharmaceatical  preparations  and 
shape  or  form  cannot  be  patented,  hut  remain  eu 
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patent  granted  is  detrimental  to  the  rights  of  a  third  person,  as 
well  as  if  the  actaal  working  of  the  patented  industry  has  heen 
discontinued  for  a  whole  year,  excepting  unforseen  circumstances 
or  force  majeure. 

Abt.  19.  Infringements  of  the  rights  secured  by  patent  will  be 
adjudicated  upon  by  the  federal  courts  in  conformity  with  the  laws. 

Abt.  20.  The  patent  law  made  on  May  20,  1878,  is  hereby  an- 
nulled. 

Given  in  the  palace  of  the  Executive  Government,  at  Caracas, 
Hay  25,  1882,  Ac. 

From  86  Pat.  Off.  Gaz.  888. 
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TICTOBIA. 

An  Jict  to  oonsolidaie  the  Law  canoeming  Letters  Pate7it 
for  InpetitionSy  being  Act  No.  CCXL.,  cf  May  9,  1865. 

(Kqtb* — ^The  words  ''registrar-general  '*  in  italics  are  alterations  madebj  the 

Act,  No.  482,  17th  Dec,  1872.) 

Be  it  enacted  by  the  Qaeea's  most  expellept  Jlbjeaty,  by  and 
with  the  advioe  and  consent  of  the  Legislative  Council  and  the 
TiCgblative  Assembly  of  Yictoria,  in  this  present  Parliament  assem* 
bled,  and  by  the  aathority  of  the  same,  as  follows: 

!•  T^tle,  This  Act  shall  come  into  operation  on  the  first  day  of 
JanCy  in  the  year  of  oar  Lord  one  thousand  eight  hundred  and 
sixty-five,  and  shall  be  called  and  may  be  cited  as  **The  Patents 
Statute,  1865,"    Its  sections  are  divided  into  parts  as  follow: 

PartX — ^Mode  of  obtaining  Letters  Patent,  §g  4-19. 

Part  IL — ^Disclaimers  and  Alterations,  §§  20-23. 

Part  IIL — ^Extension  of  Term  and  Confirmation  of  Invalid  Pat- 
ents, §§  24-28. 

Part  lY. — ^Miscellaneous  Provisions,  §§  29-39. 

2.  JRepeal  of  Acts,  The  Acts  mentioned  in  the  first  schedule 
hereto,  to  the  extent  to  which  the  same  are  in  and  by  the  said 
schedule  expressed  to  be  repealed,  shall  be  and  the  same  are  hereby 
repealed.  Nothing  herein  contained  shall  affect  any  proceedings  or 
things  lawfully  taken,  done,  or  commenced,  or  any  letters  patent 
granted,  or  any  protection  or  right  conferred,  or  any  rules  and  reg- 
ulations, or  any  register  or  appointment  made,  or  any  notice  or 
particulars  given  or  published,  or  any  warrant  issued  or  caveat 
entered  under  the  said  repealed  Acts,  or  either  of  them,  before  the 
coming  into  operation  of  this  Act ;  and  all  such  proceedings  and 
things  shall  be  as  valid  and  may  be  continued,  and  all  such  letters 
patent,  protections,  rights,  rules,  and  regulations,  registers,  appoint- 
ments, notices,  particulars,  warrants,  and  caveats  shall  have  the 
same  force  and  efficacy  as  if  this  Act  had  not  been  passed.  Letters 
patent  may  be  granted  in  respect  of  applications  made  before  the 
coming  into  operation  of  this  Act  in  like  manner  as  if  this  Act  liad 

*  Notes  prioted  in  this  form  are  from  CarpmaePs  edition. 
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not  been  passed ;  and  where  letters  patent  have  been  granted  before 
the  commencement  of  this  Act,  or  shall  in  respect  of  any  applica- 
tion made  before  the  commencement  of  this  Act  be  hereafter 
granted  for  any  invention,  such  letters  patent  may  bo  confirmed,  or 
the  term  thereof  extended  or  new  letters  patent  granted  for  snch 
invention  in  like  manner  as  if  the  original  or  first  letters  patent  had 
been  granted  under  this  Act. 

3.  Interpretation.  In  the  interpretation  of  this  Act  the  word 
^^  invention  "  shall  mean  and  include  any  manner  of  new  manufac- 
ture the  subject  of  letters  patent  and  grant  of  privilege  within  the 
meaning  of  the  enactment  next  hereinafter  contained. 

• 

Pabt  I. — Mods  of  obta.ining  Lbttebs  Patent. 

4.  Power  to  grant  parents.  It  shall  be  lawful  to  make  and 
issue,  in  the  manner  hereinafter  mentioned,  letters,  patent  and 
grants  of  privilege  for  any  term  not  exceeding  fourteen  years  from 
tlie  date  thereof  of  the  sole  working  or  making  of  any  manner  of 
new  manufactures  within  Victoria  and  its  dependencies  to  the  true 
and  first  inventor  of  such  manufactures,  which  others  at  the  time 
of  making  such  letters  patent  and  grants  shall  not  use,  so  as  also 
they  be  not  contrary  to  the  law  nor  mischievous  to  the  State  by 
raising  prices  of  commodities,  or  hurt  of  trade,  or  generally  incon- 
venient. And  all  other  monopolies,  commissions,  grants,  licenses 
charters,  and  letters  patent  hereafter  to  be  made  or  granted  to  any 
person  of  or  for  the  sole  buying,  selling,  making,  working,  or  using 
of  anything  within  Victoria  or  its  dependencies,  or  of  any  other 
monopolies,  or  of  power,  liberty,  or  faculty  to  dispense  with  any 
others,  and  all  matters  and  things  whatsoever  in  anywise  tending 
to  the  instituting,  erecting,  or  countenancing  of  the  same,  or  any 
of  them,  shall  be  utterly  void  and  of  none  effect,  and  in  nowise  to 
be  put  in  execution. 

5.  Governor  in  Council  to  make  rules  for  executing  this  Act. 
It  shall  be  lawful  for  the  Governor  in  Council,  from  time  to  time 
to  make  such  rules  and  regulations  (not  inconsistent  with  the  pro- 
visions hereof),  as  may  appear  to  be  necessary  and  expedient  for 
the  purposes  of  this  Act ;  and  all  such  rules  and  regulations  shall 
be  laid  before  both  Houses  of  Parliament  within  fourteen  days 
after  the  making  thereof  if  Parliament  be  sitting,  and  if  Parliament 
be  not  sitting,  then  within  fourteen  days  after  the  next  meeting  of 
Parliament. 

II.  -84  Jl 


680  FOREIGN  LAWS. 

6.  JnvefUar  to  deposit  specifications;  same  may  h^  Amended 
before  patent  issues.  All  applications  ander  this  Act  for  the  grant 
of  leitera  patent  for  an  invention  shall  be  made  at)  follows :  (that  M 
to  say,)  the  applicant  shall  deposit  at  the  olfice  of  the  registrar^, 
general  kvi  instrument  in  writing  under  his  hand  and  seal,  particu^ 
larly  describing  and  ascertaining  the  nature  of  the  said  invention; 
and  in  what  manner  the  same  is  to  be  })erfornied,  and  also  a  copy  of 
such  instrument,  and  of  the  drawings  accompanying  the  same  (if 
any)  ;  and  the  day  of  the  depoHit  of  every  nuch  specification,  shall 
be  recorded  at  the  said  office  and  indorsed  on  such  specification,  and  a 
certilicate  thereof  given  to  such  applicant  or  his  agent  ;  and  there-» 
upon,  subject  and  without  prejudice  to  the  provisions  hereinafter 
contained,  the  said  invention  shall  be  protected  undei*  this  Act 
for  the  term  of  six  months  next  after  the  said  deposit,  and  the 
applicant  shall  have  during  such  term  the  like  powers,  rights,  and 
privileges  as  might  have  been  conferred  upon  him  by  letters  patent 
for  such  invention  issued  under  this  Act,  and  duly  sealed  as  of  the 
day  of  such  deposit ;  and  during  the  continuance  of  such  powers 
rights,  and  privileges  under  this  provision,  such  invention  may  be 
used  and  published  without  prejudice  to  any  letters  patent  to  be 
granted  for  the  same  ;  and  where  letters  patent  are  granted  in 
respect  of  such  invention,  such  letters  patedt  shall  be  conditione<l 
to  become  void  if  such  specification  does  not  particularly  describ'i 
and  ascertain  th&  nature  of  the  said  invention,  and  in  what  manner 
the  same  is  to  be  performed  :  Provided  always,  that  in  case  the 
title  of  the  invention  or  the  said  specification  be  too  large  or  insuf- 
ficient, it  shall  be  lawful  for  the  law  officer  during  the  said  term  of 
six  months,  and  befbre  the  grant  of  the  letters  patent,  to  allow  or 
require  such  specification  to  be  amended,  or  another  and  sufficient* 
specification  to  be  deposited  in  lieu  thereof  ;  and  every  such  amended 
or  hew  specification  shall  have  the  same  force,  effect,  and  operation' 
as  if  it  had  been  originally  deposited  in  its  amended  or  new  state.  ' 

7.  Fhrm  and  size  of  speoification  and  copy.  Every  such  speci- 
fication as  aforesaid  shall  be  in  the  form  contained  in  tbe  second 
schedule  to  this  Act,  or  to  the  like  effect,  and  shall  be  written  upon 
both  sides  of  one  or  more  skin  or  skins  of  parchment,  and  every 
page  thereof  shall  be  of  the  exact  size  of  twenty  inches  in  length 
by  fifteen  inches  in  breadth,  leaving  a  margin  of  at  least  one  inch 
and  a  half  oti  each  side  of  every  such  page  in  order  and  to  the 
intent  that  the  same  may  be  bound  into  books  for  safe  custody  ;  but 
the  drawings  accompanying  such  specification  (if  any)  may  be  made 
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hpoii  larger  sheets  of  parchment,  leaving  a  margin  of  the  size 
and  for  the  purpose  aforesaid  ;  and  every  copy  of  any  sach  specifi- 
cation as  aforesaid,  and  of  the  drawings  accompanying  the  same  (if 
any)y  shall  in  like  manner  be  written  upon  one  or  more,  sheet  or 
sheets  of  paper  of  the  size  and  with  the  margins  aforesaid. 
»  8.  Patent  of  true  inventor  not  to  be  affected  by  specification  of 
preteiided  inventor.  In  case  of  the  deposit  of  any  such  specifica- 
tion as' aforesaid  in  fraud  of  the  true  and  first  inventor,  any  letters 
patent  granted  to  the  true  and  first  inventor  of  such  invention  shall 
fiot  be  invalidated  by  reason  of  such  deposit,  or  of  any  use  or  pub- 
lication of  the  invention  subsequent  to  such  deposit  and  before  the 
e.'ipiraiion.of  the  said  term  of  protection. 

9i  \M6de  of  proceeding  after  deposit  of  specification.  The  appli- 
cant, so  soon  as  he  shall  think  fit  after  the  deposit  of  such  specifica- 
•lion  as  aforesaid,  and  of  the  drawings  and  models  accompanying  the 
«Qme  (if  any),  may  give  notice  in  writing  at  the  chambers  of  the 
law  officer  of  his  intention  to  proceed  with  his  application  for 
letters  patent  for  the  said  invention,  stating  in  such  notice  the  title 
of  the  said  invention;  and  the  day  on  which  the  specification  thereof 
was  deposited  at  the  ofiice  of  the  registrar 'general^  and  at  the  time 
of  giving  such  notice  shall  produce  the  said  certificate  of  deposit ; 
nnd  thereupon  the  said  law  officer  shall  deliver  to  the  applicant  or 
•his  agent  an  appointment  in  the  form  contained  in  the  third  sched- 
ule to  this  Act,  or  to  the  like  effect ;  and  such  applicant  or  agents 
not  less  than  twenty-one  clear  days  prior  to  the  day  appointed  by 
the  law  officer,  shall  cause  the  said  appointment  to  be  published 
once  in  the  Gk>vernn«ent  Gazette,  once  in  some  newspaper  published 
in  the  city  of  I^elbourne,  and  twice  in  some  newspaper  published 
Sn  the  town  or  place  at  or  near  to  which  the  applicant  uses  or  exer- 
t^ises  the  said  invention,  or  (in  case  he  does  not  use  or  exercise  the 
same)  in  or  near  to  which  he  resides,  or  if  there  shall  be  no  news- 
paper published  in  such  town  or  place  then  twice  in  some  newspa- 
per circulating  in  the  neighborhood  where  he  uses  or  exercises  the 
said  invention  or  (in  case  he  does  not  use  or  exercise  the  same) 
where  he  resides  ;  and  any  person  having  an  interest  in  opposing 
the  grant  of  letters  patent  for  the  said  invention  shall  be  atliberty, 
not  less  than  three  clear  days  prior  to  the  day  so  appointed,  to  leave 
particulars  in  writing  of  his  objections  to  the  said  application  at  the 
chambers  of  the  law  officer. 

10*  LoM  officer  to  hear  applications  and  objections  and  award 
costs.    At  the  place  and  time  named  in  the  said  appointment  the 
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applicant  shall  produce  the  newnpapers  containiDg  the  same  ;  aiMl 
the  law  officer  Rhall  thereupon  hear  and  consider  the  said  application 
and  all  objections  to  the  same  mentioned  in  the  said  particulars  (if 
any),  and  for  that  purpose  shall  obtain  from  the  office  of  the  regis- 
trar-general  the  said  copy  of  the  said  i^eeificationy  and  of  the 
drawing^  and  models  accompanying  the  same  (if  any),  and  may  call 
to  his  aid  snch  scientific  or  other  person  as  he  may  think  fit,  and 
may,  by  writing  under  his  hand,  order  to  be  paid  to  snch  persons 
some  remuneration  for  his  attendance  ;  and  may  also  in  like  manner 
order  that  the  costs  of  any  hearing  upon  any  objection,  or  otherwise 
in  relation  to  the  grant  of  such  letters  patent,  or  the  protection 
acquired  by  the  applicant  nnder  this  Act,  shall  be  paid,  and  in  and 
'by  snch  writing  shall  fix  the  amount  of  such  remuneration  or  costs, 
«nd  by  or  to  whom  the  same  respectively  shall  be  paid;  and  every 
*6nch  order  shall  be  in  the  form  contained  in  the  fourth  schedule  to 
%is  Act,  or  to  the  like  effect,  and  may  be  made  a  rule  of  the  Supreme 
Oourt :  Provided  always,  that  the  applicant,  the  objectors,  and 
respective  witnesses  and  evidence  shall  be  respectively  heard, 
examined,  and  considered  separately  and  apart  from  and  in  the 
absence  of  the  other  and  his  witnesses  and  evidence. 

11.  Law  officer  may  issue  warrant  for  letters  patent.  The  law 
officer,  after  such  hearing  and  consideration,  may  issue  a  warrant 
nnder  his  hand  and  seal  for  the  granting  of  letters  patent  for  the 
said  invention,  and  by  such  warrant  shall  direct  the  insertion  in 
nuch  letters. patent  of  all  such  restriction?,  conditions,  and  provisos 
ias  he  may  deem  usual  and  expedient  in  such  grants,  or  necessary  in 
pursuance  of  this  Act :  and  the  said  warrant  shall  be  the  warrant 
for  the  making  and  sealing  of  letters  patent  under  this  Act  accord- 
ing  to  the  tenor  of  the  said  warrant ;  and  every  such  warrant  shall 
be  in  the  form  contained  in  the  fifth  schedule  to  this  Act,  or  to  the 
like  effect. 

12.  Letters  patent  may  he  repealed  ortoithhetd,  and  spedfication 
canceled.  The  writ  of  scire  facias  shall  lie  for  the  repeal  of  any 
'letters  patent  granted  under  this  Act  and  may  bo  issned  into  the 
circuit  district  in  which  the  grantee  resided  when  the  said  letters 
•patent  were  granted  ;  and  in  case  such  grantee  does  not  reside  in 
Victoria,  it  shall  be  sufficient  to  file  such  writ  in  the  proper  office 
of  the  Supreme  Court,  and  serve  notice  thereof  in  writing  at  the 
last  known  place  of  residence  or  business  of  such  grantee ;  and 
liothing  herein  contained  shall  extend  to  abridge  or  affect  the  pre- 
rogative of  the  Crown  in  relation  to  the  granting  or  withholding 
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the  grant  of  any  letters  patent;  and  it  shall  be  lawful  for  the  Gov- 
ernor in  Council  to  order  suoh  law  officer  to  withhold  such  warrant 
as  aforesaid,  or  that  any  letters  patent  for  the  granting  whereof  he 
may  have  issued  a  warrant  as  aforesaid,  shall  not  issue,  or  to  order 
the  insertion  in  any  such  letters  patent  of  any  restrictions,  condi- 
tions or  provisos,  in  addition  to  or  in  substitution  for  any  restric- 
tions, conditions,  or  provisos  which  would  otherwise  be  inserted 
therein  under  this  Act ;  and  it  shall  also  be  lawful  for  the  Gh)vemor 
in  Council  to  order  any  specification  in  respect  of  the  invention 
described  in  which  no  letters  patent  may  have  been  granted  to  be 
oanceled,  and  thereupon  the  protection  obtained  by  the  deposit  of 
such  specification  shall  cease. 

13.  Letters  patent  to  be  void  on  nonperformance  of  conditions. 
All  letter  patent  for  inventions  granted  under  this  Act  shall  be  in 
the  form  contained  in  the  sixth  schedule  to  this  Act,  or  to  the  like 
effect,  and  be  made  subject  to  the  condition  that  the  same  shall  be 
void,  and  that  the  powers  and  privileges  thereby  gpranted  shall 
cease  and  determine,  at  the  expiration  of  three  years  and  seven 
years  respectively  from  the  date  thereof,  unless  there  be  paid  within 
the  said  three  and  seven  years  respectively  the  sum  or  sums  of 
money  in  that  behalf  hereby  required  to  be  paid  ;  and  the  registrar- 
general  shall  issue  under  his  hand  a  certificate  of  such  payment 
and  shall  indorse  a  recept  for  the  same  on  the  letters  patent. 

14.  Letters  patent  to  he  issued  voithin  three  months  after  warranty 
and  during  the  protection.  The  registrar-general^  so  soon  after  the 
receipt  by  him  of  the  said  warrant  as  required  by  the  applicant, 
shall  cause  to  be  prepared  letters  patent  for  the  invention  according 
to  the  tenor  of  the  said  warrant ;  and  it  shall  be  lawful  for  the 
Governor  in  Council  to  cause  such  letters  patent  to  be  sealed  with 
the  seal  of  the  colony  ;  and  such  letters  patent  shall  be  made  appli- 
cable to  the  said  colony  and  its  dependencies,  and  shall  be  valid  and 
effectual  as  to  the  whole  of  the  same  respectively  ;  but  except  as 
hereinafter-mentioned,  no  letters  patent  shall  issue  on  any  warrant 
granted  as  aforesaid  unless  application  be  made  to  seal  such  letters 
patent  within  three  months  after  the  date  of  the  said  warrant,  nor 
unless  such  letters  patent  be  granted  during  the  continuance 
of  the  protection  conferred  under  this  Act  by  reason  of  such 
deposit. 

16.  Letters  patent  may  issue  after  that  time  in  certain  causes. 
Where  the  application  to  seal  such  letters  patent  has  been  made 
during  the  continuance  of  such  protection  as  aforesaid,  and  the  seal- 
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iDg  of  sacli  letters  patent  has  been  delayed  f rom' accideolb  and  not 
from  the  neglect  or  willful  default  of  the  applicant,  then  such  letters 
patent  may  be  sealed  at  such  time  not  being  more  than  one  month 
after  the  expiration  of  such  protection  as  the  Governor  in  Council 
shall  direct ;  and  where  the  applicant  for  such  letters  patent  dies 
during  the  continuance  of  such  protection  aforesaid/  such  letters 
patent  may  be  granted  to  the  executors  or  administrators  of  sucli 
applicant  during  the  continuance  of  such  protection  or  at  any  time 
within  three  months  after  the  death  of  such  applicant,  nptwithstand- 
ing  the  expiration  of  the  term  of  such  protection  ;  and  the  lettem 
patent  so  granted  shall  be  of  the  like  force  and  effect  a^  if  they  had 
been  granted  to  such  applicant  during  the  continuance  of  such  pro«» 
taction  ;  and  in  case  any  letters  patent  shall  be  destroyed  or  lost 
other  letters  patents  of  the  like  tenor  and  effect,  and  sealed  and 
dated  as  of  the  same  day,  may  (subject  to  such  regulations  as  the 
Governor  in  Council  may  direct)  be  issued  under  the  authority  of 
the  warrant  in  pursuance  of  which  the  original  letters  patent  were 
issued. 

16»  Letters  patent  to  hear  date  of  the  deposit  of  specification  and 
to  be  concltmve  as  to  preliminary  steps  and  proceedings.  Notwith- 
standing any  enactment  to  the  contrary,  all  letters  patent  to  be 
issued  in  pursuance  of  this  Act  shall  be  sealed  and  bear  date  as  of 
the  day  of  the  deposit  of  such  specification  as  aforesaid,  and  shall 
be  of  the  same  force  and  validity  as  if  they  had  been  sealed  on  the 
day  as  of  which  the  same  are  expressed  to  be  sealed  and  bear  date  ; 
and  after  any  letters  patent  shall  have  been  granted  or  issued  under 
this  Act  it  shall  not  be  necessary  or  material  to  inquire  or  ascertain 
whether  such  appointment  as  aforesaid  has  or  has  not  been  delivered 
and  published  in  the  manner  hereinbefore  mentioned  and  directed. 

17.  letters  patent  for  foreign  inventions  not  to  continue  after 
expiration  of  foreign  patent.  Where  upon  any  application  made 
lender  this  Act  letters  patent  are  granted  for  or  in  respect  of  any 
invention  first  invented  in  parts  out  of  Victoria  and  its  dependen- 
cies, and  a  patent  or  like  privilege  for  the  monopoly  or  exclusive 
use  or  exercise  of  such  invention  in  any  parts  out  of  Victona  and 
its  dependencies  is  obtained  before  the  grant  of  such  letters  patent 
in  Victoria,  all  rights  and  privileges  under  such  letters  patent  shall 
(notwithstanding  any  term  in  any  such  letters. patent  limited)  cease 
and  be  void  immediately  upon  the  expiration  or  other  determination 
of  the  term  during  which  the  patent  or  like  privilege  obtained  in 
spch  part  out  of  Victoria  and  its  dependencies  shall  continue  in 


VICTORIA.  535 

force,  or  where  more  than  one  such  patent  or  like  privilege  Ls 
obtained  abroad,  immediately  upon  the  expiration  or  determination 
of  the  term  which  shall  first  expire  or  be  determined  of  such  sev- 
jeral  patents  or  like  privileges :  Provided  always,  that  no  letters 
patent  for  or  in  respect  of  any  invention  (for  which  any  such  patent 
or  like  privilege  as  aforesaid  shall  have  been  obtained  abroad) 
granted  in  Victoria  after  the  expiration  or  determination  of  the 
term  for  which  such  patent  or  privilege  was  granted  or  was  in  force 
shall  be  of  any  validity. 

18.  Letters  poctent  not  to  prevent  the  use  of  iuventions  in  foreign 
fihipa  resorting  to  ports  in  Victoria,  No  letters  patent  for  any  in- 
vention granted  after  tlie  coming  into  operation  of  this  Act  shall 
{extend  to  prevent  the  use  of  such  invention  in  aoy  foreign  ship  or 
vessel,  or  for  the  navigation  of  any  foreign  ship  or  vessel,  which, 
may  be  in  any  port  of  Victoria  or  its  dependencies  or  in  any  of  the 
waters  within  the  jurisdiction  of  any  of  Her  Majesty's  courts  of 
Victoria,  where  such  invention  is  not  so  us^ed  for  the  manufacture 
of  any  goods  or  commodities  to  be  vended  within  or  exported  from 
the  same :  Provided  always,  that  this  enactment  shall  not  extend 
to  the  ships  or  vessels  of  any  foreign  St<ate,  the  laws  of  which 
authorize  subjects  of  such  foreign  State  having  patents  or  like 
.privileges  for  the  exclusive  use  or  exercise  of  inventions  within  its 
territories,  to  prevent  or  interfere  witl^  the  use  of  such  inventions 
in  British  ships  or  vessels,  or  in  or  about  the  navigation  of  British 
.ships  or  vessels  while  in  the  ports  of  such  foreign  State,  or  in  the 
waters  within  the  jurir<diction  of  its  courts,  where  such  inventions 
'arc  not  so  used  for  the  manufacture  of  goods  or  commodities  to  be 
.vended  within  ,or  exported  from  the  territories  of  such  foreign  State. 

10.  Specification  to  he^fUed  after  issue  of  patent  or  expiring  o/ 
protection.  Every  specification  deposited  at  the  ofiice  of  the  ^-egis- 
trar  general  as  aforesaid,  and  the  drawings  and  models  accompany- 
ing the  same  (if  any),  shall,  forthwith  after  the  grant  of  the  letters 
patent,  or  if  no  letters  patent  be  granted  then  immediately  on  the 
.expiration  of  six  months  from  the  time  of  such  deposit,  be  trans- 
ferred to  and  kept  in  such  ofiice  as  the  Governor  in  Council  shall 
from  time  to  time  appoint  for  that  purpose. 

Past  II. — Disclaimbbs  and  Altbbations. 

20*  Notice  of  application  to  disclaim  or  make  alterations.   Any 
p^person  who  shall  obtain  letters  patent  under  this  Act,  or  in  case 
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Rtich  person  shall  part  with  his  whole  or  any  part  of  his  interest  by 
ntislgnmont,  such  person  together  with  the  assignee  (if  part  only 
has  heen  assigned),  or  the  assignee  alone  (if  the  whole  has  been 
assigned),  may  apply  to  the  law  officer  for  leave  to  enter  a  disclaimer 
of  any  part  of  either  the  title  of  the  invention  or  of  the  specifica* 
tion,  or  a  memorandum  of  any  alteration  in  the  said  title  or  speci- 
fication, not  being  such  disclaimer  or  such  alteration  as  shall  extend 
the  exclusive  right  granted  by  the  said  letters  patent ;  and  thereupon 
the  law  officer  shall  deliver  to  such  patentee  and  assignee,  or  either 
of  them,  or  to  their  or  either  of  their  agents,  an  appointment  in  the 
form  contained  in  the  seventh  schedule  to  this  Act,  or  to  the  like 
effect ;  and  such  patentee  or  assignee  shall  thereupon  cause  such 
disclaimer  (stating  the  reason  for  the  same),  or  such  memorandum 
of  alteration,  to  be  written  at  the  foot  of  the  said  appointment, 
and  shall  cause  the  same  respectively  to  be  published  in  the  manner 
hereinbefore  required  with  respect  to  the  said  first  mentioned 
appointment ;  and  any  person  having  an  interest  in  opposing  the 
said  application  shall  be  at  liberty  to  leave  particulars  in  writing  of 
his  objections  to  the  same  at  the  chambers  of  the  law  officer  within 
such  time  not  being  less  than  three  clear  days  prior  to  the  day  so 
appointed  :  Provided  always,  that  where  such  application  as  afore- 
said shall  be  for  leave  to  enter  a  disclaimer  of  any  part  of  the  title 
of  the  said  invention,  or  a  memorandum  of  any  alteration  in  such 
title,  the  law  officer  may  dispense  with  such  appointment  and 
publication,  and  in  that  case  shall  certify  in  the  fiat  hereinafter 
mentioned  that  he  has  dispensed  with  the  same. 

21.  Application  for  disclaimer  to  he  heard.  At  the  time  and 
place  named  in  such  appointment  the  said  patentee  and  assignee,  or 
cue  of  them,  shall  produce  the  newspapers  containing  the  same  and 
the  said  disclaimer  or  memorandum  of  alteration  at  the  foot  thereof ; 
:ind  the  law  officer  shall  thereupon  hear  and  consider  the  said 
a[)plication,  and  all  objections  to  the  same  mentioned  in  the  said 
particulars  (if  any),  and  all  such  power  and  authority  shall  and 
may  be  exercised  upon  that  occasion  by  the  law  officer  as  by  virtue 
of  the  provisions  hereinbefore  contained  can  and  may  be  exercised 
in  relation  to  the  hearing  and  considering  an  application  for  letters 
patent  and  objections  to  the  same,  and  shall  and  may  be  enforced 
in  like  manner. 

22u  Hoto  disclaimerTnay  be  entered  and  alterations  made.  After 
•such  hearing  and  consideration,  or  without  such  hearing  and  con- 
«ideratioii  where  the  said  appointment  and  publication  shall  have 
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been  dispensed  with  as  aforesaid,  such  patentee  and  assignee,  or 
either  of  them,  may  by  leave  of  the  law  officer  (to  be  certified  by 
a  fiat  nnder  his  hand  to  be  written  at  the  foot  of  the  same  parch- 
ment with  the  said  disclaimer  or  memorandum)  enter  such  disclainior 
(stating  the  reason  for  the  same)  or  such  memorandum  of  alteration, 
and  at  the  time  of  entering  such  disclaimer  or  memorandum  of 
alteration  shall  deposit  a  copy  thereof  in  the  office  next  hereinafter 
mentioned  ;    and   such   disclaimer  or  memorandum  of  alteration, 
being  filed  in  such  office  as  the  Grovernor  in  Council  shall  from  time 
to  time  appoint  for  that  purpose,  shall  be  deemed  and  taken  to  be 
part  of  such  letters  patent  or  such  specification,  and  subject  to  the 
several  incidents  thereof,  in  all  courts  whatever,  and  shall  be  valid 
and  effectual  in  favor  of  any  person  in  whom  the  rights  under  the 
said  letters  patent  may  then  be  or  thereafter  become  legally  vested  ; 
and  no  objection  shall  be  allowed  to  be  made  in  any  proceeding 
upon  or  touching  such   letters  patent,  specification,  disclaimer  or 
memorandum  of  alteration,  on  the  ground  that  the  person  entering 
such  disclaimer  or  memorandum  of  alteration  had  not   snffici(  iit 
authority  in  that  behalf  :    Provided  always,  that  no  action  shall  be 
brought  upon  any  letters  patent  in  which  or  on  the  specification  ot' 
which  any  disclaimer  or  memorandum  of  alteration  shall  have  be(*n 
filed  in  respect  of  any  infringement  committed  prior  to  the  filing 
of  such  disclaimer  or  memorandum  of  alteration  (unless  the  law 
officer  shall  certify  in  his  said  fiat  that  any  such  action  may  be 
brought),  notwithstanding  the  entry  or  filing  of  such  disclaimer  or 
memorandum  of  alteration  ;  and  no  such  disclaimer  or  alteration 
shall  be  receivable  as  evidence  in  any  action  or  suit  (save   and 
except  in  any  proceeding  by  scire  facias)  pending  at  the  time  when 
such  disclaimer  or  alteration  was  filed  as  aforesaid  ;  but  in  every 
such  last  mentioned  action  or  suit  the  original  title  and  specification 
alone  shall  be  given  in  evidence,  and  be  deemed  and  taken  to  be  the 
title  and  ipecitication  of  the  invention  for  which  the  letters  patent 
have  been  or  shall  have  been  granted  :  Provided  also,  that  when 
any  such  fiat  shall  have  been  granted  or  issued  under  this  Act,  it 
shall  not  be  necessary  or  material  to  inquire  or  ascertain  whether 
such  appointment  as  last  aforesaid  has  or  has  not  been  delivered 
and  published  or  dispensed  with  in  accordance  with  this  Act,  and 
such  filing  of  any  disclaimer  or  memorandum  of  alteration  in  pur* 
suance  of  the  leave  of  the  law  officer  certified  as  aforesaid  shall  (ex* 
cept  in  cases  of  fraud)  be  conclusive  as  to  the  right  of  the  party  to 
enter  such  disclaimer  or  memorandum  of  alteration  nnder  this  Act. 
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23*  Copies  of  specifications^  disclaimers,  <tc,y  to  be  open  to  inspec- 
tion. The  copies  of  all  Bpecifications  and  the  drawings  and  models 
accompanying  the  same  (if  any)  and  of  all  disclaimers  and  memo- 
randa of  alterations  respectively  deposited  under  or  in  pursaance 
of  this  Act  shall  be  open  to  the  inspection  of  the  public  at  all 
reasonable  times  after  the  grant  of  letters  patent,  or  if  no  letters 
patent  be  granted  then  immediately  on  the  expiration  of  six  months 
from  the  time  of  such  deposit ;  but  subject  to  such  regulations  as 
the  Governor  in  Council  may  make  in  that  behalf. 

PaBT   IIL — EXTEKSIONT    OF  TeBM   AND    CONFIRMATION   OF    IxVAUD 

Patents. 

24.  Mode  of  obtaining  extension  of  the  term.  If  any  person  who 
has  obtained  letters  patent  under  this  Act  or  any  other  Act  relating 
to  letters  patent  heretofore  in  force  in  Victoria,  or  (in  case  such 
person  shall  have  parted  with  his  whole  or  any  part  of  his  interest 
by  assignment)  if  such  person,  together  with  the  assignee  where 
part  only  has  been  assigned,  or  of  the  assignee  alone  where  the 
whole  has  been  assigned,  shall,  six  months  before  the  expiration  or 
other  determination  of  such  letters  patent,  present  to  the  Oovernor 
in  Council  a  petition  for  the  extension  of  the  term  in  such  letters 
patent  mentioned,  and  shall  set  forth  in  such  petition  that  he  or 
they  has  or  have  been  unable  to  obtain  a  due  remuneration  for  his 
or  their  expense  and  labor  in  perfecting  such  invention,  and  that  an 
exclusive  right  of  using  ^nd  vending  the  same  for  some  further 
period  to  be  named  in  such  petition,  in  addition  to  the  said  term,  is 
necessary  for  his  or  their  reimbursement  and  remuneration,  it  i<hall 
be  lawful  for  the  Governor  in  Council  to  refer  the  consideration  of 
the  said  petition  to  commissioners  to  be  appointed  for  that  purpose 
in  the  manner  hereinafter  mentioned. 

25.  Mode  of  obtaining  confirmation  of  invalid  patent.  If  in 
any  suit  or  action  it  shall  be  proved  or  specially  found  by  the  ver- 
dict of  a  jury  that  any  person  who  shall  have  obtained  letters 
patent  for  any  invention  or  supposed  invention  was  not  the  iirst 
inventor  thereof,  or  of  some  part  thereof,  by  reason  of  some  other 
person  having  invented  or  used  the  same,  or  some  part  thereof, 
before  the  date  of  such  letters  patent,  or  if  such  patentee  or  his 
assigns  shall  discover  that  some  other  person  had,  unknown  to  such 
patentee,  invented  or  used  the  same,  or  some  part  thereof,  before 
the  date  of  such. letters  patent,  such  patentee  or  his  assigns  may 
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petition  the  t^bvernor  to  confirm  the  said  letters  patent  of  to  grant 
new  letters  patent ;  and  it  shall  be  lawful  for  the  Governor  in 
Council  to  refer  the  consideration  of  the  said  petition  to  com  mis-, 
sioners  to  bo  appointed  for  that  purpose  in  the  manner  hereinafter 
mentioned. 

26.  Appointtnent  of  commissioners.  For  the  purpose  of  con- 
sidering any  such  petition  as  aforesaid,  it  shall  be  lawful  for  the 
Governor  in  Council  (if  he  shall  think  fit)  to  issue  and  direct  in  the 
name  of-  Her  Majesty,  her  heirs  or  successors,  to  five  or  more 
persons  (of  whom  some  of  the  judges  of  the  {Supreme  Court  shall 
be  two)  a  commission  reciting  such  petition,  and  requiring  and 
authorizing  such  persons,  or  any  three  of  them,  of  whom  one  of  the 
said  judges  shall  be  one,  to  meet  at  some  time  (not  being  less  than 
two  months  from  the  publication  of  the  said  commission  in  the 
Government  Gazette)  and  at  some  place  to  be  respectively  fixed  in 
the  said  commission,  and  then  and  there  to  consider  the  said  peti- 
tion, and  to  report  to  Her  Majesty,  her  heirs  and  successors  (in  ease 
such  petitioner  shall  have  prayed  for  an  extension  of  the  term  in 

.  the  letters  patent  mentioned),  whether  any  and,  if  any,  what  further 
ejctension  of  the  said  term  should  be  granted  according  to  the 
prayer  of  the  said  petition,  and  upon  what,  if  any,  conditions,  or 
(in  case  such  petitioner  shall  have  prayed  for  a  confirmation  of  the 
letters  patent  or  for  a  grant  of  new  letters  patent)  whether  such 
confirmation  or  grant  should  be  made. 

27.  Notice  of  commission  to  be  published  and  caveats  entered. 
Two  months  at  least  before  the  time  named  in  the  said  commission 
for  the  consideration  of  any  such  petition  as  aforesaid,  the  peti- 
tioner shall  cause  to  be  published  in  the  same  manner  as  is  herein- 
before required  with  respect  to  the  said  first  mentioned  appointment 
an  advertisement  of  the  contents  of  the  said  commission  in  the 
form  contained  in  the  eighth  schedule  to  this  Act,  or  to  the  like 
effect ;  and  any  person  having  an  interest  in  opposing  the  said  petition 
shall  be  at  liberty  to  enter  a  caveat  against  the  iame  at  the  ofiice  of 
the  registrar  general  at  any  time  not  being  less  than  one  week 
before  the  time  named  in  the  said  commission  for  the  execution 
thereof. 

28.  Commissioners  to  hear  off  parties  and  report.  At  the  time 
and  place  tix(  d  in  the  s<iid  commission  for  that  purpose  the  com- 
missioners shall  meet  and  proceed  to  couHidcr  such  petition  ;  and 
the  p'^titioner  shall  be  heard  by  his  counsel  and  witnesses  to  prove 
his  case  as  stated  in  such  petition,  and  the  publication  of  the  said 
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last  mentioned  advertisement  as  required  by  this  Act;  and  the 
persons  entering  caveats  shall  likewise  be  heard  by  their  counsel 
and  witnesses  ;  and  all  such  witnesses  shall  be  examined  upon  oath 
or  affirmation  (which  oath  or  affirmation  such  commissioners  as 
aforesaid  are  hereby  authorized  and  required  to  administer) ;  and 
thereupon  and  upon  hearing  and  inquiry  of  the  whole  matter  (in 
case  such  petitioner  shall  have  prayed  for  an  extension  as  aforesaid) 
the  said  commissioner  may  report  whether  any  and,  if  any,  what 
further  extension  of  the  said  term  should  be  granted ;  and  the 
Governor  in  Council  is  hereby  authorized  and  empowered,  if  he 
shall  think  fit,  to  grant  to  the  petitioner  new  letters  patent  for  the 
said  invention  for  a  term  not  exceeding  fourteen  years  after  the 
expiration  of  the  first  term,  anything  hereinbefore  contained  to  the 
contrary  thereof  in  anywise  notwithstanding ;  and  such  new  letters 
patent  shall  be  sealed  and  bear  date  as  of  the  day  after  the  expira- 
tion of  the  term  of  the  first  letters  patent.  Or  (in  case  such 
petitioner  shall  have  prayed  for  a  confirmation  or  grant  as  aforesaid, 
such  commissioners,  upon  examining  the  said  matter  and  being 
satisfied  that  such  patentee  as  aforesaid  believed  himself  to  be  the 
first  and  original  inventor,  and  being  satisfied  that  such  invention, 
or  part  thereof,  had  not  been  publicly  and  generally  used  before  the 
date  of  such  first  letters  patent,  may  report  to  Her  Majesty,  her 
heirs  and  successors,  their  opinion  that  the  prayer  of  such  petition 
ought  to  be  complied  with,  whereupon  the  Governor  in  Council 
may,  if  he  shall  think  fit,  grant  such  prayer ;  and  the  said  letters 
patent  shall  be  available  at  law  and  in  equity  to  give  to  such  peti- 
tioner the  sole  right  of  using,  making,  and  vending  such  invention 
as  against  all  persons  whomsoever,  anything  hereinbefore  contained 
to  the  contrary  thereof  notwithstanding :  Provided  that  any  person, 
party  to  any  former  suit  or  action  touching  such  first  letters  patent 
as  last  aforesaid,  shall  be  entitled  to  have  notice  in  writing  of  the 
time  and  place  fixed  as  aforesaid  for  the  first  meeting  of  the  said 
commissioners  to  consider  the  said  petition ;  and  after  any  such 
report  shall  have  been  made  it  shall  not  be  material  or  necessary  to 
inquire  or  ascertain  whether  any  such  advertisement  as  last  afore- 
said has  or  has  not  been  published,  or  whether  any  such  notice  as 
last  aforesaid  has  or  has  not  been  given  in  the  manner  hereinbefore 
directed  in  that  behalf. 
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Past  IV. — ^Miscellaneous  Pkovisions.  * 

29.  Index  to  specifications^  disclaimerSy  Ac.  The  Governor  in 
Council  may  canse  indices  to  all  speeificatlonSy  disclaimers,  and 
memoranda  of  alterations  heretofore  or  to  be  hereafter  enrolled  or 
deposited  as  aforesaid  to  be  prepared  in  such  form  as  may  be 
thought  fit ;  and  such  indices  shall  be  open  to  the  inspection  of  the 
public,  at  such  places  as  the  Governor  in  Council  shall  appoint,  and 
subject  to  the  regulations  to  be  made  as  hereinbefore  provided. 

30«  Hegister  of  patents  to  be  kept.  There  shall  be  kept  at  the 
office  to  be  appointed  as  aforesaid  a  book  or  books,  to  be  called  The 
Register  of  Patents,  wherein  shall  be  entered  and  recorded  in 
chronological  order  all  letters  patent  granted  under  this  Act  and 
any  other  Act  relating  to  letters  patent  heretofore  in  force  in  Vic- 
toria, the  deposit  and  filing  of  specifications,  disclaimers,  and 
memoranda  of  alterations  filed  in  respect  of  such  letters  patent,  all 
amendments  in  such  letters  patent  and  specifications,  all  confir- 
mations and  extensions  of  such  letters  patent,  the  expiry,  determ- 
ination, vacating,  or  canceling  such  letters  patent,  with  the  dates 
thereof  respectively,  and  all  other  matters  and  things  affecting  the 
validity  of  such  letters  patent  as  the  Governor  in  Council  may 
direct;  and  such  register,  or  a  copy  thereof,  shall  be  open  at  all 
convenient  times  to  the  inspection  of  the  public,  subject  to  such 
regulations  as  the  Governor  in  Council  may  make  in  that  behalf. 

81.  Register  of  Proprietors  to  be  kept.  There  shall  be  kept  at 
the  same  office  a  book  or  books,  entitled  The  Register  of  Proprie- 
tors, wherein  shall  be  entered,  in  such  manner  as' the  Governor  in 
Codncil  shall  direct,  the  assignment  of  any  letters  patent,  or  of  any 
share  or  interest  therein,  any  license  under  letters  patent,  and  the 
district  to  which  such  license  relates,  with  the  name  or  names  of  any 
person  having  any  share  or  interest  in  such  letters  patent  or  license, 
the  date  of  his  or  their  acquiring  such  letters  patent,  share,  and 
interest,  and  any  other  matter  or  thing  relating  to  or  affecting  the 
proprietorship  in  such  letters  patent  or  license  ;  and  a  copy  of  any 
entry  in  such  book,  certified  as  hereinafter  mentioned,  tfhall  be  given 
to  any  person  requiring  the  same,  and  shall  heprimd  facie  proof  of 
the  assignment  of  such  letters  patent,  or  share  or  interest  therein, 
or  of  the  license  or  proprietorship,  as  therein  expressed  :  Provided 
always,  that  until  such  entry  shall  have  been  made,  the  grantee  or 
grantees  of  the  letters  patent  shaU  be  deemed  and  taken  to  be  the 
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sole  and  exclusive  proprietor  or  proprietors  of  snch  letters  patent, 
and  of  all  the  ^licenses  aud  privileges  thereby  given;  and  granted; 
and  such  register  or  a  copy  shall  be  open  to  public  inspection,  sub- 
ject tQ. such- regulations  as  the  Grovernor  in  Council  may  make. 

32.  Certified  copies  to  be  evidence.  .The  Governor  in  Council 
may  cause  a  seal  to  be  made  for  the  purposes  hereinafter  mentioned  ; 
and  all  courts,  judges,  and  other  persons  whomsoever  shall  take 
notice  of  such  seal,  and  receive  impressions  thereof  in  .evidence  in 
like  manner  as  impressions  of  the  seal  of  the  colony  are  received  19 
evidence ;  and  copies  or  extracts,  certified  and  sealed  with  such  seal> 
of  .letters  patent,  specifications,  disclaimers,  memoranda  of  observa- 
tions, and  all  other  documents  or  books  recorded,  filed,  and  kept  in 
pursuance  of  this  Act,  shall  be  received  in  evidence.inall  proceed* 
ings  relating  to  letters  patent  for  inventions  .in  all  oourts,  and  by 
all  judges  and  other  persons  whomsoever.    - 

33.  Falsification  or  forgery  of  entrits.  If  any  person  shall 
:wi]]f  ully  make  or  cause  to  be  made  any  false  entry  in  any  such  reg- 
ister, or  shall  willfully  make  or  forge  or  cause  to  be  made  or  forged 
|iny  writing  falsely  purporting  to  be  a  copy  of  any  entry  in  the  said 
book,  or  shall  produce  or  tender  or^  cause  or  suffer  to  be  produced 
or  tendered  in  evidence  any  such  writing,  knowing  the  same  to  be 
false  or  forged,  he  shall  be  guilty  of  a  misdemeanor,  and  sha^l  be 
liable  to  be, imprisoned  for  any  term^not  exceedingfive  years. 

34:*  •  Entries  may  be  expunged.  If  any  person  shall  deem  himself 
aggrieved  by  any  entry  made  under  color  of  this  Act  in  any  such 
register,  it  shall  be  lawful  for  such  person  to  apply  by  motion  to 
the  Supreme  Court  in  tenn  time,  or  by  summons  to  a  judge  of  such 
court  in  vacation,  for  an  order  that  such  ^ntry  may  be  expunged 
vacated,  or  varied  ;  and  upon  any  such  application  snch  court  or 
judge  may  make  such  order  for  expunging,  vacating,  or  varying 
such  entry,  and  as  to  the  costs  of  snch  application,  as  to  such  court* 
or  judge  may  seem  fit ;  and  the  officer  having  the  care  and  custody 
of  such  register,  on  the  production  to  him  of  any  such  order,  shall 
expunge,  vacate,  or  vary  the  said  entry  according  to  such  order. 

S6..  Pert^f/ /or  unauthorized  user  0/ the  word**  patent."  If  any 
person  shall  write,,  paint,  print,  mould,  cast,  carve,  engrave,  stamp, 
or  otherwise  mark^upon  anything  made,  used,  or  sold  by  him,  for 
the  sole  making  or  selling  of  which  he  has  not  or  shall  not  have 
obtained  letters  patent,  the  name  or  any  imitation  of  the  name  of 
any  other  person  who  has  or  shall  have  obtained  letters  patent  for 
the  sole  making  and  vending  of  such  thing,  without  leave  in  writ- 
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ing'of  finch  patefitee  or  his  assigns,  or  if  any  person  shall  upon  sach 
tiling,  not  having  been  purchased  from  the  patentee,  or  some  person^ 
who  purchased  it  from  or  under  such  patentee,  or  not  having  had 
the  license  or  consent  in  writing  of  such  patentee  or  his  assigns^ 
Vrite,  paint,  prhit,  mould,  cast,  carve,  engrave,  stamp,  or  otherwise 
mark  the  word  ^^  patent,"  the  words  ^^  letters  patent,"  or  the  words 
^^by  the  Queen's  patent,". or  any  words  of  the  like  kind,  meaning, 
or  import,  with  a  view  of  imitating  or  counterfeiting  the  stamp, 
mark,  or  oth^r  device  of  the  patentee,  he  shall  for  every  such  offense 
forfeit  and  pay  the  sum  of  one  hundred  pounds,  one-half  to  Her 
Majesty^  her  heirs  and  successors,  and  the  other  half  with  full  costs 
of  suit  to  any  person  who  shall  sue  for  the  said  penalty  by  action 
of  debt :  Provided  always,  that  nothing  herein  contained  shall  be 
iRonstrued  to  extend  to  subject  any  person  to  any  penalty  in  respect 
of  stamping  or  in  any  way  marking  the  word  **  patent "  upon  any-^ 
tiling  for  the  sole  making  or  vending  of  which  letters  patent  before 
obtained  shall  have  expired  or  otherwise  determined. 

36»  In  Aetiona  for  infringement^  particulars  of  breaches  and  olh 
jections  to  he  delivered.  In  any  action  for  the  infringement  of 
letters  patent  the  plaintiff  shall  deliver  with  his  declaration  particu* 
hwA  of  the  breaches  complained  of  in  the  said  action,  and  the 
defendant  on  pleading  thereto  shall  deliver  with  his  pleas,  and  the 
])rosecntor  in  any  proceeding  by  scire  facias  to  repeal  letters  patent 
shall  deliver  with  his  declaration,  particulars  of  any  objections  on 
which  he  means  to  rely  at  the  trial  in  support  of  the  pleas  in  the 
6aid  action,  or  of  the  suggestions  of  the  said  declaration  in  scire 
facias  respectively  ;  and  at  the  trial  of  such  action  or  proceeding  by 
scire  facias  no  evidence  shall  be  allowed  to  be  given  in  support  of 
any  alleged  infringement  or  of  any  objection  impeaching  the  valid*- 
ity  of  such  letters  patent  which  shall  not  be  contained  in  th^ 
particulars  delivered  as  aforesaid  :  Provided  always,  that  the  place 
or  places  at  or  in  which  and  in  what  manner  the  invention  is  alleged 
to  have  been  used  or  published  prior  to  the  date  of  the  letters 
patent  shall  be  stated  in  such  particulars :  Provided  also,  that  it 
shall  and  may  be  lawful  for  any  judge  at  chambers  to  allow  such 
plaintiff  or  defendant  or  prosecutor  respectively  to  amend  the  par- 
ticulars  delivered  as  aforesaid,  upon  such  terms  as  to  such  judge 
shall  seem  fit.  Provided  also,  that  at  the  trial  of  any  proceeding 
by  scire  facias  to  repeal  letters  patent  the  defendant  shall  be  en- 
titled to  begin  and  to  give  evidence  in  support  of  such  letters 
patent ;  and  in  case  evidence  shall  be  adduced  on  the  part  of  the 
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proseoator  impeaohing  the  validity  of  such  letters  patent,  the 
defendant  shall  be  entitled  to  the  reply. 

87.  Pairticulars  to  be  regarded  in  taxing  casta.  In  taxing  the 
oosts  in  any  action  for  infringing  letters  patent  regard  shall  be  had 
to  the  particulars  delivered  in  such  action,  and  the  plaintiff  and 
defendant  respectively  shall  not  be  allowed  any  costs  in  respect  of 
any  particular  unless  certified  by  the  judge  before  whom  the  trial 
was  had  to  have  been  proved  by  such  plaintiff  <Nr  defendant  respeo- 
tively,  without  regard  to  the  general  costs  of  the  cause  ;  and  it  shall 
lie  lawful  for  the  judge  before  whom  any  such  action  shall  be  tried 
to  certify  on  the  record  that  the  validity  of  letters  patent  in  the 
declaration  mentioned  came  in  question  ;  and  the  record  with  such 
certificate  being  given  in  evidence  in  any  suit  or  action  for  infring- 
ing the  said  letters  patent,  or  in  any  proceeding  by  scire  facias  to 
repeal  the  letters  patent,  shall  entitle  the  plaintiff  in  any  such  suit 
or  action,  or  the  defendant  in  such  proceeding  by  scire  facias,  on 
vobtaining  a  decree,  decretal  order,  or  final  judgment,  to  his  full 
costs,  charges,  and  expenses  to  be  taxed  as  between  attorney  and 
client,  unless  the  judge  making  such  decree  or  order,  or  the  judge 
trying  such  action  or  proceeding,  shall  certify  that  the  plaintiff  or 
defendant  respectively  ought  not  to  have  such  full  costs. 

38.  J^'&es  on  obtaining  patents.  There  shall  be  paid  in  respect 
of  letters  patent  applied  for  or  issued  as  herein  mentioned,  the 
depositing  of  specifications,  disclaimers,  and  memoranda  of  altera- 
tions, warrants,  certificates,  entries,  and  searches,  and  other  matters 
and  things  respectively  mentioned  in  the  ninth  schedule  of  this  Act, 
such  fees  as  are  enumerated  in  that  schedule  ;  and  such  of  the  said 
fees  as  are  thereby  made  payable  to  the  law  ofiicer  shall  and  may 
be  received  and  retained  by  such  law  ofiicerfor  his  own  proper  use  ; 
and  the  residue  thereof  shall  form  part  of  the  the  consolidated 
revenue  of  Victoria,  and  be  paid,  applied,  and  disposed  of  accord- 
ingly. 

39*  Miglish  patents  to  be  sul^ject  to  this  Act.  All  letters  patent 
which  shall  have  been  or  which  shall  be  granted  in  the  United 
Kingdom  of  Great  Britain  and  Ireland  after  the  thirty-first  day  of 
December  in  the  year  of  our  Lord  one  thousand  eight  hundred  and 
fifty-seven,  for  any  invention,  shall,  so  far  as  the  same  relate  to 
Victoria  and  its  dependencies,  be  and  be  deemed  to  have  been 
utterly  void  and  of  none  effect,  and  in  nowise  be  put  in  execution  ; 
but  all  such  letters  patent  granted  in  the  said  United  Kingdom  on 
or  before  that  day,  and  which  would  be  or  would  have  been  valid 
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in  Victoria  if  this  Act  or  any  other  Act  relating  to  letters  patent 
heretofore  in  force  in  Victoria  had  not  been  passed,  shall  be  deemed 
and  taken  to  have  been  granted  nnder  .this  Aot^  and  may  be  dealt 
with  aeooidii^y. 


fiCHEBULfiS. 


fiCIBIDiriiB  X. 

J8eeHon2. 


Date  of  Act 


18  Vict.  No.  I 


20  VicL  No.  8 


Titie  of  Act. 


^An  Act  to  protect  the  rights  of  inreiitorB 
*'  of  articles  at  the  Exhibition  in  Yictoritf 
**  of  one  thousand  «ight  hunctrod  .and 
*•  fifty.four." 

"An  Act  concerning  Xatters  Patent  for  In- 
*'  Tentions." 


Extent  of  B^^ml. 


Tben^faole. 


The  whole. 


ScanQuu  II. 

Sedian  *l. 

• 

To  all  to  whom  tbeee  pntents  shall  come,  I  [John  Bo^  «f  Tamdala,  in  theiwaaty 
of -Talbot,  engineer,]  sendgoeetiiig : 

Whereas  I  am  desiroas  of  obtaining  B^yal  letters  patent  for  stewing  nnto-me  Her 
Majesty's  special  license  that  1,  my  execators,  Administrator^  and  assigns,  and  such 
others  as  I  or  they  shonld  at  any  time  agree  with,  and  no  others,  should  and  lai^ 
fully  might  from  lime  to  time,  and  at  all  times  during  the  term  of  fourteen  years  (to 
be  computed  from  the  day  on  which  this  instrument  shall  be  left  at  the  office  of  the 
regislrar-ffeneral),  make,  use,  exercise,  and  rend  within  the  colony  of  Victoria  and  its 
dependencies  an  invention  for  [insert  the  title  of  the  ifwenUon] ;  and  in  order  to  obtain 
the  said  letters  patent  I  must  by  an  instrument  in  writing  under  my  hand  and  seal 
particularly  describe  and  ascertain  the  natnie  of  the  said  invention,  and  in  what  man- 
ner the  same  is  to  be  performed,  and  roust  also  enter  into  the  covenant  hereinafter 
contained :  Now  know  ye,  that  the  nature  of  the  said  invention,  and  the  manner  in 
which  the  same  is  to  be  performed,  is  parUcularly  described  and  aaeertained  in  and  by 
the  following  statnnent ;  (that  is  to  say,)  [detcribe  the  tfuwn/ton].  And  I  do  hereby, 
for  myself,  my  heirs,  executors,  and  administrators,  covenant  witii  Her  Migesty,  her 
hoirs,  and  successors,  that  I  believe  the  said  invention  to  be  a  new  invenUon  as  to  the 
public  use  and  exercise  thereof,  and  that  I  do  not  know  or  believe  that  any  other  per> 
.son  than  myself  is  the  tme  and  first  inventor  of  the  said  invention,  and  that  I  wUl  net 
deposit  these  presents  at  the  offioe  cff  the  regiMtrar-gmenl  with  any  snch  knowledge  or 
belief  as  last  aforesaid. 

In  witness,  &c. 

n.— 85 


*  • 
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SCBKDULX    III. 

S^ion  9. 

Patent  for  [ifuert  iKetitUo/the  ^teeifieation].    This  is  to  Dotif j  thiit  A.  B,  ot  ke.^ 
did  on  the  day  of  instant  [or  last]  deposit  at  the  office  of  the 

r^ffidrar-ffeneral  in  Melt>oarae  a  specification  or  instrument  in  writing  under  bis  hand 
and  seal  particularly  describing  and  ascertaining  the  nature  of  the  said  invention,  and 
in  what  ipanner  the  same  is  to  be  performed,  and  that  by  reason  of  such  deposit  the 
said  inyention  is  protected  and  secured  to  him  exclusively  for  the  term  of  six  calendar 
months  thence  next  ensuing ;  and  I  do  further  notify  that  the  said  A.  B,  has  given 
notice  in  writing  at  my  chambers  of  his  intention  to  proceed  with  his  application  for 
letters  patent  for  the  said  invention,  and  that  I  have  appointed  [Thurtdai/]  the 
day  of  next,  at  o'clock  in  the  noon,  at  my  chambers  to  hear 

and  consider  the  said  application  and  all  objections  thereto ;  and  I  do  hereby  require 
all  persons  having  an  interest  in  opposing  the  grant  of  such  letters  patent  to  leave  on 
or  before  the  day  of  at  my  chambers  in  Melbourne  particulars   in 

writing  of  their  objections  to  the  said  application,  otherwise  they  will  be  precluded 
r  om  urging  the  same. 

Given  under  my  hand  this  day  of  18    . 

T.  H.  F., 

GeneraL 


SCHKDULS  TV. 

Section  10. 

Upon  hearing  the  objection  of  A,  B,  to  grant  to  C,  2>.  of  letters  patent  for  [interi 
the  title  aeinthe  specification]^  I  do  by  this  writing  under  my  hand  order  that  the  said 
A.  B.  shall  pay  to  the  said  C.  D.  the  sum  of  for  the  costs  of  such  hearing  [or  to 

V,  F,  the  sum  of  as  a  remuneration  for  his  attendance  at  such  hearing]. 

Given  under  my  hand  this  day  of  18    . 

G.  H., 

GeneraL 


SCBZDULiy. 

SwAUni  11. 

I  have  heard  and  considered  the  application  of  A,  B,  for  letters  patent  for  [inteiri 
the  title  as  in  the  specification^  and  also  all  objections  to  the  same,  and  having  perused 
the  specification  and  the  usual  and  necessary  advertisements,  am  of  opinion  that  as  it 
is  entirely  at  the  hazard  of  the  said  applicant  whether  the  said  invention  is  new  and 
will  have  the  desired  success.  Her  Majesty's  Royal  letters  patent  may  be  issued  in  the 
form  contained  in  the  sixth  schedule  to  the  "  Patents  Statute,  1865,"  [with  the  fol- 
lowing  additional  clauses  (that  is  to  say,)  Iwre  set  tliem  out  i/any]. 

Given  under  my  hand  and  seal  this  day  of 

(L.  a)       W.  F.  a. 

General 
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Schedule  YL 
Section  18. 

ictoria,  by  the  Grace  of  God,  of  the  United  Kingdon  of  Great  Britain  and  Ireland 
Qut  n,  Defender  of  the  Faith,  to  all  to  whom  these  presents  shall  come,  greeting : 

Whereas  A,  B.  of  in  the  county  of  ,  engineer,  hath  represented  that 

he  is  desirous  of  obtaining  our  Royal  letters  patent  for  securing  unto  him  our  special 
license  that  he,  his  executors,  administrators,  and  assigns,  and  such  others  as  ho  or 
they  should  agree  with,  and  no  others,  should  and  lawfully  might  make,  use,  exercise, 
and  vend  within  our  Colony  of  Victoria  and  its  dependencies  an  invention  for  [iiuerl 
the  title  of  the  iHvtniion\  ;  and  by  an  instrument  in  writing  under  his  hand  and  seal, 
deposited  in  the  office  of  the  reffieirar-general^  the  said  A.  B.  hath  particularly  de- 
scribed and  ascertained  the  nature  of  the  said  invention,  and  in  what  manner  the  same 
is  to  be  performed ;  and  we,  being  willing  to  gtve  encouragement  to  all  arts  and  inven- 
tions which  may  be  for  the  public  good,  are  graciously  pleased  to  confer  upon  the  said 
A,  B.  the  privileges  hereinafter  mentioned :  Know  ye,  therefore,  that  we,  of  our  espec- 
ial grace,  certain  knowledge,  and  mere  motion,  have  given  and  granted,  and  by  these 
presents,  for  us,  our  heirs,  and  successors,  do  give  and  grant  unto  the  said  A.  B.,  his 
executors,  administrators,  and  assigns,  our  special  license,  full  power,  sole  privilege, 
and  authority  that  he  the  said  A,  B.y  his  executors,  administrators,  and  assigns,  and 
every  of  them,  by  himself  and  themselves,  or  his  and  their  deputy  or  deputies,  serv- 
ants or  agents,  or  such  others  as  he  or  they  shall  at  any  time  agree  with,  and  no  others 
during  the  term  herein  expressed,  shall  and  lawfully  may  make,  use,  exercise,  and 
vend  his  said  invention  within  our  said  colony  and  its  dependencies,  in  such  manner 
as  to  him,  his  executors,  administrators,  and  assigns,  or  any  of  them  shall  seem  meet» 
and  that  he,  his  executors,  administrators,  and  assigns,  shall  and  lawfully  may  have 
and  enjoy  the  whole  profit,  benefit,  commodity,  and  advantage,  from  time  to  time 
coming,  growing,  accruing,  and  arising  by  reason  of  the  said  invention  during  the  said 
term ;  to  have,  hold,  exercise,  and  enjoy  the  said  licenses,  powers,  privil^es,  and 
advantages  unto  and  by  the  said  A,  B.,  his  executors,  administrators,  and  assigns,  for 
and  during  and  unto  the  full  end  and  term  of  fourteen  years  now  next  ensuing ;  and  to 
the  end  that  he,  his  executors,  administrators,  and  assigns,  and  every  of  (hem,  may 
have  and  enjoy  the  full  benefit  and  the  sole  use  and  exercise  of  the  said  invention  accord- 
ing to  our  gracious  intention,  we  do  by  these  presents,  for  us,  our  heirs  and  successors 
require  and  strictly  command  all  and  every  person  and  persons,  bodies  politic  and  cor> 
porate  and  all  other  our  subjects  whatsoever,  of  what  estate,  quality,  degree,  name,  or 
condition  soever  they  be,  within  our  said  colony  and  its  dependencies,  that 
neither  they  nor  any  of  them  at  any  time  during  the  said  term,  either  directly  or  indi- 
rectly, do  make,  use,  or  put  in  practice  the  said  invention  or  any  part  of  the  same  so 
attained  unto  by  the  said  A,  B,  as  aforesaid,  nor  in  anywise  counterfeit,  imitate,  or 
resemble  the  same,  nor  shall  make  or  cause  to  be  made  any  addition  thereunto  or 
subtraction  from  the  same  whereby  to  pretend  himself  or  themselves  the  inventor  or 
inventors,  devisor  or  devisors  thereof,  without  the  consent,  license,  or  agreement  of  the 
said  A,  B.f  his  executors,  administrators,  or  assigns,  in  writing  under  his  or  their 
hands  and  seals  first  had  and  obtained  in  that  behalf,  upon  such  pains  and  pen- 
alties as  can  or  may  be  justly  inflioted  on  such  offenders  for  their  contempt  of  this  our 


648  FOREIGN  LAWS. 

royal  oommand,  and  farther  to  be  answerable  to  the  said  A,  B. ,  his  execnton,  admm- 
Utratore,  and  assigns,  according  to  law  for  his  and  their  damages  thereby  occasioned  : 
Provided  always,  and  theee  letters  patents  are  and  shall  be  upon  this  condition,  that  is 
ftt  any  time  daring  the  said  term  hereby  granted  it  shall  appear  that  this  our  grant  if 
oontrary  to  law  or  prejodicial  or  inconvenient  to  our  subjects  in  general,  or  that  the 
■aid  invention  fs  not  a  new  itavetition  as  to  the  public  use  and  elercise  thereof,  or  that 
the  said  A.  B,\9  iSot  ihie  true  ahd  first  Inventor  thereof  within  this  colony  or  its 
dependencies,  these  our  Tetters  patent  shall  forthwith  cease,  determine,  and  be  utterly 
void  to  all  intents  and  purposes,  anythTng  hereinbefore  contained  to  the  contrary 
thereof,  in  anywise  notwithstanding:  Provided  also,  that  these  our  letters  patent,  or 
anything  herein  contained,  shall  not  exteiid  or  be  construed  to  extend  to  give  prirW 
lege  unto  the  said  A.  J?.,  his  elecutors,  administrators,  or  assigns,  or  any  of  them,  to 
use  or  imitate  any  invention  or  #or1(  whatsoever  which  hath  heineioTore  beed  found  out 
or  invented  by  any  other  of  our  Subjects  whatsoever  jtnd  publicly  trsed  or  eXeVt^ised 
onto  whom  or  like  letters  patent  or  privileges  have  been  ali^dy  g^nted  for  the  sole 
use,  exercise,  knd  benefit  thereof,  within  our  paid  ool6ny  or  Its  die^ndenclea,  it  being 
our  will  and  pleasure  that  the  said  A.  2.,  his  ekecutors,  administrators,  koA  a^gns, 
and  all  and  every  other  person  and  persons  to  whom  Ifk'e  letters  patcAll  or  privileges 
have  been  already  granted  as  s foresaid,  shall  distinctly  use  afnd  practice  their  several 
inventions  by  them  invented  and  fodhd  out  according  to  the  ttue  Intent  and  int6aning 
of  the  same  respective  letters  patent  and  of  Yhe^  presents :  mt)vid<$dnic^Wid6t)ev^)^he~ 
less,  and  these  our  letters  pdtcn't  'ai^  "upon  this  express  'coi]rd1tlon,  ^at  \t  the  aaid 
instrument  in  writing  does  not  {Haiticularly  describe  and  asoeitati^  tfi'e  n'af^Qrr^  Of  'Che 
said  invention,  and  fn  What  Tnann^r  the  HaYbe  is  to  be  perfonned,  and  also,  if  the  said 
A, B.,  his  executors,  administrators,  Or  assigns,  shall  not  pay  2iX1^tMce6t\\l[tY^^ 
€rargener<d  of  oar  said  colony  th)e  sum  of  fifteen  potinds  WMiTn  thilce  years  next 
after  the  date  of  thede  presents,  and  'the  mim  of  twenty  ^oundd  wt^in  seften  ydirs 
next  after  such  date,  and  also  if  the  said  A.  B.,  his  'executors,  ttdmihi^ftratdrs,  Or 
assigns,  shall  not  ^pply  or  cause  to  "be  supplied  for  our  service  all  sudi  liHides  of 
the  said  invention  as  he  or  they  shall  be  required  to  supply  t>y  the  pff^MM  kdti/iiAMer- 
iiig  the  departfnent  of  our  service  for  the  use  of  Vhich  the  saiiire  shall  fo^  V<d^afr<^  ha 
itach  manner,  at  sucli  times,  and  kt  and  upon  such  reasonable  prices  arid  teirms  as'bhall 
be  settled  for  that  ptrpose  by  the  said  persons  tequMng  the  flame,  that  then  arid  in 
any  of  the  said  cases  the^e  our  letters  patent,  and  all  liberties  and  kdvantage^  wha'tao- 
ever  hereby  granted,  shall  titCeily  cease,  determine,  and  become  Vo^d,  anything  herein- 
before contained  to  the  contrary  thereof  in  anywise  riotwithstari^ng :  Provided  that 
nothing  herein  dOntalted  shall  prevent  tbo  granting  of  licences  tn  such  ihklririer  arid 
for  such  considera'cfons  as  they  riiay  bylaw  be  granted.  And  lastly,  itedb  Vy  these 
presents,  for  ris,  our  heirs  and  successors,  grant  unto  'the  said  A,  P.,  his  %XeCUtora, 
administrators,  and  assigns,  that  these  our  letters  patent  shall  be  in  toid  by  all  things, 
g<iod,  firm,  vtilid,  arid  suiflcierit  arid  effectual  in  the  law,  according  to  th^  true  ^h^tent 
and  meaning  thefreof,  aind  shaill  be  taken,  coristihied,  arid  ndjtK^ed  fn  Hie  Most  favora- 
ble and  beneficial  sense,  for  the  best  advantage  of  the  toid  A.  B.^  Idft  'ekectitors, 
admfrilstTtitdrs,  stnd  assigns,  ab  w^^Il  hi  all  'our  courts  of  record  as  elMWhere,  Undf^all 
arid  sin^fkr  the  oflScers  arid  riilnl^tefs  Vha'fddever,  of  us,  our  hcfirs  arid  INkdiRM^,  ?h 
iynr'siAA  colony  arid  Its  det)endencies,  and'atn^ri^t  all  and  eviery  the  8ttb3^<$ts()rif  uk,'6rir 
heirs  and  8ricce8^6r8  whalfsdever  and  wlierefidev^,  riotirithstandiog  ^He  riot  full  lend 
certain  describing  the  nature  or  quality  of  the  said  invention,  or  of  the  materials 
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thereunto  epoduciag  and  belopgrng.    In  witness  whereof  W4  iM^e  caqaed  these  oar 
letters  to  be  ma^e  patent^  ^nd  to  be  sealed  and  bear  dote  aa  of  th# 
day  of 

ScHiDnuB  YH. 

Section  20. 

> .  ■ 

Patent  for  [iiueri  the  tide].    This  is  to  notify  to  all  whom  it  may  concern,  that  0. 

D,y  of  &o.,  has  applied  to  me  for  leave  to  enter  a  disclaimer  of  part  [or  memorandum 

of  alteration,  eit  the  ea$e  may  be]  of  the  said  invention,  the  particulars  whereof  are 

Btate4  below;  I  do  therefore  appoint  [Thurtdatf]^  the  day  of  next, 

at  o'clock  in  the  noon,  to  hear  and  consider  the  sai^  application  and 

all  objectiona  to  the  same ;  and  I  do  hereby  require  all  persons  having  an  interest  in 

oppostug  the  said  application  to  leave  on  or  before  the  day  of  at  mj 

chambers  in  Ifelbourne  particulars  in  writing  of  their  objectioni|  to  the  some,  other 

wise  they  will  be  preolnded  from  urging  luch  objections. 

Given  under  mj  band,  this  day  of 

W,  F.  S., 

GeneroL 

The  following  is  the  disclaimer  [or  as  the  eas^  may  6e]  which  I  desire  to  moke  ii^« 

Jec.  [  The  ajjplicant  must  here  set  forth  vhat  he  wishes  to  etUer,  atul  s^/fi  it]. 


ScH^ULS  YUL 
Section  21. 

Patent  for  [insert  the  title].  Notice  is  hereby  given,  that  I  have  presented  a  peti- 
tion to  his  Excellency  the  Governor,  praying  for  the  confirmation  of  [or  extension  of 
the  term  in]  the  said  patent,  an4  that  a  royal  commisftion  has  issued  authoriziDg  and 
requiring  certain  commissioners  therein  named  to  consider  and  report  upon  the  subject 
to  ifer  Majesty,  which  said  commissioners  will  meet  for  that  purpose  on  the 
day  of  nezt^  at  o'clock  in  the  noon,  at  .All  per- 

fions  objecting  to  the  said  confirmation  [or  extension]  must  enter  a  caveat  against  the 
s..roe,  at  tlie  office  of  the  registrar-genera^  in  Melbourne,  otherwise  they  wUl  be  pre- 
cluded from  objecting  to  it. 


Dated  this  day  of 


A.B. 


SCIIEDCLX  IX. 

Section  88. 

£  s.  d 

On  depositing  specification 8  lU  0 

To  the  law  o^cer  for  any  "  appointment " 2    4  d 

On  obtaining  letters  patent 2  10  0 

At  or  before  the  expiration  of  the  third  year 16    0  0 

At  or  before  the  expiration  of  the  seventh  year 20    0  0 

To  the  law  officer  with  particulars  of  objections 2    4  6 

On  presentmg  petition  for  extension  or  confirmation 2  10  0 

Every  search  and  inspection 0    1  0 
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Entry  of  assignment  or  lioense 0  10  0 

Certificate  of  assignment  or  license 0  10  0 

Filing  of  memorandom  of  alteration  or  disclaimer 2  10  0 

Entering  anj  caveat 2  10  0 

Copy  or  extract  of  any  writing  per  common  law  folio 0    1  0 

From  Carpm,  Pat.  L.  of  Worlds  615. 


An  act  to  amend  the  laws  concerning  Letters  Patent  for 
Inventions.    No.  DCCCVUL  December  12,  1884. 

Be  it  enaoted  hj  the  Queen's  Most  Excellent  Majesty,  by  and  with 
the  advice  and  consent  of  the  Legislative  Council  and  the  Legis- 
lative Assembly  of  Victoria  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows — ^that  is  to  say  : 

1.  This  Act  may  for  all  purposes  be  cited  as  "  The  Patents  Act, 
1884  "  and  shall  be  read  and  construed  as  one  with  "  The  Patent 
Statute  1865y"  (hereinafter  referred  to  as  the  '^ Principal  Act")  as 
amended  by  the  Act  No.  CCCCXXXIIy  except  so  far  as  such  con- 
slruction  would  be  inconsistent  with  or  repugnant  to  the  provisions 
of  this  act. 

2.  In  this  Act  and  the  principal  Act  the  word  ^^  patentee  "  shall 
mean  the  person  for  the  time  being  entitled  to  the  benefit  of  any 
letters  patent  in  Victoria,  and  the  words  ^'  the  true  and  first  inven- 
tor "  shall  mean  the  person  who  is  the  actual  inventor  or  his  nomi- 
nee or  assignee,  and  shall  not  include  the  unauthorized  importer  of 
an  invention  from  elsewhere. 

3.  The  acts  specified  in  the  first  schedule  hereto  shall  be  and 
the  same  are  hereby  repealed  to  the  extent  specified  in  the  third 
column  of  the  said  schedule  :  Nothing  herein  contained  shall  affect 
any  proceedings  or  things  lawfully  taken,  done,  or  commenced,  or 
any  letters  patent  granted,  or  any  protection  or  right  conferred,  or 
any  register  or  appointment  made,  or  any  notice  of  particulars  given 
or  published,  or  any  warrant  issued,  or  caveat  entered  under  any  of 
the  repealed  portions  of  the  said  Acts,  before  the  passing  of  this 
Act ;  and  all  such  proceedings  and  things  shall  be  as  valid  and  may 

<  be  continued,  and  all  such  letters  patent,  protections,  rights,  regis- 
ters, appointments,  notices,  particulars,  warrants,  and  caveats  shall 
have  the  same  force  and  efficacy  as  if  this  Act  had  not  been 
passed.  When  letters  patent  have  been  granted  to  any  person 
before  the  passing  of  this  Act,  or  shall  in  respect  of  any  application 
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made  before  tne  paBsing  of  this  Act  be  hereafter  granted  to  any 
person  for  any  invention,  such  person  shall  with  respect  to  all 
matters  and  things  which  might  lawfully  have  been  done,  and  with 
respect  to  all  fees  which  might  lawfully  have  been  paid  after  the 
passing  of  this  Act,  be  entitled  to  avail  himself  of  the  provisions  of 
this  Act  as  if  this  Act  had  been  passed  before  the  grant  of  such  leU 
ters  patent. 

MoDB  OF  Obtaining  Lsttbbs  Patent. 

4.  In  section  6  of  the  principal  Act  the  words  "twelve  months 
shall  be  substituted  for  the  words  "six  months,"  wherever  the  same 
occur  in  the  said  section. 

6.  For  the  purposes  of  the  hearing  and  consideration  of  any 
application  in  accordance  with  the  provisions  of  section  10  of  the 
principal  Act,  the  law  officer  may  by  summons  under  his  hand  re- 
quire the  attendance  of  all  such  persons  as  he  thinks  fit  to  call  be- 
fore him  for  examination,  and  may  under  his  hand  order  to  be  paid 
by  the  applicant  or  objector  to  such  persons  such  remuneration  for 
their  attendance  as  to  him  may  seem  reasonable.  In  opposed  cases 
where  applicants  and  objectors  consent  the  law  officer  may  hear  all 
the  parties  in  the  presence  of  one  another. 

6.  If  any  person  whose  attendance  has  been  so  required  and  on 
whom  any  such  summons  has  been  served  by  the  delivery  thereof 
to  him  or  by  the  leaving  thereof  at  his  usual  place  of  abode,  neglect 
or  fail  to  appear  or  refuse  to  make  answer  to  such  questions  as  are 
put  to  him  touching  such  application  as  aforesaid,  such  person  shall 
forfeit  and  pay  a  penalty  not  exceeding  twenty  pounds,  to  be  recov- 
ered by  any  person  authorized  so  to  do  by  the  law  officer  in  a  sum- 
mary way  before  a  justice  of  the  peace. 

?•  If  any  applicant  for  a  grant  of  letters  patent  be  dissatisfieil 
with  the  refusal  of  the  law  officer  to  issue  his  warrant  for  the 
granting  of  letters  patent,  such  applicant  may  appeal  to  the  Su- 
premo Court,  and  the  mode  of  such  appeal  and  all  matters  relating 
to  pleading,  practice,  and  procedure  therein  shall  be  in  accordance 
with  rules  of  court  for  the  time  being  in  force.  For  the  purpose 
of  regulating  such  appeals  the  Supreme  Court  may  at  any  time,  with 
a  concurrence  of  a  majority  of  the  judges  thereof  present  at  any 
meeting  for  that  purpose  held,  make  rules  of  court,  and  may  from 
time  to  time  annul  any  such  rules  and  make  further  or  additional 
rules  ;  and  the  Supreme  Court  may  direct  a  warrant  for  the  grant- 
ing of  letters  patent,  and  such  warrant  shall  be  to  all  intents  and 
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p^poses  aa  valid  and  effeotaal  as  though  it  were  a  warrant  for  the 
grafting  of  letters  patent  for  an  invention  under  the  hand  and  seal  of 
tbe  law  oiBeer. 

8-  Notwithatanding  anything  in  any  Act  of  Parliament  oon- 
tallied^  where  any  patent  or  like  privilege  for  the  monopoly  or  ez- 
elustve  use  or  exeroise  in  any  parts  out  of  Victoria  and  its  depend- 
encies has  been  obtained  for  or  in  respect  of  any  invention  first 
invented  in  parts  out  of  Victoria  and  its  dependencies,  letters 
patent  may  be  granted  for  or  in  respect  of  sud^  invention  at  any 
time  within  one  year  from  the  date  of  the  granting  of  the  first  of 
any  such  patents  or  privileges  for  such  monopoly,  exclusive  use,  or 
exercise  as  aforesaid,  notwithstanding  that  such  invention  has  been 
used  or  published  in  Victoria  within  such  period  of  one  year,  and 
such  letters  patent,  when  granted,  shall  have  the  same  force  and 
effect  as  if  such  prior  publication  or  use  had  not  taken  place  :  Pro- 
vided, however^  That  if  such  use  or  publication  have  been  made 
in  Viotoria  with  the  consent  of  the  inventor,  such  inventor  shall 
not  be  entitled  to  a  grant  of  letters  patent  under  the  authority  of 
this  section. 

9,  (1.)  If  the  Governor  in  Council  is  pleased  to  make  any  ar- 
rangement with  the  government  or  governments  of  any  Australian 
colony,  or  with  the  government  of  the  colony  of  Kew  Zealand,  or 
of  the  colony  of  Fiji  for  the  mutual  protection  of  inventions,  then 
any  person  who  has  applied  for  the  protection  of  any  invention  in 
any  such  colony  shall  be  entitled  to  a  patent  for  his  invention  un- 
der this  Act  in  priority  to  other  applicants,  and  such  patent  shall 
have  the  same  date  as  the  date  of  the  protection  obtained  in  such 
colony  :  Provided,  That  his  application  is  made  within  six  months 
from  his  applying  for  protection  in  the  colony  with  which  the  ar- 
rangement is  in  force  :  Provided,  That  nothing  in  this  section 
contained  shall  entitle  such  person  to  recover  damages  for  infringe- 
ments happening  prior  to  the  date  of  the  actual  acceptance  of  his 
complete  specification  in  Victoria. 

(2.)  The  publication  in  Viotoria  during  the  period  aforesaid  of 
any  description  of  such  invention,  or  the  use  therein  during  such 
period  of  invention  (whether  with  or  without  the  consent  of  such 
person  as  aforesaid),  shall  not  invalidate  the  patent  which  may  be 
granted  for  the  invention. 

(3.)  The  application  for  a  grant  of  a  patent  under  this  section 
must  be  made  in  the  same  manner  as  an  ordinary  application  under 
this  Act, 
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(4.)  The  pravuiaofl  ol  this  se^ion  aball  apply  oiaij  ta  such  of 
the  ooIoBioft  aforeaaid  wi^k  respect  to  wbich  the  Governor  shall 
from  time^  ta  tme  bj  order  ia  C^meachI  deolare  them  to  bo  applica- 
ble, and  00  loBg  only  in  the  oase  of  each  ealoHy  as  the  order  in 
Council  shall  coiitina«  in  f ovee  vitk  resp^t  to  that  State. 

IQi  Where  Her  Majesty  has  by  ovdev  ia  Council  applied  the 
proTisione  of  eeotion  103  oi  an  Act  of  the  Imperial  Parliament, 
called  *'The  Paieala,  Designs,  and  Trade-Mnrka  Act,  11883,"  or  any 
portion  thereof,  ta  Victoria,  the  provisions  of  the  last  preceding 
section  may,  by  order  of  the  Governor  in  Coancil,  be  applied  for 
the  protection  of  inventions  patented  in  tha  United  Kingdom  or 
Isle  of  Man  :  Provided,  That  such  order  in  ConncU  may  be  at 
any  time  revoked. 

ExTBKSiOTsr  OF  Tbbv  and  Confibxation  of  Ikyaud  PaTXI7T& 

11.  Where  any  commissioners  have  been  appointed  by  the  Grov- 
emor  in  Conncil,  nnder  Part  III.  of  the  principal  Act,  to  consider 
the  petition  of  any  person  for  the  confirmation  of  letters  patent, 
or  for  the  grant  of  new  letters  patent,  or  for  an  extension  of  the 
term  in  any  letters  patent  mentioned,  such  oov^missioners  may,  if 
in  their  report  to  Her  Majesty,  her  heirs  and  successors,  they  reo* 
ommend  that  such  confirmation,  grant,  or  extension  should  not  be 
made,  also  recommend  that  all  the  costs  and  expenses  of  or  relating 
to  the  consideration  of  such  petition  by  the  commissioners,  and  of 
and  relating  to  the  appearance  of  the  law  officers  of  the  Crown 
and  the  crown  solicitor  to  oppose  the  prayer  of  such  petition,  shall 
be  borne  by  such  petitioner ;  and  the  Gk>vemor  in  Council  may 
thereupon  make  an  order  that  such  costs  and  expenses,  or  any  part 
thereof  as  he  thinks  fit,  shall  be  borne  by  such  petitioner. 

Miscellaneous  Pboyisioks. 

12.  Any  person  who  writes,  paints,  prints,  molds^  casts,  carves, 
engraves,  stamps,  or  otherwise  marks  upon  anything  made,  used  or 
sold  by  him,  and  for  the  sole  making  or  selling  of  which  he  has  not 
obtained  letters  patent,  the  name  or  any  imitation  of  the  name  of 
any  other  person  who  has,  as  patentee,  obtained  letters  patent  for 
the  sole  making  and  selling  of  such  thing,  without  leave  in  writing 
of  such  patentee  or  his  assigns,  or  who,  upon  such  j;hing  not  having 
been  purchased  from  the  patentee  or  some  person  who  purchased  it 
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from  or  under  sooh  patentee,  or  not  having  had  the  license  or  con- 
sent in  writing  of  such  patentee  or  hisassigns,  writes,  paints,  prints, 
molds,  casts,  carves,  engraves,  stamps,  or  otherwise  marks  the  word 
"  patent "  or  "  patented,*'  or  the  words  "  letters  patent,^'  "  royal 
letters  patent,"  or  "  Queen's  patent,'*  or  any  word  or  words  of  like 
import,  with  the  intent  of  counterfeiting  or  imitating  the  stamp, 
mark,  or  device  of  the  patentee,  or  of  deceiving  the  puhlic  and 
inducing  them  to  believe  that  the  thing  in  question  was  made  or 
sold  by  or  with  the  consent  of  the  patentee,  or  who  puts  to  sale  as 
patented  any  article  not  patented  in  Victoria,  for  the  purpose  of 
deceiving  the  public,  shall  be  guilty  of  a  misdemeanor,  and  on  con- 
viction thereof  be  liable  to  a  fine  not  exceeding  one  hundred  pounds 
or  imprisonment  for  a  period  not  exceeding  three  months. 

13.  Whenever,  through  inadvertence,  accident,  or  mistake,  and 
without  any  willful  default  or  intent  to  defraud  or  mislead  the  pub- 
lic, any  person  who  has,  as  patentee,  obtained  letters  patent  for  the 
sole  making  and  selling  of  anything,  has  (in  his  specification) 
claimed  to  be  the  true  and  first  inventor  or  discoverer  of  any  mate- 
rial or  substantial  part  of  the  thing  patented  of  which  he  was  not 
the  true  and  first  inventor  as  aforesaid,  every  such  patentee,  his 
executors,  administrators,  and  assigns,  whether  of  the  whole  or  any 
interest  in  such  letters  patent,  may  maintain  a  suit  at  law  or  in 
equity  for  the  infringement  of  any  part  thereof  which  was  bona  fide 
his  own,  provided  it  be  a  material  and  substantial  part  of  the  inven- 
tion in  respect  of  which  the  letters  patent  were  rightfully  granted, 
and  that  it  be  definitely  distinguishable  from  the  parts  so  claimed 
without  right  as  aforesaid,  notwithstanding  the  specifications  may 
embrace  more  than  that  of  which  such  patentee  was  the  true  or 
first  inventor  or  discoverer  ;  but  in  every  such  case  in  which  judg- 
ment is  given  or  a  decree  is  made  for  the  plaintiff,  no  costs  shall  be 
recovered  unless  the  proper  disclaimer  has  been  entered  at  the 
chambers  of  the  law  ofiicer  before  the  commencement  of  the  action 
or  suit,  nor  shall  he  be  entitled  to  the  benefit  of  this  section  if  ho 
have  unreasonably  neglected  or  delayed  to  enter  said  disclaimer. 

14.  A  patent  shall  have  to  all  intents  the  like  effect  as  against 
her  Majesty  the  Queen,  her  heirs,  and  successors,  as  it  has  as  against 
a  subject,  but  the  minister  at  the  head  of  any  department  of  the 
public  service  may  use  for  the  public  service  any  patented  article 
or  any  patented  manufacturing  process  on  such  terms  as  may  be 
agreed  on  with  the  patentee  of  such  article  or  process,  or  in  default 
of  such  agreement  on  such  tenns.as  may  be  settled  by  arbitration 
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oonductcd  under  regalations  to  be  made  by  the  Governor  in  Conn** 
oil. 

Revocation. 

15.  (1.)  The  proceeding  by  scire  facias  to  repeal  a  patent  is 
hereby  abolished. 

(2.)  Revocation  of  a  patent  may  be  obtained  on  petition  to  the 
Supreme  Court. 

(3.)  Every  ground  on  which  a  patent  might,  at  the  commence- 
ment of  this  act,  be  repealed  by  scire  facias  shall  be  a  ground  of 
revocation. 

(4.)  A  petition  for  revocation  of  a  patent  may  be  presented 
by- 

(a.)  The  law  officer ; 

{b.)  Any  person  authorized  by  the  law  officer ; 

(c.)  Any  person  alleging  that  the  patent  was  obtained  in  fraud 
of  his  rights,  or  of  any  person  under  or  through  whom  he  claims  ; 

(d.)  Any  person  alleging  that  he,  or  that  any  person  under  or 
through  whom  he  claims,  was  the  true  inventor  of  any  invention 
included  in  the  claim  of  the  patentee  ; 

{e.)  Any  person  alleging  that  he,  or  any  person  under  or  through 
whom  he  claims  an  interest  in  any  trade,  business,  or  manufacture, 
had  publicly  manufactured,  used,  or  sold,  within  this  realm,  before 
the  date  of  the  patent,  anything  claimed  by  the  patentee  as  his 
invention. 

(6.)  The  plaintiff  must  deliver  with  his  petition  particulars  of 
the  objections  on  which  he  means  to  rely,  and  no  evidence  shall, 
except  by  leave  of  a  judge  of  the  court,  be  admitted  in  proof  of 
any  objection  of  which  particulars  are  not  so  delivered. 

(6.)  Particulars  delivered  may  be  from  time  to  time  amended  by 
leave  of  the  court  in  which  such  action  is  pending  or  a  judge  thereof. 

(7.)  The  defendant  shall  be  entitled  to  begin,  and  give  evidence 
in  support  of  the  patent,  and  if  the  plaintiff  gives  evidence  impeach* 
ing  the  validity  of  the  patent  the  defendant  shall  be  entitled  to 
reply. 

(8.)  Where  a  patent  has  been  revoked  on  the  ground  of  fraud 
the  law  officer  may,  on  the  application  of  the  true  and  first  inven- 
tor made  in  accordance  with  the  provisions  of  this  Act,  grant  to 
him  a  patent  in  lieu  of  and  bearing  the  same  date  as  the  patent  so 
revoked ;  but  the  patent  so  granted  shall  cease  on  the  expiration  of 
the  term  for  which  the  revoked  patent  was  granted. 
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Lbgal  Pbocbbdings. 

16.  (1-)  In  an  action  for  infringement  of  a  patent,  the  judge 
igrho  is  trying  the  action  may,  if  he  thinks  fit,  and  shall  on  the 
request  of  either  of  the  parties  to  the  prooeeding,  call  in  the  aid  of 
an  assessor  specially  qualified  and  try  and  hear  the  case  wholly  or 
partially  with  his  assistanoe.  The  action  shall  be  tried  without  a 
jury,  unless  the  court  shall  otherwise  direct. 

(2.)  A  judge  of  any  court  having  jurisdiction  to  deal  with  pat- 
ters and  things  relating  to  letters  patent  may,  if  h%  sees  fit^  in 
any  proceeding  before  him  call  in  the  aid  of  an  assessor  as  afore- 
said. 

(3.)  The  remuneration,  if  any,  to  be  paid  to  an  assessor  under 
this  section  shall  be  determined  by  the  judge  or  judges  who  have 
called  such  assessor  to  his  or  their  aid,  and  be  costs  iq  the  c^use. 

17.  (1.)  In  an  action  for  infFingeipeqt  of  a  patent  the  plaintiff 
shall  deliver  with  his  statement  of  claim,  or  by  ordev  of  ^  judge  of 
the  court  in  which  such  action  is  brought  at  any  siib^equent  time, 
particulars  of  the  breaches  complained  of. 

(2.)  The  defendant  on  pleading  thereto  shall  deliver  with  his 
statement  of  defense,  or  by  order  of  the  Supreme  Ooiii^  or  a  judge 
thereof  at  any  subsequent  time,  particulars  of  any  objections  on 
which  he  relies  in  support  thereof. 

(3.)  If  the  defendant  disputes  the  validity  qf  the  patent,  the 
particulars  delivered  by  him  must  state  on  what  grounds  he  dis- 
putes it,  and  if  one  of  those  grounds  is  want  of  novelty,  must  state 
the  time  and  place  of  the  previous  publication  or  user  alleged  by 
him. 

(4.)  At  the  hearing  no  evidence  shall,  except  by  leave  of  the 
judge,  be  admitted  in  proof  of  any  alleged  infringement  or  objec- 
tion of  which  particulars  are  not  so  delivered. 

(5.)  Particulars  delivered  may  be  from  time  to  time  amended 
by  leave  of  the  court  in  which  the  action  is  then  pending  or  a  judge 
thereof. 

(6.)  On  taxation  of  costs,  regard  shall  be  had  to  the  particulars 
delivered  by  the  plaintiff  and  by  the  defendant,  and  they,  respect- 
ively, shall  not  be  allowed  any  costs  in  respect  of  any  particular 
delivered  by  them  unless  the  same  is  certified  by  the  court  in 
which  the  action  was  tried,  or  a  judge  thereof,  to  have  been  proven, 
or  to  have  been  reasonable  and  proper,  without  regard  to  the  gen- 
eral costs  of  the  case. 
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18.  In  an  aetioii  fdt  tii€rkigieMi%nt  of  a  |>atiMt,  thB  court  in 
which  bndi  aotion  k  pefiniklg^  ot  a  judge  ther^f^  may  oil  the  appU- 
dation  of  either  pttHyy  Make  Vdch  tffdet  for  an  ittjtin^tion,  inspec- 
tioiiy  or  a^iiefoiEAit)  aftd  ilii}iiioiBe  8«ich  termB  and  give  Buoh  direetiobs 
respeetii^g  t%e  Vailbe  a'tad  the  {yk^eedings  tfaereoti  as  the  said  coaVt 
or  flQx^h  jiidge  teay  '«ee  fit. 

19.  Ito  an  aefttoi!!  for  infi-ilYgeftient  of  a  patent^  the  eourt  in 
which  the  action  was  tried,  or  a  judge  thereof ,  may  oertify  that  the 
validity  of  the  patent  oataie  in  qaestion,  and  if  sach  court  or  judge 
80  eertifies,  then  in  any  subsequent  action  for  infringement  the 
plaintiff  in  that  action,  on  obtaining  a  final  order  or  judgment  in 
his  favor,  «hall  have  his  full  ^osts,  c/barges,  and  expenses,  as 
between  solicitor  anA  dietot,  tmless  flmeh  court  or  judge  before 
whom  the  action  was  ti4ed  teitiileMs  that  he  o«ight  fiot  to  have  the 
same. 

20.  Every  pa^^t  ttay  h^  ki  tftite  form  in  the  second  sebedule  to 
this  Act,  and  shall  be  Ranted  fer  one  invention  only,  but  may  eon- 
tain  more  thafn  oneeiaim*;  but  it  shall  not  be  competent  for  any 
person  in  an  action  or  •other  prooeeding  to  take  «ny  objection  to  a 
patent  on  the  ground  that  it  oompiiseB  more  than  one  InTetftion. 

81.  If  a  peirsoto  possessed  of  an  invention  dies  witbocrt  making 
application  for  a  patMt  f  o^  the  invention,  appliosttian  may  be  made 
by  and  a  patent  for  the  invention  gitaated  to  his  iegai  tepresenta* 
tive.  Every  such  ^ap|>Heati<m  must  be  made  within'mc  months  cf 
the  ^deeease  of  such  person,  and  mruBt  contain  a  deelavatifon  by  the 
legal  representative  that  he  believes  such  person  to  'be  the  true  «Bd 
first  inventor  of  the  invention. 

22.  The  exhibition  of  an  invention  at  an  rndustrial  or  interna- 
tional ezhibitioni  or  the  publication  of  any  description  of  the  inven- 
tion during  the  period  of  the  holding  of  the  exhibition,  or  the  use 
of  the  invention  for  the  purpose  of  the  exhibition  in  the  place 
where  the  exhibition  is  held,  or  the  use  of  the  invention  during  the 
period  of  the  holding  of  the  exhibition  by  any  person  elsewhere 
without  the  privity  or  consent  of  the  inventor,  shall  not  prejudice 
the  right  of  the  inventor  or  his  legal  personal  representative  to 
apply  for  and  obtain  provisional  protection  and  a  patent  in  respect 
of  the  invention  or  the  validity  of  any  patent  granted  on  the  appli- 
cation :  Provided,  That  both  the  following  conditions  are  complied 
with,  namely ; 

(a.)  The  exhibitor  must,  before  exhibiting  the  invention,  give 
the  law  officer  one  month's  notice  of  his  intention  to  do  so  ;  and. 
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• 

(ft.)  The  application  for  a  patent  must  be  made  before  or  within 
twelve  months  from  the  date  of  the  opening  of  the  exhibition, 

23.  The  Oovemor  in  Coancil  maji  sabject  to  the  provisionB  of 
this  act,  from  time  to  time,  make,  alter  and  repeal  rales  and  regu- 
lations to  regulate  the  issue  of  licenses  to  persons  to  practice  as 
agents  for  the  procuring  and  taking  out  of  letters  patent  for  inven- 
tions, and  fixing  the  amount  or  fee  to  be  charged  for  each  such 
license  per  annum. 

24.  The  second  and  third  schedules  to  this  Act  shall  be  respect- 
ively substituted  for  the  sixth  and  third  schedules  to  the  principal 
Act. 

25*  The  fees  set  out  in  the  fourth  schedule  to  this  Act  shall  be 
payable  for  and  in  respect  of  the  matters  and  things  therein  men- 
tioned in  lieu  of  the  fees  prescribed  by  the  ninth  schedule  to  the 
principal  Act,  and  the  said  fourth  schedule  hereto  shall  be  substi- 
tuted for  the  said  ninth  schedule  to  the  principal  Act. 

Notwithstanding  anything  in  the  principal  Act  contained,  a  fee 
due  in  respect  of  letters  patent  for  any  invention  at  the  expiration 
of  the  third  or  seventh  year  from  the  date  therefrom,  may  be  paid 
at  any  time  within  six  months  of  such  due  date  on  payment  of  an 
additional  fee  by  way  of  penalty  of  two  pounds  and  ten  shillings, 
and  may  be  paid  at  any  time  within  twelve  months  of  such  due  date 
on  payment  of  an  additional  fee  by  way  of  penalty  of  ten  pounds  ; 
and  on  payment  of  such  fee  and  penalty  the  powers  and  privileges 
granted  by  such  letters  patent  shall  be  as  good  and  effectual  to  all 
intents  and  purposes  as  though  such  fee  had  been  paid  on  such  due 
date  as  aforesaid. 

From  32  Pat,  Off.  Oaz.  11i. 
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See  Leeward  Islands. 

WALES. 

See  Oreat  Britain  and  Ireland. 
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WESTERN  AUSTRALIA. 

An  Act  to  RegtUate  Grants  of  Patents  for  Inventions  in 
the  Colony  qf  Western  Australia.    No.  1,  Aug.  15,  1872. 

Whereas  it  is  expedient  to  make  provision  for  granting  patents 
for  inventions  in  the  Colony  of  Western  Australia  :  Be  it  therefore 
enaoted  by  His  Excellency  the  Governor  of  Western  Australia  and 
its  dependencies,  by  and  with  the  advice  and  consent  of  the  Legis- 
lative Council  thereof,  as  follows  : — 

I.  Holder  of  letters  pcUent  under  this  Act  entitled  to  same  privi- 
leges aspcUentees  in  JEhigland,  From  and  after  the  passing  of  this 
Act,  any  person  to  whom,  as  the  originator  or  discoverer  of  any 
new  invention  or  improvement  in  the  arts  or  manufactures,  His 
Excellency  the  Governor  shall,  according  to  the  provisions  herein- 
after contained,  grant  letters  patent,  or  an  instrument  in  the  nature 
of  letters  patent,  shall  have  within  the  said  Colony  of  Western 
Australia,  for  a  term  of  fourteen  years  next  after  the  granting  of 
such  letters  patent  or  instrument,  the  exclusive  enjoyment  and 
advantage  in  the  said  colony  of  such  invention  or  improvement, 
and  such  and  the  same  protection,  and  such  and  the  same  remedies 
at  law  and  in  equity  against  any  person  in  the  colony  infringing 
the  said  letters  patent  or  instrument,  and  generally  such  and  the 
0&me  rights,  powers,  and  privileges  throughout  the  said  colony, 
with  respect  to  the  invention  for  which  such  letters  patent  or  instru- 
ment shall  be  granted,  as  any  person  to  whom  letters  patent  for  a 
new  invention  have  been  granted  under  the  Great  Seal  of  England 
has  by  the  law  of  England  in  and  throughout  the  realm  of  England 
(save  so  far  as  such  protection,  remedies,  rights,  powers,  and  priv- 
ileges may  be  inconsistent  with  the  provisions  of  this  Act)  :  Pro- 
vided that  so  much  of  the  provisions  contained  in  an  Act  of  the 
United  Parliament  of  GreatBritain  and  Ireland  passed  in  the  ses- 
sion of  the  fifth  and  sixth  years  of  the  reign  of  His  late  Majesty 
King  William  the  Fourth,  entitled  '^  An  Act  to  amend  the  law 
touching  letters  letters  patent  for  inventions,"  as  relates  to  the  con- 
firming of  letters  patent  or  granting  new  letters  patent  to  a  paten* 
tee  acting  under  an  erroneous  belief  that  he  was  the  first  and  origi- 
nal inventor,  and  for  the  prolongation  of  letters  patent,  and  the 
iteveral  provisions  contained  in  an  Act  of  the  United  Parliament  of 
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Great  Britain  and  Ireland  passed  in  the  session  of  the  fifteenth  and 
sixteenth  years  of  the  reign  of  Her  present  Majesty,  entitled  '^  An 
Act  for  amending  the  law  for  granting  patents  for  inventions," 
shall  not  be  deemed  applicable  to  the  Colony  of  Western  Australia  : 
Provided  farther,  that  any  of  the  penalties  recoverable  by  My  per- 
son holdi)ig  letters  patent  under  the  Great  Seal  of  Englatid  m  any 
court  of  Great  Britain,  under  the  said  first-mentioned  Act,  for  any 
unauthorifeed  person  using  or  imitating  the  name  of  any  such  pat- 
entee, or  using  the  word  '^  patent,^'  or  the  like  wotda,  or  «omit^- 
feiting  the  mark  of  any  snob  patentee,  may  be  reeoverable  and 
recovered  in  stdiilar  courts  in  the  said  colony  by  any  person  to 
whom  letters  patent,  or  an  instmment  in  the  nature  »off  letters  pat- 
ent, shall  be  granted  under  the  provisions  bereoi^  or  by  bis^aSfiigiKee, 
for  similar  injuries  to  such  last  mentioned  ]»atentee  i>r  bk  asaignee 
in  the  said  (3olony. 

2.  Made  K)f  cqapOccOion  faf^  kU0rs  patent.  Any  peAon> being  the 
originator  or  discoverer  of  any  new  invention  or  inqsvoveitient  as 
aforesaid,  for  which  no  patent  or  instminont  in  tfaemature  of  l^tera 
patent  bias  "blien  issued  in  Western  Atistralia  or  any  other  ooun- 
try,  and  being  desirous  of  obtaining  letters  patent  or  aninstnimeBt 
as  aforesaid  under  this  act,  shall  deposit  with  the  col<n»al  treas- 
urer  theaamof  tweuty^-five  pounds,  and  leave  in  the  ofiee,  or  in 
the  custody  of  such  person  as  the  Governor  may  appoiiKt,  ayetition 
addressed  to  Hia  EKoellency,  stating  clearly  and  aucoinctly  >tb6ob 
jeot  to  be  attained  by  his  invention  or  disoov^ry,  setting  forth  that 
he  has  depo»iited  tfae-sttib  of  twevity^'fivo  pounds  as  afoveaaid,-aiid 
praying  that  1e((ters  pat«nt,  or  andnsn'ttBient  as  afoMsaid,  may  be 
granted  to  him  for  the  ex^ilusive  use  theredf  in  tbe  Hnd  oolony  ; 
and  every -such  person  shall  al^send  with  -his  said -petition  a  iwrtt- 
ten  q>edficatioB,«ij^edtby  him,  of  ^bis  itr^^ntion  or  discovery,  and 
of  the  mamier  and  prooess  of  making,  oonstiMiotiQg,  using,  and 
oompounding  thetttme,  in  such  terms,  »v<Mding  iraneeessary  pro* 
lixity,  as  to  enable  «ny  person  skiHed  tin  iihe^art'or  «cb«me  to  wUob 
it  iqipertains,  or  with  which  it  is  most  «ear)y  «omieeted,  to  make, 
eonstruct,  oompound,  amd  use  the  'Same  ;  And  in  ^ease  of  «s)y 
machine,  a  statement  of  the  principle  >aBd  of  the  several  modes  in 
which  he  has  contemplated  the  ap^lioatton  '  of  ihat  principle  *or 
character  by  which  it  may  be' distinguished  Itom  other  inventi<ms ; 
and  sbail  in  the  said  speoifl^MionpffrtrtOttlarly  ^specify  mid  point  out 
the  part,  hnproveiueiit,  or  contfbination  tfrktcfa  lie  claims  as  bis  own 
faiventioti  >and  discovery-:  he  shall  aL^o  send  a  dNiwtng  and  written 
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references,  where  the  nature  of  the  ca8e  admits,  of  drawings  or 
specimens  of  ingredients,  and  of  the  conipoHition  of  matter,  suffici- 
ent in  quantity  for  the  purpose  of  experiment,  when  the  invention 
or  discovery  is  a  composition  of  matter  ;  and  he  shall  moreover,  if 
required  by  such  person  so  appointed  as  aforesaid,  furnish  with  the 
said  petition  a  model  of  his  invention,  in  all  cases  which  admit  of 
a  representation  by  model,  of  a  convenient  size  to  exhibit  advan- 
tageously its  several  parts  ;  and  he  shall  also  send  a  solemn  atlirma- 
tion  or  declaration,  made  before  some  justice  of  the  peace  of  the 
said  colony  (and  which  aitirmation  or  deelaration  such  justice  is 
hereby  authorized  to  take),  that  the  petitioner  is,  as  he  believes,  the 
first  and  true  originator  or  discoverer  of  such  new  invention  or 
improvement,  and  shall  affirm  or  declare  the  object  intended  to  be 
attained  thereby. 

3.  Notice  of  application  to  be  published  in  Gazette,  The  Gov- 
ernor in  his  discretion  may  thereupon  cause  notice  of  the  said 
application  to  be  inserted  in  the  Government  Gazette,  and  thereby 
require  any  person  who  may  conceive  that  he  would  be  prejudiceil 
by  the  granting  of  such  letters  patent  or  instrument,  to  send 
within  two  months  of  the  said  publication  to  the  office  or  address 
of  such  person  so  appointed  as  aforesaid,  a  statement  in  writting 
setting  forth  the  grounds  of  such  objection,  subscribed  with  his 
proper  name  and  addreHS. 

4.  Governor  may  refer  objection  to  appointees  who  shall  report 
to  him.  It  shall  be  lawful  for  the  Governor,  upon  receipt  within 
the  time  aforesaid  of  such  objection,  to  refer  the  consideration 
thereof  to  one  or  more  competent  person  or  persons  to  be  appointed 
by  the  said  Governor,  and  also  to  direct  the  applicant  for  such 
letters  patent  or  instrument,  and  the  opponent  of  the  grant  or  issue 
thereof,  to  attend  before  such  person  or  persons  so  appointed,  who 
shall  investigate  the  said  matter,  and  shall  be  at  liberty  to  call  to 
his  or  their  aid  such  scientific  or  other  witnesses  as  he  or  they  may 
think  fit,  and  to  cause  to  be  paid  to  such  witnesses  by  the  applicant 
such  remuneration  as  he  or  they  may  direct ;  and  such  person  or 
persons  so  appointed  shall  report  to  the  Governor  whether  in  his 
or  their  opinion  such  letters  patent  should  be  issued,  and  if  any 
such  objection  shall  be  sustained,  the  said  specification,  drawings, 
and  models  shall  be  returned  to  the  said  applicant,  and  the  said  sum 
of  twenty-five  pounds  shall  be  paid  to  Her  Majesty  as  hereinafter 
mentioned. 

6.  Costs  of  inquiry  to  be  yiveti.    It  shall  be  lawful  for  such 
IL— 3G 
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person  or  peraons  so  appointed,  to  whom  the  consideration  of  any 
such  objection  as  aforesaid  is  referred,  if  he  or  they  see  fit,  by  cer- 
tificate under  his  or  their  hand,  to  determine  the  amoant  of  the 
costs  of  any  hearing  or  inquiry  upon  such  objection,  and  to  order 
by  and  to  whom  surli  costs  shall  be  paid  ;  and  if  any  such  costs  so 
ordered  to  be  paid  be  uot  paid  within  seven  days  after  the  date  of 
such  order,  every  such  order  may  be  made  a  rule  of  the  Supreme 
Court  of  such  colony. 

6.  If  no  objectUm,  letters  patent  viay  be  issued.  In  case  no 
objection  shall  be  made  to  the  issuing  of  the  said  letters  patent  or 
instrument  within  the  time  aforesaid,  or  in  case  such  person  or  per- 
sonsso  appointed  shall  report  that  such  letters  patent  or  instrument 
should  be  issued,  the  Governor  may  direct,  by  writing  under  his 
hand,  that  such  letters  patent  or  instrument  shall  be  issued  by  the 
colonial  secretary  or  other  proper  officer,  and  shall  thereupon  cause 
such  specifications,  drawings,  and  models  so  sent  as  aforesaid,  to  be 
deposited  with  the  colonial  secretary  of  the  said  colony. 

7.  Amount  to  be  paid  for  letters  pate7it.  The  person  applying 
for  such  letters  patent  or  instrument  shall,  within  one  month  after 
the  issuing  of  such  direction,  pay  into  the  office  of  the  colonial 
treasury  of  the  said  colony  and  obtain  a  receipt  for  the  sum  of 
twenty-five  pounds  sterling,  which  sum  and  the  said  sum  of  twenty- 
five  pounds,  and  all  other  moneys  received  by  the  colonial  treasurer 
under  this  Act,  shall  be  paid  to  Iler  Majesty,  her  heirs  and  succes- 
sors, for  the  use  of  the  said  colony  and  in  support  of  the  govern- 
ment thereof. 

8.  Colonial  secretary  to  issue  Utters  patent.  The  colonial  sec- 
retary or  other  proper  officer,  upon  such  din^ctions  as  aforesaid, 
and  production  to  him  of  the  receipts  of  the  colonial  treasurer, 
shall  forthwith  cause  letters  patent  to  be  prepared  in  the  form  in 
the  schedule  hereunto  annexed  marked  A,  and  the  Governor  shall 
sign  his  name  and  cause  the  seal  of  the  said  colony  to  be  annexed 
to  such  letters  patent,  and  deliver  the  same  to  the  person  to  whom 
the  same  shall  be  granted,  or  to  his  agent  or  legal  representative. 

9.  Letters  patejit  to  be  delivered  to  colonial  secretary.  The 
person  to  whom  such  letters  patent  shall  be  issued  shall  thereupon 
deliver  or  cause  to  be  delivered  the  said  letters  patent  at  the  office 
of  the  said  colonial  secretary,  and  the  said  lettera  patent  shall  l>e 
operative  from  the  time  of  such  delivery. 

10.  More  than  ten  persons  may  be  interested  in  letters  patents 
It  shall  be  lawful  for  a  larger  number  than  ten  persons  to  have  a 
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legal  or  beneficial  interest  in  any  suuh  letters  patent  or  instrument 
in  the  nature  of  letters  patent,  issued  under  the  provisions  of  this 
Act. 

11.  AssignmerU  of  a  patent  and  record  tliereof.  Every  patent 
or  instrument  in  the  nature  of  letters  patent  granted  under  this  Act 
shall  be  assignable  in  law  either  as  to  the  whole  interest  or  any 
undivided  part  thereof  by  any  iuslruiuunt  in  writing,  which  assign- 
ment, and  also  every  grant  and  conveyance  of  the  exclusive  right 
.under  any  patent  to  make  and  use  and  to  grant  to  others  io  m::ke 
and  use  the  thing  patented  within  the  said  colony,  shall  be  recorded 
in  .the  office  of  the  colonial  secretary  within  three  months  from  the 
execution  thereof  upon  payment  by  the  assignee  or  grantee  to  the 
colonial  treasurei*  of  the  sum  of  ten  pounds. 

12.  Ir^utictioii  may  he  granted.  In  any  action  in  the  Supreme 
Court  of  the  said  colony  for  the  infringement  of  any  letters  patent, 
,or  instrument  in  the  nature  of  letters  patent,  issued  under  the  pro- 
visions  of  this  Act,  it  shall  be  lawful  for  the  court,  as  well  in  its 
common  law  as  equity  jurisdiction,  or  if  the  court  be  not  sitting, 
then  for  a  judge  of  such  court,  on  the  application  of  the  plaintlix  or 
defendant  respectively,  to  make  such  order  for  an  injuncrion, 
inspection,  or  account,  aud  to  give  such  direction  respecting  tucn 
action,  injunction,  inspection,  and  account,  and  the  proceedings 
therein  respectively,  as  to  such  court  or  judge  shall  seem  fit. 

13*  Letters  patent  may  be  repealed  by  scite  facias.  Any  letters 
.patent  or  instrument  in  the  nature  of  letters  patent  granted  by 
virtue  of  this  Act  shall  be  liable  to  be  repealed  by  writ  of  scire 
facias  for  the  same  causes  aud  in  the  same  manner  as  any  grants  of 
the  crown  are  liable  to  be  repealed. 

14.  Xettera  patent  a)ui  specifications^  <£c.,  to  be  enrolled.  I'he 
aaid  colonial  secretary  shall  cause  both  the  said  letters  patent  and 
description  to  be  kept  in  his  office,  and  shall  also  cause  a  book  to 
be  kept  in  his  office  containing  an  index  to  all  such  letters  patent, 
or  instruments  which  may  be  issued  or  assigned  ;  the  object  to  bo 
attained  by  the  invention  to  be  protected  thereby,  the  date  thereof, 
the  name  of  the  person  to  whom  the  same  is  issued  or  assigned,  and 
such  description  of  the  enrollment  thereof  as  may  be  necessary  to 
facilitate  reference  ;  and  all  persons  whosoever  may  have  access  to 
the  said  books,  and  may  inspect  the  same,  and  may  have  copies 
thereof,  or  of  such  parts  thereof  as  they  may  require,  certified  by 
the  colonial  secretary,  upon  payment  of  reasonable  expenses  actu- 
ally incurred  in  taking  the  same,  and  copies  of,  or  extracts  from  the 
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• 

Baid  letters  patent,  instramcnt,  and  flpeeification  certified  by  the  said 
oolouia]  secretary  to  be  true  copies  or  extracts  shall  be  received  as 
evidence  of  the  contents  of  the  said  letters  patent,  instrument,  and 
specification  respectively  in  all  proceedings  whatsoever. 

16.  Speciflcation  may  be  corrected.  Whenever  any  patent  or 
instrument  in  the  nature  of  letters  patent  granted  under  the 
authority  of  this  Act  shall  be  inoperative  or  invalid  by  reason  of 
defective  or  insufficient  description  or  specification,  or  by  reason  of 
the  patentee  claiming,  as  his  own  invention,  more  than  he  had  or 
shall  have  a  right  to  claim  as  new,  if  the  error  has  or  shall  have 
arisen  by  inadvertency,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  it  shall  be  lawful  for  His  Excel- 
lency the  Governor,  upon  the  surrender  of  such  patent  or  instru- 
ment, and  the  payment  to  the  colonial  treasurer  of  the  sum  of  ten 
pounds,  to  cause  a  new  patent  or  instrument  as  aforesaid  to  be 
issued  to  the  said  inventor  for  the  same  invention  for  the  residue 
of  the  period  then  unexpired  for  which  the  original  patent  was 
granted  in  accordance  with  the  patentee's  corrected  description  and 
specification,  and  in  case  of  his  death  or  any  assignment  by  him 
made  of  the  original  patent  a  similar  right  shall  vest  in  his  execu- 
tors, administrators,  or  assigns ;  and  the  patent  so  reissued, 
together  with  the  corrected  description  and  specification,  shall  have 
the  same  effect  and  operation  in  law  on  the  trial  of  all  actions 
hereinafter  commenced  for  causes  subsequently  accruing  as  though 
the  same  had  been  originally  filed  in  such  corrected  form  before 
the  issuing  out  of  the  original  patent :  And  whenever  the  original 
patentee  or  his  assignee  shall  be  desirous  of  adding  the  description 
and  specification  of  any  new  improvement  of  the  original  invention 
or  discovery  which  shall  have  been  originated  or  discovered  by  him 
subsequent  to  the  date  of  his  patent,  he  may,  like  proceedings 
being  had  in  all  respects  as  in  the  case  of  original  applications,  and 
on  the  further  payment  of  twenty  pounds  in  manner  hereinbefore 
provided,  have  the  same  annexed  to  the  original  description  and 
specification,  and  the  colonial  secretary  shall  certify  on  the  margin 
of  such  annexed  description  and  specification  the  lime  of  its  being 
annexed  and  recorded,  and  the  same  shall  thereafter  have  the  same 
effect  in  law  to  all  intents  and  purposes  as  though  it  had  been 
embraced  in  the  original  description  and  specification. 

16.  Disclaimer  m,ay  he  entered.  Any  person  who  shall  obtain 
such  letters  patent  or  instrument,  or  his  assignee,  may,  if  he  think 
fit,  enter  with  the  said  colonial  secretary  (having  first  obtained  the 
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permission  in  writing  of  the  Governor)  a  disclaimer  of  any  part 
of  either  the  title  of  the  invention  or  of  the  specification,  stating 
the  reason  for  such  disclaimer,  or  may,  with  such  permission  as 
aforesaid,  enter  a  memorandum  of  any  alteration  in  the  said  title 
or  specification,  not  being  such  disclaimer  or  such  alteration  as  shall 
extend  the  exclusive  right  granted  by  the  said  letters  patent  or 
instrument,  and  such  disclaimer  or  memorandum  of  alteration  being 
deposited  with  the  said  colonial  secretary  shall  be  deemed  and  taken 
as  part  of  such  letters  patent  or  instrument,  or  such  specification, 
and  subject  to  the  several  incidents  thereof,  in  all  courts  of  justice 
in  the  said  colony  :  Provided  that  no  such  disclaimer  or  alteration 
shall  be  receivable  as  evidence  in  any  action  or  suit  (save  and  ex- 
cept in  any  proceeding  by  scire  facias)  pending  at  the  time  when 
such  disclaimer  or  alteration  was  enrolled,  but  in  every  such  action 
or  suit  the  original  title  and  specification  alone  shall  be  deemed  and 
taken  to  be  the  title  and  specification  of  the  invention  for  which 
the  letters  patent  have  been  or  shall  have  been  granted. 

17.  Punishment  for  false  entries  or  false  affirmations.  If  any 
person  shall  willfully  make  or  cause  to  be  made  any  false  entry  or 
alteration  in  any  register  or  assignment  of  patents  or  instruments 
as  aforesaid,  or  in  any  specification,  or  shall  willfully  make  or  forge, 
or  cause  to  be  made  or  forged,  any  false  writing  purporting  to  be  a 
copy  of  an  entry  in  the  said  book,  or  of  any  such  patents,  instru- 
ments, or  specifications,  or  shall  produce  or  tender  or  cause  to  be 
produced  or  tendered  in  evidence  any  such  writing,  knowing  the 
same  to  be  false  or  forged,  or  shall  willfully  make  any  false  affirma- 
tion before  any  justice  of  the  peace  respecting  any  of  the  matters 
concerning  which  an  affirmation  is  hereby  required  to  be  made  as 
aforesaid,  he  shall  be  guilty  of  a  misdemeanor,  and  on  conviction 
thereof  shall  be  punished  by  fine  and  imprisonment  at  the  discre- 
tion of  the  court. 

18.  foreign  patentees  or  their  assignees  may  obtain  Utters  of 
registration^  No  person  shall  receive  a  patent  or  an  instrument  in 
the  nature  of  letters  patent  under  this  Act  for  an  invention  or 
discovery  which  has  been  previously  patented  in  Great  Britain,  or 
any  other  country,  but  it  shall  be  lawful  for  the  Gk>vemor,  in  his 
discretion,  on  the  application  of  any  person  being  the  holder  or 
assignee  of  any  patent  granted  or  issued  in  Great  Britain,  or  any 
other  country,  for  any  new  discovery  or  invention,  and  upon  such 
proof  as  the  Governor  may  deem  sufficient  that  such  person  is  the 
bond  fide  holder  or  assignee  of  the  said  patent,  and  that  the  tame 


506  FOREIGN   LAWS. 

is  ID  full  force,  and  apon  payment  to  the  colonial  treasurer  of  the 
sum  of  twenty-five  pounds,  to  grant  letters  of  registration  under 
the  seal  of  Western  Australia  to  the  bolder  of  such  patent  as  afore- 
said, or  his  assignee,  and  such  letters  of  registration  shall  be  depos- 
ited in  the  office  of  the  colonial  secretary  in  the  manner  herein 
provided,  and  shall  be  deemed  to  be  letters  patent  issued  under  this 
Act  for  such  invention  or  improvement,  and  shall  have  the  same 
force  and  effect  as  letters  patent  issued  thereunder,  and  shall,  un- 
less repealed  by  writ  of  scire  facias  or  otherwise,  inure  to  the 
benefit  of  the  holder  during  the  continuance  of  the  oiiginal  patent 
in  the  country  in  which  it  was  issued  or  granted,  and  no  longer  ; 
and  all  the  provisions  of  this  Act  shall  apply  to  such  letters  of 
registration  in  the  same  way  mutatis  mutandla  and  as  fully  as  to 
letters  patent  or  an  instrument  in  the  nature  of  letters  patent  issued 
under  this  Act. 

19«  Interpretation  chtuse.  In  the  constniclion  of  this  Act,  the 
word  ^'  person  '^  shall  include  bodies  corj><>rale  and  companies  as 
well  as  individuals,  unless  tlie  context  be  rt'piignjint  thereto. 

20.  Hoyal  Prerogative  savuL  Nothing  in  this  Act  contained 
shall  be  deemed  to  interfere  with  Iler  Majesty's  Royal  Prerogative 
in  granting  or  issuing  or  withholding  the  grant  or  issue  of  any 
letters  patent. 

JPVom  Carpm,  Pat,  L.  of  World,  Oil. 
See  also  Australasia. 


WURTEMBERO, 

A  report  by  Mr.  George  Petre,  of  the  British  Legiition,  published 
December  2,  1883,  in  4  Pat.  Off.  Gaz.  570,  with  an  appendix,  Id: 
607,  gives  an  extended  account  of  the  law  and  practice  relative  to 
patents  which  prevailed  throughout  Wnrteraberg  at  the  time  of  his 
writing  ;  and  which,  presumably,  continued  in  force  until  the 
adoption  of  the  general  law  of  July  1,  1877,  for  the  German 
Empire,  for  which,  see  German  Empire. 
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INTERNATIONAL  CONVENTION  FOR  THE  PROTEC- 
TION OF  INDUSTRIAL  PROPERTY.* 

Signed  at  PariSy  March  20,  1883.    Ratifications  exchanged 

at  PariSy  June  6,  1884. 

Abticlb  I.  The  GoverDmentsof  Belgiam,  Brazil,  Spain,  France, 
Oaatemala,  Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switz- 
erland, conBtituto  themselves  into  a  Union  for  the  protection 
of  indnstrial  property. 

[NoTE-t — The  following  Governments  have  since  adhered  to  the 
Convention  in  accordance  with  article  XVI,:  Great  Britain, 
(Order  in  Council,  under  §  103  of  the  Patents  Act,  dated  June  26, 
1884),  Ecuador  awr^  Tunis.] 

Abt.  II.  The  subjects  or  citizens  of  each  of  the  contracting 
States  shall,  in  all  the  other  States  of  the  Union,  in  matters  con- 
cerning patents,  industrial  designs  or  models,  trade  an<l  commercial 


*  A  oonference  to  establish  an  Inter* 
national  Union,  like  the  Postal  Union,  for 
the  protection  of  patents,  designs,  models, 
trade-marks  and  tradc-uamcSf  met  in 
Pnris,  March  6, 1883,  and  luljourned  after 
adopting;  a  draft  of  a  convention  at  a 
second  sitting  on  March  I'Uh.  The  main 
)K)ints  were  settled  at  the  first  conference 
held  at  Paris  two  yetwA  berore.  The 
convention  then  propoMsd  was  communi- 
cated by  the  French  Govornment  to  the  oth- 
er participating  Sute«.  Some  of  the  par> 
ticnlars  were  objected  to  by  scvernl  of 
the  StatcH,  and  it  was  to  nnrmonize  their 
views  on  these  minor  points  that  the 
second  conference  was  held.  A  much 
larger  number  of  governments  was  rep- 
resented. Representatives  were  present 
from  the  United  Slates,  France,  England, 
Italy,  Spain,  Portugal,  Russia,  Sweden 
and  Norway,  Holland,  Belgium,  Switzer- 
land, Roumania,  Servia,  Luxemburg,  Bra- 
zil,   the  Argentine    Republic,    Uruguay, 


Ouatemala,  and  San  Salvador.  The  plan 
is  to  have  a  union  sitting  at  Berne,  which 
will  represent  the  States  whose  patent 
laws  are  sufficiently  in  harmony,  and 
endeavor  to  secure  greater  assimilation, 
and  the  enjoyments  of  the  rights  pos- 
sessed bv  citizens  of  each,  bv  the  citizens 
of  all  the  oihers.  One  of  the  main  points 
is,  that  a  patentee  or  proprietor  of  a 
trade- mark  or  design,  will  have  a  prior 
right  of  regii*lration  thruughout  the  Un- 
ion. This  will  protect  him  agujusl  l>eing 
forestjilled  by  di»< honest  agents.  Regula- 
tions for  the  protect  ion  of  pntentahic 
devices,  designs  and  trado-roNrks,  during 
international  exhibitions  are  recomniond- 
ed.  The  convention  proposes,  altio,  t<i 
protect  trade-names  without  registration 
whether  they  form  part  of  a  trade  mark 
or  not.  8  Ain.  Annual  Cyclopaedia,  1888, 
tit.  Patents. 

f  From  Carpmaels'  edition.     Add  St, 
Domingo,  Sweden,  Norway,  Turkey. 
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marks  and  trade-names,  enjoy  the  advantages  that  their  respective 
laws  now  grant,  or  shall  hereafter  grant,  to  natives. 

Consequently,  they  shall  have  the  same  protection  as  the  latter, 
and  the  same  legal  remedy  against  any  infringement  of  their  rights, 
subject  to  the  fulfillment  of  the  formalities  and  conditions  imposed 
on  natives  by  the  internal  legislation  of  each  State. 

Abt.  III.  Subjects  or  citizens  of  States  not  forming  part  of  the 
Union,  who  are  domiciled  or  have  industrial  or  commercial  estab- 
lishments in  the  territory  of  any  of  the  States  of  the  Union,  shall 
be  assimilated  to  the  subjects  or  citizens  of  the  contracting  States. 

Art.  IY.  Any  person  who  has  duly  lodged  an  application  for  a 
patent,  an  industrial  design  or  model,  or  trade  or  commercial  mark 
in  one  of  the  contracting  States,  shall  enjoy,  for  lodging  the  appli- 
cation in  the  other  States,  and  reserving  the  rights  of  third  parties, 
a  right  of  priority  during  the  terms  hereinafter  stated. 

Consequently,  a  subsequent  application  in  any  of  the  other 
States  of  the  Union  before  the  expiration  of  these  periods  shall  not 
be  invalidated  through  any  acts  accomplished  in  the  interval, 
either,  for  instance,  by  another  application,  by  publication  of  the 
invention,  or  by  the  working  of  it  by  a  third  party,  by  the  sale  of 
copies  of  the  design  or  model,  or  by  the  use  of  the  mark. 

The  above  mentioned  terms  of  priority  shall  be  six  months  for 
patents,  and  three  months  for  industrial  designs  and  models  and 
for  trade  and  commercial  marks.  The  terms  will  b^  increased  by  a 
month  for  countHes  beyond  the  sea. 

Art.  y.  The  introduction  by  the  patentee  into  the  country 
where  the  patent  has  been  issued  of  objects  manufactured  in  any 
wof  the  Slates  of  the  Union  shall  not  entail  forfeiture. 

Nevertheless,  the"^atentee  shall  remain  subject  to  the  obligation 
to  work  his  patent  in  conformity  with  the  laws  of  the  country  into 
<w1iic1i  be  introduces  the  patented  objects. 

Art.  VI.  Every  trade  or  commercial  mark  duly  deposited  in  the 
country  of  its  origin  shall  be  admitted  for  registration,  and  pro- 
tected in  like  manner  in  all  the  other  countries  of  the  Union. 

The  'Country  where  the  applicant  has  his  chief  establishment 
shall  be  deemed  the  country  of  origin. 

If  this. chief  establishment  is  not  situated  in  one  of  the  coun- 
tries of  the  Uinion,  the  country  to  which  the  applicant  belongs  shall 
be  deemed  the  country  of  origin. 

The  deposit  maybe  refused  if  the  object  for  which  it  is  solicited 
is  considered  •oontarary  to  morality  or  public  order. 
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Abt.  VII.  The  nature  of  the  goods  on  which  the  trade  or  com- 
mercial mark  is  used  can,  in  no  case,  be  an  obstacle  to  the  registra- 
tion of  the  mark. 

Abt.  YIII.  A  trade-name  shall  be  protected  in  all  the  countries  of 
the  Union,  without  the  necessity  of  registration,  whether  it  form 
part  or  not  of  a  trade  or  commercial  mark. 

Abt.  IX.  All  goods  illegally  bearing  a  trade  or  commercial  mark 
or  trade-name  may  be  seized  on  importation  into  those  States  of 
the  Union  where  this  mark  or  trade-name  has  a  right  to  legal  pro- 
tection. 

The  seizure  shall  be  effected  at  the  request  of  either  the  public 
prosecutor  or  of  the  interested  paity,  pursuant  to  the  internal 
legislation  of  each  country. 

Abt.  X.  The  provisions  of  the  preceding  article  shall  apply  to 
all  goods  falsely  bearing  the  name  of  any  locality  as  indication  of 
their  place  of  origin,  when  such  indication  is  associated  with  a 
trade-name  either  fictitious  or  assumed  with  fraudulent  intent. 

Any  manufacturer  or  merchauL  engaged  in  the  manufacture  or 
sale  of  such  goods,  established  in  the  locality  falsely  designated  as 
the  place  of  origin,  shall  be  deemed  an  interebted  party. 

Abt.  XI.  The  high  contracting  parties  agree  to  grant  temporary 
protection  to  patentable  inventions,  to  industrial  designs  or  models, 
and  trade  and  commercial  marks,  for  articles  exhibited  at  ofiicial  or 
officially  recognized  international  exhibitions. 

Abt.  Xn.  Each  of  the  high  contracting  parties  agrees  to  estab* 
lish  a  special  department  for  industrial  property,  and  a  central 
office  for  the  communication  to  the  public  of  patents,  industrial 
designs  or  models,  and  trade  and  commercial  marks. 

Abt.  XIII.  An  international  office  shall  be  organized  under  the 
name  of  the  "  Bureau  International  de  I'Union  pour  la  Protection 
de  la  Propri£t6  InduStrielle.'' 

This  office,  the  expense  of  which  shall  be  defrayed  by  the  gov- 
ernments of  all  the  contracting  States,  shall  be  placed  under  the 
high  authority  of  the  Central  Administration  of  the  Swiss  Confed- 
eration, and  shall  work  under  its  supervision.  Its  functions  shall 
be  determined  by  agreement  between  the  States  of  the  Union. 

Abt.  XIY.  The  present  convention  shall  be  submitted  to  periodi- 
cal revisions,  with  a  view  to  introducing  improvements  calculated  to 
perfect  the  system  of  the  Union. 

To  this  end  conferences  shall  be  successively  held  in  one  of  the 
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contracting  States  by  delegates  of   the  saiil   States.     TIjc  next 
meeting  shall  take  place  in  1885  at  Rome. 

Abt.  XV.  It  is  agreed  that  the  high  contracting  parties  respec- 
tively reserve  to  themselves  the  right  to  make  separately,  between 
themselves,  special  arrangements  for  the  protection  of  industrial 
property,  in  so  far  as  sncli  arrangements  do  not  contravene  the 
provisions  of  the  present  convention. 

Art.  XVL  States  which  have  not  taken  part  in  the  present  con- 
vention shall  be  permitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the  diplomatic 
channel  to  the  Govtrrnment  of  the  Swiss  Confederation,  and  by  the 
latter  to  all  the  others.  It  shall  imply  complete  accession  to  all  the 
clauses,  and  admission  to  all  the  advantages  stipulated  by  the  pres- 
ent convention,  ^ 

Abt.  XVII.  The  execution  of  the  reciprocal  engagements  con- 
tained in  the  present  convention  is  subordinated,  in  so  far  as  neces- 
sary, to  the  observance  of  the  formalities  and  rules  established  by  the 
constitutional  laws  of  those  of  the  high  conti'acting  parties  who 
are  bound  to  procure  the  application  of  the  same>  which  they 
engage  to  do  with  as  little  delay  as  possible. 

Art.  XVIII.  The  present  convention  shall  come  into  operation 
one  month  after  the  exchange  of  ratifications,  and  shall  remain  in 
force  for  an  unlimited  time,  till  the  expiration  of  one  year  from  the 
date  of  its  denunciation. 

This  denunciation  shall  be  addressed  to  the  government  com- 
missioned to  receive  adhesions.  It  shall  only  affect  the  denouncing 
State,  the  convention  remaining  in  operation  as  regards  the  other 
contracting  parties. 

Art.  XIX.  The  present  convention  shall  be  ratified,  and  the  rat- 
ifications exchanged  in  Paris,  within  one  year  at  the  latest. 


ON  the   SIONATURB   op  the    convention    the     PLKNIPOTENTl ARIES 

AGREED    AS   FOLLOWS  : — 

1,  The  words  "industrial  property  "  shall  be  underHtood  in  their 
broadest  sense  ;  they  are  not  to  apply  simply  to  indunirial  products 
properly  so  called,  but  also  to  agricultural  products  (wine,  com, 
fruits,  cattle,  &c.),  and  to  mineral  products  employed  in  commerce 
(mineral  waters,  «fec.). 

2.  Under  the  word  "  patents  "  are  comprised  the  various  kinds 
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of  iDdustrial  patents  recognized  by  the  legislation  of  each  of  the 
contracting  States,  such  as  patents  of  importation,  patents  of  im- 
provement, &c. 

3*  The  last  paragraph  of  article  II.  of  the  Convention  does  not 
affect  the  legislation  of^  «ach  of  the  contracting  States  as  regards 
the  procedure  to  be  followed  before  the  tribunals,  and  the  compe* 
tence  of  those  tribunals. 

4.  Paragraph  1  of  Article  VI.  is  to  be  understood  as  meaning 
that  no  trade  or  commercial  mark  shall  be  excluded  from  protection 
in  any  State  of  the  Union,  from  the  fact  alone  that  it  does  not  sat- 
isfy, in  regard'  to  the  signs  composing  it,  the  conditions  of  the 
legislation  of  that  State  ;  provided  that  on  this  point  it  comply  with 
the  legislation  of  the  country  of  origin,  and  that  it  had  been  prop- 
erly registered  in  the  said  country.  With  this  exception,  which 
relates  only  to  the  form  of  the  mark,  and  reserving  the  provisions 
of  the  other  articles  of  the  convention,  the  internal  legislation  of 
each  State  remains  in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  publio 
armorial  bearings  and  decorations  may  be  considered  as  being  con- 
contrary  to  the  public  order  in  the  sense  of  the  last  paragraph  of 
article  VI. 

5.  The  organization  of  the  special  department  for  industrial 
property  mentioned  in  article  XII.,  shall  comprise,  so  far  as  possible, 
the  publication  in  each  State  of  a  periodical  official  paper. 

6.  The  common  expenses  of  the  international  office,  instituted 
by  virtue  of  article  XIII.,  are  in  no  case  to  exceed  each  year  a  total 
sum  representing  an  average  of  2,000  fr.  for  each  contracting  State. 

[Here  follows  directions  for  classifying  the  States  and  assess- 
ing expenses  upon  them,  proportionately.] 

The  Swiss  government  will  superintend  the  expenses  of  the 
international  office,  advance  the  necessary  funds,  and  render  an 
annual  account,  which  will  be  communicated  to  all  the  other  admin- 
istrations. 

The  international  office  will  centralize  information  of  every  kind 
relating  to  the  protection  of  industrial  property,  and  will  bring  it 
together  in  the  form  of  a  general  statistical  statement  which  will  be 
distributed  to  all  the  administrations.  It  will  interest  itself  in  all 
matters  of  common  utility  to  the  Union,  and  will  edit,  with  the  help 
of  the  documetitH  supplied  to  it  by  the  various  adniinintralions,  a 
periodical  paper  in  the  French  language,  dealing  with  qut^stions 
regarding  the  object  of  the  Union. 


672  FOREIGN  LAWS. 

The  nnmbers  of  ibis  paper,  aa  well  as  all  the  docaments  pub- 
lished by  the  international  office,  will  be  circulated  among  the 
administrations  of  the  States  of  the  Union  in  the  proportion  of  the 
number  of  contributing  units  as  mentioned  above.  Such  further 
copies  as  may  be  desired,  cither  by  the  said  administrations  or  by 
societies  or  private  persons,  will  be  paid  separately. 

The  international  office  shall  at  all  times  hold  itself  at  the  serv- 
ice of  the  members  of  the  Union,  in  order  to  supply  them  with  any 
special  information  they  may  need  on  questions  relating  to  the 
international  system  of  industrial  property. 

The  administration  of  the  country  in  which  the  next  conference 
is  to  be  held  will  make  preparation  for  the  transactions  of  that  con- 
ference, with  the  assistance  of  the  international  office. 

The  director  of  the  international  office  will  be  present  at  the 
meetings  of  the  conferences,  and  will  take  part  in  the  discussions 
but  without  the  privilege  of  voting. 

He  will  furnish  an  annual  report  upon  his  administration  of  the 
office,  which  shall  communicated  to  all  the  members  of  the  Union. 

The  official  language  of  the  international  office  will  be  French. 

7.  The  present  final  protocol,  which  shall  be  ratified  together 
with  the  convention  concluded  t^is  day  shall  be  considered  as  form- 
ing an  integral  part  of,  and  shall  have  the  same  force,  validity,  and 
duration  a*}  the  said  convention. 

From  Carpm.  Pat,  L.  of  Worlds  653. 
See  also  Great  Bbitain  aio)  Ibslakd. 


APPENDIX  OF  RECENT  LAWS. 

[The  following  laws  have  been  obtained  since  the  first  volame  of 

the  work  was  all  in  type.    They  are  from  the  collection 

of  Patent  Laws,  of  W.  £.  Richabds.] 


ARGENTINE   REPUBLIC. 

Provisional  Regulations  of  the  Patent-Office. 

"  Provisional  regulations  of  the  patent-office  in  the  Argentine 
Repablic"  contain  some  directions  which  are  of  interest  to  residents 
of  foreign  countries,  as  showing  the  proper  methods  of  conducting 
correspondence  with  the  patent-ofiice  ;  e,  g,: 

NuMBEB  6  prescribes  that  all  correspondence  shall  be  con- 
ducted  in  the  name  of  the  commissioner. 

No.  6  provides  that  the  office  cannot  give  information  as  to 
applications,  etc.,  but  furnishes  '*  only  the  following  documents  :" 
the  law  of  Congress  constituting  the  office,  the  decree  of  the 
National  Government  establishing  it ;  the  quarterly  reports  or 
annual  volumes  ;  the  written  descriptions  ;  the  designs  and  speci- 
mens or  articles  for  which  patents  have  been  granted. 

No.  7  provides  that  ^^  under  no  circumstances  shall  an  employe 
or  officer  become  a  representative  or  agent  for  an  applicant  for 
letters  patent." 

No.  8  regulates  the  appointment  and  substitution  of  agents  or 
attorneys. 

No.  9  directs  the  mode  of  preparing  and  sending  applications 

[573] 
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for  letters  patent,  and  the   payments  to   be  made,  accompanymg 
them. 

Other  regalations  relate  to  the  manner  of  preparing  and  trans- 
mitting models  and  specimens,  and  applications  for  designs  ;  also 
the  ordinary  course  of  procedure  in  the  office. 


ECUADOR. 

Law  of  October  15,  1880. 

The  Congress  of  the  Republic  of  Ecuador,  aftei  due  considera* 
tion  of  the  expediency  of  regulating  the  patent  laws  in  such  a 
manner  as  shall  facilitate  the  obtaining  of  letters  patent  for  useful 
inventions,  and  at  the  same  time  provide  that  the  privileges  granted 
shall  not  become  a  species  .of  monopoly,  has  passed  the  following 
regulations. 

Art.  1.  The  law  secures  to  every  inventor  the  full  and  entire 
use  of  his  invention,  provided  it  is  not  contrary  to  established  laws 
and  good  customs. 

Art.  2.  The  methods  and  instruments  which  may  be  invented 
or  discovered  for  the  improvement  of  a  manufacture  or  industry, 
are  themselves  to  be  considered  as  inventions* 

Art.  8.  A  contrivance  which  introduces  only  a  slight  modifica* 
tion  (in  the  methods  already  known  and  practiced),  or  merely 
relates  to  objects  of  adornment,  shall  not  be  considered  as  an 
invention. 

Art.  4.  The  State  has  right  to  purchase  the  secret  of  -whatso" 
ever  invention  or  discovery  which  it  may  consider  advantageous  to 
the  whole  community. 

Art.  5.  To  secure  to  an  originator  of  an  invention  or  an 
improvement,  the  exclusive  use  of  his  property,  a  privilege  shall 
be  granted  to  him  for  a  term  not  under  ten  years,  and  not  exceed- 
ing fifteen  years. 

Art.  6.  Exclusive  rights  shall  not  be  granted  to  inventors  of 
secret  remedies  ;  it  being  the  duty  of  the  inventor  to  make  them 
known  for  a  reasonable  compensation. 

Art.  7.  Importers  of  machines  and  of  new  methods  and  proces- 
ses in  the  useful  arts  which  are  not  already  known  and  practiced  in 
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the  republic,  Rfaall  be  entitled  to  exclusive  right,  to  be  obtained 
conformably  to  the  following  rales. 

Abt.  8.  If  the  introduction  of  an  imported  machine  or  manufac- 
turing process  requires  a  preliminary  outlay  of  26,000  pesos,  the 
term  for  the  grant  shall  be  three  years  ;  if  the  outlay  amounts  to 
50,000  pesos,  the  term  shall  hs)  six  yc^ars.  If  the  expense  reaches 
100,000  pesos,  the  terra  shall  be  extended  to  ten  years. 

Art.  9.  The  right  granted  to  importers  of  machines  or  new 
industrial  processes  which  arc  ah'eady  known  and  practiced  abroad, 
shall  be  limited  to  the  locality  where  the  machine  is  put  in  opera- 
tion, or  to  a  territory  or  district  sufficiently  extensive  to  allow  of 
their  adequate  carrying  on. 

REGULATIONS   RELATING  TO   THE   GRANTING   OF   A  PATENT  RIGHT. 

Art.  10.  The  person  who  applies  for  a  patent  of  whatsoever 
class  or  description,  shall  present  to  the  Executive  Department  of 
the  administration,  a  specification  containing  a  description  of  the 
invention  or  imj  rovement,  reserving  for  himself  the  secret  of  his 
method,  and  the  constituents,  principles  and  instruments  which  he 
makes  use  of.  His  application  must  be  accompanied  by  a  specimen 
of  the  article  or  work  produced  by  means  of  his  invention  or 
improvement. 

Art.  11.  When  the  privilege  applied  for  relates  to  an  importa- 
tion, the  specification  shall  be  accompanied  by  drawings  or  models 
of  the  machine  which  he  intends  to  introduce,  and  by  a  detailed 
account  of  the  principle,  methods  and  manipulations  of  the  indus- 
try which  he  wishes  to  import  into  the  territory  of  the  republic  ; 
he  shall  also  present  a  sample  of  the  product  which  he  purposes  to 
perfect. 

Art.  12.  The  government  shall  thereupon  appoint  a  commis- 
sion of  three  competent  persons  to  test  the  matter  and  to  examine 
into  the  modus  operandi  or  secret  which  constitutes  the  invention, 
improvement  or  importation. 

Art.  13.  This  commission  shall  always  be  superintended  by 
the  chief  civil  officer  of  the  district  where  the  patent  right  is  to  be 
exercised.  If  the  right  extends  over  the  whole  republic,  this  com 
mission  shall  be  presided  over  by  the  chief  civil  officer  of  the  dis 
trict  where  the  application  was  made,  and  by  the  municipal  coun- 
cil,  who  shall  examinb  into  the  mattera  set  forth  in  the  preceding 
article. 
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Abt.  14.  Before  the  same  presiding  officer,  two  fuDctionaries 
and  the  three  commissioners  appointed  by  the  government,  sha??  take 
oath  not  to  disclose  the  secret,  and  explicitly  declare  that  they  Bhall 
faithfully  perform  their  duties. 

Abt.  15.  The  commission  and  the  two  officials  shall  thereupon 
examine  into  the  matter,  in  the  absence  of  the  interested  party,  and 
draw  up  an  official  report  of  the  rcMult,  carefully  recording  any  dif- 
ference of  opinion  or  views  that  may  arise  between  the  individuals 
of  the  commission. 

Abt.  16.  The  report  referred  to  in  the  preceding  article  shall 
then  be  remitted  to  the  ministry  of  the  interior,  with  a  notice  on 
the  envelope  that  the  enclosed  document  or  communication  is  of  a 
reserved  description.  The  document  shall  be  accompanied  by  the 
description  of  the  method,  machines,  <fec.,  which  constitute  the 
invention,  improvement  or  importation. 

Abt.  1 7.  Within  three  weeks,  at  the  most,  after  the  receipt  of 
the  report  of  the  commission  appointed  to  examine  into  the  inven- 
tion, improvement  or  importation  of  a  new  manufacturing  process, 
the  government  shall  issue  the  respective  letters  patent  on  stamped 
paper,  and  give  order  for  the  sealing  up  and  preservation  in  the 
ministry  of  the  interior,  of  the  package  containing  the  report  men- 
tioned in  the  11th  article. 

Abt.  18.  To  avoid  an  improper  use  of  the  privilege  accorded, 
the  government  shall  expressly  state  in  the  letters  patent,  that  it 
does  not  in  any  way  guarantee  the  importance,  merit  or  usefulness 
of  the  invention,  improvement  br  importation  ;  the  entire  account- 
ability remaining  solely  with  the  patentee. 

Abt.  19.  The  patentee  who  desires  to  make  a  modification  in 
his  invention,  or  in  his  first  application,  before  he  has  obtained  loi- 
ters patent,  or  after  such  have  been  granted,  must  present  a  writ- 
ten declaration,  accompanied  by  a  description  of  the  new  method, 
according  to  the  directions  given  in  the  loth  article.  A  mere  mod- 
ification in  the  letters  patent  will  not,  however,  entitle  the  patentee 
to  a  prolongation  of  the  term  originally  granted. 

BIGHTS  OF   the    PATENTEE. 

Abt.  20.  The  patentee  has  exclusive  right  to  utilize  the  inven- 
tion, improvement  or  importation  for  which  letters  patent  were 
granted. 

Abt.  21.  The  patentee  has  right  to  do  business  in  every  part  of 
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the  repablio,  if  the  grant  is  not  limited  to  a  certain  place  or  district. 
He  can  also  authorize  other  persons  to  apply  and  ntilize  the  meth- 
ods with  the  same  right  as  himself,  and  to  dispose  of  them  as  with 
movable  property. 

Art.  22*  The  patentee  can  also  assign  his  right,  in  part  or  in 
its  entirety,  by  means  of  a  public  document  which  must  be  duly 
recorded  by  the  proper  authorities,  at  the  risk  of  forfeiting  his 
privilege. 

Abt.  23.  If  doubt  or  uncertainty  should  arise,  respecting  the 
priority  of  two  applications  for  letters  patent,  the  matter  shall  be 
settled  by  a  certificate  from  the  sub-secretary  of  the  interior  who 
has  in  charge  the  recording  of  the  date  and  hour  when  similar 
applications  were  filed. 

TERM   OF  THE   PRIVILEGE. 

Art.  24.  The  term  granted  for  the  utilization  of  an  invention, 
improvement  and  importation,  commences  with  the  date  of  the 
letters  patent. 

Art.  25.  The  respective  privileges  granted  to  the  patentee  by 
the  government,  shall  be  recorded  in  a  special  register  at  the  minis- 
try of  the  interior.  The  original  application,  specification  and 
other  documents  mentioned  in  the  lOth  article,  shall  also  be  depos- 
ited with  the  same  authority,  until  the  expiration  of  the  term. 

Art.  26.  The  granting  of  the  patent  right  shall  be  officially 
communicated  by  the  ministry  of  the  interior  to  the  provincial  gov- 
ernors, and  be  published  in  the  official  journal.  The  grant  shall 
also  be  registered  in  the  collection  of  laws  and  decrees. 

RIGHTS  OF  THE    STATE  AT  THE  EXPIRATION  OF  THE  TERM. 

Art.  27.  When  the  term  fixed  for  the  working  of  tho  inven- 
tion, improvement  or  importation  expires,  the  new  process  or  indus- 
trial method  becomes  the  property  of  the  community. 

Art.  28.  At  the  expiration  of  the  term,  the  application,  the 
decription  and  the  other  documents  referred  to  in  the  10th  article 
shall  be  published  and  deposited  in  the  public  library  of  the  capital 
of  the  republic. 

Art.  29.  If  from  any  of  the  causes  specified  by  this  law,  the 
privilege  becomes  void  or  forfeited,  a  similar  publication  and 
deposition  shall  be  made,  and  with  the  same  effect  as  stated  in  the 
27th  article. 

n.— 87 
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Art.  30.  The  government  shall  give  orders  relating  to  the 
printing  of  the  specifications  and  the  making  of  models  and  draw- 
ingSy  necessary  to  explain  the  processes  which  may  become  public 
property.  A  sufficient  number  of  copies  shall  be  sent  to  the  pro- 
vincial governors. 

THB  FBOTECTION  GUARANTKED   TO  THE  PATSNTBE    AGADSTBT 

INFBINOEMSNTS. 

Abt.  31.  On  presenting  reliable  and  sufficient  secarity,  the  pat- 
entee has  a  right  to  apply  for  an  interim  injunction  for  the  immedi- 
ate seizure,  conformably  to  the  prescribed  order  of  the  law,  of  the 
machines,  instruments  and  products  which  are  being  used  in  viola- 
tion of  bis  privilege. 

Art.  82.  The  party  who  is  found  guilty  of  infringement  shall 
be  subjected  to  the  confiscation  of  the  sequestered  goods,  which 
devolve  to  the  patentee.  The  guilty  party  shall,  moreover,  pay  an 
indemnification  for  the  loss  and  injury  which  he  has  occasioned, 
proportionate  to  the  extent  of  the  infringement. 

Art.  S3.  If  the  infringement  cannot  be  proved,  the  plaintiff 
shall  be  sentenced  to  pay  the  damages  occasioned  by  the  seizure  to 
the  defendant,  and  also  to  pay  a  pecuniary  penalty  equal  in  amount 
to  that  which  would  have  been  imposed  upon  the  defendant,  if  he 
had  been  proved  guilty  of  the  infringement. 

Art.  34.  When  the  patentee  is  obstructed  by  any  party  in 
the  free  exercise  of  his  right,  he  can  apply  for  redress  at  the 
ordinary  courts  of  justice.  Should  any  objection  or  charge  be 
made  against  (or  relating  to)  the  validity  or  illegality  of  the  priv- 
ilege, the  matter  shall  be  placed  before  the  administrative  tribunal 
in  the  ministry  of  the  interior. 

Art.  35.  In  case  there  is  an  absolute  similarity  between  two 
inventions,  and  uncertainty  and  dispute  arise  between  the  patentees 
relating  to  their  respective  rights,  the  precedence  shall  be  adjudged 
to  the  holder  of  the  letters  patent  earliest  granted. 

Art.  36.  The  *^  posterior  "  patentee  shall  in  this  case  be  con- 
sidered as  the  perfector  of  the  invention. 

PROTROTION  OF  THB  StATB  AGAIKST   ABUSES  OK  THB  PABT  OF 

PATENTEES. 

Art.  37.  Patent  rights  are  void,  if  granted  for  an  invention, 
improvement  or  importation  which  the  civil  authorities  shall  con* 
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sider  contrary  to  the  laws  of  the  State  or  the  public  saf ety,  and  the 
regalations  of  the  police.  The  patentee  in  such  contingencies  loses 
also  his  claims  for  indemnification. 

Abt.  38.  The  privilege  granted  becomes  void  and  noil,  not 
only  under  the  circumstances  already  specified,  but  also  in  the  fol- 
lowing cases  : 

1.  When  it  is  proved  that  the  inventor  has  concealed  in  his 
description,  the  actual  means  of  which  he  makes  use  in  working  his 
process. 

2.  When  it  is  proved  that  the  inventor  has  employed  secret 
methods  which  were  not  specified  either  in  the  description,  or  in 
the  subsequent  declaration  (memorandum  of  alteration)  referred  to 
in  the  19th  article. 

3.  When  it  is  proved  that  the  inventor  (or  he  who  calls  him- 
self so)  has  obtained  his  privilege  for  an  invention  already  described 
and  published  by  the  press,  within  or  outside  the  republic. 

4.  When  the  patentee  has  allowed  one  year  and  one  day  to 
elapse  from  the  date  when  the  letters  patent  were  granted,  without 
having  put  his  invention  into  operation,  or  brought  forward  any 
legally  valid  reasons  for  his  omission. 

5.  When  the  inventor  or  bis  assignee,  under  whatsoever  pre- 
tense, acts  contrary  to  the  obligations  connected  with  the  use  of 
the  privilege. 

Art.  39.  In  all  cases  of  forfeiture  and  nullification  of  the 
privilege,  the  disposition  stated  in  the  27th  article  shall  be  appli- 
cable. 

Abt.  40.  It  is  the  duty  of  the  patentee  to  declare  himself 
willing  to  obey  and  submit  to  the  laws  of  the  country  under  all 
circumstances.  With  regard  to  the  privilege  conferred  upon  him, 
he  must  explicitly  renounce  all  diplomatic  interference  or  influ- 
ence, y 

Art.  41.  All  persons  to  whom  privileges  have  been  granted  in 
the  republic  are  subject  to  the  provisions  of  the  present  law  with 
regard  to  the  expiration  of  terms  and  forfeiture  of  rights. 

The  Executive  Department  has  in  charge  to  publish  this  law, 
and  watch  over  its  observance  and  proper  execution. 
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NATAL. 

ProclamcUion  qf  January  12,  1872. 

Whereaa,  by  Law  No.  4,  1870,  entitled  Law  "To  provide  for 
the  granting  in  this  Colony  of  Patents  for  Inventions,"  it  is 
enacted  that  it  shall  be  lawful  for  the  Lieutenant  Governor,  with 
the  advice  of  the  Executive  Council,  to  make  rules  and  regulations 
for  carrying  out  said  law  : 

Now  therefore,  I  do,  under  and  by  virtue  of  the  provisions  of 
the  said  Law  No.  4,  1870,  and  with  the  advice  of  the  Executive 
Council  aforesaid,  proclaim  the  following  rules  and  regulations 
thereunder,  that  is  to  say  : — 

1.  Every  application  for  letters  patent  and  every  title  of  inven- 
tion and  provisional  specification,  must  be  limited  to  one  inven- 
tion only. 

2*  The  title  of  the  invention  must  point  out  distinctly  and 
specifically  the  nature  and  object  of  the  invention. 

3.  Every  provisional  protection  of  an  invention  shall  be  forth- 
with advertised  by  the  applicant  in  the  Natal  Government  Gazette  ; 
and  the  advertisement  shall  set  forth  the  name  and  address  of  the 
applicant,  the  title  of  the  invention,  and  the  date  and  deposit  of 
provisional  specification  in  the  attorney-general's  oflice. 

4*  In  each  case  the  notice  of  the  applicant  of  his  intention  to 
proceed  for  letters  patent  for  his  invention  shall  be  left  at  the 
oflice  of  the  attorney-general  eight  weeks  at  least  before  the  expir- 
ation of  the  term  of  provisional  protection  thereon,  and  no  notice 
to  proceed  shall  be  received  unless  the  same  shall  have  been  left  in 
the  said  oflice  eight  weeks  at  the  least  before  the  expiration  of  such 
provisional  protection  :  Provided  always  that  the  attorney-general 
may,  upon  special  circumstances,  allow  a  further  extension  of  time 
on  being  satisfied  that  the  same  has  become  necessary  by  accident, 
and  not  from  the  neglect  or  willful  default  of  the  applicant  or  his 
agent. 

5.  No  warrant  will  be  issued  for  the  granting  of  letters  patent 
for  two  or  more  distinct  substantive  inventions  combined. 

6.  The  ofiice  of  the  registrar  of  the  Supreme  Court  has  been, 
and  is,  appointed  the  office  to  which  the  attorney-general  is  to 
transfer  specifications,  drawings,  Ac,  for  safe  custody  in  terms  of 
said  law. 
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7  and  8  make  it  the  duty  of  the  registrar  of  the  Supreme  Court 
to  keep  the  Register  of  Patents,  Register  of  Proprietors,  Indices 
to  Specifications,  Disclaimers,  and  Memoranda  of  Alterations,  open 
to  inspection  by  the  public,  subject  to  payment  of  fees  ;  and  to 
collect  fees  for  copies  of  writings  before  giving  out  such  copies. 

Act  No.  32,  1884. 

Enacted  by  the  Governor,  with  the  advice  and  consent  of  the 
Legislative  Council,  November  8,  1884.* 

1,  The  thirty-eighth  section  of  Law  No.  4,  1870,  shall  be  and 
the  same  is  hereby  repealed  ;  and  it  is  hereby  further  enacted  that 
from  and  after  the  date  of  the  promulgation  in  this  colony  of  the 
Order  in  Council  referred  to  in  section  104  of  the  Patents,  Designs, 
and  Trade-Marks  Act,  1883,  all  letters  patent  granted  in  the 
United  Kingdom  of  Great  Britain  and  Ireland  shall  be  deemed  and 
taken  to  be  granted  under  the  provisions  of  Law  No.  4,  1870,  and 
may  be  dealt  with  accordingly :  Provided  that  this  law  shall  only 
apply  to  patents  granted  for  inventions  in  the  said  United  King- 
dom, and  not  to  designs  or  trade-marks. 

2.  This  law  shall  come  into  operation  from  and  after  the  date 
of  the  promulgation  in  the  Natal  Government  Gazette  of  the  order 
in  Council  referred  to  in  section  1  hereof,  and  shall  be  read  and 
construed  together  with  Law  No.  4,  1870,  as  one  law. 


ORANGE  FREE  STATE. 

Act  No.  12, 1884. 

The  Parliament  ot  the  Orange  Free  State,  considering  it  nec- 
essary to  issue  general  orders  whereby  sole  privileges  are  granted 
to  inventions,  promoting  art  and  industry,  has  resolved  and  does 
hereby  resolve  : 

Article  1.  Sole  privileges  may  be  granted,  for  a  certain  termin- 
ation, through  the  President  of  State,  after  consultation  with  and 

*  Preambles  recite  that  this  act  was  signs  and  Trade-Marks  Act  of  18S8, 
passed  in  order  to  obtain  the  benefit  of  Btat.  46  and  47  Vict.  c.  67  ;  for  which 
section  108  of  the  British  Patents,  Do-     see  YoL  1,  ante,  p.  244. 


i 


582  APPENDIX   OF  RECENT  LAWS. 

consent  of  the  Executive  Council,  on  any  kind  of  inventions  and 
improvementB,  useful  to  art  and  industry  ;  and  this  be  done  by 
open  letters,  named  octroys  (patents),  after  written  application  for 
the  same  has  been  furnished  to  the  President  of  State. 

Abt.  2.  These  patents  shall  be  given  without  regard  to  right  or 
ownership,  and  shall  then  be  void,  whenever  it  is  seen  that  the 
object  of  the  invention  or  improvement  has  already,  before  the 
granting  of  applicant's  patent,  been  given,  planned  or  carried  into 
effect  by  an  other  party  within  this  State. 

Art.  3.  Patents  shall  be  granted  for  a  period  of  five,  ten  or  fif- 
teen years,  and  a  tax  therefor  be  paid  to  the  Treasury,  in  accord- 
ance with  the  termination  and  the  more  or  less  privileges  belong- 
ing to  same,  which  must  never  be  higher  than  £750,  or  amount  to 
less  than  £150. 

These  privileges  shall  be  separately  fixed  for  each  application 
by  the  executive  authority. 

Art,  4.  A  patent  granted  for  a  period  of  five  or  ten  years  may 
also  by  the  expiration  of  such  term,  be  prolonged  whenever  very 
important  reasons  advise  the  same,  on  such  conditions  as  herein 
explained  ;  though  never  for  the  duration  of  more  than  altogether 
15  years. 

Abt.  5.  The  granting  of  patents  on  first  introduction,  or  of  pat- 
ents on  inventions  or  considerable  improvements,  worked  or  being 
worked  out  by  foreigners,  shall,  in  case  they  are  already  protected 
or  patented,  be  given  for  no  longer  period  than  the  duration  of  the 
granted  exclusive  right,  and  expressly  upon  condition  of  the  gran- 
ted exclusive  right,  and  expressly  upon  condition  of  the  patented 
object  being  made  use  of  within  this  State. 

Abt.  6.  The  patents  give  to  the  proprietors  or  their  lawful  attor- 
neys, the  following  preferences  :  a.  Exclusive  right  to  use  and  sell 
during  the  ordered  period  the  patented  invention  over  the  entire 
State,  b.  The  right  to  prosecute  by  civil  action  those  infringing 
that  exclusive  right ;  and  to  proceed  against  them  for  the  purpose 
of  having  declared  forfeited  all  manufactures  yet  unsold,  for  the 
sale  price  of  the  patented  objects  already  sold,  and  for  any  further 
damages  for  loss  of  profits,  and  interest,  to  which  he  may  show 
himself  entitled. 

Abt.  7.  In  making  application,  the  applicant  shall  be  obliged 
to  furnish  a  distinct,  specific,  sealed  description  drawn  by  himself, 
of  the  secret  connected  with  the  patent :  together  with  the  plans, 
drawings,  calculations,  etc.;  which  description,  after  the  expiration 
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of  the  original  or  prolonged  termination  of  patent,  or  on  its  expir- 
ation w^ithin  the  term  from  any  of  the  herein  mentioned  causes, 
shall  be  made  public,  unless  important  reasons  may  compel  the  gov- 
ernment to  dispense  with  this  publication. 

Abt.  8.  A  patent  shall  be  declared  void  from  the  following  rea- 
sons :  a.  Whenever  it  shall  be  seen  that  the  patentee  in  his  appli- 
cation has  with  fraudulent  intentions  omitted  points  or  falsely 
explained  the  same.  b.  Whenever  it  shall  be  seen  that  the  matter 
in  reference  to  which  a  patent  is  applied  for,  has  already,  before 
the  granting  of  the  same,  been  published  in  some  printed  work. 

c.  Whenever  the  owner  within  a  term  of  two  years  from  the  dating 
of  the  patent  granted  him,  has  made  no  use  of  same  ;  except  from 
important  reasons,  to  be  decided    by   the  executive  authorities. 

d.  Whenever  the  owner  of  a  patent,  on  acquiring  the  same,  has 
already  been  granted  exclusive  rights  in  another  country  for  the 
same  object,  e.  Whenever  it  shall  be  seen  that  the  object  of  a  pat- 
ent, used  according  to  its  principles,  will  oppose  the  safety  of  the 
State  or  its  inhabitants. 

Abt.  0.  The  forfeiture  of  a  patent  mentioned  in  the  preceding 
article  shall  be  declared  through  the  president  of  State  and  with 
consent  of  the  executive  council,  when  the  patent  owner  has  been 
informed. 

Abt.  10.  The  forfeiture  of  a  patent  shall  be  published  at  the 
cost  of  the  owner  in  the  Government  Courant  and  in  the  different 
newspapers  of  the  State,  by  the  secretary  of  the  government ; 
which  publication  in  the  Government  Courant  shall  form  a  sufficient 
proof  in  court. 

Abt.  11.  A  proper  register  of  patents  granted  shall  be  sent  to 
the  government  office  through  the  secretary  of  the  government ; 
and  every  patent,  therein  mentioned,  shall  be  signed  by  the  presi- 
dent of  State  and  the  government-secretary. 

Abt.  12.  No  application  for  the  granting  of  a  patent  shall  be 
taken  into  consideration  before  at  least  six  weeks  have  passed  after 
notice  of  such  application  has  been  made  public  in  the  Government 
Courant. 
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PERU. 

Translation  of  the  Patent  Laws. 

Article  1.  Every  discovery  or  invention,  in  whatever  branch  of 
industry,  gives  to  the  inventor  the  exclusive  right  to  use  it  to  his 
benefit ;  under  the  conditions  and  for  the  time  determined  by  this 
law.  This  right  will  be  judicially  conceded  in  the  deed  of  patent 
granted  by  the  Government. 

Abt.  2.  The  following  will  be  considered  as  inventions  or  dis- 
coveries :  (1)  New  industrial  products.  (2)  New  methods,  or  new 
applications  of  existing  methods,  for  obtaining  an  improvement  in 
industrial  products. 

Abt.  8.  In  the  patents  granted,  the  following  will  be  excepted  : 

(1)  Pharmaceutical  preparations,  and  remedies  of  every  description. 

(2)  All  projects  for  financial  operations.  (3)  All  operations  to 
improve  known  industries  the  use  of  which  is  free,  both  in  and  out 
of  the  republic. 

Abt.  4.  In  the  third  clause  of  the  last  article,  only  proposals 
relating  to  contracts  permitted  by  law,  will  be  permitted.  Said 
contractSLto  be  adjudged  by  public  auction. 

Abt.  5.  No  patent  will  be  granted  for  a  greater  term  than  10 
years  ;  and  any  one  obtaining  a  patent  shall  pay  one  hundred  dol- 
lars per  annum,  which  sum  shall  be  applied  to  the  Public  Works 
Fund  of  the  province  in  which  the  patent  may  be  used. 

Abt.  6.  All  persons  soliciting  patents  or  the  introduction  of 
inventions  from  other  countries  shall  be  required  to  present  them- 
selves to  the  prefect  of  the  department  in  which  they  intend  to 
make  use  of  the  invention,  or  in  case  of  the  patent  extending  over 
one  or  more  departments,  to  the  prefect  of  the  department  in  which 
the  petitioner  may  reside. 

Abt.  7.  The  petition  shall  contain  :  (1)  A  description  of  the 
invention  or  improvement  proposed.  (2)  Plans  or  models  descrip- 
tive of  the  same.  (3)  An  inventory  and  description  of  the  models 
presented.  (4)  A  clear  and  correct  explanation  of  the  main  object 
of  the  patent,  with  all  its  details  and  indication  of  its  appliances. 
(5)  The  term  for  which  the  patent  is  asked.  (6.)  The  description 
of  security  offered  for  the  proper  carrying  out  of  the  invention. 

Abt.  8.  The  petition  shall  be  clearly  written  in  the  Spanish  Ian- 
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gnage,  and  all  numbers,  weights  and  measures  to  be  those  in  use  in 
the  republic.  If  one  of  the  petitioners  shall  be  a  foreigner,  the  peti- 
tion must  contain  a  clause  expressly  renouncing  all  diplomatic 
intervention,  in  the  event  of  there  arising  any  question  relative  to 
the  patent  solicited  ;  and  that  such  question  shall  be  submitted 
absolutely  and  exclusively  to  the  laws  and  courts  of  the  republic. 
Without  this  clause  no  proposal  will  be  entertained. 

Abt.  9.  The  prefect  and  municipal  corporation,  will  consult  the 
fiscal,  or  agent  of  the  fiscal,  and  the  other  functionaries,  to  which 
the  class  of  patent  may  pertain,  and  will  also  hear  the  judgment  of 
the  experts,  if  necessary  ;  after  the  above  formulas,  and  respective 
report,  the  plans,  models,  etc.  will  be  passed  to  the  ministry  at  the 
expense  of  the  But>plicant. 

Abt.  10.  The  minister  to  whom  this  branch  of  privilege  apper- 
tains, will  consult  the  fiscal  of  the  Supreme  Court  and  the  various 
offices  through  which  he  may  deem  fit  to  refer  it. 

Abt.  11.  The  extension  of  a  privilege  or  any  modification  or 
alteration  of  the  same,  can  be  given,  only  by  a  vote  of  the  Legisla- 
ture, on  the  solicitation  of  the  interested  parties  showing  good  rea- 
sons and  documents  why  such  should  be  conceded. 

Abt.  12.  The  patentee  is  the  only  person  allowed  to  make  use 
of  the  patent  during  the  time  conceded.  Any  other  person  using 
the  same  will  require  a  deed  of  transfer  or  other  form  expressed  by 
law. 

Abt.  18.  All  patents  shall  be  considered  null  and  void  :  (1.)  If 
the  discovery  or  application  is  not  new.  (2.)  If  they  are  not  compre- 
hended in  the  provisions  of  Art.  2.  (3.)  If  based  on  principles, 
methods,  systems,  discoveries,  theories,  or  sciences,  whose  applica- 
tion to  the  industries  have  not  been  specified.  (4.)  If  the  dis- 
covery, invention,  or  application  should  be  contrary  to  the  public 
order,  the  public  security,  or  the  laws  ;  without  prejudice  in  such 
case,  to  the  fines  against  the  manufacture  or  sale  of  prohibited 
articles  expressed  by  law.  (6.)  If  any  fraud  be  discovered,  on  the 
part  of  th.e  patentee,  to  obtain,  under  his  patent,  any  object  distinct 
from  the  true  invention*  (6.)  If  on  putting  in  practice  the  inven- 
tion, it  should .  be  found  not  to  conform  to  the  description  that 
accompanied  the  application  for  same.  (7.)  If  the  patent  has  been 
obtained  otherwise  than  in  conformity  with  the  above  laws.  (8.) 
If  on  giving  the  concession  of  the  patent  any  pecuniary  subversion 
should  be  conceded,  or  other  special  concession  contrary  to  the 
lawSy  that  is  not  embraced  in  the  Budget  of  the  republic. 
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Any  grant  shall  also  be  declared  null  and  void  which  refers  to 
changes,  improvements,  or  additions  to  concessions,  that  are  not 
expressed  in  the  original  application  for  the  patent. 

Abt.  14.  Any  discovery,  invention,  or  application,  either  in 
Peru  or  any  foreign  country,  that  may  exist,  anterior  to  the  date 
of  application,  and  which  shall  have  had  sufficient  publicity  to  have 
been  put  into  use,  will  not  be  considered  as  new. 

Abt.  15.  The  patent  will  forfeit  all  its  rights  :  (!•)  ^  ^^^ 
yearly  tax  or  amount  stated  in  Art.  5  is  not  paid.  (2.)  If  the  dis- 
covery or  invention  shall  not  be  put  into  use  within  the  term  of  two 
years  or  in  the  term  expressed  in  the  patent,  unless  the  cause  of  its 
detention  can  be  legally  justified.  (3.)  If  articles  manufactured  in 
foreign  countries  should  be  introduced  similar  to  those  patented  by 
the  patentee,  with  the  exception,  only,  of  models  of  machinery 
whose  introduction  shall  be  authorized,  after  formal  inspection,  by 
the  government. 

Art.  16,  Any  person  that  by  advertisement,  prospectus,  plac- 
ard, mark  or  stamp,  claiming  to  himself  the  title  of  patentee,  with- 
out legally  holding  a  patent,  or  after  the  patent  has  expired,  will 
be  fined  50  to  1000  soles  without  exempting  him  from  the  penal- 
ties against  the  crime  of  fraud. 

Art.  17.  Any  person  who  may  consider  himself  lawfully  inter- 
ested, has  the  right  to  solicit  the  nullity  or  cessation  of  a  patent ; 
in  which  case  the  fiscal  will  intervene,  and  should  the  patent  be 
declared  null  and  void,  whatever  may  be  the  cause,  he  will  give 
duo  notice  through  the  proper  person,  to  the  respective  office. 

Art.  1 8.  Every  infringement  on  the  right  of  a  patent,  be  it  for 
the  manufacture  of  products,  or  the  employment  of  means  em- 
braced in  the  patent,  constitutes  the  crime  of  fraud  ;  and  will  be 
prosecuted  according  to  the  gravity  of  the  case,  with  a  fine  in  favor 
of  the  party  interested,  and  the  confiscation  of  the  industry  or 
manufacture  falsified. 

Art.  10.  Any  exclusive  concessions  or  patents  that  may  exist 
at  the  present  date,  and  that  may  have  been  given  in  compliance 
with  former  laws,  will  retain  their  rights  for  the  full  term  con- 
ceded. 
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TASMANIA. 

Law  No,  2,  of  October  20,  1884. 

An  Act  to  make  provision  for  the  mutual  protection  of  patents 
for  inventions  and  trade-marks  granted  or  registered  in  Tasmania 
or  the  United  Kingdom. 

Whereas,  by  section  104  of  the  act  of  the  Imperial  Parliament 
to  amend  and  consolidate  the  law  relating  to  patents  for  inventions, 
registrations  of  designs  and  of  trade-marks ,  known  as  the  "  Pat- 
ents, Designs  and  Trade- Marks  Act,  1883,"  provision  is  made 
whereby  it  is  rendered  lawful  for  her  Majesty,  where  it  is  made  to 
appear  that  the  legislature  of  any  British  possession  has  made  sat- 
isfactory provision  for  the  protection  of  inventions,  designs  and 
trade-marks  patented  or  registered  in  England,  by  order  in  Council 
to  apply  the  provisions  of  section  103  of  said  act,  with  such  varia- 
tions or  additions,  if  any,  as  to  her  Majesty  in  Council  may  seem 
fit,  to  such  British  possession. 

And  whereas  it  is  expedient  that  the  legislature  of  Tasmania 
should  make  such  provision  as  aforesaid, 

Be  it  therefore  enacted  :  &c.,  &q. 

1.  In  this  act 'Hho  said  acts  "  mean 'Hhe  patent  law  act  "and 
^Hne  merchandise  marks  act,  1864." 

2.  (1.)  Any  person  who  has  applied  for  protection  for  any 
invention  or  trade-mark  in  the  United  Kingdom  shall  be  entitled 
to  a  patent  for  his  invention,  or  to  registration  of  his  trade-mark, 
(as  the  case  may  be,)  under  the  said  acts,  in  priority  to  other 
applicants  ;  and  such  patent  or  registration  shall  have  the  same 
date  as  the  date  of  the  protection  obtained  in  the  United  Kingdom  : 
Provided,  That  his  application  is  made,  in  the  case  of  a  patent, 
within  seven  months,  and  in  the  case  of  a  trade-mark  within  four 
months,  from  his  applying  for  protection  in  the  United  Kingdom  : 
Provided,  That  nothing  in  this  section  contained  shall  entitle  the 
patentee  or  proprietor  of  a  trade-mark  to  recover  damages  for 
infringements  happening  prior  to  the  date  of  the  actual  acceptance 
of  his  complete  specification  or  the  actual  registration  of  his  trade- 
mark in  Tasmania,  as  the  case  may  be. 

(2.)  The  publication  in  Tasmania  during  the  respective  periods 
aforesaid  of  any  description  of  the  invention,  or  the  use  therein 
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daring  such  periods  of  the  invention,  or  the  use  therein  daring 
such  periods  of  the  trade-mark,  shall  not  invalidate  the  patent 
which  may  be  granted  for  the  invention  or  the  registration  of  the 
trade-mark. 

(3.)  The  application  for  the  grant  of  a  patent  or  the  registra- 
tion of  a  trade-mark  under  this  act  must  be  made  in  the  same 
manner  as  an  ordinary  application  under  the  said  acts,  and  shall 
be  subject  to  the  payment  of  the  same  fees  :  Provided,  That  in  the 
case  of  trade-marks,  any  trade-mark  the  registration  of  which  has 
been  duly  applied  for  in  the  United  Kingdom  may  be  registered 
under  the  merchandise  marks  act,  1864. 

This  act  shall  not  come  into  operation  until  her  Majesty  shall, 
by  order  in  Council,  apply  the  provisions  of  section  103  of  the 
patents,  designs  and  trade-marks  act,  1863,  to  Tasmania,  with  such 
variations  or  additions,  if  any,  as  to  her  Majesty  in  Council  may 
seem  fit ;  but  this  act  shall  thereafter  come  into  operation  as  soon 
as  such  order  in  Council  shall  have  been  publicly  made  known  in 
the  colony. 
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APPEAL  FROM  REFUSAL  OF  PATENT. 
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590  INDEX. 

ARGENTINE  REPUBLIC. 

Law  of  October  11, 1864. 

OenercU  Provisions. 

Patent  an  exclusive  right,  vol.  i.,  2.  Right  extended  to 
foreign  patentees,  2.  What  inventions  are  patentable, 
2.    Duration  of  patent,  2.    Fees,  2. 

Patent  Office, 

Officers;  salaries  and  appointment,  vol.  i.,  8.  Not  allowed 
interest  in  patents,  8.  Commissioners  and  sub-commis- 
sioners, 8. 

Procbbdings  for  granting  Letters  Patent. 
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pany petition,  4.  Issue,  form  and  delivery,  4.  Appeal  from 
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feet,  7. 
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Patent  or  certificate  published  on  issue,  vol.  i.,  7.  Drawings 
and  models  open  to  inspection,  7.  Annual  publication  of 
patents,  7. 

Nullity  and  Invalidity  of  Patents. 

When  they  become  null,  vol.  i.,  8.  Action  to  avoid  patent, 
8.    Publication  of  nullity  or  invaUdity,  9. 

INFRINOBMENTS.      LEGAL  PROCEEDINGS  AND  PENALTIES. 

Penalty  for  infringement,  vol.  i.,  9.  Actions  to  recover,  9. 
Fraudulent  use  of  title,  patentee,  9. 

Reissue  of  Provincial  Patents. 

When  reissue  must  be  obtained,  voi.  i.,  10.  Mode  of  obtain^ 
ing,  10.    Duration  and  extent,  10. 

Provisional  Regulations  of  the  Patent  Office,  voL  ii.,  678. 

AUSTRALASIA. 

Act  to  Constitute  a  Federal  Council,  1885. 

Definitions,  vol.  i.,  11.  Institution  of  Federal  Council,  12. 
Power  to  make  laws,  12.  Patents  to  be  subject  to  the  fed- 
eral authority,  12.  Royal  assent  to  bills  passed  by  coun- 
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AUSTRIA-HUNGARY. 

Laws  of  Auoust  15, 1852. 

Sutject  of  BxcluHve  Privilege. 

What  inventions  may  be  patented,  vol.  i.  15.  What  are 
not  patentable,  16.  Patent  for  foreign  inventions,  16. 
Improvements  of  patented  inventions,  16.  One  patent 
for  two  or  more  inventions,  16. 

Obtaining  ExclvMve  Privilege. 

Petition  to  be  presented,  voL  i.,  16.  *  Tax  to  accompany  peti- 
tion, 18.  Specification;  its  reqairements,  18.  Issue  of 
certificate,  19.  Examination  of  petition  by  governor, 
19.  By  minister  of  commerce  and  trades,  20.  No  guar- 
antee of  novelty  or  utility,  20.    Grant  of  privilege,  21. 

Advantages  and  Liberties  of  Privilege. 

Exclusive  use  for  term  of  grant,  voL  i.,  21.  Right  to  carry 
out  invention,  21.  Patent  for  improvement  or  altera- 
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Extent  and  Duration  of  Privileges;  Publication. 

Extend  throughout  Austrian  territory,  vol.  i.,  22.  Maxi- 
mum length  of  term,  22.  Date  of  patent,  22.  Prolonga- 
tion, how  obtained,  22.  Publication  of  privileges,  22. 
Nullity  or  termination  of  patent,  22.  Extinction,  under 
what  circumstanceSp  28.    Effect  of  invalidity,  28. 

Registration  of  Privileges  and  Recording  of  Specifications. 

Privileges  registered  when  granted,  vol.  i.,  28.  Descrip^ 
tions,  drawings  and  models  deposited  at  patent  office,  23. 
Public  may  obtain  information,  24.  Publication  of  syn^ 
optical  tables,  24.    Publication  of  expired  patents,  24. 

Tranters  of  Privileges. 

Authority  to  transfer,  vol.  i. ,  24.  Assignments  must  be  legal* 
ized,  24.  Must  be  registered,  24.  Publication  of  assign- 
ments, 24. 

Infringements;  Proceedings  in  Litigation. 

What  constitutes  infringement,  vol.  1.,  25.  Penalti^  for 
offense,  25.  Authority  of  ministry  of  commerce  and 
trades,  26.  Proceedings  before  criminal  court,  26.  Ap- 
peal to  higher  court,  26.  To  ministry  of  commerce  and 
trades,  26.    Jurisdiction  of  civil  tribunals,  27. 

Form  of  Petition  for  Privileges^  vol.  L,  28. 

Extract  from  a  Diobst  by  A.  H.  Mounsby,  vol.  L,  29. 

Law  of  Junb  27, 1878. 

Patents  valid  in  both  countries,  vol.  1.,  80.  Proceedings  to 
grant  patent,  80.  Prolongation  or  annulment  80.  Tax  and 
registration  fee,  80. 
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AVSTmA-BTJlXGARY— continued. 
Law  of  Dbcbmbbr  20, 1870. 

When  patents  yalid  for  Bosnia  and  Herzegovina,  vol.  i.,  81. 
Decision  relative  to  term  of  Austrian  patent,  vol.  i.,  81. 
BARBADOES. 

Act  op  Dbcbmbbr  12, 1888. 

Specification,  filing  of,  vol.  i.,  88.  Fee  for  filing,  88.  Dura- 
tion  of  exclusive  right,  88.  Protection  for  patentees,  34. 
Infringement,  remedy  for,  84.  Novelty  of  invention,  85. 
Applicant  must  be  true  inventor,  85.  No  privilege  to  use 
another's  invention,  85.  Forfeiture  of  rights,  85.  Specifica- 
tions, numbering  of,  85.  Certificate,  form  of,  86.  Number 
of  certificate  and  specification,  86.  Power  of  renewal,  86. 
Fees  for  renewal,  86.  Renewal  certificate,  form  of,  87. 
Copy  certificate,  publication  of,  87. 

BELGIUM. 

Rbport  op  Mr.  J.  G.  Kbnnbdy,  vol.  i.,  88. 

Law  of  May  24,  1854. 

Authority  to  grant  patent,  vol.  i.,  42.  Duration  and  date 
of  patent,  42.  Dues,  yearly  and  progressive,  42.  Rights 
guaranteed  by  patent,  48.  Infringement,  proceedings 
and  penalty  for,  43.  Foreign  patentee  may  obtain  pat- 
ent of  importation,  44.  Patent  for  improvement,  44. 
Proceedings  to  obtain  patent,  45.  Publication  of  pat- 
ents, 45.  Transfers,  record  of,  45.  Forfeiture  of  patent 
for  non-payment  of  tax,  45.  Delay  in  working  invention, 
46.    Annulment  by  the  courts,  46. 

Royal  Dbcreb  for  Exbcution  of  FoRsooiNa  Law. 

Proceedings  to  obtain  Patent^  vol.  i.,  47. 

Deposit  of  receipt  for  tax,  47.  Demand,  47.  Specification, 
48.  Drawings,  48.  Proc^-verbal,  48.  Enrollment  of 
demand,  40. 

Delivery  of  Patent 

Nature  of  right  secured,  vol.  1.,  49.    Publication  of  specifi- 
cation, 40.  Prolongation  of  delay  in  working  invention, 
40.    Cessions  or  mutations,  50.    Publication  of  grants, 
etc.,  50. 
BRAZIL. 

Law  of  Octobbr  14, 1882. 

General  Provisions, 

What  may  be  patented,  voL  i.,  51.  Duration  of  patent,  51. 
Cession  or  transfer,  52. 

Mights  arul  Privileges  of  an  Inventor, 

Foreign  patentees,  voL  i.,  52.  Grant  of  provisional  guar- 
antee, 52.  Patent  for  improvement,  52.  Simultaneous 
petitions  for  same  invention,  52. 
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BBAZILr-aoTUiniLed, 

Proceedings  for  obtaining  a  Patent. 

Bpeciflcations,  models,  petition,  vol.  1.,  58.  When  petition 
granted,  when  refused,  58.  Appeal  from  refusal,  58. 
Issue,  on  what  conditions,  58.  Duration  of  patent  for 
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54.    Publication  of  specification,  54. 
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When  a  patent  'becomes  null,  vol.  i.,  54.  When  patent 
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fringements, 56.  Action  for  damages;  fines,  56.  Patent 
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Ordinance  No.  13  of  1861. 

Proceedings  for  Granting  Letters  Patent  j  voL  L,  58. 

MiscellaneotLs  Provisions^  62. 

Disclaimer^  60. 

Confirmation  of  Letters-Patent^  ^1. 

Prolongation  of  Term,  68. 

Proceedings  under  Ordinance,  69. 

Register  of  Patents,  69. 

Infringement,  Suits  for,  70. 

Fees  and  Stamp  Duties,  72. 

Nothing  to  affect  Prerogative  of  Crown,  72. 

Interpretation  Clause,  72. 

SCHBDULBS,  78. 

BRITISH  HONDURAS. 

Law  of  Sbptbmbbr  10, 1862. 

Commissioners  of  Patents,  vol.  i.,  78. 

Application  for  Letters  Patent,  79. 

Protections,  81. 

Opposition,  81. 
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Patent  for  Patented  Foreignlnventions,  84, 92.  Expiration  of,  85. 
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Registers,  86. 
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BRITISH  HONDURAS— conWnwcc?. 

Fees  and  Payments^  91. 
IrUetpretation  of  Terms,  92. 

SCHEDULB,  94. 

CANADA. 

Act  of  June  14, 1872,  as  amended. 

Patent  Office  constituted. 

Commission  of  patents,  vol.  !.,  100.  Seal;  impressions 
thereof  as  evidence,  100.  Rules;  publication  and  effect, 
101.     Deputy  commissioner  and  clerks,   101.    Annual  j 

report  and  list  of  patents,  101.   Publication  of  specifica- 
tions, 101. 

Who  may  obtain  Patents. 

Inventors;  limitation  as  to  public  use,  vol.  i.,  101.  What 
shall  not  be  patentable,  101.  Inventions  patented  in 
other  countries,  102.  Representatives  of  inventor  may 
obtain,  102.  Patent  for  improvements,  102.  Joint  ap- 
plication for  patent,  103. 

Conditions  and  Formalities. 

Declaration  by  application,  vol.  i.,  103.  Before  whom,  103. 
Domicile  of  applicant,  108.  Particulars  required  in  ap- 
plication, 103.  Specification  and  drawing,  103.  Model; 
specimens  of  ingredients,  104. 

Contents;  Duration;  Surrender;  Reissue  of  Patents  and  J>is- 
claimers. 

Contents  of  patents;  conditions,  vol.  L,  104.  Length  of 
term,  105.  Form  of  extension,  105.  Examination  of 
patent  and  extension,  106.  When  reissue  granted,  106. 
Effect  of  new  patent  and  8i>ecification,  106.  Nature  and 
form  of  disclaimer,  106.  Effect  as  to  pending  suits,  106. 
In  case  of  death  of  patentee,  107.  Effect  of  disclaimer, 
as  to  patent,  107. 

Assignment  and  Infringement  of  Patents. 

Government  may  use  patented  invention,  vol.  i.,  107.  Pat- 
ents assignable,  107.  Must  be  registered,  107.  Remedy 
for  infringement,  108.  Action  for  infringement,  108. 
Injunction;  appeal,  108.  Discrimination  by  court,  108. 
Defense  in  actions,  108. 

Nullity,  Impeachment,  and  Avoidance, 

Patents  void  or  valid  only  in  part,  vol.  i.,  109.  Copy  of 
judgment  sent  to  patent  office,  109.  Use  of  invention  in 
Canada,  109.  Extension  of  term  for  working,  109.  Pro- 
ceedings for  impeachment,  110.  Scire  facias  may  issue, 
110.  Filing  of  judgment  voiding  patent,  110.  Judg- 
ment subject  to  appeal,  111. 
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CAN  AD  A—continued. 

Patents  issued  under  Foreign  Laws, 

Existing  provincial  and  dominion  patents,  vol.  i.,  111.  Ter- 
ritorial extension  of  provincial  patents,  111.  Records 
of  provincial  patent  office,  111. 

Tariff  of  Fees. 

For  copies  of  drawings,  vol.  i.,  112.  In  full  of  all  services, 
112.  Part  of  consolidated  revenue  fund,  112.  Return 
of  fees,  when  ;  withdrawal,  112. 

Miscellaneous  Provisions. 

Caveat,  filing,  effect,  duration,  vol.  i.,  118.  Objection  to 
granting  patent,  118.  Notification  to  applicant,  114. 
Appeal  by  applicant  to  governor,  114  Interfering  ap- 
plications, 114.  Appointment  of  arbitrators,  114.  Oath 
of  office;  powers;  fees,  114.  Documents  open  to  inspec- 
tion, 115.  Clerical  errors,  115.  Destroyed  patent  re- 
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sels, 115.  Previous  purchaser  of  p>atented  invention, 
116.  Patented  articles,  how  marked,  116.  Fraudulent 
use  of  such  mark,  116.  False  entry  or  copy  concerning 
pat^ts,  117. 

Act  of  April  8,  1875,  extbndisj^g  FoRsaoiNa  Law  to  Princb 
Edward  Island. 

Patents  issued  under  Former  Laws, 

Existing  provincial  patents,  vol.  i.,  118.  Territorial  exten- 
sion of  such  patent,  119.  Records  of  patent  office,  119. 
Proceedings  for  impeachment,  119. 

Act  of  April  19,  1884. 

Bill  or  note  given  for  x>atent  right  requisites,  vol.  i.,  120.  Pur- 
chaser or  holder  of  such  note,  120.  Punishment  for  fraud 
concerning,  120. 

CAPE  COLONY,  CAPE  OP  GOOD  HOPE. 

Act  No.  17  op  1860. 

Interpretation  of  terms,  vol.  i.,  121.  Power  to  grant  patents, 
121.  Proceedings  for  granting  letters  patent,  121.  Re|>eal 
of  patent,  124.  Date  and  duration  of  patent,  120.  Dis- 
claimer, 127.  Extension  of  term  of  patent,  129.  Copies 
of  specification,  129.  Confirmation  of  invalid  patent,  129. 
Commissioners,  180.  Registers,  181.  Actions  for  infringe- 
ment, 134.  Fees  on  obtaining  patents,  185.  English  pat- 
ents, 185. 

Schedules,  vol.  i.,  185. 
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CEYLON. 

Ordinance  No.  6,  of  1859. 

Petition  and  specification,  vol.  i.,  140,  140.  Registry,  142.  Ex- 
clusive privilege,  140.  Nullity  of  invention,  142.  Foreign 
patent,  143.  Actions  and  suits  concerning  patents,  143. 
Stamp  of  petition,  140.    Interpretation,  140. 

SCHBDULR,  vol.  i.,  140. 

CHILI. 

Law  of  Sbptbmbbr  0, 1840. 

Proceedings  for  granting  patent,  vol.  i.,  152.  Registry  of  pat- 
ent, 152.  Duration,  152.  Patent  transferable,  153.  Penalty 
for  infringement,  153.  For  obtaining  patent  fraudulently, 
154.  Patents  general  or  particular,  154.  Lapse  of  patent, 
154.    Renewal,  154. 

Dbcrbb  of  August  1, 1851,  rbquiring  Fullbr  Rbports  from 
EXPBRTS,  vol.  i,  154. 

COLOMBIA. 

Law  of  May  13, 1860. 

Rights  secured  by  patents,  vol.  i.,  156.  Foreign  patents,  156. 
Proceedings  to  grant  patent,  156.  Description  of  patent, 
157.  Expiration,  lapse  and  nullity,  157.  Fees,  157.  Repeal 
of  law  of  May  15,  1848,  lo8. 

CONFIRMATION  OF  INVALID  PATENT.    RENEWAL. 

British  Guiana,  vol.  i.,  67.  Cape  Colony,  120.  Leeward  Islands, 
333.  Natal,  380.  8outh  Australia,  406.  Tasmania,  555.  Vic- 
toria, vol.  ii.,  538. 

COSTA  RICA,  vol.  ii.,  158. 

Convention.    See  International  Convention,  vol.  ii.,  567. 

DATE  OF  PATENT. 

Austria-Hungary,  vol.  i.,  22.  Barbadoes,  88.  Belgium,  45,  48. 
British  Guiana,  64.  British  Honduras,  84.  Cape  Colony,  Cape 
of  Good  Hope,  125.  Ecuador,  vol.  ii.,  577.  France,  vol.  i..  180. 
German  Empire,  206.  Great  Britain  and  Ireland,  222.  Jamaica, 
800.  Japan,  317.  Leeward  Islands,  329.  Luxemburg,  348.  Mexico, 
866.  Natal,  376.  New  Zealand,  408.  Norway,  427.  Portugal, 
436.  Queensland,  453.  Russia,  478.  South  Australia,  492.  Sweden, 
538.  Tasmania,  551.  Turkey,  572.  United  States,  voL  U.,  33. 
Venezuela,  524.    Victoria,  534. 

DENMARK. 

Rbport  by  Mr.  Strachby,  1873. 

Proceedings  for  granting  patent,  vol.  i,  159.  Duration,  159. 
Fees,  159.    When  patent  forfeited,  159. 
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DISCLAIMER,  ALTERATION  OR  AMENDMENT. 

British  Guiana,  vol.  i.,  86.  British  Honduras,  87.  Canada,  106. 
Cape  Colony,  127.  Great  Britain  and  Ireland,  224.  India,  270. 
Italy,  287.  Jamaica,  808,  804.  Japan,  822.  Leeward  Islands, 
838.  Mauritius,  858.  Natal,  877.  Newfoundland,  897.  New 
Zealand,  411.  Queensland,  454.  South  Australia,  495.  Straits 
Settlements,  625,  527.  Tasmania,  552.  Trinidad,  568.  United 
States,  voL  IL,  155, 206.  Victoria,  685.    Western  Australia,  564. 

DRAWINGS. 

Argentine  Republic,  vol.  i.,  817.  Austria-Hungary,  17, 18. 28.  Bel- 
gium, 47.  Brazil,  58.  Canada,  108.  Chili,  152.  Colombia,  156. 
Ecuador,  vol.  ii.,  575.  Finland,  vol.  i.,  171.  France,  179,180. 
Great  Britain  and  Ireland,  219.  Guatemala,  257.  Hawaiian 
Kingdom,  261,  262.  Italy,  286, 287,  292.  Jamaica,  299.  Liberia, 
844.  Luxemburg,  849.  Mexico,  865.  Natal,  872,  877,  879.  New- 
foundland, 894.  Norway,  429.  Queensland,  450.  Russia,  475. 
South  Australia,  489.  Spain,  512,  515.  Sweden,  537.  Tasmania, 
546,  548.  Turkey,  572,  576.  United  States,  vol.  ii.,  77,  228.  Uru- 
guay, 518.    Venezuela,  524. 

ECUADOR. 

Law  op  October  15, 1880. 

Qenei'ol  Provisions, 

Right  secured  to  inventor,  vol.  ii.,  574.  What  is  considered 
an  invention,  574.  Term  of  patent,  574  Importation 
of  new  inventions,  574. 

€Hranting  of  Patent 

Specification,  model,  drawings,  vol.  ii.,  575.  Examination  by 
commission,  575.  Issue  of  patent,  576.  Nature  of  right 
guaranteed,  676.  Modification  of  invention  or  applica- 
tion, 576. 

Rights  of  Patentee. 

Exclusive  right  to  utilize  invention,  vol.  ii.,  576.  Territorial 
extent  of  right,  676.  Right  may  be  assigned,  677.  In- 
terfering applications,  677. 

Term  of  the  Privilege, 

Date,  registry,  publication,  vol.  ii.,  577.  Rights  of  State  at 
expiration  of  term,  677.  Invention  public  property, 
577.  Publication  of  description,  etc,  577.  Right  of 
public  upon  forfeiture,  577. 

Protection  to  Patentee  against  Infringements, 

Right  to  application  for  injunction,  vol.  ii.,  678.  Penalty 
for  infringement,  578.  Penalty  for  unwarranted  seiz- 
ure, 678.  Jurisdiction  of  suits  concerning  patents,  578. 
Interfering  patents,  678. 
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'ECVAI>OR-'<iontinu€d. 

Protection  of  State  against  Abuse  on  part  of  Patentee, 
When  patent  becomes  null  and  void,  vol.  ii.,  579. 

FEES,  MISCELLANEOUS. 

Argentine  Republic,  vol.  i.,  7,  10.  Barbadoes,  36.  Belgium^  40, 
45.  British  Guiana,  72,  73.  British  Honduras,  91,  92,  94.  Caji- 
ada,  112.  Cape  Colony,  135.  Ceylon,  141.  Denmark,  159. 
Fiji,  165, 166, 169.  Great  Britain  and  Ireland,  225, 252.  Hawaiian 
Kingdom,  263.  Italy,  285.  Jamaica,  312.  Japan,  319.  Lee- 
ward Islands,  834,  835.  Mexico,  366.  Natal,  386,  390.  Newfound- 
land, 399.  New  Zealand,  419,  424.  Orange  Free  State,  vol.  ii., 
581.  Portugal,  vol.  i.,  441.  Prussia,  445.  Queensland,  456, 
464.  Russia,  476.  St.  Helena,  483.  South  Australia,  491,  493, 
499,  508,  509.  Straits  Settlements,  524,  526,  528.  Tasmania,  561, 
566.  Trinidad,  569,  570.  United  States,  vol.  ii.,  169.  Uruguay, 
519.   Victoria,  544,  549.  Western  Australia,  562. 

FEES  TO  ACCOMPANY  PETITION. 

Argentine  Republic,  vol.  i.,  4.  Austria-Hungary,  18,  29,  30. 
Barbadoes,  33.  Belgium,  47.  Chili,  152.  Colombia,  158. 
France,  180.  German  Empire,  209.  Guatemala,  259.  India, 
270.  Italy,  285.  Jamaica,  298,  299.  Liberia,  345.  Mauritius, 
857.  Natal,  872.  New  South  Wales,  400.  Norway,  428. 
Straits  Settlements,  527.    Sweden,  537,  538.    Turkey,  572. 

FEES,  YEARLY  AND  PROGRESSIVE. 

Argentine  Republic,  vol.  i.,  2.  Belgium,  88, 42.  Brazil,  58.  Colom- 
bia, 157.  Finland,  173.  France,  178,  204.  German  Empire, 
206.  Italy,  281.  Luxemburg,  348.  Norway,  428.  Peru,  voL 
ii.,  584.  Spain,  vol.  i.,  511.  Sweden,  538.  Turkey,  571.  United 
States,  vol.  ii.,  493.    Uruguay,  516.    Venezuela,  525. 

FIJI:  FEJEE  ISLANDS. 

Ordinance  No.  3  of  1879. 

Privileges  Conferred  by  Letters  Patent,  vol.  i.,  161. 

Exclusive  right  of,  and  in  invention,  vol.  i.,  161.  Form  of 
letters  patent,  161.  When  not  granted,  161.  Cancella- 
tion or  revocation,  161. 

Proceedings  in  Application, 

Filing  of  petition,  vol.  i.,  161.  Declaration,  162.  Inspec- 
tion of  records,  162.  Certified  copies  as  evidence,  162. 
Amendment  of  specification,  162.  Provisional  certifi- 
cate, 162.  Appeal  from  refusal  of  certificate,  163.  Oppo- 
sition to  application,  168. 

Registry  and  Publication. 

Petition,  specification,  etc.,  jecorded,  vol.  i.,  162.  Letters 
patent  registered,  164.  Notice  of  refusal  to  grant,  pub- 
lished, 165. 
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Miscellaneotia  Provisions. 

Foreign  and  imperial  patents,  vol.  i.,  164.  When  i)atent 
may  be  annulled,  165.  Patent  for  one  invention  only, 
165.  When  patent  may  be  cancelled  or  revoked,  165. 
Supreme  Court  may  order  amendment,  165.  Penalty 
for  making  false  declaration,  165.    Fees,  166. 

Schedules,  vol.  i.,  166. 

FINLAND. 

Supreme  Decree  of  March  80,  1876. 

Rights  conferred  by  patent ;  duration,  vol.  i.,  170.  Manner  of 
granting  patent,  171.  Obligations  and  rights  of  owners, 
178.    Judicial  conduct  of  actions,  174. 

FOREIGN  PATENTEES.  PRIVILEGES  ACCORDED  TO. 

Argentine  Republic,  vol.  i.,  2.  Belgium,  42,  44.  BrazU,  52,  58. 
Ceylon,  143.  Denmark,  159.  France,  188.  German  Empire, 
207.  India,  272.  Italy,  284.  Jamaica.  801.  Luxemburg,  849. 
Mauritius,  360.  New  Zealand,  410.  Norway,  434.  Portugal, 
486.  Prussia,  443.  St.  Helena,  482.  Straits  Settlements,  526, 
527.  Turkey,  576.  Uruguay,  vol.  ii.,  516.  Venezuela,  526. 
Victoria,  534.    Western  Australia,  565. 

See  also  International  Convention. 

FOREIGN  SHIPS.  USE  OF  INVENTION  ON. 

British  Guiana,  vol.  i.,  65.  British  Honduras,  85.  Canada,  115. 
Cape  Colony,  126.  Colombia,  156.  Great  Britain  and  Ireland, 
231.  Leeward  Islands,  830.  Natal,  877.  New  Zealand,  410. 
Queensland,  461.  South  Australia,  493.  Tasmania,  551.  Vic- 
toria, vol.  ii.,  535. 

FRANCE. 

Law  op  July  5, 1844,  with  Notes  of  Decisions.  # 

General  Promsions. 

Exclusive  right  conferred  by  letters  patent,  vol.  i.,  176. 
What  may  be  patented,  178.  What  may  not,  178. 
Length  of  term  of  patent,  178.    Fees,  178. 

The  Application, 

Petition;  description;  drawings,  vol.  i.,  179.  Nature  of  appli- 
cation, 180.  Paymentof  fees,  181.   Certificate  issued,  181. 

Delivery  of  Patents. 

Examination  and  registry  of  demand,  vol.  i.,  181.  Issue 
of  patent,  181.  Form  and  guarantee  of  patent,  181. 
When  grant  will  be  refused,  181.  Return  of  tax,  182. 
Publication  of  patents,  182.    Extension  of  term,  182. 
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FRANCE — continued. 

Certificate  of  Addition. 

Proceedings  to  obtain,  vol.  i.,  182.  Effect  of  certificate,  182. 
New  patent  for  improvement,  &c.,  183.  Patentee  lias 
prior  right  to  new  patent  or  certificate,  183. 

Assignment  of  Patents, 

Authority  to  assign,  vol.  i.,  184.  Must  be  by  notarial  deed, 
184.  Registry  of  assignment,  184.  Assignee's  right  to 
certificate  of  addition,  186. 

Communications    and     Publications    of   Descriptions    and 
Drawings. 

Deposit  until  expiration  of  patent,  vol.  i.,  187.  Copies  ol>- 
tainable,  187.  Publication  of  descriptions,  &c.,  187. 
Deposit  after  expiration  of  patent,  187. 

Rights  of  Foreigners, 

May  obtain  patent;  proceedings,  vol.  i.,  187.  Duration  of 
patent,  187. 

Repeal  and  Forfeiture. 

Patents,  when  void,  vol.  i.,  188.  Certificates  of  improve- 
ment, &c.,  when  void,  188.    Annulment  for  publicity, 

189.  For  failure  to  pay  fee,  190.    To  work  invention, 

190.  For  importation  of  similar  article,  190.  Fraudulent 
claim  of  patent,  191. 

Actions  for  Annulment  or  Forfeiture. 

Who  may  bring  action,  vol.  L,  192.  In  what  court,  192. 
Code  of  Civil  Procedure  governs  proceedings,  192. 
Intervention  of  public  minister,  192.  Citation  of  par- 
ties, 193.    Publication  of  repeal,  198. 

Infringement ;  Proceedings  and  Penalties, 

What  constitutes  infringement,  vol.  i.,  193.  Complicity  in 
infringement,  194.  Penalties,  195.  Proceedings  to  ob- 
tain application  of,  196. 

Special  and  Pr&oisional  Measures, 

Measures  for  execution  of  law,  vol.  1.,  202.  Application  of 
law  in  colonies,  202.    Repeal  of  certain  laws,  202. 

Decree  of  October  21, 1848. 

Patent  Law  in  the  Colonies. 

Application  for  patent,  vol.  i.,  203.  Registration  of  appli- 
cation, 203.  Issue  of  patent,  208.  Registration  of  as- 
signment, 203.  Payment  of  fees,  204.  Actions  for  in- 
fringement, 204. 
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GERMAN  EMPIRE. 
Law  of  July  1, 1877. 
Patent  Rights. 

What  may  be  patented,  vol.  L,  206.  Who  may  obtain  pat- 
ent, 205.  Patent,  effect  of,  205.  Devise  or  transfer,  206. 
Duration,  206.  Fees,  206.  When  patent  lapses  or  be- 
comes void,  207.  Non-resident ;  must  appoint  repre- 
sentative, 207. 

Patent  Office, 

Authority  of,  vol.  i.,  207.  Membership,  207.  Divisions,  207. 
Resolutions  and  decisions,  208.  Register  of  patents, 
208.    Publication  of  specifications,  &c.,  200. 

Proceedings  in  Patent  Matters, 

Application,  requisites  of,  vol.  i.,  200.  Amendment  of,  200. 
Provisional  protection,  210.  Publication  of  application, 
210.  Grant  or  refusal  of  patent,  210.  Annulment  or 
revocation,  210.    Appeal  from  decisions,  211 

JP^nes  and  Indemnities, 

For  unlawful  use  of  invention,  vol.  i.,  212.  Amount  of 
amercement,  212.  Limitation  of  actions  for  infringe- 
ment, 212.    Jurisdiction  of  Supreme  Court,  212. 

TransiUyry  Provisions, 

Patents  under  State  laws,  vol.  i.,  218.  Renewal  under  this 
law,  213^    Duration  ;  fees ;  effect,  218. 

GREAT  BRITAIN  AND  IRELAND. 

Act  Concbrning  Monopolibs,  1628. 

Revocation  of  monopolies,  &c.,  vol.  i.,  216.  Exceptions  for 
twenty -one  years,  of  some  already  granted,  217.  Dura- 
tion of  patents  yet  to  be  granted,  217. 

Patbxts,  Dbsigns  and  Tradb-Marks  Act,  1888. 
Patents. 

Application  and  Grant. 

Persons  entitled  to  apply,  vol.  1.,  219.  Application  and 
specification,  219.  Reference  to  examiner,  219.  Appli- 
cation refused  or  amended,  219.  Time  for  leaving  com- 
plete specification,  220.  Comparison  of  provisional  and 
complete,  220.  Advertisementof  specification,  221.  Op- 
position to  grant,  221.  Sealing  of  patent,  222.  Date  of 
patent,  222.  Protection,  provisional,  222.  By  com- 
plete specification,  222.  Extent  and  term  of  patent,  228. 
Amendment  of  specification,  228.  Disclaimer  during 
action,  224.  Restriction  of  recovery  of  damages,  224. 
Advertisement  on  amendment,  224.  Compulsory  li- 
censes, 225.  Register  of  patents,  225.  Fees,  225.  Ex- 
tension of  term,  225.  Revocation  of  patent,  226.  Pat- 
ent to  bind  Crown,  227. 
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Legal  Proceedings. 

Hearing  with  assessor,  vol.  i.,  228.  Delivery  of  particulars, 
228.  Order  for  inspection,  &c.,  in  action,  228.  Certifi- 
cate of  validity  questioned,  229.  Costs  thereon,  22ly. 
Groundless  threats  of  legal  proceedings,  229. 

Miscellaneous  Provisions. 

Patent  for  one  invention  only,  vol.  i.,  229.  To  representative 
of  deceased  inventor,  229.    Patent  not  invalidated  by 
fraudulent  application,  230.    Assignment  for  particular 
places,  230.    Loss  or  destruction  of  x>atent,  230.    Pro- 
ceeding and  costs  before  law  officer,  230.    Exhibitions 
at   industrial   exhibitions,  230.    Publication   of   illus- 
trated journal,  &c.,  231.    Patent  museum,  281.    Power 
to  require  models  on  payment,  231.    Foreign  vessels  in 
British  waters,  231.    Assignment  to  secretary  for  war 
of  certain  inventions,  282.    Existing  patents,  288.    Defi- 
nitions, 234. 

Dbsigns. 

Begistration  of  Designs. 

Application  for  registration,  vol.  i.,  234.  Drawings,  &c., 
with  application,  235.    Certificate  of  registration,  235. 

Copyright  on  Registered  Designs. 

Copyright  on  registration,  vol.  i. ,  235.  Marking  registered 
designs,  235.  Inspection  of  registered  designs,  236.  In- 
formation as  to  copyright,  236.  Cesser  of  oop3rright, 
236. 

Register  of  Designs. 

Kept  at  patent  office,  vol  i.,  236.  Prima  facie  evidence, 
236. 

Fees^  vol.  i.,  236. 

Industrial  and  International  Exhibitions. 

Effect  of  exhibition  thereat,  as  to  registration,  vol.  i.,  237. 

Legal  Proceedings. 

Penalty  on  piracy  of  registered  designs,  vol.  i.,  237.  Action 
for  damages,  238. 

Definitions,  vol.  i.,  238. 

Gbneral. 

Patent  Offlce,  and  Proceedings  thereat. 

Patent  office,  vol.  i.,  239.  Officers  and  clerks,  289.  Seal  of 
patent  office,  239.  Trusts  not  entered  in  registers,  239. 
Refusal  to  grant  patent,  240.  Registry  of  assignments 
and  transmissions,  240.  Inspection  of  and  extracts  from 
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registers,  ^40.  Sealed  copies  received  in  evidence,  240. 
Rectification  of  registers  by  court,  240.  Correction  of 
clerical  errors,  241.  Falsification  of  entries,  241.  Au- 
.  thority  of  comptroller,  241.  Application  and  notice  by 
post,  241.  Days  for  leaving  document  at  office,  242. 
Declaration  by  infant,  lunatic,  etc.,  242.  Transmission 
of  certified  printed  copies  of  specifications,  etc.,  242. 
Board  of  trade,  authority  conferred  upon,  248.  An- 
nual reports  of  comptroller,  243. 

International  and  Colonial  Arrangements. 

For  protection  of  inventions,  etc.,  vol.  1.,  244.  Provision 
for  colonies  and  India,  245. 

Cffenses. 

Penalty  on  falsely  representing  articles  to  be  patented,  vol. 
i.,  245.  On  unauthorized  assumption  of  royal  arms, 
245. 

Scotland^  Ireland^  etc. 

Saving  for  courts  in  Scotland,  vol.  1.,  246.  Summary  pro- 
ceedings in  Scotland,  246.  Revocation  of  patent;  pro- 
ceedings for,  246.  Reservation  of  remedies  in  Ireland, 
246.  General  saving  for  jurisdiction  of  courts,  246. 
Isle  of  Man,  247. 

Bepeal;  Transitional  Proryisiona ;  Savings, 

Repeal;  saving  for  past  operation  of  repealed  enactments, 
&C.,  vol  i.,  247.  Former  registers  to  be  deemed  contin- 
ued, 247.  Saving  for  existing  rules,  247.  For  preroga- 
tive, 249. 

General  D^nitions,  vol.  L,  248. 
Schedules,  vol.  i.,  249. 
Patents,  Designs  and  Trade-marks  Amendments  Act,  1886. 

Nature  of  declaration,  vol.  i.,  254.  Specification;  extension 
of  time  of  filing,  &;c.,  254.  Publication  of  specification 
in  certain  case,  255.  Grant  of  patent  to  several  persons 
jointly,  256. 

GREECE,  vol.  i.,  256. 

GUATEMALA. 

Decree  of  May  21, 1886. 

Rights  of  inventor,  vol.  i.,  257.  Proceedings  to  obtain  i)atent, 
257.  Liberty  to  prove  priority  of  Invention,  258.  Circum- 
stances nullifying  patent,  258.  Cases  when  patents  shall 
not  be  granted,  258.  Fees,  259.  Duration  of  term,  269. 
Concessions,  269.    Concessions  made  void,  260. 
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HAWAIIAN  KINGDOM. 

Civil  Codb,  Ssctiona  255,  266. 

Issue  of  patent,  vol.  L,  261.    Specification,  261. 

Act  of  August  29, 1884. 

Proceedings  to  grant  Patent, 

Issae;  daration,  vol.  i.,  261.  Foreign  patent,  262.  Specifica- 
tion and  drawings,  262.  Caveat,  263.  Commissioner 
of  patents,  268.  Fees,  263. 

HAYTI,  vol.  i.,  264. 

HONG  KONG. 

Ordinance  No.  14  op  1862. 

Authority  to  petition  for  letters  patent,  vol.  i.,  265.  Petition, 
specification  and  declaration,  265.  Governor  in  council  to 
grant  letters  patent,  265.  Effect  of  such  grant,  266.  Ex- 
tension of  term,  266. 

SCHBDULBS,  vol.  i.,  267. 

INDEXES.     REGISTERS. 

Argentine  Republic  vol.  i.,  4.  Austria-Hungary,  23.  Belgium,  49. 
British  Guiana,  69.  British  Honduras,  86.  Cape  Colony,  131. 
Ceylon,  142.  Chili,  152.  Fiji,  164.  France,  184, 203.  German 
Empire,  208.  Great  Britain  and  Ireland,  225, 240.  India,  270. 
Italy,  292.  Jamaica,  805.  Leeward  Islands,  331.  Liberia,  843. 
Mauritius,  357.  Natal,  382.  Newfoundland,  393.  New  Zealand, 
414,416.  Norway,  432.  Orange  Free  State,  vol.  ii.,  583.  Queens- 
land, vol.  i.,  456,  461,  468.  South  Australia,  502.  Straits  Settle- 
ments, 528.  Tasmania,  557.  Trinidad,  567.  Turkey,  575.  United 
States,  vol.  ii.,  28.    Uruguay,  519,  524.     Victoria,  541. 

INDIA. 

Act  of  May  17,  1859. 

Proceedings  to  obtain  Patent,  vol.  i.,  268. 

Who  may  petition,  268,  272.  Petition  to  fUe  specification, 
268.  Order  to  file  specification,  268,269.  Petition  referred 
for  inquiry  and  report,  268. '  Exclusive  privilege  con- 
ferred, 268.  Duration  and  extension  of  term,  268.  Exclu- 
sive privilege,  when  refused,  271.  When  it  shall  cease, 
271.  Specification ;  character  of,  269.  Deposited  with  sec- 
retary, 269.  Delivery  and  distribution  of,  270.  Declara- 
tion ;  false  statement  in,  269.  Payment  of  fees,  270. 
Registry  of  specification,  etc.,  270.  Amendment  of 
specification ;  effect,  270.  Novelty  of  invention,  public 
use,  272. 

Actions  relating  to  Patents. 

Action  for  infringement,  278.  Defenses  to  action,  273. 
Application  to  annul  patent,  274.     To  annul  part  of 
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invention,  275.  Application  on  breach  of  special  con- 
dition, 275.  Service  of  proceedings,  276.  Issue  for  trial 
directed,  276.  Judgment ;  costs,  276.  Amenament  of 
speciflcation  by  court,  276.  Entry  of  judgment  in 
registry  book,  277.  Particulars  to  be  delivered,  278. 
Service  of  proceedings,  278.  Effect  of  Act  VI.  of  1856, 
279. 

Foreign  Inventors^  Foreign  PatenU,  vol.  L,  272,  279. 

Interpretation^  279. 

SCHBDULB,  280. 

INFRINGEMENT,  ACTIONS,  PENALTIES,  &C.,  FOR 

Argentine  Republic,  voL  i.,  9.  Austria-Hungary,  25.  Barbadoes,  84. 
Belgium,  43.  Brazil,  55.  British  Guiana,  70.  British  Honduras, 
90.  Canada,  108.  Cape  Colony,  134  Ceylon,  144.  Chili,  V>3.  Ecua- 
dor, vol.  ii.,578.  Finland,  vol.  L,  174.  France,  193,204.  Ger- 
man Empire,  212.  Great  Britain  and  Ireland,  228.  India,  2T3. 
Italy,  295.  Jamaica,  307.  Japan,  319.  Leeward  Islands,  334. 
Liberia,  346.  Luxemburg,  352.  Mauritius,  361.  Natal,  384. 
Newfoundland,  395.  New  Zealand,  418.  Norway,  483.  Orange 
Free  State,  vol.  ii.,  682.  Peru,  586.  Portugal,  vol.  i.,  439,  441. 
Prussia,  445.  Queensland,  458.  Russia,  474.  South  Australia, 
501.  Spain,  519.  Straits  Settlements,  528.  Sweden,  541.  Tas- 
mania, 559.  Trinidad,  569.  Turkey,  578.  United  States,  vol. 
ii.,  125,  214,481.  Uruguay,  521.  Venezuela,  527.  Victoria,  548. 
556.    Western  Australia,  568. 

INTERNATIONAL  CONVENTION. 

Countries  constituting  union,  vol  ii.,  567.  Privileges  extended  to 
patentees  of  these  countries,  667.  Applications  for  patents,  568. 
Trade-marks  registered  and  protected,  568.  Goods  illegally 
bearing  trade-mark,  569.  Articles  at  international  exhibitions 
protected,  569.  Special  departments  for  industrial  property, 
669.  International  office,  569.  Interpretation,  570.  States  may 
make  special  arrangements,  570.  May  join,  or  withdraw,  570. 
Ratification,  670.  Some  subsidiary  arrangements,  570,  571.  In- 
ternational paper.  571,  572. 

INVENTIONS,  PATENTABLE  AND  NON-PATENTABLE. 

Argentine  Republic,  vol.  i.,  2.  Austria-Hungary,  15.  Belgium,  42. 
Brazil,  51.  Canada,  101.  Ecuador,  vol.  ii.,  574.  Finland,  vol.  i., 
170.  France,  176.  German  Empire,  205.  Italy,  283,  284.  Japan, 
817.  Luxemburg,  347.  Mauritius,  355.  Peru,  vol.  ii.,  584. 
Portugal,  vol.  i.,  436,441.  Prussia,  442.  Russia,  474.  Spain, 
610,  611.  Sweden,  536.  Turkey,  571.  United  States,  voL  ii.. 
86.    Uruguay,  516.    Venezuela,  524,  626.    Victoria,  529. 
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ISSUE  OP  PATENT. 

Argentine  Republic,  vol.  i.,  4.  Austria-H angary,  21.  Belgiam,  45. 
Brazil,  63.  British  Guiana,  61.  British  Honduras,  82.  Cape 
Colony,  125.  Ceylon,  140.  Chili,  152.  Colombia,  157.  Ecua- 
dor, vol.  ii.,  576.  Fiji,  vol.  L,  163.  Finland,  172.  France,  181, 
203.  German  Empire,  210.  Great  Britain  and  Ireland,  222. 
Italy,  288.  Jamaica,  800.  Mexico,  365,  369.  Natal,  375.  New 
Zealand,  407.  Russia,  477.  South  Australia,  401.  Spain,  514. 
Tasmania,  550.  Turkey,  572.  United  States,  vol.  ii.,  28.  Ven- 
ezuela, 526.    Victoria,  533. 

ITALY. 

Law  of  October  80,  1859,  as  amended  January  81,  1864. 

nights  derived  from  Inventions  or  Indiistrial  Discoveries,  and 
Title  thereto. 

Patent  confers  an  exclusive  right,  vol.  i.,  283.  What  inven- 
tions may  be  patented,  283.  When  inventions  consid- 
ered new,  283.  Inventions  patented  abroad,  284.  In- 
ventions not  patentable,  284.  Legal  title  to  exclusive 
use,  284.  Certificate  of  improvement  for  modification, 
284.  Duration  of  patent ;  prolongation,  285.  Taxes  ; 
proportional,  annual,  285.  For  certificates  of  addition 
and  prolongation,  285.    Date  of  payment,  285. 

Applications  for  Patents, 

Application  ;  to  whom  made ;  by  whom,  vol.  i.,  286.  Wliat 
it  must  contain,  286.     Description ;  drawing ;  model, 

287.  Disclaimer  ;  requisites ;  duration  ;  tax,  287.    Pat- 
ent for  modification  ;  application,  287.   Date;  requisites, 

288.  Delivery  of  application,  288.    Official  report ;  con- 
tents and  record,  288.     Grant  of  patent,  289.     Registry, 

289.  Applications  referred  to  board  of  health,  289. 
When  patents  will  be  refused,  289.    When  suspended, 

290.  Appeal  from  refusal  or  suspension,  290. 

Assignments  of  Patents, 

Assignment  must  be  registered,  vol.  i.,  291.  Mode  of  regis- 
tration, 291.    Payment  of  fees  by  assignee,  292. 

Preservation  and  Publication  of  Documents, 

Registers  are  public  ;  copies  therefrom,  vol.  i.,  292.  Publi- 
cation of  patents,  specifications,  &c.,  292. 

Nullity  and  Annulment  of  Patents, 

When  patents  are  null  and  void,  vol.  L,  293.  When  they 
cease  to  be  valid,  294. 

Actions  for  Nullity  and  Annulment, 

Provincial  tribunal  has  jurisdiction,  vol.  i.,  294.  Author- 
ity of  public  prosecutor,  294.  Parties  to  the  action,  294. 
Judgment  of  nullity  or  annulment  published,  295. 
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ITALY — continued. 

Infi'ingement  and  Actions  Relating  thereto. 

What  constitutes  iufringement,  295.  Penalty  therefor,  295. 
Form  of  actions,  civil  and  correctional,  295.  Seizure  or 
inventory  of  objects,  295. 

JAMAICA. 

Act  of  1857. 

Applying  for  and  Obtaining  Letters  Patent^  vol.  i.,  297. 

8ealiiig  ;  Bate  ;  Time  of  Issue  ;  Henewal,  800. 

PatenU  for  Improvements  ;  Mutual  Bights,  301. 

Rights  of  Foreign  Patentee  under  this  Act,  301. 

Assignment  of  Patents,  302. 

Excessive  Claim  ;  Defective  or  Insufficient  Specification,  308. 

Disclaimers;  Alterations ;  Additions,  304. 

Filing  and  Recording  Proceedings,  &c,,  305. 

Pleadings  and  Costs  in  Actions,  307. 

User,  Imitation  or  Counterfeit,  309. 

Miscellaneous  Provisions,  310. 

SCHBDULB  AND  FORMS,  VOl.  1.,  312. 

JAPAN. 

Imperial  Proclamation,  April  18, 1885. 

Application  ;  specification,  vol.  i.,  317.  Duration  of  term,  317. 
What  may  not  be  patented,  317.  Inheritance  and  assign- 
ment of  patent  rights,  318.  Patents  for  improvements,  318. 
When  patents  become  void,  vol.  i.,  819.  Fees,  319.  In- 
fringement ;  penalties  therefor,  319.  Penalties  for  Tiola- 
tions  of  patent  law,  320. 

Appendix  to  Law. 

Conceraing  patents  for  inventions  of  certain  preceding  date,  vol.  i., 
320. 

Notification  No.  5,  Council  of  State,  April  18, 1885. 

Procedure  to  obtain  Patents, 

Application  ;  requirements  of,  vol.  i.,  321.  Transfer  of  patent, 
822.  ApplicMion  for  additional  rights,  822.  For  patent  for 
improvement,  322.  For  fresh  certificate,  822.  Fur  ehange8 
in  letters  of  application  and  diagram,  822.  Term  of  reissued 
patent,  322. 

JOINT  INVENTIONS,  PATENT  FOR. 

Brazil,  vol.  i.,  57.  Canada,  103.  Great  Britain  and  Ireland,  219, 
255.  Japan,  321.  Mauritius,  359.  Queensland,  449.  South 
Australia,  488.    United  States,  vol.  ii.,  32. 
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LEEWARD  ISLANDS. 

Act  No.  12  of  1876. 

Commissioners^  voL  i,  338. 

Application  and  Specification^  824. 

Oppositions,  826. 

Miscellaneous  Prarnsions^  327. 

Date  of  Letters  Patent,  329. 

Letters  for  Foreign  Inventions,  329. 

Use  of  Inventions  in  Foreign  Ships,  330. 

Filing  and  Publication,  330. 

Registers,  331. 

Disclaimers  and  Caveats,  832. 

Confirmation  and  Prolongation,  333. 

Actions  for  Infringement,  334. 

Fees,  334. 

Interpretation  of  Terms,  335. 

Schedule,  vol.  i.,  335. 

Act  No.  16  of  1878,  vol.  i.,  341. 

LIBERIA. 

Act  of  December  23, 1864,  vol.  i.,  343. 

LUXEMBURG. 

Law  of  June  30, 1880. 
General  Dispositions. 

Patentable  inventions,  vol.  i.,  847.  Who  may  obtain  patent, 

347.  Effect  of   patent,  347.      Transfer  of   rights,   848. 
Duration  of  terui,  348.    Tax,  annual  and  progressive, 

348.  Domicile  of  patentee,  347. 

Delivery  of  Patents. 

Declaration  ;  description ;  drawings,  &c.,  vol.  i.,  349.  Tax, 
payment  of,  349.  Certificate,  delivery  of,  850.  Change 
of  ownership,  or  of  domicile  of  patentee,  350. 

Expiration,  Nullity  and  Forfeiture. 

When  patent  expires,  vol.  i. ,  350.  When  becomes  null, 
851.  Action  for  annulment,  351.  Revocation  by  royal 
decree,  351.    Publication  of  expiration,  &c.,  852. 

Infringement,  Prosecution  and  Penalties. 

Fines  and  imprisonment,  vol.  i.,  852.  Defense  to  action  for 
infringement,  352.  Fraudulent  use  of  word ' '  patented, '' 
352.    Limitation  of  action  for  infringement,  353. 

Transitory  Provisions. 

Abrogation  of  Law  of  1817,  vol.  i.,  853.  Patents  granted 
under  earlier  law,  363.  Applications  ^ed  previous  to 
present  law,  353. 
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MAURITIUS. 

Ordinancb  No.  16  of  1875. 

General  Provisions^  vol.  L,  855. 
Proceedings  to  obtain  Patent,  855. 
Begistration  of  Patents,  857. 
Miscellaneous  Provisions,  859. 
Actions  for  Infringement,  861. 
SCHBDUIiB,  vol  i.,  868. 

MEXICO. 

Law  of  May  7, 1882. 

Proceedings  to  obtain  Patent 

Petition ;  descjription,  drawings,  vol.  i.,  865.  Publication 
of  petition,  865.  Issue,  865.  Duration  of  letters  patent, 
866.    Date  of  patent,  866. 

Limitation,  Extension,  Improvement^  t&c. 

Limitation  of  patent  to  one  State,  vol.  L,  866.  Invention  to 
be  made  public,  when,  866.  Extension  of  term,  866. 
Dispute  as  to  possession,  866.  Publication  of  patent, 
866.  Fees,  866.  Exclusive  privilege  for  branch  of  in- 
dustry, 367. 

Forms,  vol.  i.,  867. 

Dbcrbb  of  Sbptbmbbr  28, 1848. 

Time  when  use  of  invention  shall  begin,  vol.  i,  867. 

Rbgulation  of  July  12, 1852. 

Concerning  Opposition  to  Grant  of  Patent. 

Extension  of  time  to  make  objections,  vol.  i.,  868.  Hearing 
before  committee  of  industry,  368.  Papers  to  go  to  the 
government,  368.  Recourse  to  federal  tribunal,  when, 
868. 

Marking  of  Patented  Articles  as  such,  vol.  L,  869. 

MODELS. 

Austria-Hungary,  vol.  L,  17.  Brazil,  53.  Canada,  104.  Chili,  152. 
Colombia,  156.  Ecuador,  vol.  ii.,  575.  Finland,  vol.  i.,  172. 
Great  Britain  and  Ireland,  231.  Hawaiian  Kingdom,  261,  262. 
Italy,  286,  287.  Jamaica,  299.  Luxemburg,  349.  Mexico,  365, 
868.  Newfoundland,  894.  Prussia,  448.  Queensland,  461.  Rus- 
sia, 476.  South  Australia,  489.  Spain,  512.  Sweden,  vol.  i.,  537. 
Tasmania,  548.  Turkey,  576.  United  States,  vol.  ii.,  15,  88, 
231.    Uruguay,  518. 

NATAL. 

Law  No.  4  of  1870. 

General  Provisions,  vol.  L,  871. 
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N  AT  Air— <!ontinued. 

Proceedings  to  obtain  Letters  Patent,  vol.  i,  371. 
Issue  of  Letters  Patent,  874. 

Bastension  to  CoUmy  of  Patent  granted  elsewhere^  376. 
Patent  not  to  apply  to  Foreign  8hips^  377. 
Speciflcaiions  and  Dravrings,  877. 
IHsclaimer,  877. 

Extension ;  Confirmation;  Renewal,  880. 
Registers  and  Indices,  882. 

Punishment  for  Imitating  Patentee's  Marks  or  DefHce,  888. 
Infringemeivt  of  Patent,  884. 
Payment  of  Fees,  886. 
schbdulbs,  yol  1.,  886. 

Proclamation  of  January  12,  1872. 

Regulations  for  Carrying  out  Law  of  1870. 

Application  limited  to  one  invention,  vol.  ii,  580.  Beqoi- 
sites  of  title  of  invention,  580.  Provisional  protection, 
580.  Notice  of  further  proceedings  required,  580.  Kog- 
isters,  indexes,  &c.,  581. 

Act  No.  82, 1884. 

Repeal  of  Sec  38,  Law  of  1870,  vol.  ii.,  581.  Effect  upon  Eng^ 
lish  patents,  581. 

NETHERLANDS,  voL  i.,  392. 

NEWFOUNDLAND. 

Consolidated  Statutes,  Title  15,  Ch.  54,  Sec.  1. 

Patents;  when  granted,  vol.  i.,  393.  Improvement  on  patented 
invention,  393.  Right  to  copies,  394.  Oath  required,  394. 
Description,  model,  and  drawing  to  be  filed,  394.  Patentee 
may  assign,  895.  Forfeiture  in  case  of  infringement,  895. 
Pleading,  395.  Effect  of  foreign  patent,  396,  398.  Letters 
issuable  to  assignee,  396.    Forfeiture  for  failure  to  operate, 

397.  Publication  of  notices,  397.    Disclaimer,  397.    Reissue, 

398.  Patent   for  improvements,    398.     Afftrmations   and 
oaths,  399.    Fees,  399. 

NEW  SOUTH  WALES. 

Act  No.  24,  December  6,  1852. 

Grant  of  letters  of  registration,  vol.  i.,  400.  Deposit  to  be  paid, 
400.    Assignment  of  letters,  401.    Repeal  of  letters,  401. 

NEW  ZEALAND. 

Act  of  September  8, 1888. 

For  what  Patent  may  issue. 

Power  to  grant  patents,  vol.  i.,  402..  Monopolies  forbidden, 
402. 
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NEW  ZEALANJy—continued. 

Eegulations. 

Power  of  governor  in  council  to  make,  vol.  i.,  408.  Pat- 
ent officer;  patent  office,  408.  Deputy  patent  officer, 
408. 

Procedure  to  obtain  Patent. 

Appointment  of  local  offices  and  officers,  vol.  L,  404  Mode 
of  application;  receipt,  404»  Protection  of  invention, 
404.  Specification  of  pretended  inventor,  405.  Hearing 
of  application;  objections,  405.  Award  of  ezx>ense6  and 
costs,  406.  Issue  of  warrant  for  letters  patent,  406. 
Amendments,  406^  Issue  of  letters  patent;  time  of,  407. 
Issue  of  duplicate  letters  patent,  407.  Date;  and  au- 
thority as  to  appointment,  408. 

Fonn  and  Conditions  of  Patent 

Conditions  for  granting,  vol.  i.,  408.  Matters  rendering 
patent  void,  408.    Actual  and  public  use,  409. 

BepeaJ  of  Patent, 

Action  for  repeal,  vol.  i.,  409.  Cancellation  of  specification* 
409.    Use  of  invention  in  foreign  ships,  410. 

Letters  of  Registration, 

Registration  for  foreign  patents,  vol.  L,  410.  Form  and 
effect;  filing,  410.  ^ 

Disclaimers  and  Alterations. 

Notice  to  disclaim;  alter;  procedure,  vol.  l.,411.  Opposi- 
tion to  disclaimer,  411.  Hearing  of  application  and  ob- 
jections, 411.  Entry  of  disclaimer  and  alteration,  412. 
Actions  not  brought;  when,  412.  Proceedings,  conclu- 
sive, 413. 

Soptension  of  Term, 

Mode  of  obtaining  extension;  petition,  vol.  1.,  413.  Ap- 
pointment of  commissioners,  418.  Notice  of  commis- 
sion; caveats,  418.  Hearing;  report,  by  commissioners, 
414. 

Records  of  Office, 

Specification,  &c,  open  to  inspection,  vol.  i.,  414.  Indices 
to  specifications,  &c.,  415.  Register  of  patents;  of  pro- 
prietors, 415.    Of  assignments  and  licenses,  415. 

Assignments, 

Conditions  for  registering,  vol.  1.,  415.  Assignments  and 
licenses  by  separate  deeds,  416.  Register  of  proprietors 
open  to  inspection,  416. 
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NEW  ZEALAND— continued. 

SecU, 

Judicial  notice  Of  aeal,  toI  .  i. ,  410.  Certified  copies,  evidence, 
416. 

Offenses, 

Falfiiflcation  of  entries,  voL  i.,  417.  Entries  expunged,  417. 
Unauthorized  use  of  word  ''  patent,^^  417. 

Procedure  in  Actions  for  Infringements. 

Actions  for  infringement,  vol.  L,  418.  Particulars  of 
breaches  and  objections,  418.  Taxing  costs,  419.  Effect 
of  record  and  certificate,  419. 

Fees. 

Gk>vemor  may  reduce  fees,  voL  i,  419. 

SCHBDULBS,  vol.  L,  420. 

NICARAGUA. 

Rbport  of  Mr.  Corbbtt,  1873. 

Provisions  of  Spanish  Decree, 

Grant  of  certificate  to  inventor,  vol.  i.,  425.  Duration  of 
certificate,  425.    Lapse  of  exclusive  right,  425. 

Power  of  Congress  as  to  Inventors,  vol.  i,  426. 

v' 

NORWAY. 

Law  of  June  16, 1885. 

General  Provisions. 

What  may  be  patented,  vol.  i.,  427.  Who  may  obtain  pat- 
ent, 427.  Patent  for  improvement,  427.  Duration  of 
term,  427.  Fees,  428.  Nature  and  effect  of  patent,  428. 
The  patent  commission,  429. 

Proceedings  to  obtain  Patent. 

Application,  specification,  model,  &c.,  vol.  i.,  429,  480. 
Public  notification  of  application,  480.  Objections  to 
grant,  431.  Decision  of  commission,  481.  Appeal  to 
supreme  patent  commission,  431.  Issue  of  patent,  481. 
Registration  of  patent,  432. 

Expiration  ;  NvMity  ;  Avoidance^  vol.  i.,  482. 

Infringement. 

Penalty  for,  vol.  i.,  433.  Who  may  prosecute  action,  433. 
Time  of  bringing  action,  433. 

I^ffect  of  Application  for  Foreign  Patent,  roL  t,  433. 
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OPPOSITIONS  TO  GRANT  OF  PATENT. 

British  Guiana,  yoI.,  i-i  60.  British  Hondaras,  81.  Gape  Oolony, 
123.  Fiji,  168.  German  Empire.  210.  Great  Britain  and  Ireland, 
221.  Leeward  Islands,  826.  Mauritius,  857.  Mexico,  865,  86a 
Natal,  878.  New  Zealand,  405.  Norway,  481.  Queensland,  452. 
South  Australia,  489.  Sweden,  588.  Tasmania,  548.  Venezu- 
ela, YoL  ii.,  624.    Victoria,  581.    Western  Australia,  561. 

ORANGE  FREE  STATE. 

Act  No.  12, 1884. 

Power  to  grant  fMktent,  toI.  li.,  581.  Nature  of  right  secured, 
582.  Term  of  privilege.  582.  Patent  for  invention  by  a 
foreigner,  582.  Territonal  extent  of  exclusive  right,  582. 
Right  of  action  for  infringement,  582.  Requisites  of  speci- 
fication, 582.    Forfeiture  of  patent,  588. 

PATENT  FOR  FOREIGN  INVENTIONS. 

Argentine  Republic,  vol.  L,  2.  AustriarHungary,  16.  Belgium, 
80.  British  Honduras,  84,  02.  Canada,  102.  Cape  Colony,  126. 
Fiji,  164.  Finland,  171.  Guatemala,  257.  Hawaiian  Kingdom, 
262.  Leeward  Islands,  829.  Mauritius,  859,  860.  Natal,  876. 
Newfoundland,  896.  Orange  Free  State,  voL  ii.,  582.  Portu- 
gal, vol.  i.,  441.  Prussia,  442.  Russia,  474.  South  Australia, 
487.  Spain,  511.  Sweden,  542.  Tasmania,  551,  561.  United 
States,  vol.  ii,  68. 

PATENT  OFFICE. 

Argentine  Republic,  toI.  L,  8;  vol.  ii,  578.  Canada,  voi  i,  100. 
German  Empire,  207.  Great  Britain  and  Ireland,  289.  Li- 
beria, 848.  New  Zealand,  408.  Queensland,  449,  468.  South 
Australia,  486.    United  States,  voi  ii.,  11.    Uruguay,  517. 

PARAGUAY,  vol.  i.  486. 

PERSIA,  vol  i,  485. 

PERU. 

Translatiow  of  the  Patent  Laws. 

Oeneral  Provisions. 

Exclusive  right  conceded,  vol.  ii.,  684.  What  are  consid- 
ered inventions,  584.  What  inventions  not  patentable, 
584.    Term  of  patent,  584.    Fees,  581 

Proceedings  to  obtain  Patent 

Petition;  specification,  vol  ii.,  584.  Examination  and  re- 
port, 585.    Extension  or  modification  of  privilege,  585. 

NuUUy  or  Forfeiture  of  Patent,  voL  ii.,  585. 
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'PEBXJ—cofdinued. 
Offenses, 

Fraudulent  use  of  title  **  patentee;^  fine,  vol.  ii.,  586.    In- 
fringement ;  penalty  therefor,  56is. 

PORTUGAL, 

Civil  Gods,  Ghaptbr  8,  bntitlbd  Propbrtt  in  Inybntions. 

General  Provisions. 

Right  conferred  upon  inventor,  vol.  i.,  436.  Upon  foreign 
patentee,  436.  Nature  and  duration  of  right,  486. 
What  may  be  patented,  436. 

Additions  to  Inventions, 

Protected  by  principal  patent,  vol.  i.,  487.  Issue  of  new 
patent  for,  487.  Who  may  obtain  new  patent  for,  437. 
Exclusive  property;  how  secured,  487. 

Transmission  of  Property  and  Inventions. 

Property;  how  governed,  vol.  i.,  487.  Transfer;  how  ef- 
fected, 437.    Licenses,  right  to  additions,  487. 

Publication. 

Descriptions,  &c.,  open  to  inspection,  vol.  i.,  487.  Publica- 
tion of  designs  and  descriptions,  488. 

Nullity  and  Loss  of  Patents, 

For  want  of  novelty,  vol.  i.,  488.  For  defect  in  title,  de- 
scription, or  formalities  to  obtain,  488.  For  failure  to 
carry  out  invention,  488. 

Actions  for  NtUlity  and  Withdrawal, 

Who  may  bring  action,  vol.,  i.,  488.  Limitation  of  time  for 
bringing,  489. 

Responsibility  of  Infringers. 

What  constitutes  infringement,  vol.  i,  489.  Damages; 
penalties,  489. 

Report  by  Mr.  Doria,  1878. 

Duration  of  patent,  vol.  i.,  440.  Patent  confers  exclusive  right 
of  property,  440.  Exclusive  right;  how  secured,  440.  Pub- 
lication and  records,  440.  Action  for  infringement,  440. 
Right  of  property  transmissible,  440.  Tax  on  patents,  441. 
What  may  not  be  patented,  441.  Foreign  patentees,  441. 
Patent  for  improvement,  441.  Penalty  and  damages  for 
infringement,  441. 

PROLONGATION  OF  TERM. 

Austria-Hungary,  vol.  i.,  22,  80,  81.  Barbadoes,  86.  British  Gui- 
ana, 68.  British  Honduras,  89.  Canada,  105.  Cape  Colony, 
129.    Ceylon,  140.    Chili,  154.    France,  182.    Great  Britain  and 
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Ireland,  225.  Hongrkong,  266.  India,  268.  Italy.  285,  288. 
Jamaica,  298i  Leeward  Islands,  888.  Mauritius,  856.  Mexico, 
*  866.  Natal,  88a  Orange  Free  State,  toL  iL,  582.  Newfound- 
land, ToL  I,  898.  New  Zealand,  418.  Nicaragua,  425.  Prus- 
sia, 444.  Queensland,  456.  Russia,  47&  South  Australia,  402, 
484.  Straits  Settlements,  525.  Tasmania.  554,  556.  Turkey, 
574.    United  States,  vol.  ii.,  483.    Victoria.  588,  558. 

PROVISIONAL  PROTECTION,  CAVEATS,  &c. 

Argentine  Republic,  vol.  i.,  5.  Brazil,  52.  British  Guiana,  67.  Brit- 
ish Honduras,  79.  Canada,  118.  Cape  Colony,  180.  Fiji,  162. 
German  Empire,  210.  Great  Britain  and  Ireland,  219,  220,  222. 
Hawaiian  Eongdom,  268.  Leeward  Islands,  824.  Mauritius, 
856,857.  Natal,  872.  New  Zealand,  404,  414.  Queensland.  453.' 
South  Australia,  488.  496,  548.  Tasmania,  546,  555.  United 
States,  vol,  ii.,  145.    Victoria,  589. 

PRUSSIA. 

Extract  from  Report  by  Mr.  Plunkbtt,  1878. 

General  Provisions. 

What  may  be  patented,  vol.  i.,  442.  Foreign  inventions, 
442,  443.  Degree  of  novelty  necessary,  442.  Patents  in 
Zollverein  States,  448.  Who  may  obtain  patents,  448, 
445. 

Proceedings  to  obtain. 

Application;  description;  model,  voL  i.,  443.  Authority 
of  deputation  to  refuse  or  grant  patent,  443.  Issue, 
444.    Conditions  of  grant,  444. 

Eenewal  of  Patent,  vol.  i.,  444. 

Publication,  444  • 

Fees,  445. 

Nature  of  Rights  secured  by  Patent,  445. 

Penalty  and  Damages  for  Infringement,  445. 

QUEENSLAND. 

Patkbtts,  Designs  and  Trade-Marks  Act,  1884. 
Preliminary. 

GFeneral  definitions,  vol.  i.,  447.     Transitional  provisions, 

448. 

Patents. 

Application  and  grant  of  patent,  vol.  i.,  449,  458.  Provi- 
visional  protection,  458.  Protection  by  complete  speci- 
fication, 458.    Description  of  patent,  458.    Amendment 
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of  BpeclAoation,  454.  Compalsoiy  lioenses,  455.  Bet- 
ter of  patents,  456.  Fees,  456.  Extension  of  term  of 
patent,  456.  Revocation,  457.  Grown,  458.  Le^  pro- 
ceedings, 458.  Misoellaneoas  provisionB,  460.  Existing 
patents,  462. 

Designs. 

Begistration  of  designs,  toL  i.,463.  Copyriglit  in  rois- 
tered designs,  458.  Register  of  designs,  464.  Fees,  464. 
Industrial,  &c.,  exhibitions,  465.  Legal  proceedings, 
465. 

IfUematiofuU  and  Intercolonial  Arrangements. 

Rights  of  English  patentees,  voL  i.,  466.  Of  certain  foreign 
patentees,  4B6.  Extension  of  protection  to  other  colo- 
nies, 467. 

General. 

Proceedings  at  patent  office,  vol.  L,  468.    Offenses,  472. 

RUSSIA. 

Statute  of  Manufacturing  Industry,  Section  8. 

Nature  of  Patents  for  Inventions  and  Discoveries. 

Discovery  or  invention  in  property,  vol.  i.,  478.  Rights 
secured  by  patent,  478.  What  is  not  guaranteed  by 
patent,  473.  Infringement,  what  constitutes,  474. 
Patents  for  foreign  inventions,  474.  Non-patentable  in- 
ventions, 474    Patents  to  aliens,  475. 

Order  of  Grant  of  Patents. 

Petition;  drawings;  description,  vol.  L,  475.  Model,  when 
required,  476.  Duties  to  be  paid  upon  application,  476. 
Examination  of  application,  476.  Issue  or  refusal  of 
patent;  reasons,  477.  Amendment  of  application,  477. 
Interfering  applications,  477. 

Term  of  Patents, 

Of  patent  granted  to  inventor,  voL  L,  478.  Of  patent  for 
patented  foreigpi  inventions.  478.  No  extension  of 
term,  478.    Date  of  term,  478.  Date,  as  to  infringement, 

478. 

Form  of  Patents^  and  Public  Notification,  vol.  i,  478. 

Bights  and  Duties  of  Patentee. 

Execution  of  invention  or  discovery,  vol.  i.,  470.  Transfer  of 
patent,  479.  Patent  for  improvement  or  alteration,  479. 
Term  of  such  patent,  480.  When  patents  shall  cease, 
480.    PubUcation  of  nullity,  481. 
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ST.  HELENA. 

Ordinancb  No.  3  of  1873. 

Letters  patent  in  United  Kingdom  extended  to  St.  Helena, 
vol.  i.,  483.  Filing  of  patent  in  Supreme  Court,  483.  Let- 
ters open  to  inspection,  483.  Fees  payable  to  registrar,  483. 
Patent  law  of  England  in  force,  483. 

SALVADOR,  voL  i.,  484. 

SOUTH  AUSTRALIA. 

Act  No.  78  of  December  31, 1877. 

Patent  Office. 

Establishment  of  patent  office,  vol.  i.,  486.  Seal  to  be  re- 
ceived in  evidence,  486.  Commissioner,  486.  Governor 
may  make  rules,  prescribe  forms,  486.  May  appoint 
clerks  and  officers,  487. 

Who  may  obtain  Patents, 

Power  to  issue  patent,  vol.  i.,  487.  Foreign  patents,  effect 
of,  487.  Inventor^s  representatives  may  obtain  patent, 
487.  Patent  for  improvements,  487.  Patent  to  several 
jointly,  488. 

Ebw  Patents  obtained. 

Petition  accompanied  by  specification,  vol.  L,  488.  Re- 
quisites of  specification,  488.  Publication  of  notice, 
489.  Patent  granted,  if  no  objections  lodged,  489. 
Notice  given,  if  objections  lodged,  489.  Commissioners 
may  summon  witnesses,  490.  Penalty  for  non-attend- 
ance of  witness,  490.  Commissioner  to  determine  ap- 
plication, 490.  Cost  of  application  or  objection,  490. 
Reference  to  examiners,  490.  Commissioner's  deter- 
mination final,  491.  When  patent  to  issue,  491.  Ex- 
tension of  time  of  issue,  491.    Date  of  patent,  493. 

Sffect,  Condition  and  Extension  of  Patent. 

Rights  conferred  by  patent,  vol.  i.,  493.  Duplicate  patent 
to  be  filed,  493.  Prerogative  of  Crown  preserved,  493. 
Conditions  of  patent,  498.  Patent  void  on  non-pay- 
ment of  fees,  493.  Use  of  patented  invention  in  for- 
eign vessels,  498.  Government  use  of  patented  inven- 
tion, 494.    Extension  of  term  of  patent,  494. 

New  Patents,  Disclaimers,  Alterations  and  Confirmations. 

When  new  patent  granted,  vol.  i.,  494.  Filing  disclaimer 
or  memorandum  of  alteration,  496.  Commissioners 
may  require  notices  to  be  given,  495.  Confirmation  of 
invalid  patent,  496.  Appointment  of  commissioners, 
496.  Notice  of  commission  published;  caveat,  496.  Com- 
missioners to  hear  and  report,  497.  Where  patent  only 
partly  assigned,  497. 
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CavecUa  and  Bevocation  and  Assignment  of  Patents. 

Caveat  may  be  filed,  toL  i.,  498.  When  commiRflion  to 
send  notice,  498.  Patent  revoked  by  governor.  498. 
Proceedings  to  revoke  patent,  408.  Patent  filed  in  Su- 
preme Ck>urt,  499.  Certificate  of  Judgment  to  be  filed, 
499.    Assignment  of  patent,  499. 

Miscellaneous  Provisions. 

Patents,  &o.,  open  to  public  inspection,  voL  L,  499.    Fees, 
499.  Correction  of  clerical  errors,  600.    Lost  patent,  500. 
Declaration,  before  whom  made,  500.    Licensed  patent 
agents,  500.    Certificate  of  correctness,  500.    Actions  for 
infringements,  500.     Particulars  of  breaches  and  ob- 
jections, 501.    Particulars  to  be  regarded  in  taking 
costs,  501.    Register  of  patents,  502.    Register  of  pro- 
prietors, 502.    Expungement,  &c.,  of  entries,  508.    Falsi- 
fication or  forgery  of  entry,  503.    Punishment  on  false 
oath  or  declaration,  503.    Penalty  for  unauthorized  use 
of  name  of  patentee,  &c.,  503.    Proceedings  before  jus- 
tices, 504.    Non-payment  of  penalty,  504.    Appeal,  504^ 
Local  court  may  state  a  case  for  Supreme  Court,  505. 
Definition  clause,  505. 

Schedules. 

Form  of  letters  patent,  vol.  L,  505.    Fees,  508. 

Patkxt  Act  Ambndmbnt  Act,  188i. 

Petition  for  patent,  vol.  i.,  509.  Requisites  of  specifications, 
509.  Exhibition  not  ground  for  refusing  patent,  509. 
Schedule  of  fees,  509.    Repeal,  509. 

SPAIN. 

Law  of  July  80, 1878. 

General  Provisions. 

Right  conferred  by  fMktent,  vol.  i.,  610.  Patentable  objects, 
510.  Novelty  of  invention,  510,  511.  Transfer  of  right, 
510.  To  whom  patent  may  be  granted,  510.  Territorial 
extent  of  patent,  511.    Objects  not  patentable,  511. 

Duration  of  Patents  and  Government  Fees^  voL  L,  511. 

Formalities  for  Grant  of  Patents. 

Petition,  specification,  drawings,  &c.,  voL  i.,  512.  Regis- 
tration by  secretary  of  the  civil  government,  618.  Ex- 
amination by  secretary  of  conservatory,  513.  Amend- 
ment of  specification,  514  Decision  of  minister  of  com- 
merce, 514.  Payment  of  fee,  514.  Issue  of  patent; 
form,  514.    Register  open  to  inspection,  515. 
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PubliocUian  of  Patents^  dkc. 

Quarterly  report  of  patents,  voL  i.,  615.  Drawings,  mod- 
els, &c.,  615.    Disposal  of,  at  expiration  of  patent,  616. 

Certiflcates  of  Addition, 

To  whom  granted,  vol.  L,  516.  Proceedings  to  obtain,  516. 
Tax;  date;  duration  of  term,  516. 

Cession  and  Transfer  of  Patent  Rights. 

Must  be  made  by  deed,  vol.  i.,  616.  Hegistration  of  ces- 
sions and  deeds,  516.  Copy  delivered  to  director  of  con- 
servatory, 617.    Registry;  publication,  517. 

Liabilities  of  Patentees. 

Limitation  of  time  for  working  invention,  vol.  i.,  517.  Pro- 
ceedings to  prove  working,  517.    Costs,  518. 

NuUity  and  Annulment  of  Patents. 

When  patent  becomes  void,  vol.  i.,  618.  Actions  for  annul- 
ment, who  may  bring,  618.  When  certificate  of  addition 
becomes  null,  618.  When  patent  will  be  annulled, 
518.  Appeal  from  declaration  of  annulment,  510. 
Publication  of  annulment,  519. 

Infringement  and  Falsification^  Penalty  for. 

What  constitutes  infringement,  voL  L,  610.  Fines  or  im- 
prisonment for  infringement,  619.  Penalty  for  falsifica- 
tion, 620.    Who  may  bring  action  for  infringement,  520. 

Jurisdiction  in  Patent  Matters. 

Of  industrial  juries,  vol.  i.,  520.  Rules  governing  actions, 
620.  Parties,  520.  Publication  of  decree  of  annulment, 
520. 

Transitory  Dispositions. 

Anterior  patent  laws  abrogated,  vol.  i.,  620.  Application 
made  under  old  laws,  521.  Actions  for  infringement, 
&c,  under  new  law,  521. 

SPECIFICATION. 

Austria-Hungary,  vol.  i.,  18.  Barbadoes,  83.  Belgium,  40,  46, 48. 
Brazil,  53.  British  Guiana,  58,  59.  British  Honduras,  79,  80. 
Canada,  108.  Cape  Colony,  121.  Ceylon,  140,  141.  Chili,  162. 
Colombia,  166.  Ecuador,  vol.  ii.,  576.  Fiji,  vol.  L,  162.  Fin- 
land, 171.  France,  179, 180.  German  Empire,  209.  Great  Brit- 
ain and  Ireland,  219,  222,  254.  Guatemala,  257.  Hawaiian 
Kingdom,  261,  262.  Hongkong,  266.  India,  268,  269.  Italy, 
286.  Jamaica,  298.  Japan,  317,  321.  Leeward  Islands,  324,  830. 
Liberia,  344.  Luxemburg,  349.  Mauritius,  356.  Mexico,  865. 
Natal,  872,  377,  379,  884.    Newfoundland.  394.    New  Zealand, 


f. 


r 
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404,  406,  409.  Norway,  429,  480.  Orange  Free  State,  ▼oL  ii., 
582.  Peru,  684  QueeilBland,  vol.  i.,  450,  454.  Russia,  475.  South 
Australia,  488,  509.  Spain,  511.  Straits  Settlements,  528,  532. 
Sweden,  537.  Tasmania,  546,  552.  Trinidad,  567.  Turkey,  572, 
576.  United  States,  vol.  ii,  66, 68.  Uruguay,  518.  Venezuela, 
524.    Victoria,  530.    Western  Australia,  560,  564. 

STRAITS  SETTLEMENTS. 

iNYBKTioirs  Ordinance,  1871. 

PrelxTM/nary  RiUes^  vol.  L,  522. 
Acquisition  of  Exclusive  Privileges,  523.  ^ 
General  Rules,  527. 
Legal  Proceedings^  529. 

SURRENDER  AND  REISSUE  OF  PATENT. 

Canada,  vol.  i,  106.  Jamaica,  803.    Newfoundland,  898.   South  Aus- 
tralia, 484.    United  States,  vol.  ii.,  179. 

SWEDEN. 

Law  of  May  16, 1884 

Preliminary  Provisions, 

For  what  patents  may  be  obtained,  voL  i.,  536.    Who  may 
obtain  them,  536.    Degree  of  novelty  required,  536. 

Proceedings  to  procure  Patents ,  536. 

Application;  description;  drawings,  &c.,  537.  Rejection  of 
application,  reasons  for,  537.  Publication  of  notice  of 
application  ;  opposition,  538.  Issue  of  letters  patent, 
538.  Appeal  from  rejection,  538.  Duration  of  term, 
538.    Patent  for  improvement,  538.    Fees,  538. 

Miscellaneous  Provisions, 

Assigrnment  of  patents,  vol.  i.,  539.  Patentee  or  assignee 
residing  abroad,  539.  Forfeiture  for  failure  to  work 
invention,  540.  Appropriation  of  patented  invention 
for  the  State,  541.    Foreign  patents,  542. 

Legal  Proceedings, 

Contesting  validity  of  patent,  vol.  L,  541.  Alleging  negli- 
gence in  working  invention,  541.  Action  for  infringe- 
ment ;  fines  and  damages,  541.  Registry  and  publica- 
tion of  cancellation,  542.  Reissue  of  patent  granted 
under  earlier  laws,  548. 

SWITZERLAND,  vol.  i.,  544. 
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TASMANIA. 

Act  No.  22  of  (Noybmbbr  6)  1868. 

€hneral  ProvMans. 

Interpretation,  toL  L,  545.  Po-wer  to  grant  letters  patent, 
545.    Rules  for  ezeonting  act,  546. 

Proeeedings  to  obtain  Patent, 

Mode  of  applying  for  patent,  yoL  L,  546.  Speciflcation,  de- 
posit ;  amendment,  546.  Form  and  size  of  spedflcationf 
547.  Protection  obtained  in  fraad  of  true  inventor, 
547.    Mode  of  proceeding  after  deposit  of  specification, 

547.  Law  ofBcer  to  hear  application  and  objections, 

548.  May  order  payment  of  costs,  548.  May  issne  war- 
rant for  sealing  patent,  549.  Writ  of  scire  facias,  549. 
Prerogative  of  Crown,  549.  Patent  void  on  non-per- 
formance of  conditions,  549.  Issne  of  patent  by  regis- 
trar, 550.  Limitation  of  time  of  issue,  550.  Filing  of 
specification,  &c.,  552.  Specification,  &c!,  open  to  in- 
spection, 554. 

Date  and  S!ffect  ofPaJLeni, 

Patent  bears  date  of  deposit  of  specification,  vol.  i.,  551. 
Conclusive  as  to  preliminary  steps,  551.  Duration  of 
I)atent  for  foreign  invention,  551.  Use  of  patented  in- 
vention on  foreign  ships,  551.  Penalty  for  unauthor- 
ized use  of  word  ** patent,"  659. 

Dieelaimer;  Alterations. 

Application  to  disclaim  or  make  alteration,  vol.  i.,  562. 
Hearing  of  application,  558.  Entry  and  filing  of  dis- 
claimer, 553. 

Boctension;  Confirmation. 

Mode  of  obtaining  extension  of  term,  voL  L,  554.  Of  ob- 
taining confirmation  of  invalid  patent,  656.  Appoint- 
ment of  commissioners,  566.  Publication  of  notice  of 
oonmiission,  565.  Entry  of  caveats,  656.  Commission- 
ers to  hear  and  report,  666.  Extension  of  term  gn^anted, 
566.  Invalid  patents  confirmed,  656.  Notice  of  peti- 
tions to  parties  to  actions,  666.  New  patent ;  condi- 
tions; date,  567 

Registers  and  Indesees. 

Indexes  open  to  inspection,  vol.  i.,  557.  Register  of  pat- 
ents, 567.  Register  of  proprietors,  657.  Certified 
copies  to  be  evidence,  668.  Falsification  or  forgery 
of  entries,  558.     Expunging  of  entries,  669. 

Actions  for  Infringement 

Particulars  of  breaches  and  objections,  vol.  i.,  569.  Court 
may  grant  injunction,  560.    Taxing  costs,  560. 
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Fses  en  obtaining  JPatenU^  vol.  L,  561. 
Bnglish  Patents,  661. 

BCHEDXJLES,  vol.  L,  562. 

Law  No.  2  of  October  20, 1884. 

For  mataal  protection  of  patents  and  trade-marks  registered  in 
Tasmania  or  the  United  Kingdom,  vol.  ii.,  587. 

TERM  OP  A  PATENT. 

Argentine  Republic,  toL  L,  2.    Austria-Hungary,  22.    Barbadoes, 
83.    Belgium,  89,  42.    Brazil,  61.    British  Guiana,  61.    Britisli 
Honduras,  8d.    Canada,  105.    Cape  Colony,  121.    Ceylon,  140. 
Chili,  152.  Colombia,  156.    Denmark,  159.  Ecuador,  vol.  ii.,  577. 
Fiji,  YoL  L,  161.     Finland,  171.     France,  17a     German  Em- 
pire, 206.     Great  Britain  and  Ireland,  217,  228L    Guatemal&, 
259.    Hawaiian  Kingdom,  261.    Hongkong,  266.     India,  2G8, 
272.    Italy,  285.    Jamaica,  297.    Japan,  817.    Leeward  Islands, 
827.    Liberia,  848.    Luxemburg,  848.    Mauritius,  855.    Mezioo, 
866.    Natal,  871.    Newfoundland,  898.    New  South  Wales,  40a 
New  Zealand,  402.    Nicara^a,  425.   Norway,  427.  Orange  Free 
State,  vol.  ii.,  582.    Peru,  584.    Paraguay,  vol.  i.,  485.    Portugal, 
436,  440.     Prussia,  448,  444.     Queensland,  458.      Russia,  478. 
South  Australia,  492.    Spain,  511.    Straits  Settlements,  525. 
Sweden,  538.     Tasmania,  545.     Trinidad,  568.     Turkey,  571. 
United  States,  vol.  ii.,  29,  64.    Uruguay,  516.    Venezuela,  524. 

TRINIDAD.       • 

Ordiitangb  No.  25  of  (Septbmber  2)  1867. 

Delivery  of  Certificate, 

Application;  declaration;  specification,  vol.  i.,  567.    Record 
of  inventions,  567.    Duration  of  exclusive  right,  568. 

Disclaimer. 

Disclaimer  may  be   entered,  vol.    i.,  568.     Assignee  may 
enter,  568.    Disclaimer  to  be  recorded,  568. 

PencUtiesfor  Infringement,  vol.  i.,  569. 
WTien  EoDclusive  Right  becomes  Void,  569. 
Fees  to  be  paid,  569. 

SCHBDULB,  vol.  1.,  569. 

TURKEY. 

Law  of  20th  Day  of  the  Month  of  Rabia,  J.,  A,  H.,  1297. 

(February  18, 1879.)  ' 

€hnerdl  Provisions.  I 

Right  of  inventor,  voL  i.,  571.    New  inventions,  571.    In- 
ventions  not  patentable,  571.  Duration  of  term;  tax,  57L 
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Applications  for  Patents. 

Deposit  of  specification,  drawings,  &c.,  yoL  L,  672.  Ap- 
plication, requisites,  672.    Date  of  patent,  672. 

Delivery  of  Patents, 

Patent  delivered  without  guarantee  of  reality,  novelty  or 
merit,  vol.  i.,  673.  Patent  for  invention  of  arms,  &c., 
678.  Description  of  patent,  678.  Delivery  of  medals, 
678.  Publication  of  patents,  674  Prolongation  of 
term,  674. 

Certificates  of  Addition 

How  obtained ;  by  whom,  vol.  L,  674.  Effect  of ;  fee,  674. 
New  (Mktent  for  improvement,  674.  Limitation  of  pat- 
ent, 676. 

Assignment  and  Transfer, 

Made  by  notarial  deed,  vol.  i.,  676.  Fees;  registry,  676. 
Register  of  assignments ;  publication,  676.  Licensees 
benefitted  by  certificate  of  addition,  676. 

Inspection  and  Publication  of  Specifications  and  Dravnngs^ 
vol.  i.,  676. 

Rights  of  Foreigners,  vol.  i.,  676. 

Annulments  and  Forfeitures, 

Patents,  when  become  null  and  void,  voL  L,  677.  Certificates 
for  additions,  when  void,  677.  Patentees,  when  de- 
prived of  rights,  677.  Fraudulent  pretensions  to  pos- 
session of  patent,  678.  Actions  for  annulment,  &c.,  678. 
Who  may  bring,  678.  Against  owner  and  licensee,  678. 
Publication  of  annulment,  678. 

Infringements^  Prosecutions  and  Penalties. 

What  constitutes  infringement,  vol.  i.,  678.  Fine  for  in- 
fringement, 679.  Penalty  for  sale  of  apparatus  of  war, 
&c.,  679.  Penalty  for  second  infringement,  679.  Seiz- 
ure; confiscation,  679. 

UNITED  STATES. 

Abandonment, 

Of  invention,  vol.  ii.,  62.  Of  application,  87.  Of  invention 
as  defense  to  action  for  infringement,  889.  By  delay  in 
application  or  prosecuting  same,  842.  Examples  of 
abandonment,  846. 

Action  for  Damages. 

Suits  for  infringement ;  damages,  vol.  IL,  280.  Limitation 
of  time  for  bringing  action,  280.  Nature  of  the  remedy 
by  action  at  law,  281.    Right  of  action  of  patentee,  282. 
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or  joint  deceased  patentee,  288.  Of  assignee,  284  Of 
lioensei  287.  Who  may  or  should  be  sued,  288.  Casc« 
involving  corporations,  290.  Grounds  of  defense,  Chap. 
XVI.,  292,  852^  Measure  of  recovery  of  damages  or 
profits,  852,  878. 

AdministrcUar. 

Oath  of,  on  claiming  patent,  vol.  iL,  92. 

Affidavits  and  Depositions^  vol.  ii.,  168. 

Amendment, 

Of  applicati<m,  voL  ii.,  77. 

Ax>peals, 

From  primary  examiners  to  ezaminers-in-chief,  vol.  ii.,  109. 
From  examiners-in  chief  to  commissioner,  171.  From 
commissioner  to  Supreme  Court,  District  of  Columbia, 
172.  Notice  of  and  proceedings  on  such  appeal,  176. 
Determination  of  such  appeal,  and  its  effect,  176. 

Application  foi  Patent. 

Requisites  of,  vol.  ii.,  66.  Amendment  of,  77.  Oath,  88. 
Examination  by  commissioner,  85.  Limitation  upon 
time  of  completing,  87.  Abandoned,  forfeited  and  re- 
newed, 87.  Renewal  after  withdrawal,  89.  Renewal  on 
failure  to  pay  dues  in  season,  98.  Notice  of  rejection  of, 
149.  Statement  of  reasons  and  references,  151.  Refer- 
ence to,  in  action  for  infringement,  229.  Delay  in,  de- 
fense in  action  for  infringement,  842. 
• 

Assignment, 

Of  invention,  vol.  ii.,  90.  Of  patents,  94.  Distinguished 
from  grants  and  licenses,  94.  Parties  to,  95.  Requi- 
sites and  sufficiency,  97.  Validity.  97.  What  property 
or  interest  passes,  99.  Rights  of  parties  to,  in  other  re- 
spects, 101.  Rights  under  particular  assignments,  108. 
Recording,  106.  Of  licenses,  119.  Rights  of  assignees 
in  reissued  patents,  188.  Assignee's  right  of  action  for 
infringement,  284. 

Caveats, 

Filing  and  effect  of,  vol.  ii.,  145.  Requisites  and  suffi- 
ciency, 148. 

Claim, 

Requisites  of,  vol.  iL,  66,  76.  Notice  of  rejection  of,  149. 
Statement  of  reasons  and  references,  151.  Qeneral 
rules  for  construction  of,  225. 
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Combinations, 

Patent  for,  vol.  il,  63.  Objections  to  patenting,  52.  How 
patents  for,  issued,  54.  Description  or  specification  of, 
74.  Protection  afforded  to  patented  combination,  251. 
Doctrine  of  equivalents  applied  to,  262. 

Commissioner  of  Patents. 

Appointment  of,  voL  ii.,  18.  Duties  of,  15.  Acting  commis- 
sioner, Id  Annual  report  of,  27.  Examination  and  is- 
sue of  patents,  85.  Effect  of  commissioner's  decision  in 
interference,  162.  Powers  and  duties  as  to  reissues,  186. 
Appeal  to,  from  examiners-in-cbief,  171.  Appeal  from, 
to  Supreme  Court,  D.  C,  172.  Effect  of  decision  of,  ajs 
to  reissue,  198. 

Compositions  of  Matter, 

Wben  patentable,  vol.  iL,  49.  Description  of,  74.  Speci- 
mens of  ingredients,  88.  Protection  afforded  to  pat- 
ented compK>sitions  of  matter,  259.  Doctrine  of  equiva- 
lents applied  to,  264. 

Congress. 

Constitutional  grant  of  pK>wer,  vol.  ii.,  1.  Extent  of  power, 
1.  Limitations  and  exceptions  to  pK>wer,  2.  History 
of  acts  of,  8.    Construction  of  acts  of,  5. 

Contracts  involving  Patents, 

Federal  and  State  jurisdiction  over,  vol.  iL,  128.  Construc- 
tion and  effect  of,  129.  In  particular  cases,  130.  Pur- 
chase of  patented  article,  before  application,  135.  Sales 
and  purchases  of  patented  articles,  186.  Territorial  limit 
of  buyer^s  right,  189.  How  limited  by  term  of  patent, 
140.    Jurisdiction  of  IT.  S.  courts  concerning,  276. 

Copt/right. 

Decisions  relative  to,  voL  ii.,  9.    Of  designs,  491. 

Damages. 

Compensation  for  actual  injury ;  general  rule,  vol.  ii,  852. 
Exemplary  or  punitive  damages  not  aJlowable,  856. 
Referring  to  Doense  fees,  royalties,  &c.,  to  fix,  857.  Dam- 
ages awarded  in  peculiar  cases,  859.  Trebling  the  dam- 
ages, 861.  Bight  to  recover  profits,  862.  How  profits 
ascertained  or  estimated,  867.  Awards  of  profits  in 
special  cases,  870.  Effect  of  recovery  and  payment  of 
damages,  878.  Statutory  recovery  of  damages  in  equity, 
874.  Interest,  877.  Allowance  for  counsel  fees  and  other 
expenses,  877.  Damages  for  infringement  of  design  pat- 
ents, 4Ba 
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Interest  of  the  public  in  inventions  and  patents,  vc^  iL, 
292.  Fraud,  293.  Estoppel,  294  Former  ad  judication, 
297.  That  the  device  does  not  involve  invention,  299. 
But  only  mechanical  skill,  800.  Novelty  in  the  inven- 
tion lacking,  301.  Utility  lacking,  302.  Typical  cases 
illustrating  applidation  of  the  rules  requiring  invention, 
novelty,  utility,  &;c.,  303.  Patents  sustained  against 
objections  of  want  of,  311.  Irregularities  or  defects  in 
the  patent  or  the  proceeding  to  obtain  it,  314.  Dispu  ting 
plaintiff's  title  to  invention,  318.  Defenses  allowable 
under  general  issue  and  notice,  319.  Fraudulent  defect 
or  excess  in  specification,  820,  Patent  surreptitiously  or 
unjustly  obtained,  321.  Prior  patent  or  published  de- 
scription, 323.  Patentee  not  *'  first  inventor,''  320.  An- 
ticipation by  earlier  invention,  330.  Public  use  or  sale 
before  application,  333.  Invention  abandoned  to  the 
public,  339.  Failure  to  mark  article  "  patented,"  349. 
Defenses  peculiar  to  reissue  patents,  349.  Various  ex- 
cuses for  infringement^  351 

Description,    See  Specification, 

Design  Patents, 

Practice  in  patent  office,  as  to,  voL  ii.,  483.  What  designs 
are  patentable,  484.  Validity  of  design  patents,  487. 
Infringement  of,  488.  Damages  or  profits  for  infringe- 
ment, 490.    Additional  provisions  for  design  patents, 

490.  Models  of  designs,  490.    Duration  of  patents  for, 

491.  Extension  of,  491.    Subject  to  general  rules  of 
patent  law,  491.    Copyright  of  designs,  491. 

Disclaimer. 

In  case  of  interference,  vol.  ii.,  Id5.  Disclaimers  author- 
ized, 206.  Nature  and  uses  of,  207.  Effect  of»  210. 
Neglect  or  delay  in  filing,  211. 

DratDiTigs, 

Printed  copies  of,  as  evidence,  vol.  ii.,  27.  When  requisite, 
77.    Office  rules  as  to,  80.    To  explain  specification,  228. 

Emdence, 

Certified  copies  of  papers,  &c.,  as,  vol.  ii.,  25.  Of  foreign  let- 
ters patent  as,  27.  Printed  copies  of  specifications  and 
drawings  as,  27.  In  interferences,  158.  In  actions  for 
infringement  of  patent,  449.  Judicial  notice,  449.-  Pre- 
sumptions, 449.  Burden  of  proof,  455.  General  rules 
of,  as  to  construction  and  validity  of  patent,  458.  As 
to  extent  of  right  conferred  by,  458.  As  to  u^atters  con- 
nected with  reissues,  462.    As  to  plaintiff's  title  to  pat- 
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ent  or  damages,  468.  As  to  charge  of  infringement,  464. 
As  to  affirmative  defenses,  465.  As  to  amoant  of  dam- 
ages and  profits,  466.    Declarations  of  inventor,  &e,^ 

467.  Testimony  of  ordinary  witnesses,  467.    Experts, 

468.  With  reference  to  partiealar  pleadings,  469. 

Soptensians. 

Former  law  granting  and  regrolating,  voL  IL,  483.  Of  pat- 
ents for  designs,  491. 

Baxuninerjs-dn'Chi^, 

Appointment  of,  vol.  ii,  IS.  Duties  of,  17.  Appeal  to, 
from  primary  examiners,  169.  Appeal  from,  to  commis- 
sioner, 171. 

Fees  and  Charges. 

Fees  in  obtaining  patents,  vol.  ii.,  498.  Exemption  of  gov- 
ernment officers  from  payment  of,  495.  Mode  of  pay- 
ment, 495.    Refunding,  496. 

Foreign  Letters  Patent 

Copies  of,  as  evidence,  voL  IL,  27.  Effect  upon  U.  S.  pat- 
ent, 68. 

JPbrms^  vol.  ii,  496-516. 

Improvements, 

Patentability  of,  vol.  ii,  60.    Requisites  of  specification,  72. 

Infringement. 

Right  of  patentee  or  licensee  to  sue  for,  vol.  ii.,  125.  By  li- 
censee, 126.  Nature  of  the  right  which  must  not  be 
infringed,  214  Its  scope  and  extent,  217.  How  long  it 
endures,  219.  Drawings,  models,  &;c.,  228.  Referring 
to  application,  &c.,  229.  Expert  opinion  on  construc- 
tion, 280.  Application  of  rules  of  construction  in  pecu- 
liar cases,  281.  What  constitutes  infringement  generally, 
288.  Notice,  287.  Identity  of  devices,  288.  Identity  in 
principle  sufficient,  242.  What  is  the  ''))rinciple  "  of  a 
machine,  244.  Formal  changes,  245.  Protection  ac- 
corded to  patented  process  or  product,  247.  Protection 
accorded  to  improvement  of  device  already  patented,  249. 
To  a  combination,  251.  To  a  composition  of  matter,  259. 
Thedoctrineof  equivalents  in  general,  260.  Application 
of  the  doctrine  to  combinations,  262.  To  compositions 
of  matter,  264.  Rights  of  purchaser  of  specific  article 
from  patentee  or  his  licensee,  265.  Rights  of  purchaser 
from  an  infringer,  268.  Infringement  in  peculiar  cases, 
269.  Jurisdiction  of  courts  over  infringement  (c.  xiv.), 
272-279.  Right  of  actions  at  law  for  damages  (c.  xv.), 
280-292.    Grounds  of  defense  (c  xvi.),  292-852.    Measure 
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of  recovery  of  damages,  or  profits,  for  infringement  (e. 
xvii.).  862-^78.  Remedy  by  injunction  (o.  xviii.),  379-481. 
Pleadings ;  at  law  or  in  equity  (c.  xiz.X  481-448.  Evi- 
dence (c.  zx.)»  44SM70.  Matters  of  practice  incidental  to 
soits  (c  zxLX  471-480.  Suit  for,  where  specification  too 
broad,  480.  In  case  of  prior  foreign  invention,  481.  Of 
design  patents,  488. 

Irijunction, 

Power  of  U.  S.  courts  to  grant  injunction  and  estiniate 
damages,  voL  ii.,  879.    General  nature  of  jurisdiction  to 
enjoin,  879.    Various  relief  obtainable  in  equity,  382. 
Suit  to  annul  for  interference,  884.    Title  first  estab- 
lished by  action  at  law,  886.    Long  possession  and  pub- 
lic acquiescence,  887.    Effect  of  expiration  of  patent  on 
jurisdiction,  389.    Effect  in  particular  iastances,  391. 
Effect  of  abandonment,  acquiescence  or  delay,  894.     Ef- 
fect of  delay,  &c,  in  particular  instances,  895.    Proper 
complainants  in  suit  in  equity,  896.  Proper  defendants, 
899.     When  agents,  &c.,  may  be  sued,  400.     Right  to 
preliminary  injunction  in  general,  402.    Application  ; 
how  made,  heard,  determined,  404.     Title  first  estab- 
lished at  law,  407.    Or  by  long  public  acquiescence,  410. 
Equitable  reasons  foi  g^nting  preliminary  injunction 
on  the  merits,  411.    Granted,  under  special  circum- 
stances, 412.    Equitable  reasons  for  refusing,  on  merits, 
414.  Refusal  of,  under  special  circumstances,  416.  Grant- 
ing or  refusing  upon  certain  terms,  420.    Dissolution  or 
suspension  of,  423.    Operation  and  effect  of,  in  patent 
cases,  426.    Violations  of,  in  patent  cases,  427.    Proceed- 
ings to  punish  a  violation,  428.    Enjoining  prosecution 
of  suits  for  infringement,  429.  ( 

Interference. 

What  constitutes,  vol.  ii.,  152.    When  declared,  158.    When  j 

refused,  154  Examiner  of,  155.  Notices,  155.  Dis- 
claimer,  155.  Preliminary  statements,  156.  Presump- 
tions and  evidence,  158.  Motions  and  incidental  prac- 
tice. 159.  Principles  of  decision,  161.  Effect  of  commis- 
sioner's decision,  162.  Affidavits  and  depositions,  168. 
Subpoenas  to  witnesses,  168.  Suits  touching  interfering 
patents,  218. 

Ifivention, 

What  constitutes, voL  il.,  86.  "  Person  who  has  invented,"  37. 
Mere  change  in  materials,  form,  etc.,  39.  Discovery  of 
principle,  law  or  fact,  42.  Discoveries  of  "processes,'' 
44.  Effects  and  products,  46.  Machines,  47.  Composi- 
tions, 49.    Improvements,  50.    Combinations,  52.    Rule 
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that  invention  must  be  "new,"  55.  Rule  that  it  must 
be  **  useful,"  58.  Completeness  or  perfection  necessary, 
68.  **  Not  known  or  used  by  others, "  59.  Not  patented, 
or  described  in  any  printed  publication,  59.  Public  use 
or  sale,  61.  Abandonment,  62.  Assignment  of,  90. 
Must  not  be  enlarged  by  reissue,  192.  Illustrations  of 
this  rule,  194    Its  scope  and  limits,  196. 

Joint  Inventors  and  Patents^  vol.  ii.,  34. 

Jui-isdiction  of  Courts  over  Irkfringernent, 

Distinction  between  legal  and  equitable  remedies,  vol.  il.,372. 
Original  jurisdiction  of  circuit  courts,  278.  It  does  not 
embrace  suits  to  enforce  licenses,  274.  On  other  con- 
tracts, 276.  Jurisdiction  of  the  Supreme  Court  of  Dis- 
trict of  Columbia,  277.  Of  the  Court  of  Claims.  27a 
Appellate  jurisdiction  of  Supreme  Court,  278.  Not  de- 
pendent on  amount  in  controversy,  278.  Exclusive 
jurisdiction  of  courts  of  the  United  States,  279. 

License. 

Distinguished  from  assignment  and  grant,  vol.  ii.,  94. 
What  is,  108.  Presumption  or  proof  of,  109.  Construc- 
tion, 111.  Validity  and  obligations,  114.  Estoppel  aris- 
ing from,  115.  Rights  created  by,  118.  Assignment  of 
sub-license,  119.  Right  of  patentee  to  sue  licensee,  for 
royalties,  121.  Right  of  licensee  to  sue  infringers,  125. 
Revocation  or  forfeiture,  126.  Rights  of  purchaser  from 
licensee,  265.  Jurisdiction  of  circuit  courts  to  enforce 
licenses,  274.  Licensee's  right  of  action  for  infringement, 
287 

Machines. 

What  constitutes  invention,  vol.  iL,  47.  Improvements  of, 
49.  Requisites  of  description,  71.  *' Principle"  of  a 
machine,  what  is,  244.    Formal  changes,  245. 

Marking. 

Patented  articles  must  be  marked  as  such,  vol.  ii.,  141. 
Penalty  for  falsely  marking,  143.  Failure  to  mark,  a 
defense  to  action  for  infringement,  349. 

Models. 

Arrangement  and  exhibition  of,  vol.  ii.,  18.  Disposal  of, 
18.  When  requisite,  83.  To  explain  specification,  228. 
Of  designs,  490. 

Oath. 

Required  from  applicant,  voL  ii.,  88.  Of  executor  or  ad- 
ministrator claiming  patent,  92.    Forms  of  oaths,  503. 
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Patent,    See  also.  Invention, 

Nature  of,  voL  ii.,  6.  Issue ;  attestation ;  record,  28,  86. 
Contents  and  duration,  39.  Single  patent  for  two  in-  - 
ventions,  20.  Several  patents  for  one  invention,  30. 
For  distinct  parts  of  same  invention,  81.  Joint  inven- 
tors and  patents,  82.  Date  of  patent,  88.  Delivery,  38. 
Correction  of  errors,  84.  Who  may  obtain,  36,  87.  Orant 
of,  to  assig^nee,  90.  Assignment  of,  94r-107.  Obtainable 
by  bill  in  equity,  177.  Surrender  and  reissue  of  defec- 
tive, 179-205.  General  rules  for  construction  of»  220. 
Consulting  experts  on  construction  of,  280. 

Pleadings. 

Declaration  at  law,  for  infringement,  vol.  iL,  481.  Plea  or 
answer,  at  law,  433.  Notice,  additional,  to  fj^eneral 
issue,  488.  Requisites  and  sufficiency  of,  486.  Re- 
ception of  evidence  under,  487.  Bill  in  equity  for 
infringement,  487.  Multifariousness  in  such  bills,  439. 
Faults  in,  reached  by  demurrer,  441.  Plea  or  answer 
in  equity,  443.  Amended,  supplemental,  or  cross  bill, 
446.    Amended  or  supplemental  answer,  447. 

Patent  Agents  vol.  ii.,  21. 

Patent  Attorney^  vol.  iL,  21. 

Patent  Office. 

Establishment  of,  vol.  ii.,  11,  13.  Seal,  18.  Officers  and 
employes,  13.  Salaries,  13.  Bonds,  13.  Restrictions 
upK>n  officers  and  employes,  14.  Regulations,  establish- 
ment of,  18.  Library,  19.  Correspondence  with,  19. 
Disbursements  for,  28.  Practice  in,  as  to  design  pat- 
ents, 488.  4 


Powers  of  Government 

Constitutional  grant  of  power  to  congress,  vol.  ii.,  1.  No 
right  reserved  to  government,  7.  Powers  of  State  legis- 
latures, 9. 

PraMice. 

Matters  incidental  to  patent  suits,  vol.  ii.,  471.  Abatement 
of  suit,  471.  Compulsory  disclosure,  471.  Motions,  472. 
Trial,  473.  Hearing  and  rehearing,  473.  Jury  trial  in 
equity,  474  Reference  to  ascertain  damages,  or  profits, 
476.  Costs,  477.  Costs  as  affected  by  disclaimer,  478. 
Decrees,  479. 

Proc^ses, 

Discoveries  of,  vol.  ii.,  44. 
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Public  Use  or  Sale. 

Before  application,  as  defense  to  action  for  infringement, 
vol.  ii.,  333.  What  constitutes  a  public  use,  334.  Limits 
and  exceptions  to  rule  restricting  public  use,  336.  Ef- 
fect of  placing  Invention  on  sale,  337.  lUustrations  of 
doctrine  as  to  public  use  or  sale,  838. 

Registration. 

Of  prints  or  labels,  vol.  11.,  4SfSL  A 

Beissue. 

Of  defective  patents,  vol.  ii.,  179.  Nature,  scope  and  ex- 
tent of  right  of,  180.  Loss  of  right,  by  delay,  182.  Who 
may  surrender  for,  183.  Rights  of  assignee,  188.  Appli- 
cation for,  184.  Hearing,  186.  Powers  and  duties  of 
commissioner,  187.  What  defects  in  patent  warrant, 
188.  What  changes  may  be  made  by,  189.  Dividing 
patent  by,  191.  Invention  must  not  be  enlarged,  192. 
Illustrations  of  this  rule,  194.  Its  scope  and  limits,  196. 
Effect  of  commissioner's  decision ;  presumptions,  198. 
Validity  of  reissued  patents,  200.  Reissued  patent 
void  in  part  only,  202.  Grounds  on  which  they  may  be 
adjudged  void,  202.  Construction  and  effect  of  reissued 
patents,  208.    Defenses  peculiar  to  reissue  patents,  849. 

Renewal. 

Of  application  after  withdrawal,  voL  il.,  89.  Of  application 
on  failure  to  pay  fees,  93. 

Sale, 

Of  patentable  article,  prior  to  application,  vol.  ii.,  185.  Of 
patented  articles,  186.  Territorial  limits  of  buyer^s  right, 
139.  How  limited  by  term  of  patent,  140.  Rights  of  pur- 
chaser of  specific  article  from  patentee  or  licensee,  265. 
Rights  of  purchaser  from  infringer,  268. 

Specifications, 

Printed  copies  of,  as  evidence,  voL  ii.,  27.  Requisites  of,  66, 
68.  In  case  of  machines,  71.  Of  improvements,  72.  Of 
ooui positions  of  matter,  74.  Of  combinations,  74. 
General  rules  for  construction  of,  224.  Fraudulent  de- 
fect or  excess  in,  as  defense  in  action  for  infringement, 
820. 

Sfiits,    See  Damages;  Infringement;  Pleading;  Practice, 

By  United  States  to  annul  patent  fraudulently  obtained, 
vol.  ii.,  34.  By  patentee  against  licensee  for  royalties,  121. 
By  patentee  or  licensee  against  infringers,  t^.    Touch- 
ing interfering  patents,  213.    Distinction  1t>etween  legal  * 
and  equitable  remedies  for  infringement,  272.    To  en- 
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force  licenses,  Jarisdiction  of  circuit  conrts,  274.     For 
damages  for  infringements,  280. 

Burrenders,    See  also,  Reissue 

How  made,  vol.  ii.,  181.    Effect  of,  181.    Who  may  sorren- 
der  for  reissue,  183. 

Trade-Marks. 

Decisions  relative  to,  vol.  ii.,  10. 

Witnesses.  \ 

Subpoenas  to,  vol.  iL,  168.    Fees,  169.    Penalty  for  failing  to 
attend,  or  refusing  to  testify,  169. 

URUGUAY. 

Law  op  November  13, 1885. 

General  Provisions. 

Privileges  conferred  upK>n  foreign  inventors,  vol.  ii,  516. 
Patentable  and  non-patentable  inventions,  516.  Term 
of  patent,  516.    Yearly  annuities,  516. 

Patent  Office. 

Formalities  for  concession  of  patents,  vol.  ii.,  518.  Petition; 
specification ;  model,  &o.,  518.  Grant  of  patent,  518. 
Report  and  publication  of  patents,  519. 

Certificate  of  Addition  or  Improvement 

Duration  ;  tax,  vol.  ii.,  519.  Improvement  by  patentee  or 
by  third  person,  519.    Interfering  applications,  520. 

Transfer  of  Patents,  vol.  iL,  520. 

Nullity  and  Lapse  of  Patents. 

When  patent  becomes  null,  vol.  iL,  520.  When  patent  lapses, 
520.  Suit  for  annulment,  521.  Judicial  declaration  of 
forfeiture  or  invalidity,  521. 

Infringements;  Suppression  and  Fines,  vol.  ii.,  521. 

Final  Depositions,  vol.  iL,  522. 

VENEZUELA. 

Act  of  Mat  25, 1882. 

Patentable  inventions,  vol.  iL,  524.  Conditions  and  nature  of 
patent,  524.  Application,  description,  oath,  524.  Term  of 
patent,  524.  Form  and  grant  of  patent,  525.  Taxes,  525. 
Patent  for  foreign  invention,  526.  Expiration  or  lapse  of 
patent,  526.  Inventions  which  are  not  i)atentable»  526.  In- 
fringements, 627i 
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VICTORIA. 

Act  of  May  9,  1866. 

Mode  of  obtaining  Letters  Patent, 

Power  to  gp-ant  patents,  vol.  ii.  529.  Rules  for  executing 
act,  629.  Specification;  amendment,  630.  Form  and 
size  of  specification,  680.  Effect  of  fraudulent  specifica- 
tion, 681.  Proceedings  after  deposit  of  specification,  681. 
Hearing  of  applications  and  objections,  681.  Issue  of 
warrant  for  patent,  682.  Repeal  or  withholding  of  pat- 
ent, 632.  Patent  void  for  non-performance  of  conditions, 
588.  Time  of  issue  of  patent,  688.  Date  and  conclusive- 
ness of  patent,  634.  Duration  of  patent  for  foreign  in- 
vention, 684  Use  of  inventions  in  foreign  ships,  685. 
Filing  of  specification,  686. 

Disclaimers  and  Alterations. 

Notice  of  application  for,  voL  11,  686.  Application  for  dis- 
claimer heard,  686.  How  disclaimer  entered  and  altera- 
tion made,  686.    Copies  open  to  inspection,  688. 

Extension  of  Term.    Confirmation  of  Invalid  Patents. 

Obtaining  extension  of  term,  vol.  ii.,  688.  Obtaining  con- 
firmation of  invalid  patent,  638.  Appointment  of  com- 
missioners, 689.  Notice  published ;  caveats  entered, 
639.    Hearing  and  report  of  commissioners,  j589. 

MisceUaneaus  Pfovisians. 

Index  to  specification,  &c ,  vol.  ii. ,  641.  Registers  of  patents 
and  of  proprietors,  641.  Certified  copies  to  be  evidence, 
642.  False  or  forged  entries,  642.  Entries  may  be  ex- 
punged, 542.  Unauthorized  user  of  word  **  patent,  ^^ 
642.  Actions  for  infringement,  particulars  delivered, 
648.  Particulars  regarded  in  taxing  costs,  644.  Fees  on 
obtaining  patents,  644. 

SCHBDUiiBS,  vol.  ii.,  645. 

Act  of  Dbcbmbbr  12,  1884. 

Mode  of  obtaining  letters  patent,  vol.  ii.,  661.  Extension  of 
term,  658.  Confirmation  of  invalid  patents,  668.  Mis- 
cellaneous provisions,  668.  Revocation,  655.  Legal  pro- 
ceedings, 566. 

WESTERN  AUSTRALIA. 

Act  op  August  15, 1872, 

Privilege  conferred  upon  patentee,  voL  IL,  669.  Mode  of  appli- 
cation for  patent,  560.  Publication  of  notice  of  application, 
661.  Objections  referred  to  appointees,  661.  Costs  of  in- 
quiry to  be  given,  561.  Issue  of  letters  patent,  662.  Amount 
to  be  paid  for  patent,  562.   More  than  ten  persons  interested 
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'  in  patent,  562.  Assignment  of  patent,  5d3.    Injanotion  may 

be  granted,  663.  Repeal  of  patent  by  scire  facias^  563.  Pat- 
ent, specification,  &c.,  enrolled,  568.  Specification  may  be 
corrected,  664.  Disclaimer  may  be  entered,  564.  False  en- 
tries or  affirmations,  665.  Foreign  patentees  may  obtain 
letters  of  registration,  565.    Interpretation  clause,  566. 

WURTEMBURG,  vol.  ii.,  566. 


End  op  Voii.  IL 


